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EXPLANATION  OF  NOTES. 


The  Text  of  tbe  Opinion. 

The  test  of  the  opinion  of  the  coort  is  taken  wholly  from  the  record,  aod  not 
fram  tbe  official  reporter.  The  Te«soD  for  this  is  that  the  recoid  is  the  orij^ntd 
aoQTce  fn>m  which  the  reporter  himself  ohtaios  Itis  matter ;  that  it  is  complete, 
no  irases  decided  by  the  cotirt  being  omitted  therefrom  ;  that  on  Applipation  to 
tbe  olerk  of  tbe  oonrt  for  a  certified  copy  of  an  opinion,  it  is  the  copy  of  the 
opinioD  as  it  appettrs  in  tbe  record,  and  not  as  prioteid  in  the  official  leport  that 
he  furnishes. 


Prominent  among  the  advantages  eecured  by  printing  tbe  record,  is  the  fact 
that  the  statement  of  the  case,  inrolving  all  IhoHe  facU  which  the  conrt  coosid- 
eis  material  to  the  underetaDdiDg  of  its  opinion  in  m^e  by  tbe  conrt  itself, 
strictly  in  view  of  its  decision,  concisely  and  jndicially,  whereas  tbe  official  re- 
portera,  Wallace  and  Otto,  have  omitted  whole  pages  of  the  statement  as  made 
by  the  wort,  snbetitatlng  tbeir  own,  or  have  so  amended  and  varied  the  court's 
statement  as  to  make  it  practJcaUy  anew  one.  Tbe  case  of  Packing  Company 
Canes,  reported  in  volnme  14  p.  49,  is  a  notable  example,  oo  conoDlting  which 
the  bot-Dotes  appended  will  be  fonnd  bo  point  ont  the  variation  of  tbe  offidsl 
reporter  l^m  the  original  record. 


It  will  also  be  observed  that  this  practice  of  these  reporters  has  often  been  Ibe 
eanae  of  omitting  in  their  reports  tbe  introdnctoTy  part  of  the  opinion  afi  given 
in  tbe  record,  snpplying  it  ftom  their  own  point  of  view  and  actnally  beginning 
tbe  report  of  the  opinion  at  an  intermediate  point  of  the  record , 


The  text  in  this  work  has  been  prepared  fVom  printed  certified  copies  of  the 
reooid.  and  has  undergone  a  secoitd  comparison  while  iu  type  before  printing, 
made  directly  with  the  original  record  in  the  Supreme  Court,  giving  an  asnu- 
nyice  that  no  etTbrt  has  been  spared  tn  secure  armrary. 


It  has  farther  been  mmparcd  with  the  officially  |>ubliBhetl  reports  and  tbe 
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divefgeDces  of  the  latter  &«m  the  recoid  pointed  oot  in  foot-notes  to  each  case 
where  they  oc«Dr,  in  jtistiflcBtion  of  ttie  couthb  pursued  bj  the  editor,  uid  for 
noftheprofessiou. 


r  The  Head-Ifot«a. 


The  head-notes  have  been  prepared  with  care  and  couaidenble  elaboratloa, 
the  editor  deeming  it  more  convenient  to  tlie  prufetsion  that  Iteahoalderron  tlu 
aide  of  too  great  minalia  in  odling  their  attention  eveo  to  nbat  maybe  [«- 
ganled  aa  dicta  of  the  coart  At  tbe  end  of  each  head-note  nill  be  foiuul,  be- 
tween brackete.  the  page  of  the  opinion  of  which  it  is  a  digest  The  head-notes 
are  numbered  conaecotively,  and  at  the  end  of  each  caae  there  will  be  tbond  aa- 
der  tbe  corresponding  nomber  of  the  head-note  a  note  of  Supreme  Conrt  Patent 
Caaes.  in  chronological  order,  relative  to  the  sat^ect^matter  of  the  head-note. 


Tbe  AiuiotMIODs,  or  Notes  at  endlnic  of  Case. 

Notes  at  andinar  of  oase  are  of  three  kinds :  those  in  the  fonn  of  notes 
to  the  head-notes ;  those  relating  to  the  patent  in  suit ;  and  those  relating  to 
cases  in  which  tbe  particatar  case  reported  has  been  cited. 


Kotea  to  the  haad-notes  These  consist  of  Supreme  Oonrt  Patent  Cases, 
arranged  in  chrooological  order,  in  which  the  substance  of  the  head-note  haa 
been  restated,  affirmed,  or  applied,  aa  thecaaenaybe  ;  these  have  been  brought 
down  te  the  latest  decisions  of  the  coort  accessible  at  the  date  of  printing  the 
volnme. 


nia  patent  In  suit  is  next  given  with  its  reissoes.  if  any,  followed  by  a 
chronological  list  of  all  reported  Federal  suite  in  which  tbe  patent  has  been  in- 


Oltatlons  of  ijhe  partloulai'  opinion.  Then  follows  a  list  of  those  cases 
io  which  tbe  opinion  reported  has  been  cited.  This  list  inclndes  Federal,  State, 
and  Canadian  Cases,  opinions  of  the  Attomey-Oeneral,  and  of  the  Commissioner 
of  Patents,  and  the  latest  text-bonks,  Curtis,  4th  Edit.,  Walker,  Merwio.  and 
AbUott. 


All  the  lists  are  chronological  iu  arrangement  and  in  the  lint  of  citations  the 
dates  are  appended. 
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To  laeiUUle  the  finaing  of  any  nae  appearing  in  tbe  natw,  not  only  is  the 
original  report  given,  but  also  Tolume  and  page  ol'  Robb,  Fisber,  Banning  and 
Anlen,  and  otbers  in  wbich  it  is  reprinted. 


Both  in  the  opinion  and  ai^umenta  the  rule  has  been  followed  of  adding  tbe 
ikamet  to  cases  cited  by  page  and  volnme  only,  thene  additions  to  the  t«it  being 
included  in  brackets. 


Blank  lined  spaces  after  each  note  and  a  blank  page  at  the  end  of  each  caw 
are  left  for  the  insertion  of  additional  citations  and  of  general  notes. 

There  are  added  a  nnmber  of  tables  and  two  indezee  for  ready  referenee. 
These  an  Tables  of  Cases,  Referenoe  Table  of  Cases,  Table  of  Patents  in  Bait, 
of  Cases  dtcd,  of  Abbreviations,  of  Names  of  Jnsticea,  of  Names  of  Coonael,  on 
Index  Digest,  and  a  Digest  of  Notes. 


Reference  is  made  throughout  the  work  to  the  Tolnme  and  page  of  tbe  Eng- 
liifa  CBMH  aiieody  pnbliHhed  as  part  of  this  series,  wherever  they  occnr. 

WOODBURY   LOWERY. 
Washinotom    D.  C. 
Otiober  1,  188S. 
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DUNBAR,  WHITE  e 27 


D,oilizf*:byCOO<^IC 


ALPHABETICAL  TABLK  OF  CASES.  xi 

EAGLETON  MNFG.  CO.  p.  WEST,  BRADLEY  &  CAUY  MN'FG.  (X), 
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miatioiieT't  dedtion.  Reaaonabit  and  unreanoTuible  ddag 
in  Ttiattatig — grittrcd  rule. 

MALLORY,  McMURRAYr 171 

MANUFACTURING    CO.       See   EAGLETOS    MNFG.  CO.    v.   WERT, 

BRADLEY  ft  GARY  MNFG.  CO.    ■ 
MANUFACTURING  CO.    See  TURNER  &  SEYMOUR  MNFG.  00.  e. 

DOVER  STAMPING  CO. 
MICHIGAN  SOUTHERN  AND  NORTHERN   INDIANA  It.  R,  Co.    See 
ILLINOIS  CENTRAL  R.  R.  CO.  b.  TURRILL. 

MOLITOR,  STONE  PAVING  CO.  r. .-.21 

MORRIS  r.  McMILLIN.     US  li.  S.  844-24ft.     Oct  Temt,  ISM  .    .        HIO 
[Bk.  28,  L.  ed.  702;  39  O.  G.  951.} 
ParHadar  paletU  eoiHfriwd  and  ketd  loanting  in  patmiaUe  incrn- 

NATIONAL  CAR-BRAKE  SHOE  CO..  LAKE  SHORE  &  -MICH.  SOUTH- 
ERN RY.  00.  * 124 

ODORLESS  EXCAVATING  APPARATUS  CO..  CLEMENTS  f.     .   .   .     44 
PAVING  CO.     See   CALIFORNIA  ARTIFICIAL  STONE  PAVING  CO. 

n.  MOLITOR. 
PENNSYLVANIA R.R.  CO.  t>.  LOCOMOTIVE  ENGINESAFETY TRUCK 

CO.   110  V.  S.  4»0-4fl8.    Oct  Term,  1S88 148 

[Bk.  28.  L.  ed.  222;  37  O.  G.  307.] 

Reverein);  Locomotive,  Ac.,  Co.  v.  Penpnylvania  II.  R.  Co.,  1 

Bon.  &  Ard.  470. 
Particular  patent  toiutmed.     jVew  mp  of  eld  procean.       Want  of 
inoenlion.     Anologowi  nut. 
PERFECTION   WINDOW  CLEANER  CO.  ..  B08LEY.     Not  reporlwl 
elseirkere.    Oct  Term,  1888 04 
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PHILLIPS  F.  CITY  OF  DETRIOT.      Ill  I",  8.  604-«08.    Oct  Term, 

1888 2«9 

[Bk.  28,  L.  ed.  532.) 
Afibming  fbid,  4  Bod  A  Atd.  M7. 

Particular  patent  coiulnttd  and  Md  la  involrr  mrtlianiral  nkill 
a*lf  and   (n  be   mmfiMj  tn  ineentiint.     JwUcial   mvtiit. 
HoveHy 
BAILWAY  CO.     See  LAKE   SHORE    AND  MICHIGAN   SOUTHEKN 

BY.  CO,  T.  NATIONAL  CAR-BRAKE  SHORE  CO. 
RAILROAD  CO.  r      See  PENNSYLVANIA  K.  R.  CO.  .-.  LOtOHUTIVE 

ENGINE  SAFETY  TRUClt  CO. 
EAILBOAD  CO.  r.  TURBILL.     See  ILLINOIS  CENTKAL  K.  It.  iV.  r. 
TDRRILL 

KODGEHS.  TORRENT  &  ABH8  LUMBER  CO.  p.      ■.OHi 

RUWELL  r.  LINDSAY,     118  U.  S.  97-104.    Oct  Tern.  t8M    .441 
[Bk.  28.  L.  ed.  WW;    31  0.  «.  120.] 
AfflnniDg  Ibid,  10  Bias.  217. 

CbtM  fa  CombinatioK.     Single  eiennt..     Parliatlnr  paleni  con- 
ttrued,  lijnited,  and  nol  infringfd.     Equivalent. 
SAFETY  VALVE  CO.     See  CONSOUDATED  SAFETY-VALVE  CO.  v. 
CROSBY  STEAM  OAGE  AND  VALVE  CO. 

SANDUSKY  TOOL  CO..  COOK  B \-m 

SARGENT  r.  HALL  SAFE  AND  LOCK  CO.     114  U.  S.  «3-S«.     Ocl. 

Term,  1884 .    5T;t 

[Bk.  29,  U  ed.  67  ;  31  O.  G.  661.] 

ParHciJiir  patent  eamtnted  and  limited  in  vita  of  file  wrapper 
and  eontevU.     A  intndmeyde  to  appliealim  n$  litnilaliont. 

8HAL10L,  BIEDSELL 354 

SOFFE,  ZANE  r. 10;i 

STEAM  GAGE  CO.,  8AFET\' VALVE  CO.  r 490 

STONE  PAVING  CO.     Sw  CALITORNIA  ARTIFICIAL  STONE  PAV- 
ING CO.  r,  MOLITOR. 
THE   PERFECTION   WINDOW  CLEANER  CO.      See   PEKFECTION 

WINDOW  CLEANER  CO.  r.  BOSLEY. 
THOMPSON  0.  B0I88ELIER.     McNAB  ft  HARLAN  MANUFACTUR- 
ING COMPANY  r.   THOMPSON.     EATON   r.  SAME.     114  D.  8. 

1-14.    Oct.  Term.  1884 549 

[Bk.  29.  L.  od.  76  ;   31  O.  G.  377.] 

ParUcular  patents  constmed  and  held  not  infringed.     Inrfntioil 
doubled.     Patenlabilitg. 
THORNE,  BLACK  e 201 
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TORKENT  &  ARMS  LUMBER  CO.  f.  RODGERS.     112  U.  S.  6o9-«69. 

Oel.  Term,  1884. 396 

[Bk.  28,  L.  ed.  B42  ;  30  O.  G.  449,] 

I^rtietUar  patent  eonMtniei.      Beitiue  for  dijfirait   inveation. 

Beittim  to  cover  mtoneaiB^  aeenud  rigUa  of  third  parties^ 

TURNER  &  SEYMOUR  MNFG.  CO.  o.  DOVER  STAMPING  CO.     Ill 

U.  8.  819-82?.    Oct.  Term.  1888 238 

[Bk.  28,  L.  ed.  442  ;  27  O.  O.  1131.] 

Particular  paieni  coiutrued.     Reimufd  iriih  brtiadfr  daim.     Dr- 

TUEEILL.  ILLINOIS  CENTR.\L  R.  R  CO.  c. 140 

UNION   METALLIC   CARTRIDGE  CO.  c.   UNITED  STATES  CART- 
RIDGE CO.     112  U.  S.  e24-6«.    Oct.  Term.  1884 364 

[Bk.  28,  L,  ed.  828;  30  O,  O.  771.] 
Reversing  Ibid,  T  Fed  Rep.  344. 

FarliaiUir  patent  eoiuirtied.      DMcJoinui — itn  fffeii.      Reittued 
for  nuUter  dttetaimed. 
UNITED    STATES    CARTRIDGE  CO.,    UNION    METALLIC    CART- 
RIDGE OO.r ,.384 

VALVE  CO.     See  C0N80UDATED  SAFETY-VALVE  CO.  r.  CROSBY 
STEAM  GAGE  &  VALVE  CO. 

VOSSr.  FISHER     US  U.  S.  2tS-215.    Oct  Term.  1881. 493 

[Bk.  28,  L.  ed.  975;  30  O.  O.  1096.] 

Particular  patent  cOMtnutl ;   ^  iimUed,  il  not  infringed  ;   if  in- 
fringed, is  aaiUing  tw  WMWtjr. 
WEST,  BRADLEY  &  CARY  MNFG.  CO.,  EAOLETON  MNFG.  CO.  r.      253 

WHITE  r.  DUNBAR.    2U  0.  0.  858.    OcL  Term,  1888 27 

Sale  30  af  Supreme  Court.     Motiim  to  diiOBlve  iiyinKlioH. 

WIL-SON,  COON  r 504 

WINDOW  CLEANER  CO.    See  PERFECTION  WINDOW  CLEANER 
«X>.  r.  B08LEY. 

ZANE  «.  SOFPEE.    110  U.  $).  200-20*.    Oct  Term.  I8S8 103 

[Bk.  28,  L.  ed.  119  ;  26  O.  G.  T.n.] 

AfflrmiDK  Ibid,  2  Fed.  Rep.  229. 

Evidence  of  prior  knoidedge  aiut  am,     f-irticular  patent  coh- 
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The  object  of  eompftriag  the  pBgea  in  these  owee  ia  for  oonvenieoM  of  rafer- 
enee  Hbowiiig  where  the  text  in  the  opinion  of  the  court  on  each  page  of  the  Of- 
ndal  Beport  is  fbiind  in  this  edition,  or  If  an  attorney  wishes  to  cite  the  Official 
Repoits  while  nsiiig  these  volumes,  he  can  readily  do  ao  by  toiniug  to  this  table 
aod  <*"'<i"g  OD  what  page  in  tlie  official  edition  any  page  of  the  Opinion  of  the 
CpuTt  in  thi«  volnme  may  be  foand. 

In  mailing  this  comparison,  onl  of  justice  to  ourselves,  where  we  bai-e  in- 
serted new  material  such  as  drawing  spedflcatioDa,  ai{;ameatB  of  counsel, 
statenienta,  and  parts  of  the  opinion  from  the  records  which  are  not  foood  in  the 
Official  edition,  we  have  so  iiMlicat«d, 

As  an  example  in  the  use  of  this  table  take  the  case  of  Powder  Co.  i>.  Powder 
Works,  in  volnme  13,  which  begins  in  98  U,  S.  on  |>age  126 — see  first  colnmn  ; 
>"  ""r  volume,  page 20T — seethini  oolnnm;  the  opimooof  theootut  begluainll, 
le  133— see  seeond  cotomn;  in  our  volnme,  page  21^4 — see  fourth  colnmn, 


ipagei; 
thnatb 


and  thaa  thiongh  the  apiniiw  each  page  is  compared.     We  have  inserted  it 
volnme  many  drawing  and  spedBcations  which  are  not  found  in  the  Official 
Reports,  and  any  omusion  in  the  coosecntive  nnmbering  of  the  pagee  can  be 
I  accounted  for  in  the  same  manner. 
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DECISIONS 

THE  SUPREME  COURT 

THE  UNITED  STATES 
PATENT  CASES. 


J.  A.  FAT  AND  COMPANY,  APPELLANT,  ».  COR- 
DESMAN  BROTHERS,  Harry  J.  Cordesman,  Jr., 
AND  Clemens  A.  Cokdesuan.* 

10»  U.  S.  40S-42I.    Oct.  Term,  ISSa 

[Bk-  27,  L.  ed.  979;  25  O.  G.  1277.] 

Argued  November  U,  15,  1883.     Decided  December  3,  1883. 

Particular  }xttent»  construed.    Tiifringement. 

f  1.  Claim  4  of  reissued  letters  patent.  No.  1,527,  granted  to  John 
ItichardH,  Aaguet  25,  1863,  for  a  "Guide  and  Support  for 
Scroll-Saws,"  the  ori^^al  patent,  No.  35,380,  haviug  been 
granted  to  liim.  May  25,  1862,  for  an  "Improved  Guide  and 
Support  for  Scroll-SawB,"  namely  :  "  4.  An  anti-friction  guide 
which  is  adjustable  so  as  to  accommodate  different  thicknefi.-iefl 
of  saw-blades,  and  to  compensate  for  wear,  in  combination 
with  the  upper  portion  of  a  web  saw-blade,  substantially  as  set 
forth,"  does  not  cover  an  arrangement  in  which  a  band-saw  is 
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u!4ed,  passing  over  wheeU,  and  riiiming  conxtantly  in  urn-  di- 
rection, U>H'ards  the  table  on  which  tlie  etiifT  lios,  and  having 
a  tension  over  the  periphertei*  of  the  wheels,     (p.  13.) 

f  2.  Claim  5  of  aaid  reissue,  namely,  "  5.  The  combination  of  the 
anti-friction  saw-support  and  guidi>,  or  the  i'<)uivaknt  thereof, 
with  an  adjutttablo  guard,  or  its  equivalent,  siibtjtantially  as 
and  for  the  purpose  set  forth,"  is  not  infringed  by  an  arrange- 
ment in  which  such  a  band-saw  ig  used  and  the  guard  does  not 
liold  down  llie  stuff  against  the  upward  lifting  action  of  the 
saw,  becausi'  the  saw  is  constantly  passing  down wai**!.  (p.    l:i.) 

t  a.  The  claim  of  letters  )>atent,  Nii.  78,H80,  gi-anted  to  J.  A.  Fay  «fc 
Co.,  June  IB,  1868,  for  an  "  Improvement  in  Guides  for  Baud- 
Saws,"  on  ihe  invention  of  John  Lemman,  namely  :  "  The  com- 
bination of  the  roller,  fi,  with  fixed  lateral  guides,  r  c  r,  one  or 
more  an-angi'd  and  operated  substantially  in  the  manner  and 
for  the  purjioscN  specified,"  is  for  the  combination  of  an  anti- 
friction smoolh-faeod  wheel  to  support  the  back  or  thin  edge 
of  the  saw,  nod  to  have  lateral  adjustment,  presenting  differ- 
ent points  to  wear,  with  the  fixed  guides,  and  in  not  infringeil 
hy  an  arrangement  in  which  the  wheel  has  two  grooves  in  it, 
in  one  of  which  the  saw  nms,  and  in  the  other  of  which  it  can 
he  made  to  run  by  lateral  adjustment,     (p.  17.) 

\i.  Claim  1  of  letters  patent,  No.  120,949,  granted  to  J,  A.  Fay 
&  Vo.,  November  14,  1871,  for  an  "Improvement  in  Band - 
Sawing  Machines,"  on  the  invention  of  William  H.  Doane  and 
William  P.  McKee,  namely,  "1.  The  frame.  A,  A',  A",  in 
combination  with  the  lower  arbor-bearing,  said  frame  being 
constructed  ae  herein  described,  with  a  depression,  A'",  i>er- 
mitting  the  ready  removal  of  the  arbor,  as  explained,"  is  not 
infringed  by  an  arrangement  in  which  the  depression  does  not 
leave  exposed  a  seat  which  is  entirely  open  upward,  and  the 
arbor-boaring  cannot  be  removed  without  detaching  the  pulley 
from  the  arbor,     (p.  22.) 

f  6.  Claim  2,  namely,  "2.  The  arrangement  of  frame,  A,  A',  A",  A'", 
and  of  the  horizontally  and  vertically  adjustable  arbor-bearing, 
C,  T),  D',  K,  E',  G,  II,  A,"  is  not  infringed  by  an  arrangement 
which  does  not  have  the  frame  and  depression  of  claim  1,  or 
the  elements,  D,  I)',  or  the  same  m  cijulvalent  means  of  adjust- 
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ing  such  arbor-bearing  either  horizontally  or  vertically,     (p. 
33.) 

1 6.  Claim  3,  namely ,  "  3.  The  arrangement  of  step  or  saddle,  K, 
and  its  contained  box  or  bearing,  L  L',"  covers,  as  an  element 
of  the  arrangement,  among  other  things,  a  spring  which  car- 
ries the  weight  of  the  saddle,  and  gives  an  elastic  tension  to 
the  saw,  and  is  not  infringed  by  an  arrangement  in  which 
there  is  a  rigid  saddle  and  no  spring,     (p.  23.) 

1 7.  Claim  4,  namely,  "  4.  In  combination  with  the  upper  arbor,  L', 
the  lower  arbor-bearing,  E,  adjustable  both  vertically  and 
horizontally,  as  shown  and  described  and  for  the  purpose  set 
forth,"  is  not  infringed  by  an  arrangement  which  does  not  in- 
fringe claims  2  and  it.     (p.  24.) 

8.  In  a  combination  claim,  if  the  patentee  specifies  any  element  as 
entering  into  the  combination,  either  directly  by  the  language 
of  the  claim,  or  by  such  a  reference  to  the  descriptive  part  of 
the  specification  as  carries  such  element  into  the  claim,  he 
makes  such  element  material  to  the  combination.  If  it  be  re- 
stricted to  specified  elements,  all  must  be  regarded  as  material 
leaving  open  only  the  question  whether  an  omitted  part  is 
Nupplied  by  an  equivalent  device  or  instnimentality.     (p.  24.) 

[Citations  in  the  opioiou  of  the  court ;] 

Water-Meter  Co.  v.  Desper,  101  U.  8.  332  [12  Am.  &  Eng.  380.]     p.  24. 
Gage  r.  Herring,  lOT  U.  8,  640  [14  .4m.  &  Eng.  4.')4.]     p.  24. 

Apjieal  from  the  Circuit  Court  of  the  linited  States  for 
the  Southern  District  of  Ohio. 

The  bill  in  this  case  was  filed  in  the  court  below,  by  the 
appellant,  a  corporation  duly  established  under  the  laws  of 
Ohio,  to  recover  damages  alleged  to  have  resulted  from  the 
infringement  of  certain  letters  patent,  and  for  an  injunction. 

The  court  below  having  found  for  the  defendants  and  en- 
tered a  decree  dismissing  the  bill,  the  complainant  appealed 
to  this  court. 

The  facts  of  the  case  are  further  stated  by  the  court. 

Messrs.  Robert  H.  Parkinson  and  John  B.  Hatch.,  for 
appeUaid  : 
It  is  plain,  both  from  a  comparison  of  the  machines  and 
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from  the  history  of  the  infringement,  that  defendants  have 
taken  complainant's  niiiohine  as  the  plan  from  which  to  con- 
struct their  own,  and  have  intentionally  appropriated  each 
and  all  of  the  featnrea  of  that  machine.  Theirinfringement 
13  not  aflfected  by  superticial  modifications  which  do  not 
deprive  the  machine  of  any  of  the  properties  secured  by  the 
invention,  or  depart  from  the  mode  of  operation  or  essential 
agents  by  which  tliose  properties  are  sccui-ed  whether  ad- 
ditional advantages  are  or  are  not  introduced.  Tlie  ques- 
tion is  not  in  respect  to  either  of  the  patents  wliether  the 
modifications  add  to  or  aubti-act  from  the  efficiency  or  ca- 
pacity of  the  device,  but  whether  they  deprive  it  of  the 
characteristics  by  which  the  object  of  the  particular  inven- 
tion la  secured.  See  Blanchard  v.  Beei-s,  2  Blatch.  411 ; 
McComb  V.  Brodie,  1  Wooils,  153  ;  Smith  v.  Higgins,  1  Fish. 
537;  Washburn  v.  Gould,  3  Wood.  &  M.  141;  McComb  v. 
Beard,  fJ  Fish.  254;  Union  Paper  Bag  Machine  Co.  v.  Newell, 
6  Fish.  582;  American  Mnfg.  Co.  v.  l&ne,  14  Blatch.  438; 
Corn-Planter  Case,  23  Wall.  181  [10  Am.  &  Eng.  1;]  Mason 
».  Graham,  23  Wall.  261  [U)  Am.  &  Eng.  107;]  Ives  t.  Ham- 
ilton, 99  U.  S.  426  [10  Am.  &.  Eng.  405;]  Blake  v.  Robert- 
son, 94  U.  S.  728  [11  Am.  &  Eng.  266  ;]  Cochrane  v.  Deener, 
94  U.  S.  780  [11  Am.  &  Eng.  288 ;]  Machine  Co.  v.  Murphy, 
97  U.  S.  120  [11  Am.  &  Eng.  494  ;]  Tilghman  r.  Proctor.  102 
U.  S.  707  [13  Am.  &  Eng.  29 ;]  Sharp  v.  Dover  Stamping  Co., 
103  U.  S.  250  [13  Am.  &  Eng.  77;]  Clough  v.  Barker,  106  U. 
S.  166  [14  Am.  &  Eng.  211.] 

^Messrs.  E.  E.  Wood  and  E.  Boyd,  for  appellees  : 
The  defendants'  machine  does  not- infringe  the  Richards 
reissue,  because  :  1.  It  has  a  strained  saw  which  is  not  the 
equivalent  of  the  unstrained  saw  of  the  patent.  2.  The 
guide  shown  is  not  adapted  to  be  used  with  the  unstrained 
8aw  of  the  patent.  3.  The  side  guides  are  made  of  wood 
and  are  not  the  equivalents  of  hardened  steel  under  the 
limitations  of  the  patent.  4.  No  gaaid  device  is  employed 
to,  hold  the  lumber  down  on  the  table,  and  none  is  necessary. 
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beciinse  the  strainecl  saw  always  runs  in  the  direction  of  the 
table.  5.  The  guide  used  by  the  defendants  is  substantially 
the  same  as  was  generally  used  on  band  or  strained  saws 
prior  to  the  date  of  the  pjitent,  and  is  not  used  as  a  substi- 
tute for  straining  devices.  6.  Defendants'  saw  has  no  upper 
free  end,  and  has  no  lower  end  connected  to  any  mechanism, 
as  the  saw  of  the  reissue  is  described  to  have.  7.  The  Doane 
and  McKee  and  Lemman  patents  prove  that  a  band  saw  is  a 
strained  or  tension  saw,  and  refute  complainant's  attempt  to 
prove  it  to  be  an  unstrained  saw  like  the  Richards  device.. 

Mr.  Justi.ce  Blatchfokd  delivered  the  opinion  of  the 
court  on  the  Sd  day  of  December,  1883: 

Tills  suit  in  equity  was  bl-ought  for  the  infringement  of  three 
several  letters  patent.  The  liret  is  reissue,  No.  1,527,  granted 
to  John  Richatds,  August  25,  1863,  for  a  "guide  and  sup- 
port for  scroU-saws,"  the  original  ])atent,  No.  35,390,  hav- 
ing been  patented  {a)  to  him  May  27th,  1862.  for  an  "im- 
proved guide  and  support  for  scroU-saivs.'"  The  specifica- 
tion of  the  reissue  is  as  follows,  including  what  is  inside  of 
brackets  and  what  is  outside  of  brsickets,  omitting  what  is 
in  italics  :  "  To  all  whom  it  may  concem  :  Beitknownthat 
I,  John  Richards,  of  Columbus,  in  the  coimty  of  Franklin, 
and  State  of  Ohio,  have  invented  a  new  and  useful  [method 
of  guiding  and  supporting]  comh'ned  guide,  guard,  and 
support  for  scroll-saws  ;  and  I  do  hereby  declare  that  the 
following  is  a  full,  clear,  and  exact  description  of  [one  prac- 
tical means  of  carrying  out  my  invention]  (he  same,  refer- 
ence being  had  to  the  accompanying  drawings  forming  pai-t 
of  this  specification,  in  which  [Figure]  Fig.  1  is  a  perspec- 
tive view  of  a  portion  of  [a]  fhe  table  and  [a]  tJie  saw  blade 
[of  a  '  scroll  saw-mill,'  with  my  invention  applied  to  the 
same.]  and  my  improvedvpper  combined  gv ide,  guard,  and 
support.  [Figure]  Fig.  2,  a  longitudinal  section  of  the 
same  connected  to  the  suspended  stud  of  the  building. 
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[Figure]  Fit/.  3  is  a  horizontal  section  [through  the  guide 
jind  support,]  m  tht^  line  x  x  of  Fig.  2.  [The  same] 
Similar  letters  of  reference  [where  used]  in  [different]  tfie 
seceral  ligures  indicate  corresponding  parts.  [It  has  long 
l>een  a,  desideratum  to  obtain  a  scroll  saw-mill  which  will 
work  auccesaf ully  while  the  upper  end  of  the  saw  blade  is 
left  free  from  a  sash  or  upper  stniining  device ;  and  thia  has 
never  been  attained  until  the  development.]  77ie  nature  of 
my  invention  [which]  wider  this  patent  consists  :  [1st,  in 
working  the  saw  at  a  point  above  the  table  in  a  groove  which 
is  inclosed  by  anti-friction  material,  such  as  st*el,  polished 
iron,  or  glass,  or  any  other  known  and  suitable  metal  or 
substance,  the  upper  end  of  the  saw  being  disconnected  f  mm 
any  upper  sasjwnder  or  saah,  but  supjxirted  and  guided  at 
its  back  edges  and  at  its  sides  or  broad  fsu^s,  and  its  lower 
end  connected  to  any  mechanical  device  that  will  "produce 
the  desired  motion  in  the  saw.  It  consists,  2d,  in  an  adjust- 
able guide  and  support  whereby  different  thicknesses  of 
scroll  or  web  saw  may  be  used  at  will.  It  consists,  3d,  in 
attaching  the  anti-friction  guide  and  BUj)iK>rt  to  an  adjusta- 
ble device  which  constitutes  a  gujird  to  liold  down  the  stuff 
being  sawed,  and  also  insures  a  support  of  the  saw  at  the 
point  near  whei-e  the  sawing  is  performed  as  well  as  above 
this  point.  My  principle  of  operating  a  scroll  or  web  saw 
must  not  be  confounded  with  the  'muley  saw,'  as  in  the 
'  muley  saw '  it  is  common  to  employ  guides  attached  to  the 
saw,  such  guides  running  in  or  upon  bearings  indei)endent 
of  the  saw-plate  ;  whereas,  witli  the  web  or  scroll  saw  worked 
according  to  my  discovery,  the  back  of  the  blade  or  plate  is 
supported  upon  a  hardened  steel  or  other  durable  anti-fric- 
tion surface,  and  is  gnided  laterally  by  similar  surfaces,  so 
that  the  saw  is  supported  nnd  guided  without  any  means  of 
tension  being  employed.  Purthennore,  'mnley'  saws  art- 
supported  at  each  end  by  cross-heads  and  only  in  the  center 
by  lateral  guides ;  and  a  saw  must  be  employed  that  is 
strong  enough  in  its  cross-section  to  stand  the  work.     Now, 
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with  my  plan.  I  aupjiort  the  saw  down  to  the  top  of  the 
wood  being  sawed,  which  ia  a  new  thing  in  this  class  of 
saw-milLs,  and  enables  me  Ut  use  small,  light  saw  blades. 
Previously  to  my  discovery  of  running  the  upper  end  of  the 
web  or  scroll  saw  in  f rictional  contact  with  an  npi)er  guide 
it  was  deemed  an  impracticable  thing,  and  it  is  now  only  by 
practical  demonstration  and  long  use  that  saw-:nill  men  are 
convinced  that  such  method  of  worlting  scroll  or  web  saws 
will  not  cut  through  and  rapidly  w^eiir  out  the  guide.  The 
non-destruction  of  the  guide  in  a  short-  period  of  time, 
although  the  pressure  upon  it  is  immense,  is  due  to  the  fact 
of  the  guide  being  of  hardened  steel  or  other  smooth,  hard 
material,  over  which  the  saw-plate  glides  witli  but  little 
frictional  wear]  in  the  guide,  and  hark  supporting  bars  or 
plates  in  connection  with  the  sliding  guard,  the  same  con- 
stittUing  a  coTobined  guide,  guard,  and  support,  /or  the 
free  or  disconnected  upper  portions  of  a  scroll-saw  blade. 
To  enable  others  skilled  in  tlie  art  to  make  and  use  my 
invention,  I  will  proceed  to  describe  [one  practical  means 
in  which  I  liave  embodied  it  with  great  success  ;  but,  in  doing 
so,  I  do  not  wish  to  be  understood  as  limiting  myself  to 
these  mechanical  devices  in  themselves,  as  the  principle  may 
be  embodied  in  various  other  means  and  still  not  depart 
from  the  discovery  embodied  in  machinery  that  I  desire  to 
patent.]  its  construction  and  operation  with  reference  to 
the  drawings.  [Not  using]  /  do  not  use  a.  sash  [or]  nor 
other  means  of  straining  thesaw,  S,  [I]  butiasten  the  lower 
end  of  the  [blade]  same  to  the  upper  end  of  a  stoi^k  or  slide, 
S',  of  [a]  the  pitman,  by  a  set-screw.  S",  or  [I  may  otherwise 
<'onnect  this  end  of  the  blade  to  a  device  which  will  properly 
operate  the  saw.  The]  in  any  other  similar  manner,  and 
ham  its  tap  or  upper  [end  of  iki^n^-^'l portion, disc<mnected 
above  the  table  [T,]  T,  [I  leave  entirely  disconnected,  but 
in  order  to  stea^lyoi'  guide  and  support  this  free  end  during 
the  sawing  operation.  I  attach  a  grooved  steel  gnide  to  a] 
The  said  upper  portion  of  the  saw  is  supported  and  guided 
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by  means  qf  the  two  parallel  bars,  a  a,  and  the  angular 
plate,  b.  The  bars  have  a  lateral  a^'ustment  to  accom- 
modate saws  of  different  thicknesses,  their  purpose  being 
til  Jceep  the  saw  in  a  true  vertical  line,  and  to  keep  it  from, 
twisting,  while  the  office  of  the  back  plate,  b  b\  is  to  sup- 
port the  saw  against  the  strain  of  the  stuff  on  the  teeth, 
when  the  work  is  being  shoved  against  it.  The  guides,  a 
a,  and  back  plate^  b  b',  are  all  mads  of  hardened  steel,  to 
prevent  friction  and  wear.  This  device,  a  abh',  is  fas- 
tened to  the  lower  end  of  the  sliding  strip  or  guard  piece, 
A,  [other  device  which  will  answer  as  a  firm  support  to  the 
guide,  and  as  a  guard  to  keep  down  the  lumber  being  sawed. 
The  devife,  A,  ia  attached  to  a]  wJiich  is  fitted  ina  groove 
of  a  suspended  stud  [or  timber]  B,  of  the  building,  [and  is 
better  if  made  adjustable  by  means  of  a  slot  and  clamp-bolt, 
such  as  designated  by  the  letters,  e  c  d;  but  other  known 
means  for  adjusting  this  device  may  be  adopted.  The  guide, 
aa  shown,  is  formed  of  three  parts,  to  wit,  a  back  plate,  h, 
and  two  side  plates,  a  a.  which  latter  are  bolted  or  screwed 
fii-mly  to  the  former,  as  shown.  The  slots,  S,  through  which 
the  bolts,.//',  pass  are  large  enough  to  allow  the  plates,  a 
a,  a  slight  lateral  adjustment  whenever  it  Ls  desired  to  use 
a  saw  with  a  greater  thickness  or  a  thinner  saw.  The  same 
end,  viz.:  the  fonnation  of  a  steel  guide,  or  a  guide  of  hard 
anti-friction  surface,  would  be  attained  if  a  groove  was 
formed  in  a  thick  steel  plate,  or  othei'  hard  substance,  ex- 
cept the  advantage  of  accommotiating  saw.s  of  various  thick- 
nesses. I  believe  I  am  the  first  to  use  the  giooved  anti-fric- 
tion guide,  as  well  as  the  first  to  have  the  groove  variable 
in  width  and,  therefore,  I  do  not  confine  myself  to  adjustable 
guides  and  supports.  The  office  of  the  back  part  of  the 
groove  or  guide  is  to  support  the  saw  against  the  strain  of 
the  I  imberon  the  teeth  when  tlie  work  Is  being  shoved  against 
it,  while  the  office  of  the  lateral  portions  of  the  groove  or 
guide  is  to  keep  the  saw  in  a  true  vertical  line  and  prevent 
it  from  twisting.     The  office  of  the  guard,  A,  which  extends 
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don-Q  nearly  to  the  top  of  the  tjible.  is  to  hold  down  or  pue- 
Teiit  tlying  np  of  the  '  stuff '  or  timber  being  sawed,  and  at 
the  same  time  bring  the  supporting  guide  to  the  saw  right 
down  to  the  place  where  the  sawing  is  being  jwrfonned,  and 
thus  insnre  the  most  perfect  operation  as  well  as  an  effect- 
nal  supporting  and  guiding  of  the  saw.]  and  confined  ac- 
cordingly, as  Oie  thickness  of  stuff  being  sawed  requires, 
by  means  of  a  clamping  screw  holt,  c,  and  hand-nut,  d. 
The  bolt  passes  loosely  through  an  oblong  slot,  e,  of  the 
guard-strip,  but  fastens  firmly  in  the  stud,  B,  as  s7iown. 
This  guard  rests  in  close  contact,  or  nearly  so,  with  (he 
stuff  being  sawed,  and  keeps  the  same  firmly  down  upon 
ike  table,  while  the  device,  a  a,  and  h  b',  guides  and  sup- 
ports the  saw,  as  abone  stated.  It  will  he  seen  that  screw- 
bolts,  ff,  confine  the  pi  ate,  b,  andbars  to  the  strip  or  guard, 
A,  and  thai  the  holes  or  slots  through  the  bars,  a,  are 
elongated  so  as  to  allow  the  guide-bars,  a  a,  cJiance  to  move 
nearer  together  or  further  apart  to  admit  different  thick- 
nesses of  saw-blade.  It  will  also  be  seen  thai  the  guides, 
by  being  attached  to  the  strip,  are  adjusted  with  it  up  and 
down,  the  said  up  a''id  d.owit  adjustment  being  allowed  by 
the  slot,  e".  of  the  strip;  and  t?ivs  the  angular  part,  h\  of 
the  plate,  b,  aids  also  in  holding  down  thestvff,  it  having 
a  r.ertical  kerf,  g,  cut  in  it,  to  ad,mii  the  saio  blade,  and 
tJte  guide  and  supporting  plates  or  bars  are  always  in 
propel-  position.  This  [guard  by  its]  annngenient  also 
obviates  tlie  ( hei-etofore]  necessity  of  leaving  the  upper  end 
of  the  .saw  blade  abovethe  table  unsupported  andunguided, 
as  it  allows  of  thework  or  [timber]  stuff  \>%\jxg  freely  turned 
while  the  sawing  is  progi'easing,  a  clear  open  spare  between 
the  guaitl  and  the  table  being  left.  [In  the  drawing  I  have 
shown  the  lower  end  of  the  gnide  forming  an  angle  ;  this  is 
to  give  a  laiger  guard  surface.  This  angular  jHJition  has  a 
kerf,  g,  cut  in  it,  to  admit  the  saw  plate  to  the  back  of  the 
guide.  I,  however,  do  not  limit  myself  to  this  foim  of  guide.! 
The  plate,  6,  might  be  made  without  the  angular  part, 
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b',  bid  U'li  answer  so  good  a  purpose.  I  do  not  daim  oper- 
ating a  scioU-sau)  without  straining,  nor  do  I  claim  the 
fipplication.  of  lateral  guides  to  saws;  neither  do  I  claim 
an  adjustable  guard  to  prevent  the  stuff  rising  with  the 
saw."  Reading,  in  thfe  foregoing,  what  is  outsideof  braclt- 
et8,  including  wtiat  is  iii  italic,  and  omitting  what  is  inside 
of  brackets,  gives  the  text  of  the  original  specification.  The 
original  patent  contained  one  claim,  as  follows :  ' '  The  goide- 
biirs,  a  a,  and  the  back  plate,  b,  in  connection  with  the  slid- 
ing guard-strip.  A,  the  same  constituting  a  combined  guide, 
gnai-d,  and  support  for  the  top  of  a  acroll-saw,  and  operating 
substantially  as  herein  described."  The  reissue  contains 
five  claims,  as  follows :  "  1,  Running  the  upper  portion  of 
a  web  or  scroll  saw  above  the  table,  in  a  groove  of  an  anti- 
friction guide  and  support,  substantially  as  and  for  the  pur- 
pose described.  2.  Operatingpractically  an  unstrained  web 
or  scroll  saw,  by  combining  with  such  saw-mills  an  upper 
anti-friction  guide,  which  supports  the  back  of  the  saw- 
blade,  and  also  sustains  the  saw-blade,  at  its  sides  or  faces, 
substantially  as  set  forth.  3.  The  use  of  anti-friction  guides 
a  substitute  for  straining  devices,  in  combination  witii  web 
or  scroll  saw-blades,  the  guide  to  be  raised  and  lowered  to 
suit  the  thickness  of  the  stuff,  substantially  as  set  forth. 
4.  An  anti-friction  guide  which  is  adjustable  so  as  to  ac- 
commodate different  thicknesses  of  saw  blades,  and  to  com- 
pensate for  wear,  in  combination  with  the  upper  portion  of 
a  web  saw-blade  substantially  as  set  fort;h.  6.  The  combina- 
tion of  the  anti-triction  saw  support  and  guide,  or  the  equi- 
valent thei'eof,  with  an  adjustable  guard,  or  its  equivalent, 
substantially  as  and  for  the  purpose  set  forth." 

Infringement  of  only  claims  4  and  5  of  the  reissue  is  al- 
leged. It  is  apparent,  in  reading  the  specification  of  the 
original  patent  and  that  of  the  reissue,  that  Richards  con- 
templated the  use  of  his  improvements  only  in  connection 
with  a  saw-blade  the  upper  end  of  which  was  free  from  any 
suspender  or  sash,  and  the  lower  end  of  which  was  so  con- 
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fleeted  with  mechaaism  as  to  obtain  the  dt'^ired  motion  in 
the  saw.  Claim  i  of  the  reissne  claims  as  mi  element  in  the 
conibinution  covered  by  that  claim,  "the  iijii^r  portion  of  a 
web  saw-blade."  The  saw-blade  shown  in  the  drawings,  and 
the  only  saw-blade  which  can  have  an  upper  portion  capable 
of  being  free  or  disconnected,  in  the  sense  in  whicli  those 
words  are  used,  is  a  reciprocating  saw-blade,  actuated  from 
below,  and  alternately  pushed  and  pulled.  The  specification 
of  the  reissue  states  that  Richards'  saw  is  snpported  and 
guided  "without  any  means  of  tension  being  employed." 
The  defendants  use  a  band  saw,  which  is  an  endless  saw, 
passing  over  wheels,  and  iiinning  constantly  in  one  direction, 
towards  the  table  on  which  the  stuff  lies,  and  having  a  ten- 
sion over  the  peripheries  of  the  wheels.  For  this  i-eason,  the 
defendants  do  not  need  nor  do  they  have  any  guard  which 
performs  the  function  of  a  guard  embraced  as  an  element  in 
tiie  combination  covered  by  claim  6  of  the  reissue,  of  holding 
down  the  stuff  against  the  upward  lifting  action  of  the  saw. 
because  the  saw  is  constantly  passing  downwaixl.  Tliere  is, 
therefore,  no  infringement  of  either  claim  4  or  claim  5. 

The  second  patent  sued  on  is  No.  78,880,  granted  to  J.  A. 
Pay  &  Co.,  June  16, 1868,  for  an  "  improvement  in  guides  for 
band-saws,"  on  the  invention  of  John  Lemman.  Thesxwci- 
fication  says  :  "  Figure  1  is  a  front  elevation  of  one  of  my 
improved  guides  ;  Fig.  2  is  a  side  elevation  of  the  same  ; 
Pig.  3  is  an  elevation  of  the  anti-friction  roller,  b,  removed 
from  the  guide  ;  and  Fig.  4  is  a  partial  plan,  showing  the 
manner  of  adjusting  the  lateral  guides.  Similar  letters  of 
reference  in  the  different  figures  indicate  corresponding  parts. 
In  operating  endless  saws,  guides  are  needed  both  above  and 
below  the  wood.  As  is  well  known,  the  high  speed  at  which 
these  saws  are  driven,  and  the  small  amount  of  surface  pre- 
sented to  the  guide  from  the  edge  of  tlie  saw  plate,  cause 
fixed  guides  to  wear  away  very  fast,  even  if  made  of  hard- 
ened steel  or  glass,  particularly  when  heavy  sawing  is  done, 
and  the  strain  of  the  feed  falls  on  the  saw.     Rolling  guides, 
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while  they  have  partially  oveitonie  the  difficulty  of  friction 
and  wear  on  the  back  of  tlie  saw,  ainnot  be  constructed  to 
give  a  proper  lateral  support  to  the  sjiw,  an  will  hereafter  be 
alluded  to.  The  object  of  the  invention  hei-e  illustnited  is 
to  obviate  these  several  difficulties,  and  give  important  ad- 
vantages in  operating  sawa  of  this  kind.  Its  nature  consi.-^ts 
in  a  combination  of  anti-fiictiou  roUei-s  and  tixed  gaides,  the 
first  to  aupxKjit  the  back  or  thin  edge  of  the  saw,  andtohavB 
lateral  adjustment,  presenting  different  points  to  wear ;  the 
fixed  guides  as  a  lateral  support,  and  soccmsti-uctedastoac- 
commodate  saws  of  different  widths  an  hereinafter  explained. 
To  enable  others  skilled  in  the  art  to  make  and  nse  my  in- 
vention. I  will  proceed  to  describe  its  niotle  of  construction 
and  the  manner  of  opemting  the  same,  with  the  aid  of  the 
dmwings.  a  is  a  frame  or  «upi>ort  for  the  guides.  It  is 
cored  out  to  receive  the  wheel,  0,  with  i-oom  for  lateral  ad- 
justment. On  the  topisacylindricalextensioii,  A.  intended 
to  be  connected  to  a  bar,  on  which  the  wliole  structure  is  ad- 
justed up  and  down,  to  suit  the  thirkne.ss  of  the  wood  l>eing 
sawed,  b  is  an  anti-friction  wheel,  of  hardened  steel  oi  other 
suitable  material,  mounte«l  on  an  axis,/,  as  shown  in  Fig.  3, 
and  by  red  lines  in  Fig.  1,  This  iixis  ha.s  conical  bearings 
formed  in  the  piece,  (/,  which  allows  of  compensation  for 
wear ;  and  by  loosening  the  sci^ews,  s  ft,  the  wheel,  f/,  and 
bearings,  g  g,  can  be  adjusted  hitei-ally,  so  as  to  bring  dif- 
ferent points  of  the  peripherj'  of  wheel,  6,  in  contact  with 
the  saw.  c'  v-  c'  (b)  are  lateral  guides  to  keep  the  sjiw  fi-om 
turning  and  in  a  true  line.  These  guides  are  so  arranged 
tliattwo  or  more  of  them  nm  be  used  and  the  others  re- 
moved or  adjusted  to  receive  a  nai'row  saw,  as  shown  in  Fig. 
4,  The  holes  through  which  the  screws,  d<f,  jmiss  are  slotted, 
as  shown  by  red  lines,  Fig.  1 .  E  is  a  section  of  a  band  saw, 
sufficiently  wide  to  allow  of  all  the  i>lates,  c  c  c,  beingused. 
The  wheel,  b,  is  so  arranged  as  to  biirely  pass  through  the 
plate,  m,  and  come  in  contact  with  the  saw,  E.     Oil-holes 
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are  formed  at  /  /,  Fig.  1,  communicating  with  tlie  bearings 
of  axis,  /,  as  shown  in  Pig.  1.  The  operation  will  be  readily 
understood.  Having  thus  explained  the  natm*  and  objects 
of  my  invention,  I  do  not  claim  the  use  of  an  anti-friction 
roller  upplied  to  the  back  of  the  saw  ;  neither  do  I  claim  the 
tixed  lateral  guides."  There  is  only  one  claim,  in  these 
words  ;  "The  combination  of  the  roller,  i,  with  fixed  lateral 
guides,  c  cc,  one  or  more,  arranged  and  operating  substan- 
tially in  the  manner  and  for  the  purposes  specitied." 

This  patent  stands  on  very  naiTow  ground.  Anti-friction  - 
i-oUera  applied  to  the  back  of  the  saw  are  disclaimed 
and  were  old.  Fixed  lateral  guides  for  the  faces 
of  the  saw  are  disclaimed  and  were  old.  The  text  of 
the  specification  limits  the  invention  to  a  combination 
of  ;in  anti-friction  wheel  to  support  the  back  or  thin 
edge  of  the  -saw,  and  to  have  lateral  adjustment,  present- 
ing different  points  to  wear,  with  fixed  guides  to  sup- 
port laterally  the  faces  of  the  saw,  the  fixed  guides  belngso 
couptrncted  as  to  accommodate  saws  of  different  widths. 
The  anti-friotion  wheel,  by  means  of  its  conical  bearings, 
can  be  advanced  nearer,  as  it  wears,  to  tlie  back  edge  of  the 
saw,  and  the  wheel  and  its  bearings  are  capable  of  being  ad- 
justed laterally,  sons  to  bring  differentpointsof  the  periph- 
ery of  the  wheel  in  contact  with  the  back  edge  of  the  saw. 
The  arrangement  of  fixed  guides  referred  to  is  manifestly 
that  descrii««l  in  the  Richards  patent.  The  only  point  of 
invention  dwelt  on  in  the  Lemman  specification  is  the  lateral 
adjustability  of  the  wheel,  which,  though  it  is  to  be  an  anti- 
friction wheel,  and  so  is  to  be  made  of  hardened  steel  or 
other  suitable  material,  will  still  wesir  away  on  the  surface 
presented  to -the  edge  of  the  saw;  and  the  lateral  adjust- 
ment enables  different  points  of  the  periphery  of  the  wheel 
to  be  brought  into  contact  with  the  saw,  so  as  to  present  dif- 
ferent points  to  wear  from  time  to  time.  Thus  the  entire 
width  of  the  periphery  of  a  wheel  may  be  utilized.  The  de- 
fendants have  used  a  wheel  which  has  two  grooves  in  it,  in 
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one  of  which  the  saw  niim  and  in  either  of  which  it  can  run. 
The  wheel  can  be  adjusted  laterally,  ko  as  to  bring  the  one 
or  the  other  of  the  two  grooves  into  nse.  But  there  is  no 
adjustment  to  bring  different  points  of  the  i)eriphery  of  a 
smooth-faced  wheel  into  use.  In  view  of  the  state  of  the  art 
imd  of  the  limitations  of  the  apecification,  there  has  been  no 
infringement.  Merely  adjusting  a  wheel  laterally  so  as  to 
give  it  different  positions  at  different  times,  was  a  thing  well 
known  to  mechanics  ;  aBd  ninning  the  back  edge  of  a  saw 

*in  a  groove  in  a  roller  existed  in  the  prior  Closterman  device. 
The  third  patent  suetl  on  is  No.  120,949,  granted  to  J.  A. 
Fay  &  Co.,  November  14, 1871,  for  an  "improvement  in  band- 
sawing  machines,"  on  the  invention  of  William  H.  Doane 
and  William  P.  McKee.  Claims  1,  2,  3,  and  4  of  this  patent 
are  alleged  to  have  been  infringed,  there  being  7  claims. 
'[Tie  apecification,  so  far  as  it  is  material  to  be  cited,  says : 
■  ■  The  first  iMirt  of  oar  invention  relates  to  an  improved  form 
of  supporting  frame  and  of  the  upper  and  lower  arbor-bear- 

'  ings,  whereby  the  said  bearings,  with  their  inclosed  arbors, 
are  made  easily  accessible  aJid  removable  for  inspection  and 
repah;  and  relatively  adjustable,  so  as  to  be  brought  into 
exact  line,  and  otherwise  so  regulated  as  to  insare  the  per- 
fect operatif)n  of  the  saw,  as  hereinafter  explained.  ■»  *  » 
Figure  1  is  a  j)erRpective  view  of  a  machine  embodying  our 
improvements.  Fig.  9  is  a  vertical  section  of  the  machine 
in  the  plane  of  its  arbors.  •  *  *  Fig.  (5  is  a  plan  of  the 
lower  arbor-bearing.  The  frame  which  supports  the  opera- 
tive parts  of  our  machine  consists  of  a  single  casting  of  the 
peculiar  fonn  hei-e  represented,  that  is  to  say,  a  base,  A. 
from  whose  rear  end  there  rises  the  main  column  or  standard, 
A'  {supporting  the  upper  arbor-bearing  iinil  saw  guide,)  and 
from  whose  front  end  there  rises  a  shorter  cohimn  or  pedes- 
tiil,  A",  which  latter  supports  and  is  simnoimted  by  the 
bench  or  table,  B,  on  which  the  stuff  rests.  Tlie  depression 
which  inter\'eneH  between  the  columns,  A' and  A",  leaves  ex- 
posed a  seat,  which  extends  below  the  center  of  the  lower 
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arbor  and  ia  entirely  open  npward,  which  seat  forms  an  ac- 
cessible and  convenient  place  for  the  attachment,  inspection, 
and  regulation,  and,  when  necessary,  the  ready  detachment, 
of  the  lower  arbor-bearing,  which  bearing  ia  constractetl  n.s 
follows :  bolted  or  otherwise  securely  fastened  to  the  tojt  of 
base,  A,  is  a  pillow-block,  C,  having  vertical  flanges,  c  >■'. 
The  flanges,  c  &,  are  traversed  near  their  front  end  by  two 
co-axial  horizontal  bolts,  J>  D',  which,  entering  orifices  in 
the  box  or  bearing,  E  E',  of  the  lower  pnlley-arlmr,  F,  con- 
stitute a  pivoted  fastening  for  the  said  bearing.  A  set-scr&w, 
Gr,  tapped  in  the  bottom  of  the  pedestal,  C,  and  pressing  np- 
wai-ds  against  the  box,  E  E',  enables  ite  adjustment  and  iv- 
tention  to  horizontality,  or  such  approximation  thereto  as 
may  be  desired.  Other  set-screws,  H  H',  passing  horizontally 
through  the  flanges,  cc',  near  theirrear  end,  enable  the  adjust- 
ment and  retention  of  said  box  to  a  common  verti<-jil  plane 
with  the  upper  arbor.  The  end  of  the  lower  arbor  most  re- 
mote from  the  pulley,  I,  carries  the  driving  pulley,  J.  It 
will  be  seen  that,  on  the  loosening  of  four  screws,  the  entire 
lower  arbor  and  journal-box  may  be  lifted  bodily  upward 
and  detached  from  the  machine,  without  detaching  the  pul- 
ley from  the  arbor.  The  upper  part  of  the  standard.  A',  is 
curved  forward,  as  represented,  and  has  a  slot,  a,  to  hold 
and  guide  to  a  vertical  path  a  step  or  saddle,  K,  to  whicli  is 
pivoted  a  lug,  I,  that  depends  rigidly  from  the  upper  aibor- 
bearing,  L  L'.  The  saddle,  K,  has  a  horizonfiil  extension. 
^,  which  bears  on  the  point  of  a  screw,  M,  oox-npying  a  nut, 
T,  that  reste  on  a  spring  or  cushion,  O,  in  the  bottom  of  the 
slot,  a.  The  screw,  M,  i>eing  turned  to  the  right  or  left  ele- 
vates or  depresses  the  upper  arbor-beainng  and,  in  so  doing, 
causes  the  proper  tension  to  be  imparted  to  the  saw. 
Another  screw^  N,  that  is  tapi)ed  in  the  lug,  /,  bears  against- 
the  face  of  the  saddle,  K,  and  enables  the  regularion,  or  an- 
gular adjustment,  in  a  vertical  plane,  of  the  upper  arbor- 
bearing.  The  above  described  capacity  for  angnlar  adjust- 
ment of  the  band -pulley  arbors  in  their  common  plane  enables 

lOV  V.  B.  41T-41S 


,y  Google 


22  FAYv.  (J0RDE8MAN.  [Sup.  Ot. 

opinion  of  the  court. 

the  operator  to  coafiue  the  path  ofthesawiiicelyto  the  mid- 
dle of  the  pulleys,  or  to  shift  it  more  or  less  toward  the  front 
or  back  portions  of  their  peripheries,  so  as  to  cause  all  paits 
to  be  equally  woru.  Tlie  spring,  O,  while  co-acting  with  the 
screw,  M,  to  preserve  the  proper  tension  of  the  saw,  also  im- 
parts an  elastic  and  yielding  quality  to  the  tension.  *  *  * 
While  preferring  the  described  relative  positions  of  the 
pivot -screws,  D  D',  and  laterally  adjusting  screws,  H  H',  we 
do  not  confine  ourselves  thereto,  as  the  pivot  screws  may  Ix" 
situated  near  the  I'eiir  and  the  adjusting  screws  near  the 
front  poi-tion  of  the  box."  The  first  Oclaims  are  as  follows: 
"  1.  The  fnime  A  A'  A",  in  combination  vrith  the  lower 
arbor-bearing,  .said  frame  being  constructed  as  herein  de- 
scribed with  a  depi-ession.  A'",  permitting  the  ready  removal 
of  the  arlwr,  as  explained.  2.  The  arrangement  of  frame, 
A  A'  A"  A'",  and  of  the  horizontally  and  vertically  adjust- 
able arbor-bearing,  C  D  D'  E  E'  G  H  A.  3.  The  arrangement 
of  step  or  saddle,  K,  and  its  contained  box  or  bearing.  L  L'. 
4.  In  combination  with  the  upper  arbor,  L',  the  lower  arbor- 
bearing,  E,  adjustable  both  vertically  a^id  horizontally,  as 
shown  and  described  and  for  the  purpose  set  forth,  fl.  In 
combination  with  the  lower  arbor,  the  upper  arbor-bearing, 
adjustable  in  a  vertical  plane  by  means  of  the  screw,  M,  nut, 
T,  and  spring,  O,  asandforthepurposedesignated.  6.  The 
combination  of  the  slotted  standard,  A'  a,  saddle,  K  k;  arbor- 
bearing,  L  L'  7,  nut,  T,  screws,  M  N,  and  spring  orcrishion, 
O,  as  shown  and  described,  for  the  purpose  set  forth." 

As  to  claim  1,  it  is  for  a  combination  of  the  three-sided 
frame,  A  A'  A",  with  the  lower  arbor  bearing,  when  the 
fiume  is  constructed  with  a  depression,  A'",  intervening  be- 
tween the  columns,  A'  and  A",  which  leaves  exposed  a  seat 
which  is  entirely  open  upwai-d,  so  as  to  give  convenient  ac- 
cess to  the  lower  arbor-bearing,  to  attach,  inspect,  and  regu- 
late it,  and  also  detach  it,  with  its  jonmal-box,  by  lifting 
the  arbor  and  journal-box  bodily  upward,  without  removing 
the  pulley  from  the  arbor.     In  the  defendants'  machine  the 
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seat  18  not  entirely  open  upward,  and  there  is  a  hole  through 
the  body  of  the  frame  to  receive  the  lower  arbor-bearing,  and 
the  arbor-beariiig  cannot  be  removed  without  detaching  the 
pulley  from  the  arbor.    This  claim  is  not  infringed. 

As  to  claim  3,  it  ia  for  the  arrangement  and  combination 
of  the  three-sided  frame,  A  A'  A",  and  the  depression,  A'", 
with  the  horizontally  and  vertically  adjustable  arbor-bear- 
ing, consisting  of  the  pillow-block  or  pedestal,  C,  the  two 
co-axial  horizontal  bolts,  D  D',  the  box  or  bearing,  E  E',  the 
vertical  set  screw,  G,  which  adjusts  the  box,  E  E',  to  hori- 
zontality,  the  horizontal  set  screw,  H,  which  adjusts  the  box, 
E  E',  to  a  common  vertical  plane  with  the  upper  arbor,  and 
the  base,  A.  which  carries  the  pillow-block  or  pedestal,  C. 
All  these  features  in  combination  are  made  necessary  in  claim 
2.  It  claims  a  combination  of  the  frame  and  depression  of 
claim  1  with  the  special  constmction  of  arbor-bearing  set 
forth.  The  defendants  do  not  have  the  frame  and  depres- 
sion of  claim  1,  as  already  shown,  and  thus  do  not  have  tiiat 
element  of  the  combination  covered  by  claim  2.  Moreover 
the  co-axial  bolts,  D  D',  are  a  necessary  feature  of  the  pecu- 
liar arbor-bearing  of  the  patent,  and  no  such  bolts  are  found 
in  the  defendants'  machine  ;  and,  if  it  has  any  means  of  ad-  ' 
justing  the  lower  arbor-bearing,  either  horizontally  or  verti- 
cally, in  the  sense  in  which  sach  adjustment  is  described  in 
the  patent^  it  has  not  the  same  means  or  equivalent  means 
to  what  is  found  in  the  patent. 

As  to  claim  3,  it  is  for  the  arrangement  of  the  step  or  sad- 
dle, K,  with  the  upper  arbor-bearing,  L  L',  contained  in  it. 
What  is  the  arrangement  of  the  step  or  saddle,  K,  in  con- 
nection with  the  arbor-bearing  ?  The  saddle  moves  through 
vertical  slide-ways  and  it  has  pivoted  to  it  a  lug,  I,  which 
depends  rigidly  from  the  arbor-bearing.  A  screw,  N,  tapped 
into  the  lag,  I,  bears  against  the  face  of  the  Saddle,  so  as  to 
allow  of  the  adjustment  in  a  vertical  plane,  of  the  upper 
arbor-bearing.  The  saddle  has  also  a  hoiizontal  extension, 
*,  which  bears  on  the  point  of  a  wi-ew.  M,  occupying  a  nnt, 
T,  which  rests  on  a  spring  or  cushion.  O,  in  the  bottom  of 
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the  slot.  By  turning  the  screw,  M,  to  the  right  or  the  left, 
the  upper  arbor-bearing  is  elevated  or  depressed,  and  thus 
more  or  less  tension  is  given  to  the  saw.  The  spring,  O, 
gives  im  elastic  character  to  the  tension.  The  eflfect  of  the 
arrangement  or  combination  is  to  give  an  elastic  vertical  ad- 
justment and  also  a  horizontal  adjustment.  The  whole  ob- 
ject of  the  saddle  with  the  lug,  I,  and  the  extension.  A,  isto 
iidjust  the  arbor-bearing  up  and  down  and  sidewise  and  at 
the  same  time  give  an  elastic  tension  to  the  saw.  The  spring 
carries  the  weight  of  the  saddle.  There  can  be  no  operative 
an-angement  of  thesaddlewitb  the  arbor-bearing  which  does 
not  include  the  lug,  I,  the  screw,  N,  the  extension,  t,  the 
screw;  M,  the  nut,  T,  and  the  spring,  O.  These  are  all  ele- 
ments in  the  arrangement  or  combination  covered  by  claim 
3.  The  spring  is  essential  in  the  patent,  as  a  part  of  claim 
2.  The  defendants  have  a  rigid  saddle,  and  no  spring.  The 
fact  that  the  spring  is  an  element  in  claims  6  and  6  does  not 
prevent  its  being  an  element  in  claim  3. 

There  being  no  infringements  of  claims  2  and  3  there  is 
none  of  claim  4. 

The  claims  of  the  patents  sued  on  in  this  case  are  claims 
for  combinations.  In  such  a  claim,  if  the  patentee  specifies 
any  element  as  entering  into  the  combination,  either  directly 
by  the  language  of  the  claim  or  by  such  a  reference  to  the 
descriptive  part  of  the  specification  as  carries  such  element 
into  the  claim,  he  makes  such  element  material  to  the  com- 
bination, and  the  court  cannot  declare  it  to  be  immaterial. 
It  is  his  province  to  make  his  own  claim  and  hisprivDege  to 
restrict  it.  If  it  be  a  claim  to  a  combination,  and  be  re- 
stricted to  specified  elements,  all  must  be  regarded  as  mate- 
rial, leaving  open  only  the  question,  whether  an  omitted  part 
is  supplied  by  an  equivalent  device  or  instrumentality. 
Wa*«r-Meter  Co.  v.  Desper,  101  U.  S.  332,  337  [13  Am.  & 
Eng.  380  ;]  Gage  ».  Herring,  107  Id.  640,  648  [14  Am.  &  Eng. 
464.] 

7%e  circuit  court  decreed,  a  dismissal  of  the  bill  and.  the 
plaintiff  havirif}  appealed,  the  decref  is  affirmed. 
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THEODORE  T.  WHITE,  WILLIAM  A.  GORDON,  AND 
EMMET  C.  PECOR,  APPELLANTS,  r.  GEORGE  H. 
DUNBAR,  FRANCIS  B.  DUNBAR,  AND  CHAR- 
LOTTE Z.  DUNBAR* 


Decided  December  17,  1683. 

Riih  30  of  Supreme  f.'ourt.     Jfotioft  to  dtMolve  injunction. 

1.  Rule  30  of  Supreme  Court  rules  applies  only  to  cases  appealed 
before  its  adoption,  and  is  practically  obsolete.  Motion  made 
under  the  rule  to  dissolve  the  injunction  granted  by  the  court 
below  denied,     {p.  30.) 

Appeal  from  the  Circuit  Court  of  the  Eastern  District  of 
Louisiana. 

SltUemeni  of  the  Case. 
This  was  a  motion  made  hy  appellants  under  Rule  30  to 
suspend  or  dissolve  the  injunction  granted  by  the  court  be- 
low.    Prom  the  statement  of  facts  agreed  to  by  counsel  aad 
adopted  by  the  court  below  it  appeared — 

1.  That  appellees  were  owners  of  letters  patent,  No. 
178,916,  issued  June  20,  1876,  for  a  method  of  preserving 
shrimps  and  other  shell  tish. 

2.  That  on  the  6th  of  December,  1881,  they  surrendered 
said  original  patent  and  obtained  therefor  reissue  letters 
patent,  No.  9,957,  dated  said  6th  day  of  December,  1881. 

3.  Tliat  appellants  were  sued  for  infringetnent  of  the  said 
reissued  patent  and  defended. 

4.  That  upon  a  preliminary  hearing  the  court  ordered  an 
injunction,  but  subsequently  modified  its  order  by  allow- 
ing the  appellants  to  continue  their  business  upon  condi- 
tion that  they  filed  in  court  a  monthly  account  of  their 
manufactures  and  sales. 

6.  That  upon  final  hearing  the  court  found  against  the 
•8e«  Expluiktion  of  Notes,  page  III. 
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appellants  on  all  the  ppints  jiresented  by  them,  and  foand 
that  the  said  original  and  reissued  patents  were  valid ;  that 
they  covered  a  novel  invention  ;  that  the  reissued  patent 
claimed  the  same  invention  as  that  claimed  in  the  original 
patent ;  that  the  reissue  was  legal  and  legally  issued,  and 
that  the  appellants  infringed  the  reissued  patent  by  prac- 
ticing the  process  patented  thereby. 

6,  That  the  court  issued  the  perpetual  injunction  restrain- 
ing the  appellants  from  further  continuing  their  business 
in  packing  shrimps  in  accordance  with  appellees'  patented 
invention,  and  referred  the  case  to  a  master. 

7.  That  the  master  reported  in  favor  of  the  appellees  for 
$1,206,98,  and  judgment  was  entered  against  appellants  for 
that  amount,  and  they  appealed. 

Appellants,  in  support  of  the  motion,  attacked  the  valid- 
ity of  appellees'  patent,  contending,  first,  that  the  reissue 
was  illegal,  and,  secondly,  that  it  did  not  cover  a  patentable, 
invention,  citing  on  tlie  firat  point  Miller  v.  Brass  Co.,  104 
U.  S.  350  [13  Am.  &  Eng.  303 ;]  James  r.  Campbell,  104  U. 
a  350  [13  Am.  &  Eng.  341 ;]  Heald  v.  Rice,  104  U.  S.  748 
[13  Am.  &  Eng.  460  ;]  Russell  v.  Dodge,  93  U.  S.  464  [9  Am. 
&  Eng.  496,]  and  other  cases;  and  on  the  second  point. 
Rubber  Tip  Pencil  Co.  ».  Howard,  20  Wall.  498  [9  Am.  & 
Eng.  390 ;]  Brown  v.  Piper,  91  U.  S.  37  [10  Am.  &  Eng. 
272 ;]  Terhune  v.  Phillips,  99  U.  S.  593  [19  Am.  &  Eng. 
270;]  Battin  v.  Taggart,  17  How.  84  [6  Am.  &  Eng.  243,] 
and  other  cases. 

Appellees,  in  opposition  to  the  motion,  contended  (1) 
that  the  statute  (section  4921)  gave  the  court  below  express 
power  to  grant  the  injunction,  and  unless  it  plainly  ap- 
peared that  it  erred  in  matter  of  law  its  decision  should  not 
be  disturbed,  citing  High  on  Injunction,  volume  2,  page 
1069  ;  Walker  on  Patents,  page  478 ;  (2)  that  the  statement 
of  facts  showed  no  error  or  doubt  on  the  part  of  the  court 
below ;  (3)  that  Rule  30  had  only  been  applied  in  cases 
where  the  court  below  appeared  in  doubt  on  a  point  going 
directly  to  the  validity  of  the  iKitent ;  (4)  that  the  reissue 
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was  valid,  because  it  claimed  the  same  inTention  as  that 
claimed  by  the  originaJ,  citing  Powder  Co.  n.  Powder 
Works,  8  Otto,  138  [12  Am.  &  Eng.  aoi ;]  dage  x.  Herring, 
107  U.  S.  640  [14  Am.  &  Eng.  454  ;]  Cole  v.  Moffat,  15  Fed. 
Rep.  345,  and  otber  cases  ;  (5)  that  the  patented  invention 
was  novel,  but  that  on  the  motion  the  question  of  novelty 
could  not  be  inquired  into. 

Messrs.  Joseph  P.  Homor,  F.'W.  Baker,  arid  Joyce 
and  Spear,  for  appellants : 

The  patent  is  void  for  want  of  invention.  Simply  the 
wrapping  of  something  up  in  something  before  putting  it 
in  a  box,  for  the  purpose  of  keeping  the  first  article  from 
coming  in  contact  with  the  box  cannot  be  railed  a  new  de- 
vice. It  is  as  old  as  boxes,  as  old  as  the  act  of  putting 
things  in  boxes. 

"Though  an  idea  of  a  person,  who  afterwards  obtains  a 
patent  for  a  device  to  give  his  idea  effect,  may  be  a  good 
idea,  yet,  if  the  device  is  not  new,  his  patent  is  void,  even 
though  it  be  useful.  Rubber  Tip  Pencil  Co.  v.  Howard,  20 
Wall.  498  [9  Am.  &  Eng.  390.]  See  also  Brown  v.  Piper, 
91  IT.  S.  87  [10  Am.  &  Eng.  272  ;J  Ames  ».  Howard,  1  Sumn. 
487 ;  Howe  v.  Abbott,  9  Story,  194 ;  Beau  v.  Smallwood,  2 
Story,  411 ;  Winans  v.  Boston  R.  R.  Co.,  2  Story,  412. 

By  reference  to  the  opinion  of  the  judge  who  tried  the 
case  in  the  lower  court,  and  which  is  a  sufficient  statement 
of  facts  for  all  the  purposes  of  this  motion,  it  will  be  seen 
that  he  states  as  the  sole  question  in  this  case  as  follows : 
"  In  a  case  where  the  plaintiff's  right  to  recover  against  the 
defendant  would  have  been  perfect  under  an  original  pat- 
ent, can  a  surrender  and  reissue  invalidate  that  right?" 
And  he  answers  in  the  negative,  "With  all  respect,  weui^ 
that  his  error  is  manifest,  and  that  if  the  patentee  has  en- 
deavored to  illegally  avail  himself  of  the  benefits  of  a  pro- 
vision in  the  patent  law  by  obtaining  a  reissue  to  which  he 
was  not  entitled,  that  reissue  is  stricken  with  nullity,  and 
his  surrendered  patent  does  not  revive  in  his  favor.     He  is 
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left  in  possession  of  a  void  reissue,  and  his  original  patent 
has  been  aorrendered.  What  rights  can  he  enforce  nnder 
either  %  See  MofRtt  r.  (Jarr,  1  Black,  283  [7  Am.  &  Eng. 
Ill ;]  Battin  r.  T^gart,  17  How.  84  [6  Am.  &  Eng.  243.] 

Under  these  <'ii'ciimstance8,  which  must  lead  to  the  con- 
clusion that  when  this  conrt.  reaches  this  case  upon  ifa 
docket,  it  will  declare  the  reissued  letters  patent  of  the  com- 
plainants illegally  issued,  and  null  and  void.  It  seems  to 
us  that  the  provisions  of  Rale  30  should  equitably  be  ap- 
plied, and  that  the  injunction  should  be  released  pending 
the  appeal  with  or  without  bond,  as  your  Honors  may  de- 
termine. 

Mr.  Melville  Chvrch,  for  appellees  : 

It  comea  with  very  bad  grace  from  appellants  to  contend 
that  appellees'  process  does  not  involve  invention  when  they 
have  at  great  pains  and  expense  obtained  a  patent  on  a  can, 
not  on  a  process,  designed  for  use  in  practicing  appellees' 
process,  such  can,  however,  emplojing  a  material  for  per- 
forming the  interposing  functioa  consisting  of  paper  instead 
of  textile  fabric — a  change  so  colorable,  a  deviation  so  tri- 
fling, aa  to  not  demand  the  slightest  stretch  of  the  doctrine 
of  equivalents  to  enable  the  court  below  to  pronounce  it  the 
baldest  kind  of  infringement. 

We  feel  satisfied  that  this  court  in  con.sidering  the  state- 

,^ment  of  facts  offered  to  it  will  lindnogroimd  for  modifying 

the  injunction  order  of  the  court  below,  bntwill  let  it  stand. 

Mr.  Chief  Justice  Waite  delivered  the  opinion  of  the 
court. : 

This  motion  is  denied.  Under  Rule  93  in  equity  the 
judge  wlio  allowed  the  appeal  had  authority  to  modify  the 
injunction.  He  did  not  do  so.  Rule  30  of  this  Court,  un- 
der which  this  motion  purporta  to  have  been  filed,  applies 
only  to  cases  appealed  before  its*  adaption,  and  is  now  prac- 
tically obsolete. 

Onltted  Id  v.  S. 
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JACOB    BSTBY   et  al.,    APPELLANTS,   v.   RILEY 
BURDETT* 

io»  u.  a  e8a'e4a    oct.  Term,  isss. 

[Bt.  27,  L.  ed.  1058;  26  0.  G.  837,] 

Reversing  Burdett  ';.  Eatey,  15  Blatch.  349;  16  Blatck  lOS;  19 
Blatch.  I. 

Argued  November  21,  22,  33,  1893.     Decided  January  7,  1884, 

Puirtiiyi'I'ir  jiitent  construed  and  held  wanting  in  novelty  and  in 
invention. 

fl.  Claim  I  of  letters  patent.  No.  87,241,  granted  February  23, 1869, 
to  Riley  Burdett,  as  itiventor,  for  seventeen  years,  from  August 
24,  1868,  for  an  Improvement  in  Reed  Organs,  namely:  "  The 
arrangement,  in  a  reed  musical  instrument,  of  the  reed  board, 
A,  having  the  diapason  set,  a,  and  its  octave  set,  b,  and  the 
additional  set,  L,  extending  from  about  at  tenor  F,  upward 
through  the  soalf,  substantially  as  and  to  the  effect  net  forth," 
defined  and  construed. 
A  reed  board  with  two  neta  of  reeds  and  a  third  partial  set  wan 
made  and  put  into  an  organ  by  one  Dayton,  prior  to  the  in- 
vention of  Burdett  and,  such  organ  being  put  in  evidence,  it 
was  held,  that  the  alleged  infringing  organs  contained  nothing 
which,  BO  far  as  said  claim  1  was  concerned,  was  not  found  in 
such  prior  organ,     {p.  39.) 

f2.  As  to  claim  2,  namely:  "The  reed  board,  A,  and  foundation 
board,  G,  constructed  with  the  contracted  valve  openings,  D 
F  F,  and  the  reeds  arranged  in  relation  thereto,  all  in  the 
manner  described,"  it  was  held  that,  in  view  of  the  state  of  the 
art,  there  was  no  invention  in  making  the  length  and  size  of 
the  valve  opening  greater  or  less  in  a  reed  board  of  a  *given 
width,  or  where  the  reed  board  was  made  wider  or  narrower, 
or  had  more  or  less  sett)  of  reeds  in  it,  either  full  or  partial; 
and  that  the  vibrating  ends  of  the  lowest  and  longest  reeds  in 
•8«0  t^splanatlon  nrXotoH,  psK*  III. 
t  Heal  notw  by  Mr.  JiiHtice  Blutchfonl. 
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such  prior  organ  were  as  near  together  a-^  they  were  in  the 
reed  boards  of  the  alleged  infringing  organH.     (p.  41.) 

Appeal  from  the  Circuit  Court  of  the  I'nited  States  for 
the  District  of  Vermont. 

The  history  and  facts  of  the  case  sufficiently  appear  in 
the  opinion  of  the  court. 

Messrs.  Edward  N.  Dicker  son  and  Wm.  M.  Eoarts,  for 
appeUoTiis : 

The  court  erred  in  deciding  that  Dayton's  reed-boards 
did  not  anticipate  the  patent,  they  having  been  proved  to 
do  so  by  the  witnesses  for  the  defendant ;  and  it  having  been 
admitted  that  No.  21,  if  genuine,  did  anticipate  the  patent 
■by  counsel  for  complainant  on  the  hearing;  and  it  having 
been  sworn  to  by  the  patentee,  and  by  his  expert,  that  his 
inventionwas  not  in  making  the  vibrating  ends  of  the  third 
partial  set  reach  the  same  base  aH  the  principal  and  diapason. 

The  court  en-ed  in  deciding,  as  matter  of  fact,  that  the 
third  partial  sets,  eitlier  horizontal  or  inclined,  were  not  the 
mechan%c<d  equivalents  of  the  tliird  partial  set  described 
in  the  patent ;  it  having  been  sworn  by  complainant  and  his 
expert,  and  by  the.  expert  of  the  d^endants,  that  they  were, 
and  there  being  no  testimony  to  t?tc  contrary. 

The  court  erred  in  deciding  that  the  first  claim  of  the 
patent  did  admit  of  equivalents,  for  the  purpose  of  holding 
Exhibit  C,  as  anii\fri/igement,-whi]ea.ttiie8a,meUm6itdid 
not  admit  of  equivalents  for  the  purpose  of  being  antici- 
pated by  Dayton's  reed-boards. 

The  combination  of  the  firet  claim  of  the  patent  for  the 
diapason,  o,  the  principal,  b,  and  the  third  partial  set,  L, 
did  admit  of  equivalents  Ut  anticipate  it. 

It  was  not  patentable  in  1R69  to  apply  partial  third  sets 
to  the  treble  end  of  a  rced-boanl  in  reed  organs,  an-anged  in 
any  manner  then  known  for  jin-anging  third  sets,  as  third 
partial  sets  had  been  well  known  for  afjes  in  pipe  organs  j 
there  being  no  invention  whatever  in  arranging  reed  organs 
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in  tbe  same  maoner  aa  pipe  oi^os  are  arranged,  in  respet^t 
to  the  relative  numbers  of  notes  to  be  used  in  the  diiferent 
sets  employed. 

Messrs.  Oeorge  Harding.,  U.  J.  Phelps,  and.  KiUridge 
Haskins,foT  appellee: 

The  appellee's  invention,  as  described  in  his  patent,  wa« 
novel  and  original. 

That  a  patent  may  be  anstained  for  a  new  combination  of 
old  parts,  and  that  a  mere  change  of  form  is  patentable 
whenever  it  produces  a  new  and  improved  result,  or  where 
form  is  a  part  of  the  thing  invented  and  essential  to  its  value, 
is  so  well  settled  as  to  have  become  an  elementary  rale  in 
the  law  of  patents. 

Winans  v.  Denmead,  16  How.  338  (6  Am.  &  Eng.  107;] 
Turrill  «.  Mich.  R.  R.  Co.,  1  Wall.  491  (7  Am.  &  Eng.  203;] 
Manny  v.  Jagger,  1  Blatch.  379. 

The  appellee's  patent,  though  not  conclusive,  constitutes 
a  strong  prima  faMe  case  in  his  favor  upon  this  question. 
Not  only  is  the  burden  upon  the  apjjellants  to  establish  an 
invention  prior  to  that  of  the  appellee,  but  that  proof  must 
be  made  beyond  a  reasonable  doubt.  Every  doubt  is  re- 
solved against  the  party  setting  up  such  a  defence.  "The 
burden  of  proof  rests  upon  him,  and  any  reasomible  doubts 
should  be  resolved  against  him."  Coffin  «.  Ogden,  la  Wall. 
120  [9  Am.  &Eng.  125.] 

The  appellants  must  show  also  that  the  prior  invention 
they  rely  on  was  not  merely  discovered,  but  put  into  actual 
and  practical  use.  A  mere  experiment,  drawing,  or  model 
is  not  enough.  Gayler  v.  Wilder,  10  How.  456  [5  Am.  & 
Eng.  188  ;1  Curtis  on  Pats.  §  87;  Cutter  v.  Reed,  1  Story, 
599 ;  Washburn  v,  Gould.  3  Story,  142  ;  Parkhurst  v.  Kins- 
man, 1  Blatch.  494. 

Mr.  Justice  Blatchford  delivei-ed  the  opinion  of  the 
court  on  the  7th  of  January,  1884 : 
This  is  a  suit  in  equity  brought  for  the  infringement  of 

10»  C  8.  «38. 
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letters  patent,  No.  87,941,  granted  Pebniary  23d,  1869,  to 
Riley  Bnrdett,  the  plaintiff,  for  seventeen  years  from  August 
24th,  1868,  for  an  "improvement  in  reed  organs."  The 
specification  of  .the  patent  is  in  these  words :  "  Figure  1  is 
a  perspective  view  of  one  of  my  reed  celeste  organs.  Pig. 
2  is  a  diagram  plan,  showing  the  relative  arrangement  of 
the  reeds.  Fig.  3  is  a  vertical  traQsverae  section  of  my  reed- 
board,  etc.  This  inv^ition  consists,  first,  in  the  arrange- 
ment of  the  reed-board ;  second,  in  a  method  of  taniag,  by 
which  a  peculiar  quality  of  tone  is  produced  and  by  which 
the  power  of  the  instrument  is  greatly  increased  without  an 
increased  resistance  in  the  action  and  without  an  increase  of 
power  being  necessary  to  operdte  the  bellows.  The  advan- 
tages gained  by  my  peculiar  arrangement  are,  a  greatly  in- 
ci-eased  power  and  variety  of  tone.  This  is  effected  by  the 
use  of  an  additional  set  of  reeds  commencing  at  tenor  P,  or 
thereabouts,  and  running  upward  through  the  scale  of  the 
instmment,  and  tuning  the  same  in  the  peculiar  manner 
hereinafter  described.  No  other  reed  masical  instrument 
containing  the  same  number  of  reeds,  so  far  as  I  know,  has 
ever  jxjssessed  so  great  a  variety  or  pleasing  quality  of  tone, 
while  simplicity  of  construction,  compactness  of  form,  and 
ease  of  operation  are  other  excellencies  of  this  arrangement 
not  found  in  others.  I  will  now  describe  particulaiiy  the 
constmction  of  that  part  of  my  instrument  which  forms  the 
snbject  of  this  patent.  The  case,  bellows,  pedals,  etc.,  may 
be,  in  general  constmction  and  arrangement,  like  those  in 
common  use  and,  therefore,  no  special  description  is  required . 
The  foundation  of  the  reed-board  is  also  constructed  in  tlie 
iisoal  manner,  biit  the  reed-board  proper,  in  itself,  differs 
from  the  ordinary  reed-board  in  the  following  particulars, 
viz :  the  main  board,  A,  contains  two  sets  of  reeds  running 
through  the  entire  scale,  the  back  set  of  which  is  marked 
a,  and  is  tuned  as  a  nnison  or  diapason,  while  the  front  or 
octave  set,  marked  b,  is  tuned  an  octave  above  the  diapason. 
In  the  arrangement  of  these  reeds,  it  will  be  seen  that  the 
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lowest  aDd  longest  reeds  in  the  diapason  and  the  octave  sets 
are  placed  with  their  vibrating  ends  as  near  together  as  they 
can  be,  with  room  only  for  the  ti-ackeiipin  which  communi- 
cates the  motion  of  the  key  to  the  valve  beneath  the  reeds. 
But,  as  the  reeds  continually  shorten  as  they  advance  up- 
ward in  the  scale,  there  is  necessarily  a  vacant  space  left 
between  the  diapason  set,  a,  and  the  octave  set,  b,  which 
constantly  enlarges  itself  and  has  heretofore  been  regarded 
as  useless.  Within  this  space,  commencing  on  tenor  F 
and  running  upward  through  the  scale,  I  have  introduced  a 
third  set  of  reeds,  L,  which  forms  the  distinguishing  feature 
of  this  instrument.  These  are  placed  in  the  reed-board  over 
the  octave  set,  b,  and  riin  obliquely  to  the  foundation  board, 
G,  as  shown  in  Fig.  3,  the  vibrating  ends  resting  on  the  same 
base  as  the  other  sets  of  reeds,  a  and  b.  These  reeds  are  of 
the  same  size  as  the  corresponding  ones  in  the  diapason,  a, 
and  are  tuned  either  a  trifle  above  or  below  the  diapason, 
but  only  sufficiently  so  to  produce  a  slightly  waving  and 
undulating  quality  or  effect,  without  producing  any  discord. 
A  few  trials  will  enable  any  tuner  of  reed  instruments  to 
tune  these  reedsfloas  to  realize  the  best  effect.  This  method 
of  tuning  will,  when  this  set  of  reeds,  which  I  have  named 
the  Harmonic  Celeste,  is  drawn  and  used  in  connection  with 
the  diapason,  produce  a  most  wonderfully  pleasing  and  cap- 
tivating effect,  while  the  power  and  beauty  of  both  sets  of 
reeds  are  greatly  augmented  and  enriched,  in  a  manner 
which  cannot  be  realized  without  being  heard.  Pig.  2  shows 
a  top  view  of  the  reed-board  proper,  wherein  the  location 
of  the  reeds  is  shown  with  .reference  to  the  divergence  of 
the  reeds  of  the  diapason  set,  a,  and  the  octave  set,  b,  and 
also  the  space  afforded  for  the  introduction  of  the  third  set, 
L.  Fig.  3  exhibits  a  transverse  section  of  by  reed  and 
foundation  board,  showing  the  arrangement  of  my  reeds  and 
the  valve  connections.  In  this  figure,  A  is  the  reed-board, 
G  is  the  foundation  board,  D  is  the  valve  opening,  E  is  the 
valve,  and  P  F  are  the  throats  over  which  the  reeds  are 
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located  and  placed.  The  valve,  E,  is  retained  in  its  proper 
place  by  the  pins,  e  e,  and  spring,  H,  and  is  operated  by  the 
tracker-pin,  I,  which  rests  upon  its  upper  surface,  and 
passes  upwards  through  the  reed -board  to  the  under  surfaoe 
of  the  key,  N.  The  swell-boards,  J  and  K,  and  stop-dam- 
pers, B  and  M,  are  raised,  whenever  desired,  by  the  knee- 
stop,  C,  Fig.  3,  or  by  a  hand  draw-stop,  or  by  some  other 
convenient  device.  Another  important  advantage  arising 
from  the  inti-odnction  of  the  Harmonic  Celeste  is,  that  a 
greater  power  and  variety  are  attained  then  can  be  by  the 
use  of  any  of  the  octave  coupling  arrangementanow  in  use. 
These,  while  they  augment  the  power,  by  drawing  down 
octaves  to  the  keys  actually  played,  are  objectionable,  in- 
asmuch as  they  offer  more  than  double  the  resistance  to  tht* 
key,  and  are  thus  often  exceedingly  undesirable.  In  my 
instrument,  no  snch  objection  can  ever  arise,  as  the  pres- 
sure upon  the  keys  is  always  the  same,  whether  one  or  all 
the  sets  of  the  reeda  are  used.  This  is  of  prime  inportance 
to  the  performer,  as  the'required  exertion  becomes  involun- 
tary and  not  a  matter  of  calculation,  and  thus  the  mind  is 
not  distracted  from  the  proper  feeling  and  expression  of  the 
music  performed. ' '  The  claims  of  the  patent  are  as  follows : 
"1.  The  arrangement,  in  a  reed  musical  instrument,  of  the 
reed-board,  A,  having  the  diapason  set,  a,  and  its  octave 
set,  b,  and  the  additional  set,  L,  extending  from  about  at 
tenor  P  upward  through  the  scale,  substantially  as  and  to 
the  effect  set  forth.  2.  The  reed-board,  A,  and  foundation 
board,  G,  constructed  with  the  contracted  valve  openings, 
DFP,  and  the  reeds  arranged  in  relation  thereto,  ail  in  the 
manner  described.  3.  The  diapason,  a,  and  its  octave  or 
principal,  6,  arranged  over  the  same  valve  opening,  as  de- 
scribed, so  that  the  octave  unison  may  be  produced,  when 
desired,  without  the  use  of  coupler,  and  without  any  ad- 
ditional pressure  upon  the  keys.  4.  In  connection  with  the 
reed-board.  A,  having  the  sets,  a,  6,  and  L,  as  described,  the 
independent  dampers,  B  and  M,  as  set  forth." 
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The  Circuit  Court  made  an  interlocutory  decree  declaring 
the  patent  to  be  valid  so  far  as  claims  1  and  2  are  concerned  : 
that  those  two  claims  had  been  infringed  ;  that  the  plaintiff 
was  not  the  original  and  first  inventor  of  what  is  set  forth 
in  claim  4  and  did  not,  before  the  commencement  of  this 
suit,  tile  a  disclaimer  of  what  is  claimed  in  claim  4  and  had 
not  um-easonably  objected  to  file  such  disclaimer,  and 
had  presented  evidence  of  his  ha\-ing  filed  such  disclaimer  : ' 
that  no  evidence  had  been  offered  to  show  any  infringement 
of  claim  S  and  that  the  plaintiff  was  entitled  to  i-ecover 
profits  and  damages  because  of  such  infringement.  A  refer- 
ence to  a  master  to  ascertain  the  same  was  ordered,  and  a 
perpetual  injunction  wa.s  awarded  as  to  claims  1  and  2.  On 
the  report  of  the  master  a  final  decree  was  made  for  the 
plaintiff,  for  *161,011.79,  without  costs  to  eitherparty.  The 
decisions  of  the  Cii-cidt  Court  in  the  case  are  I'ejwrted  in  Ifl 
Blatch,  C.  C.  R.  349, 16  If?.,  105,  and  in  19  Id.,  1.  The  de- 
fendants have  appealed. 

An  examination  of  the  textof  the" specification  shows  that 
the  inventor  purposed  to  cover  by  his  patent  two  things : 
(1)  a  new  arrangement  of  the  reed-board  ;  (2)  a  new  method 
of  tuning.  In  the  application  for  the  patent,  claim  1  read 
as  it  does  now,  while  claims  2,  3,  and  4  had  specific  reference  to 
the  method  of  tuning  described.  The  Patent  Office  rejected 
all  the  claims.  The  plaintiff  then  amended  two  of  the  claims 
relative  to  tuning,  still  retaining  the  tuning  feature  in  them, 
and  added  the  claims  which  are  now  claims  2,  3,  and  4.  The 
office  then  rejected  all  seven  of  the  claims,  (hi  appeal  to 
tlie  examiners-in-chief,  the  decision  rejecting  the  three 
tuning  claims  was  affirmed,  and  that  rejecting  the  other 
four  claims  was  reversed,  and  the  patent  was  issued  accord- 
ingly. There  is  nothing  in  claims  1  and  2,  as  granted,  which 
has  any  reference  to  any  new  method  of  tuning,  unless  it  is 
to  be  intended,  in  accordance  with  the  description,  that  the 
partial  set  is  to  be  capable  of  being  tuned  a  trifle  above  or 
below  the  diapason  set.     Except,  perhaps,  to  that  extent, 
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all  there  Ib  in  the  descriptive  pait  of  the  specification  in  re- 
lation to  a  new  method  of  toning  may  be  dismissed  from 
consideration,  as  it  was  introduced  to  lay  a  foundation  for 
the  original  claims  2, 3,  and  4,  in  reference  to  such  new  method 
of  tuning.  Claims  1  and  2,  aa  they  stand,  relate  only  to  the 
arrangement  of  the  reed-board  and  the  sets  of  reeds,  in  con- 
junction with  the  foundation  board  and  the  valve  openings 
and  the  valves. 

The  specification  shows  that  the  inventor  takes  a  reed- 
board  having  two  sets  of  reeds  running  through  the  entire 
scale,  a  diapason  set  and  an  octave  or  principal  set,  and 
makes  no  change  in  the  fofindation  board,  or  in  the  case, 
bellows,  pedal,  &c.  The  reed-board  with  the  two  sets  wa« 
old.  In  its  stmctore,  as  shown  in  Fig.  3  of  the  drawings 
and  as  described  in  the  specification,  the  lowest  and  longest 
*  reeds  in  the  two  seta  are  placed  so  near  together  as  to  leave 
between  them  room  only  for  the  traoker-pln  which  commu- 
nicates motion  from  the  key  to  the  valve ;  but,  as  the  reeds 
shorten  continually  as  the  scale  proceeds  upward,  there  is  a 
vacant  space  between  the  ends  of  the  reeds  in  the  two  sets, 
which  space  continually  grows  wider.  Within  that  space 
the  inventor  introduces  a  third  set  of  reeds,  commencing  at 
or  about  tenor  P  and  running  upward  through  the  scale. 
He  places  this  third  set  over  the  octave  set,  and  the  reeds 
run  downwardly  in  a  direction  oblique  to  the  foundation 
board,  and  their  vibrating  ends,  which  are  their  lower  ends, 
rest  on  the  same  base  as  that  of  the  other  two  sets  of  reeds. 
They  are  of  the  same  size  as  the  corresponding  reeds  In  the 
diapason  set.  The  point  of  advantage  in  bringing  down  the 
vibrating  ends  of  the  reeds  In  the  third  set,  so  that  they 
shall  rest  on  the  same  base  with  the  vibrating  ends  of  the 
reeds  in  the  other  two  sets,  is  shown  by  the  evidence  to  be 
the  same  point  of  advantage  which  is  set  forth  in  the  speci- 
fication of  the  prior  patent  granted  to  the  plaintiff  on  the 
9th  of  January,  1866.  In  that  the  invention  is  stated  to  be 
to  so  make  the  reed-board  that  the  three  or  fonr  sets  of  reeds 
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in  it  shall  be  acted  apon  instantly  and  simiiltaneoasly  by 
the  rush  of  air  upon  the  opening  of  the  valve  ;  and  it  is  set 
forth  tliat  that  result  ia  effected  by  placing  two  sets  of 
reeds  on  the  same  horizontal  plane,  and  placing  the  other 
sets  on  an  inclined  plane,  each  with  its  base  on  the  same 
level  as  the  first  and  second  sets,  thus  making  the  head  of 
each  reed  equidistant  from  the  valve  and  making  each  pro- 
duce iristaataneoiis  concerted  sound. 

There  was  introduced  in  evidence  a  reed  organ,  known  as 
Exhibit  No.  21,  containing  a  reed -board  with  two  sets  of 
reeds,  and  a  third  partial  set,  alleged  to  have  been  made  by 
one  Dayton  in  1866,  prior  to  the  plaintiffs  invention.  There 
was  much  testimony  on  the  question  as  to  whether  the  reed- 
board  and  reeds  in  this  organ  were  made  prior  to  the  plain- 
tifiE's  invention,  in  the 'shape  in  which  they  appeared  whwi 
put  in  evidence.  The  Circuit  Court  decided  that  question 
in  the  affirmative,  bnt,  nevertheless,  it  held  that  the  arrange-  ■ 
ment  of  reed-board  and  reeds  found  in  No.  21  did  not  em- 
brace the  entire  an-angement  specified  and  claimed  in  claim 
1  of  the  patent,  because,  although  it  had  a  reed-board  no 
wider  than  was  necessary  for  two  full  sets  of  reeds,  and  had 
an  additional  partial  set  of  reeds  put  in  on  an  incline,  and 
although  the  reeds  in  that  set  may  have  been  tuned  flat  in 
relation  to  the  diapason  set,  yet  such  reeds  did  not  rest  on 
the  same  base  as  that  of  the  other  two  sets  of  reeds.  We 
concur  with  the  Circuit  Court  in  its  conclusion  as  to  the 
genuineness  and  the  date  of  No,  21,  but  are  of  opinion  that 
there  is  nothing  found  in  the  alleged  infringing  organs, 
which,  sofarasclaim  lof  the  plaintiff's  patent  is  concerned, 
is  not  found  in  No.  21.  The  vibrating  reeds  in  the  partial 
set  in  the  alleged  infringing  organs  do  not  rest  on  the  same 
base  as  that  of  the  other  two  sets  of  reeds  and  occupy  a 
position  in  that  respect  no  different,  in  reference  to  any  re- 
quirement of  the  plaintiff's  patent,  from  that  occupied  by 
the  vibrating  ends  of  the  partial  set  in  No.  21.  In  all  other 
respects  in  which  the  alleged  infringing  reed-board    and 
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reeds  embrace  what  is  covered  by  claim  1  of  the  plaintifPa 
patent,  what  they  contain  is  found  in  No.  21. 

The  material  point  in  claini  2  is  the  contraction  of  the 
valve  openings.  The  idea  ia  that  the  valve  openings  and 
passages  for  the  two  complete  sets  of  reeds  and  the  interme- 
diate partial  set  are  contracted  or  condensed  within  the 
same  space  which  was  nsually  occupied  by  the  valve  open- 
ings and  passages  for  only  two  complete  seta  of  reeds  in  an 
instmment  of  the  usual  prior  construction  ;  and  that,  there- 
fore, no  more  force  is  required  to  be  applied  to  the  keys  to 
open  the  valves  than  where  only  two  full  sets  of  reeds  are 
used.  The  Circuit  Court  was  of  opinion  that  the  valve  open- 
ings in  No,  21  were  not  the  contracted  valve  openings  of 
the  plaintiffs  patent,  because  they  were  as  large  aa  the 
valve  openings  in  a  reed-board  having  three  full  sets  of 
reeds  ;  and  that  the  lowest  and  longest  reeds  in  No.  21  did 
not,  aa  in  the  plaintiffs  arrangement,  have  their  vibrating 
ends  as  near  together  as  they  could  be,  with  room  between 
them  only  for  the  tracker-pin.  Our  conclusion  is  that  the 
absolute  length  and  size  of  the  valve  opening  was  a  matter 
of  judgment,  in  view  of  the  state  of  the  art  shown,  find  that 
there  was  no  invention  in  making  its  length  and  size  greater 
or  less  in  a  reed-board  of  a  given  width,  or  where  the  reed- 
board  was  made  wider  or  narrower,  or  had  more  or  leas  sets 
of  reeds  in  it,  either  full  or  partial.  The  dimensions  of  the 
valve  opening  and  of  the  vajve  are  regulated  by  the  judg- 
ment of  the  manufacturer  as  to  the  quantity  of  air  neces- 
sary, and  the  reaistance  to  be  overcome  in  working  the  valve, 
and  the  inconvenience  of  the  leakage  of  air.  We  are  also 
satisfied  that  the  vibrating  ends  of  the  lowest  and  longest 
reeds  in  No.  21  were  as  near  together  as  they  are  in  the 
reed-boards  of  alleged  infringing  organs. 

li  results  froTn.  these  considerations  that  the  decree  of 
the  CiTcidt  Court  must  he  reversed  and  the  case  be  re- 
manded to  that  court,  with  direction  to  dismiss  the  bill. 
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WILLIAM  E.  CLEMENTS,  APPELLANT,  v.  ODORLESS 
EXCAVATING  APPARATUS  COMPANY.* 

109  IT.  S.  ea-eao.    OcC  Term,  1S8& 

[Bk.  27,  L.  ed.  1060  ;  36  O.  G,  353.] 

Reversing  Odorless  Excavating  Apparatus  Co.  v.  Clements,  4  Ban. 
&  Ard.  540. 

Argned  December  £,  1883.     Decided  January  7,  1884. 

Jtirticttiar  patent  construed.     Reiamie.    MiHake  apparent  on  face 
of  patent.    Reiteue/or  aub-combination». 

1 1.  Claims  1  and  3  of  reissued  letters  patent,  No.  6,9S2,  granted  to 
Lewis  R.  Keizer,  February  29, 1 876,  for  an  Improvement  in  Ap- 
paratus for  cleaning  Privies,  the  ori^nal  patent.  No.  115,565, 
having  been  granted  June  6,  1871,  to  Henry  C,  Bull  and  Joseph 
M.  Lowenstein,  on  the  invention  of  said  Bull,  and  the  applica- 
tion for  the  reissue  having  been  filed  January  11, 1876,  namely: 
"  ].  A  privy-vault  cleaning  apparatus,  consisting  of  an  air  pump, 
a  deodorizer,  and  suitable  tubular  connections,  in  combination 
with  an  independently  movable  receiving  cask,  having  an  in- 
duction passage  or  opening,  and  also  an  air  opening  for  connec- 
tion with  the  air  pump,  and  provided  with  screw  necks  at  each 
opening  for  receiving  sealing  caps  or  covers,  substantially  as 
■describfed,  whereby  the  movable  cask  may  be  located  in  any 
desired  position  with  relation  to  the  vault  and  privy,  and  the 
pump  and  deodorizer  located  in  any  desired  position  with  rela- 
tion to  the  vault,  privy,  and  cask,  and  also  whereby  the  cask, 
wben  filled,  may  be  handled  as  is  usual  with  filled  casks,  as  set 
forth  ; "  "  3,  The  combination,  with  a  portable  night  soil  cask, 
of  a  flost  valve  located  at  the  air  passage,  substantially  as  de- 
scribed, whtreby  the  fluid  matter  is  prevented  from  entering 
the  air  passage  and  clogging  the  suction  air  pipe  and  pump,  as 
set  forth;"  are  invalid,  because  they  are  for  inventions  not 
indicated  in  the  original  ))atent  as  inventions,  being  for  sub- 
combinations in  combinations  claimed  in  the  original,  and  were 
■See  Explanation  ofNotes,  pa^e  HI- 
tHead  note  by  Mr.  Justice  RUl^tiford. 


,y  Google 


Oct.,  1883.]   OUSMENTS  «.  EXCAVATING  00.  46 

Argument  of  oouaaeL 

made  for  the  purpose  of  cuvering  featurett  deBCril>ed  in  patents 
issued  to  others  during  the  interval  between  the  granting  of 
the  original  and  the  application  for  the  reissue,     (p.  48.) 

3.  Hd(l,  not  infringed  by  defendant's  apparatus,  constructed  under 
letters  patent,  No.  158,743,  S.  R.  Scharf,  January  13,  1875,  and 
No.  179,993,  Bradley  &,  Scharf,  July  IH,  1876,  both  entitled 
Machines  for  cleaning  Privy  Vaults,  which  does  contain  the 
features  of  the  reissue  sub -combination  claims,  but  does  not  in- 
fringe the  claims  of  the  original  patent,     (p.  57.) 

3.  The  omission  in  an  original  patent  to  claim  sub-combinationB  in 
the  combinations  claimed  was  a  mistake  apparent  on  the  face  of 
the  patent,  and  was,  in  law,  on  the  facts  in  this  case,  snoh  a 
dedication  of  them,  if  new,  to  the  public,  that  a  reissue  to  covet 
such  sub-combinations,  in  revocation  of  such  dedioation,  osonot 
be  availed  of  to  the  prejudice  of  rights  acquired  by  the  public 
before  the  reissue  was  applied  for,     (p.  .58.) 

[(Stations  in  the  opinion  of  the  court :] 

Miller  o.  Brass  Co.,  lt>4  U.  S.  350  [13  Am.  &  Gng.  303.)    p.  66. 
James  t>.  Campbdl,  104  U.  a  3SS  [13  Am.  &  Bng.  341.)    p.  68. 

Appeal  from  the  Circuit  Court  of  the  United  States  for  the 
District  of  Maryland. 

The  bill  in  this  case  was  iiled  in  the  court  below  by  the 
appeUee,  to  recover  damages,  alleged  to  have  resulted  from 
the  infringement  of  certain  reissued  letters  patent,  and  for 
an  injunction. 

The  court  below  entered  an  interlocutory  decree,  declaring 
the  validity  of  the  reissue  and  its  infringement,  and  award- 
ing a  perpetual  injunction  and  an  accounting.  The  final 
decree  awarded  $1,406.50  as  damages;  whereupon,  the  de- 
fendant appealed  to  this  court. 

The  facts  of  the  case  are  stated  by  the  court. 

Messrs.  Hector  T.  Fenton  and  F.  P.^Ouppy,  far  appel- 
lant: 

Tlie  extent  of  the  identity  of  the  invention  in  the  original 
and  reissued  i>atenta  is  to  be  determined  from  their  face  by 
amerecomitarison,  notwithstanding  what  was  said  in  Battin 


,y  Google 


«  CLEMENTS  ..EXCAVATING  00.       [Sup.  Ct. 

Argument  of  counael. 

V.  Taggart,  17  How.  74  [6  Am.  &  Eng.  243,]  and  consistently 
with  BLschoff  v.  Wethered,  9  Wall.  812  [8  Am.  &  Eng.  213,] 
and  according  to  the  rule  laid  down  in  Seymour  v.  Osborne, 
11  Wall.  545  [8  Am.  &  Eng.  290  ;]  and  Powder  Co.  ».  Pow- 
der Works,  98  U.  S.  134  [12  Am.  &  Eng.  201;]  that  is,  if  it 
appears  from  the  face  of  the  instrament  that  extrinsic  evi- 
dence la  not  needed  to  explain  the  terms  of  art,  or  to  apply 
the  description  to  the  special  matter,  so  that  the  court  is 
able  from  mere  comparison  to  say  what  are  the  inventions 
described  in  each,  and  to  affinn  from  snch  comparison  that 
they  are  not  the  same,  but  different,  then  the  question  of 
identity  of  invention  is  matter  of  law  for  the  court. 

Russell  V.  Dodge,  93  V.  S.  460  [10  Am.  &  Eng.  496,]  is 
authority  for  the  proposition,  and  is  so  cited  in  Klein  v. 
Russell,  19  Wall.  43  [9  Am.  &  Eng.  244,]  that  where  the 
claim  of  a  pat.ent  is  valid,  and  the  descriptiA-e  part  of  a 
specification  is  sufficient  to  support  it,  the  patent  cannot 
lawfully  be  reissued. 

There  is  no  suggestion  or  intimation  in  the  original  speci- 
fication that  any  less  number  of  elements  named  in  either 
of  the  two  combination  claims  of  that  patent  may  be  em- 
braced in  one  or  more  sub-combinations,  and  such  a  sugges- 
tion is  essential  to  the  validity  of  a  reissue  containing  snch 
sub-combinations. 

Miller  v.  Brass  Co.,  104  U.  S.  350  [13  Am.  &  Eng.  303.] 

There  is  no  error  from  "inadvertence,  accident,  or  mis- 
take." A  reissue  should  not  be  sustained  that  has-been 
obtained  for  the  mere  purpose  of  sub-dividing,  expanding, 
and  generalizing  the  claim  so  as  to  make  it  embrace  an  in- 
vention not  deiicribed  and  specified  in  the  original. 

James  v.  Campbell,  104  U.  S.  356  [13  Am.  &  Eng.  341.] 

The  practice  of  expanding  patents  by  reissue  has  been 
frequently  of  late  condemned  by  this  court. 

Gill  V.  Wells,  22  Wall.  1  [9  Am.  &  Eng.  471;]  Roberts  v. 
Ryer,  91  U.  S.  150  [10  Am.  &  Eng.  302  ;]  Russell  r.  Dodge, 
93  IT.  S.  460  [10  Am.  &  Eng.  495 :]  Powder  Co.  v.  Powder 
Works,  98  U.  S.  138  fl2  Am.  &  Eng.  201:1  Ball «.  Langles, 
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102  U.  S.  128  [12  Am.  &  Eng.  508-;]  Swain  Turbine  Co.  p. 
Ladd,  Ids  U.  S.  408  [13  Am.  &  Eng.  1.] 

This  case  is  one  where  (as  in  Doff  n.  Sterling  Pump  Co., 
107  U.  S.  638  [14  Am.  &  Eng.  440;]  in  view  of  the  state  of 
the  art,  the  invention  mast  be  restricted  to  the  special  form 
and  .constraction  as  shown  in  the  drawings  and  described  in 
the  spetnflcation,  and,  it  might  be  added,  as  (claimed  in  the 
first  claim  of  the  original  patent,  by  the  patentee.  BnU  was 
not  the  iirst  to  make  an  odorless  cleaning  apparatus,  com- 
posed of  pnmp,  deodorizer,  and  receiver,  with  necessary 
tabes  and  pipes.  He  merely  devised  a  new  form  of  i-eceiver, 
and  new  only  in  the  sense  of  ita  connecting  fixtures. 

Railway  Co.  v.  Sayles,  97  U.  S.  6fl4  [12  Am.  &  Eng.  121.] 
Subsequent  patentees  have  adopted  a  different  and  im- 
proved construction  and  arrangement,  and,  under  such 
circumstances,  the  appellee's  patent  cannot  have  a  meaning 
and  scope  given  to  the  ambiguous  words  of  its  reissued 
claims,  that  would  embrace  all  these  subsequent  improve- 
ments, including  the  appellant's  apparatus.  Merrill  v.  Yeo- 
mans,  94  U.  S.  568  [11  Am.  &  Eng.  203 ;]  Keystone  Bridge 
Co.  r.  Phosnix  Iron  Co.,  95  U.  S.  274  [11  Am.  &  Eng.  364 ;] 
Bums  V.  Meyer,  100  U.  8.  671  [12  Am.  &  Eng.  342.] 

Mr.  Benjamin  P.  Price,  far  appellee : 

This  reissued  patent  was  granted  at  a  time  wlien  other 
improvements  had  not  come  into  use,  nor  was  it  reissued  to 
cover  inventions  of  others  after  its  issue — it  stands  before 
the  court  on  the  same  grounds,  and  subject  to  the  law  as 
defined  in  Seymour  v.  Osborne,  11  Wall.  516  [8  Am.  &  Eng. 
290,]  and  Brown  ».  Guild,  23  Wall.  181  [10  Am.  &  Eng.  1,] 
and  is  entitled  to  the  saving  clause  announced  in  .Tames  v. 
Campbell,  where  the  claims  of  the  original  patent  did  not 
fully  assert  or  define  the  patentee's  right  in  the  invention, 
and  his  application  for  a  reissue  was  made  "  before  adverse 
rights  had  accrued." 

The  question  whether  the  specification  contains  any -other 
or  different  invention,  has  l»een  determined  by  the  Onmmis- 
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sioner  of  Patents  and  three  judges  of  the  United  -States 
Circuit  Court,  was  commenteil  oq  and  testified  to  by  the 
witnesses,  and  upon  this  point  we  ask  to  use  as  our  own 
argument  Mr.  Renwick's  cleai-  and  hicid  testimony  as  given 
in  the  record. 

The  patent  to  Bull  was  reissued  to  him  with  scarcely  a 
correction,  reissued  after  full  examination  by  the  same  ex- 
aminers who  erased  every  line  of  the  specifications  of  the 
Bradley  application,  and  rejected  his  claims  at  least  three 
times,  it  was  reissued  without  unreasonable  delay,  before  it 
had  gone  into  general  use.     The  public  were  not  injured. 

Mr.  Justice  Blatchfokd  delivered  the  opinion  of  the 
court  on  the  7th  day  of  January,  1884. 

This  is  a  suit  in  equity,  brought  for  the  infi-ingement  of 
reissued  letters  patent,  No.  6,962,  granted  to  Lewis  R.  Keizer, 
February  29th,  1876,  for  an  "improvement  in  apparatus  for 
cleaning  privies,"  the  original  patent,  No.  115,565,  having 
been  granted  June  6th,  1871,  to  Henry  C.  Bull  and  Jcweph 
M.  Lowenstein,  on  the  invention  of  said  Bull,  and  the  appli- 
cation for  the  reissue  having  been  filed  January  11th,  1876. 
The  specification  says :  "  My  invention  consists,  mainly,  in 
a  sink-cleaning  apparatus,  consisting  of  an  air-pump,  a  de- 
odorizer and  sui^ble  tubular  connections,  in  combination 
with  an  independent  or  movable  receiving  cask,  having  an 
induction  passage  or  opening,  and  also  an  air-passage  for 
connecting  with  the  air-pump,  and  provided  witli  stench  and 
water-tight  covers  for  both  passages,  whereby  the  movable 
cask  may  be  located  in  any  desired  position  with  relation  to 
the  vault,  and  the  air-pump  and  the  deodoiizer  properly  lo- 
cated with  reference  to  the  vault  and  cask,  and  also  whereby 
the  cask,  when  filled,  may  be  trundled  on  its  bilge  or  end. 
after  the  usual  manner  of  handling  ca.sks  or  liarrels.  My 
invention  consists,  further,  in  the  combination,  with  the  cask, 
of  a  flanged  opening,  a  detachable  suction-pump  or  funnel 
connected  witli  the  flange  of  the  opening,  and  n  check-valve 
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located  within  the  cask  for  retaining  the  offensive  matter 
after  passing  through  the  valve.  My  invention  still  further 
consists  in  the  combination,  with  the  air-passage  of  a  night- 
soil  cask,  of  a  float-valve,  whereby,  when  the  cask  is  filled 
with  flnid  mattei's,  the  valve  will  be  floated  and  closed, 
thereby  indicating  that  the  cask  isfllled,  and  preventingthe 
fluid  matter  from  entering  the  conducting-pipe  and  passing 
through  the  air-passage  to  the  air-pump,  which  would  other- 
wise be  liable  to  have  its  valves  clogged  thereby  and  rendered 
inoperative.  To  more  particularly  describe  my  invention,  I 
will  refer  to  the  accompanying  drawings,  in  which  Figure  1 
represents,  in  side  view,  a  cask  embodying  several  features 
of  my  invention,  located  within  a  privy.  Figure  2  repre- 
sents, in  side  view,  an  air-pump  connected  with  the  cask  by 
a  flexible  tube  or  suction-hose,  and  provided  with  a  deodor- 
izer. Figure  3  represents  a  privy- vault.  Figure  4  represents, 
on  an  enlarged  scale  and  in  detail,  in  vertical  central  section, 
the  cask  shown  in  Figure  1.  A  viiult  is  indicated  at  A.  It 
is  provide<l  with  the  usual  entrance  or  opening,  as  at  a.  B 
denotes  one  of  several  casks  or  receptacles  which  are  em- 
ployed in  connection  with  an  air-pump,  as  at  C,  for  remov- 
ing the  offensive  matter  from  the  vault.  The  cask,  B,  has 
at  one  end  a  screw-neck,  /,  and  the  check-valve,  d,  which 
opens  inwardly.  Said  cask  also  has  another  screw-neck,  as 
at  M,  to  which  is  attached  the  suction-hose  which  communi- 
cates with  the  air-pump.  Attached  to  this  neck  is  also  a 
float-vaJve,  as  at/",  which  guards  the  entrance  to  the  suc- 
tion-tube or  hose.  The  spindle  of  the  valve,  /,  is  provided, 
in  a  well-known  manner,  with  guiding  devices.  The  lower 
portion  of  the  float-valve  is  provided  with  cork  or  other  light 
material,  whereby,  when  the  cask  is  filled  with  fiuid  matter, 
the  valve  will  be  fioated  and  effe<rtually  clcraie  the  entrance 
.  to  the  suction  air-pijie,  preventing  the  latter,  as  well  as  the 
pump,  from  I>eing  clogged  hy  said  matter.  The  cask  is 
shown  to  be  provided  with  shoulders,  hh,  whereby  the  hoist- 
ing clamps,  L,  may  readilj' bemadetoengage  with  thecask. 
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The  induction-pipe,  O,  is  secured  to  the  proper  screw-neck 
on  the  cask,  and  it  constitutes  a  tubular  connection  with  the 
cask,  through  which  the  offensive  matter  is  conducted  from 
the  vault  into  th§  cask.  In  operation  I  proceed  as  follows  : 
after  removing  the  seat  or  floor  of  a  privy,  uncovering  the 
entrance  to  the  vault,  the  cask,  B,  is  suspended  by  a  block 
and  tackle  over  tlie  vaiilt,  connected  by  the  suction-pipe  to 
the  air-pump,  and  then  lowered  until  the  funnel-pipe  con- 
nection, O,  which  ia  temporarily  screwed  to  the  neck,  i,  of 
the  cask,  is  at  its  lower  end  immersed  in  the  contents  to  be 
removed.  The  air  is  then  exhausted  from  the  cask  by  means 
of  the  pump,  and  deodorized  by  the  furnace  on  the  pump. 
The  vacuum  thus  induced  causes  the  matter  to  be  sucked 
through  the  funnel  pipe  into  the  cask  until  the  float  valve  is 
lifted  and  the  air-passage  closed.  The  pump  is  then  stopped, 
and  the  valve,  d,  closes.  The  cask,  being  wholly  free  from 
exterior  contact  with  filth,  is  then  lifted,  the  funnel  and  suc- 
tion-pipe removed,  and  the  screw-caps,  V,  applied  to  the 
necks,  i  and  M,  after  which  the  cask  is  handled  like  any 
filled  cask,  and  rolled  on  its  bilge  or  end."  The  reissue  has 
3  claims,  as  follows ;  "1.  A  privy-vault  cleaning  apparatus, 
consisting  of  an  air-pump,  a  deodorizer,  and  suitable  tubular 
connections,  in  combination  with  an  independently  movable 
receiving-cask,  having  an  induction  passage  or  opening,  and 
also  an  air  opening  for  connection  with  tiie  air-pump,  and 
provided  *ith  screw-necks  at  each  opening,  for  receiving 
sealing  caira  or  covers,  substantially  as  described,  whereby 
the  movable  cask  may  be  located  in  any  desired  position 
with  relation  to  the  vault  and  privy,  and  the  pump  and  de- 
odorizer located  in  any  desired  position  with  relation  to  the 
vault,  privy,  and  cask;  and  also  whereby  the  casks,  when 
filled,  may  be  handled  as  is  usual  with  filled  casks,  as  set 
forth.  2.  The  combination,  with  a  portable  cask,  having  an 
induction  aperture  at  one  end,  of  a  check-valve,  a  screw -neck 
surrounding  the  aperture,  a  funnel-shaped  pipe  connected 
with  the  neck,  and  an  air  eduction  passage  provided  with  a 
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screw -neck,  eal^tantially  as  described.  3.  Thecombiiiation, 
with  a  portable  night-soil  cask,  of  a  float- valve  located  at  the 
air-passage,  substantially  as  described,  whereby  tlie  fluid" 
matter  is  prevented  from  entering  the  air-passage  and  clog- 
ging the  suction  air-pipe  and  pump,  as  set  forth." 

The  8pecifi<!ation  of  the  original  patent  was  in  the.  e  words, 
the  drawings  attached  to  the  original  and  the  reissue  being 
alike :  "Figure  1  is  a  view  in  perspective  of  the  cask  or 
package,  showing  the  method  of  suspending  and  operating 
the  same.  Fig.  2  is  a  side  elevation  of  the  suction-pump 
and  furnace.  Fig.  3  is  a  plan  view  of  the  vault.  Pig.  4  is 
a  vertical  transverae  section  of  the  cask  or  receptacle  shown 
in  Fig.  1.  My  invention  relates  to  an  improvement  in  de- 
vices for  cleaning  or  emptying  privy -vaults,  whereby  the 
night-soU  therein  contained  may  be  removed  and  utilized 
and  the  disagreeable  odors  arising  therefrom  prevented.  It 
consists  of  the  vault,  A,  receptacles  or  casks,  B,  and  the 
suction-pamp  with  furnace,  C,  constructed  and  operated  as 
shown  and  described.  A,  a  cylindrical  privy-vault,  con- 
structed of  metal  or  other  suitable  water-tight  material,  and 
provided  with  the  neck,  o,  and  the  flange,  b,  which  latter 
is  designed  as  an  anxiliary  for  holding  it  in  a  vertical  po- 
sition, as  also  for  strengthening  the  same.  B  represents 
one  of  several  casks  or  receptacles,  which  are  employed  as 
adjuncts  of  the  suction-pump,  C,  for  removing  the  fecal 
matter  from  the  vault.  It  has  located  at  its  lower  extremity 
the  fnnnel,  0,  which  fits  air-ttght  upon  the  neck,  i,  and  the 
valve,  d,  which  opens  upwardly;  and  at  its  apex  the  float- 
valve,/",  is  provided,  which  screws  upon  or  is  otherwise 
caused  to  fit  air-tight  upon  the  neck,  M.  The  float-valve,/, 
consists  of  the  rod,  e,  located  vertically  in  the  tube,  g^  the 
said  rod  being  guided  by  orifices  provided  in  transverse  bars 
in  the  upper  and  lower  ends  thereof.  The  lower  part  of  the 
float-valve  is  made  of  cork  or  other  light  material,  in  order 
that,  when  the  cask  orreceptacle  becomes  filled  by  the  action 
of  the  suction-pump,  it  may  press  against  the  orifice  of  the 
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tube  and  thereby  prevent  the  contents  of  the  vault,  A,  from 
overflowing  or  extending  beyond  tlie  cask,  B.  h  h  are 
shoulders  rigidly  attached  to  the  cask,  B,  and  are  designed 
for  clutching  with  the  clamps,  L.  V  represents  one  of  a 
series  of  caps  which  are  screwed  upon  the  neck  or  necks  of 
casks,  B,  when  filled  by  the  action  of  the  suction-pump. 
The  method  of  operating  my  device  is  as  follows :  iafter  re- 
moving the  seat  or  floor,  the  receptacle,  B,  is  suspended 
from  a  block  and  tackle  over  the  opening,  and  the  cask  or 
receptacle,  B,  Ls  then  lowered  into  the  vault  until  the  funnel, 
O,  enters  the  fecal  matter  about  ten  inches  ;  whereupon,  by 
operating  the  suction  pump,  the  receptacle  or.cask  becomes 
filled  with  the  feces  until  itreachesthe  float-valve,/,  which 
presses  against  and  closes  the  orifice  of  the  tube  leading  to 
the  pump.  The  valve,  d,  then  falls  and  preventsthe  escape 
of  the  contents  of  the  cask.  In  the  meantime,  the  air  that 
is  pumped  out  of  the  receptacle,  B,  is  forced  into  a  furnace 
located  over  the  suction-pump,  whereby  the  odor  arising 
therefrom  is  destroyed.  When  one  receptacle  is  thus  filled, 
the  valve,  /,  is  removed  and  the  cap,  V,  screwed  thereon, 
whereupon  the  operation  is  repeated  by  the  employment  of 
another  cask  until  the  vault  is  emptied  of  its  contents."  The 
claims  of  the  original  patent  are  two  in  number,  as  follows : 
"1,  The  combination  and  arrangement  of  the  funnel,  O, 
neck,  /,  and  valve,  t?,  with  cask,  B,  neck,  M,  and  float-valve, 
/.  substantially  as  shown  and  described.  3.  The  combina- 
tion and  arrangement  of  the  vault,  A,  cask,  B,  and  suction- 
pump,  C,  substantially  in  the  manner  and  for  the  purpose 
described." 

Infringement  of  only  claims  1  and  3  of  the  reissue  is  in- 
sisted on.  It  is  set  up  as  a  defence,  in  the  answer,  that  the 
reissue  is  not  for  the  same  invention  as  that  described  in  the 
original  patent.  The  apparatus  used  by  the  defendant  is 
constructed  in  accordance  with  the  description  contained  in 
two  letters  patent — one,  No.  158,743,  granted  to  Samuel  R. 
Scharf,  January  13th,  1875,  for  an  "  improvement  in  ma- 
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chines  for  cleaning  privy-vanlts  ;"  the  other,  No.  179,993, 
granted  to  Jerome  Bradley  and  Samuel  R.  Scharf ,  July  18th, 
1876,  for  a  *'  machine  for  cleaning  privy-vaulta  and  like 
places."  In  that  apparatus  thei-e  is  an  independently  mov- 
able cask,  having  two  necks  in  its  upper  head,  as  it  stands. 
The  suction-pipe  from  the  vault  is  screwed  to  one  neck ; 
aud  the  air-pipe,  which  leadsto  the  pump,  is  screwed  to  the 
other  neck.  There  is  an  air-pump,  by  means  of  which  a 
vacuum  can  be  formed  and  maintained  in  the  cask,  and  a 
deodorizer,  through  which  the  air  drawn  into  the  pump  is 
expelled  by  the  woi-king  of  the  pump.  The  suction-pipe 
and  the  air-pipe  are  both  of  them  tubular,  flexible  connec- 
tions. There  are  caps  for  closing  the  necks  after  the  barrel 
is  flUed.  There  is  inside  of  the  cask  no  check-valve,  but 
there  is  a  float-valve,  so  arranged  with  reference  to  the  open- 
ing of  the  air-pipe  that  the  fecal  matter  lifts  the  valve  and 
closes  the  passage  when  the  barrel  is  sufficiently  full. 

It  is  quite  apparent  that  the  defendant's  apparatus  did 
not  infringe  either  one  of  the  two  claims  of  the  original  pat- 
ent. Claim  1  made  the  valve,  d,  in  the  bottom  of  the  cask) 
opening  to  admit  the  entrance  uf  material,  and  shutting 
when  the  orifice  to  the  pump  was  closed  by  the  float-valve, 
a  necessary  element  in  the  combination  covered  by  that 
claim.  VVithoat  the  valve,  rf,  the  peculiarly  constructed 
cask  of  the  patent  could  not  be  operated.  So,  as  to  claim 
2,  there  could  be  no  operative  combination  of  vault,  cask, 
and  pump,  unless  the  cask  should  have  the  valve,  d,  and 
that  valve  was  a  part  of  the  combination  covered  by  claim 
2.  The  valve,  d,  is  not  found  in  the  defendant's  apparatus, 
nor  is  there  any  substitute  or  equivalent  for  it.  The  ma- 
terial is  taken  into  the  barrel  through  its  head  as  it  stands 
on  its  bottom,  and  hence  there  is  no  need  of  a  check -valve. 

There  is  not  in  the  specification  of  the  original  patent  any 
suggestion  or  indication  of  any  invention  other  than  the  two 
combinations  severally  claimed  in  the  two  claims.  In  the 
reissue  there  are  material  enlargements  of  the  scope  of  the 
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inventioD  described  and  claimed  in  the  original  patent  and, 
apparently,  with  a  studied  view  to  include  and  cover,  by  de- 
scriptive words  and  by  broader  claims,  an  apparatus  like 
that  used  by  the  defendant.  K  claim  1  of  the  reissue  be 
construed  so  as  to  exclude  the  check-valve  from  the  combi- 
nation covered  by  that  claim,  no  warrant  is  found  in  the 
original  specilication  for  such  a  construction.  It  is  apparent 
that  the  inventor  contemplated  the  use  of  no  other  descrip- 
tion of  cask  than  one  having  such  a  check-valve  as  the  orig- 
inal specification  describes.  K  claim  1  of  the  reissue  be  con- 
strued so  as  to  include  only  such  a  cask  as  is  described,  that 
is,  one  with  a  check-valve,  there  is  no  infringement  of  that 
claim. 

Claim  a  of  the  reissue  is  for  the  combination  of  a  float- 
valve  with  a  cask  of  same  (a)  kind.  Whether  it  be  a  cask 
with  a  check-valve,  or  one  without  a  check-valve,  the  claim 
is  an  expansion  of  the  invention  beyond  anything  indicated 
in  the  original  specification  as  the  invention.  In  claim  1  of 
the  original  patent  four  other  elements  are  made  necessitry, 
with  the  cask  and  the  fioat-valve,  to  constitute  the  combi- 
nation claimed.  In  claim  2  of  the  original,  theca8kand,the 
pump  cannot  be  combined,  so  as  to  practically  co-operate  in 
working,  unless  the  float-valve  is  used.  The  original  speci- 
fication states  that,  unless  the  float-valve  is  used,  the  con- 
tents of  the  vault  will  overflow  or  extend  beyond  the  cask. 
The  specification  of  the  reissue  states  that,  in  the  absence 
of  the  float-valve,  the  fluid  matter  will  enter  the  air-pipe, 
and  pass  through  it  to  the  air-pump,  and  tend  to  clog  the 
air-pipe  and  the  valves  of  the  pump  and  render  the  latter 
inoperative.  It  is,  moreover,  as  true  of  claim  3  of  the  reis- 
sue, as  it  is  of  claim  1,  that  if  the  cask  of  claim  3  be  con- 
strued to  be  a  cask  without  a  check -valve,  there  is  no  ground 
in  the  original  patent  for  such  a  construction  ;  and  that  if 
claim  3  includes  no  cask  except  one  with  a  check-valve,  it 
is  not  infringed. 
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The  original  specification  Indicates  nothing  but  a  cask  bar- 
ing the  entrance  opening  in  its  bottom,  furnished  with  a 
check-valve  to  open  and  shut  such  entrance  automatically, 
the  cask  suspended  vertically  over  the  vault  and  lowered 
into  it  onfil  the  funnel  at  the  bottom  is  sufficiently  immersed, 
the  iilling  of  the  cask  in  that  position,  and  the  raising  it  and 
emptying  it.  The  cask  in  the  defendant's  apparatus  has  the 
entrance  opening  in  its  top,  has  no  check-valve,  is  not  sus- 
pended over  or  lowered  into  the  vault,  is  placed  ata  distance 
from  the  vault  and  is  connected  with  the  vault  by  a  flexible 
pipe.  The  patent  to  Scharf,  No.  158,743,  granted  January 
12th.  1875,  a  year  before  reissue  No.  6,963  was  applied  for, 
shows  an  apparatus  substantially  the  same  as  that  used  by 
the  defendant.  There  is  a  barrel  or  tank,  in  the  head  of 
which,  as  it  stands  on  its  bottom,  there  are  two  short  metal- 
lic pipes.  A  flexible  pipe  extends  from  one  into  the  vault, 
and  another  flexible  pipe  extends  from  the  other  to  an  air- 
pump.  There  is  a  deodorizer  connected  with  the  air-pump 
by  a  third  flexible  pipe.  The  cask  is  filled  by  the  action  of 
the  air-pump  in  creating  a  vacuum  in  it.  The  foul  air  passes 
throagh  the  cask  and  the  pump  into  the  deodorizer.  The 
barrel  and  the  air-pump  are  described'  as  independently 
movable  about  the  vault,  by  reason  of  the  flexibility  of  the 
pipes.  The  attempted  exjjansion  of  the  original  Bull  patent, 
to  cover  what  is  shown  in  the  Scharf,  patent,  is  manifest. 
The  funnel,  O,  of  the  original  patent  is  called  in  the  reissue, 
' '  an  induction  passage  or  opening."  It  is  said  in  the  reissne, 
that  "The  movable  cask  may  be  located  in  any  desired  x>o- 
sition  with  relation  to  the  vault ;"  and  that  the  operation 
may  be  performed  "  within  or  near  the  privy."  In  claim  1 
of  the  reissue  it  is  stated  that  "The  movable  cask  may  be 
located  in  any  desired  position  with  relation  to  the  vault  and 
privy."  The  effort  was  to  obtain  a  reissue  which  should 
cover  an  apparatus  having  the  cask  located  at  a  distance 
from  the  vault,  with  a  flexible  pix)e  from  it  to  the  vault,  and 
a  receiving  opening  in  the  top  of  the  cask  and  no  check-valve 
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— all  of  tbem  features  not  iadicated  in  the  original  patent 
but  all  of  them  features  existing  in  the  Scharf  patent  granted 
after  the  original  Ball  patent  and  before  the  application  for 
its  reissue.  The  same  observationB  apply  to  the  patent  to 
Prazier,  No.  168,478,  granted  October  5th,  1875,  more  than 
three  months  before  reissue  No.  6,962  was  applied  for.  That 
patent  shows  a  portable  receiving  cask,  connected  from  its 
top  by  a  flexible  pipe,  with  the  vault ;  and  by  another  flex- 
ible pipe  with  an  air-pump,  which  has  secured  to  it  a  deodor- 
izing vessel.  The  air  is  exhausted  from  the  cask  and  passes 
through  the  air-pump  into  the  deodorizer,  and  the  contents 
of  the  vault  rise  into  the  cask.  The  cask  has  no  check- valve 
and  is  described  as  placed  smtably  near  the  vault. 

The  foregoing  state  of  facts  brings  this  case  within  the 
principles  laid  down  in  Miller  v.  Brass  Co.,  104  U.  S.  350 
[13  Am.  &  Eng.  303,]  and  James  v.  Campbell,  Id.  356  [13 
Am.  &  Eng.  341.]  The  suggested  mistake  in  the  original 
patent,  that  its  two  claims  were  not  as  broad  as  they  might 
have  been  made,  and  that  the  combinations  claimed  were  too 
narrow  and  contained  too  many  elements,  and  that  sub-com- 
binations such  as  are  found  in  claims  1  and  3  of  the  reissue 
might  have  been  claimed  in  the  original  patent,  in  view  of 
the  state  of  the  art  and  of  the  description  and  drawings  of 
that  patent,  was,  if  a  mistake  at  aIl,oneapparentonthefirst 
inspection  of  that  pafent.  The  expansions  in  claims  1  and  3 
of  the  reissue  were  afterthoughts,  developed  by  the  subse- 
quent course  of  improvement  in  the  Scharf  and  Frarier  pat- 
ents, and  intended  to  cover  matters  appearing  in  those  pat- 
ents and  not  claimed  in  the  original  patent,  No.  116,565.  No 
excuse  is  given  for  the  delay  in  applying  for  the  reissue,  nor 
is  any  actual  inadvertence,  accident,  or  mistake  shown.  The 
omission  to  claim  sub-combinations  in  the  combinations 
claimed,  the  existence  of  such  sub-combinations  being  ap- 
parent on  the  face  of  the  original  patent,  was,  inlaw,  on  the 
facts  in  this  case,  such  a  dedication  of  them,  if  new,  to  the 
public,  that  a  reissue,  to  cover  such  sab-combinations,  in 
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revocation  of  such  dedication,  cannot  be  availed  of  to  the 
prejadice  of  rights  acctnired  by  the  public  to  what  is  shown 
in  the  Scharf  and  Prazier  patents,  issued  before  the  reissue 
was  applied  for.  The  reissued  patent  must,  for  these  rea- 
sons, be  held  to  be  invalid,  as  to  claims  1  and  3. 

The  Circuit  Court  made  an  interlocatory  decree  declaring 
the  validity  of  the  reissue  and  its  Infringement  and  award- 
ing a  perpetoal  injunction  and  an  account  of  profits  and  dam- 
ages. By  a  final  decree,  a  sum  of  money  was  awarded  as 
damages.     From  that  decree  the  defendant  has  appealed. 

77ie  result  o/our  consideration  is,  thai  the  decree  must  be 
reversed  and  the  case  be  remanded  to  the  Circuit  Courts  with 
direction  to  dismiss  the  bill. 

loan.s.aui. 
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THE  PBRPECTION  WINBOW  CLBAHBR  COMPANT, 
APPELLANT,  t.  DANIEL  W.  BOSUET." 

Not  rep(nt«d  eluewhere-t  Oct.  Term.  1888. 

Decided  January  14,  1884. 

1.  Reissued  letters  patent,  No.  6,393,  W.  C.  Gayton,  Septembers, 
1878,  (original  No.  196,006,  October  9, 1877,)  Window-CJeaners, 
construed  to  be  for  a  nev  use  of  an  old  and  well-known  article, 
(rubber)  so  adjusted  to  an  ordinary  handle  or  holder  «8  to 
make  it  capable  of  such  new  use,  and  held,  that  the  adjustment 
of  the  parts  involved  mechanical  skill  only.  (Affirmed,  p^ 
75.) 

ThiB  was  a  bill  in  equity  brought  by  the  appellant  to  en- 
join the  appellee  from  infringing  upon  certain  letters  patent 
of  the  United  States,  owned  by  appellant. 

Appeal  from  the  Circuit  Court  of  the  United  States  for 
the  Northern  District  of  Illinois. 

The  patent  sued  on  was  reissue  No.  8,393,  originally 
granted  to  W.  C.  Gayton,  October  9,  1877,  reissued  Sep- 
tember 3,  1878,  being  for  an  improvement  in  window- 
cleaners. 

The  patent  contains  five  claims ;  infringement  was  urged 
of  the  first  fonr  claims.  At  the  hearing  below  no  question 
was  made  as  to  infringement,  it  not  being  contended  but 
that  the  claims,  especially  the  third  and  fourth  were  in- 
fringed, if  the  patent  was  a  valid  one. 

The  opinion  rendered  in  the  court  below  and  reported  in 
9  Biss.  385,  was  as  follows : 

Byer,  J.  This  is  a  bill  to  restrain  the  infringement  by 
the  defendant  of  letters  patent  granted  to  William  C.  Gfay- 
ton,  datpd  April  9th,  1878,  and  reissued  September  3d,  1878, 
for  an  improvement  in  window-cleaners.  The  important 
question  in  the  case  relates  to  the  patenbibility  of  the  al- 

*8e«  Explanation  of  Notes,  pai^e  III. 

t  This  case  has  been  omitted  frttm  all  reports  of  U.  8.  SnpTeme  Conrt  CMee, 
aitd  is  here  pnttliBhed  for  the  first  time. 
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ieged  invention.  It  is  alleged  that  the  defendant  infringes 
all  of  the  first  four  claims  as  they  are  stated  in  the  reissued 
patent.  Those  claims  are  described  as  follows:  "'1.  Ah 
improved  window-cleaner,  consisting  of  a  handle  or  holder, 
an  elastic  rubbing-strip  attached  by  one  edge  to  said  holder, 
and  a  bearing  or  support  for  said  strip  near  its  outer  edge, 
aaid  parts  being  combined  substantially  as  described ;  2. 
The  holder  having  its  back  extended  and  lying  underneath 
the  projecting  strip,  jointly  with  the  bearing  or  BupjMjrt;  lo- 
cated thereon,  and  the  rubbing-strip,  substantially  as  de- 
scribed ;  3.  The  combination,  with  the  holder,  of  the  elastic 
rubbing-strip  and  a  yielding  bearing  or  cushion,  substan- 
tially as  and  for  the  purpose  set  forth  ;  4.  In  combination 
with  the  elastic  strip,  B,  attached  to  a  suitable  holder,  the  - 
bearing  or  cushion,  C,  of  India-rubbermade  tubular  in  form, 
substantially  as  described  and  for  the  purpose  set  forth." 
The  alleged  invention,  then,  consists,  as  described  in  the 
specifications  and  claims  in  the  patent,  and  as  appears  from 
the  specimen  which  has  been  put  in  evidence,  of  a  handle 
or  holder,  in  a  groove,  on  the  upper  edge  of  which  is  inserted 
a  strip  of  rubber  attached  by  the  lower  edge  to  the  holder 
within  the  groove,  and  a  bearing  or  support  for  and  lying 
behind  the  atrip,  made  also  of  rubber  and  tubular  in  form, 
the  parts  being  so  adjusted  that  the  edge  of  the  rubber  strip, 
as  it  is  used,  comes  in  contact  with  the  glass  ;  this  rubbing- 
strip  being  placed  at  such  an  angle  as  will  cause  such  con- 
tact to  be  effected  in  the  practical  use  of  the  implement.  I 
do  not  understand  that  the  proposed  invention  embraces 
any  particular  form  or  style  of  handle  or  frame  with  which 
the  rubbing-strip  is  connected,  Tlie  essence  ol  the  alleged 
invention  is  the  attachment  of  the  rubbing-strip  to  the 
holder  at  such  an  angle  as  will  in  its  use  bring  the  edge  of 
the  rubber  in  contact  with  the  glass,  and  the  elastic  or  yield- 
ing support  against  which  the  rubber  rests.  This  is  appa- 
rent from  the  specifications,  which  state  that  the  "inven- 
tion relates  to  a  device  for  drying  and  cleaning  window- 
panes,  mirmi-s.  and  like  smooth  surfaces,  after  they  have 
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been  washed  in  the  usual  manner,  and  it  consists,  first,  in 
employing  upon  a  suitable  bolder,  an  elastic  strip,  attached 
at  one  edge  to  the  holder,  and  thence  projecting  forward 
and  outward,  and  sustained  or  stayed  by  means  of  a  bear- 
ing or  support  beneath  it> — that  is  to  say,  as  between  it  and 
the  holder,  at  or  near  it»  opposite  edge  ;  secondly,  in  hav- 
ing the  support  of  a  yielding  character,  whereby  uniformity 
of  contact  between  the  rubber  strip  and  the  glass  is  Insured; 
thirdly,  in  making  the  bearing  tubular  in  form  and  of  In- 
dia-rubber, whereby  it  best  answers  the  purpose  for  which 
it  is  designed  ;  fourtMy,  in  combining  with  the  rubber  strip 
and  holder  two  thick  rubber  plates,  fastened  one  to  each 
end  of  the  holder  behind  the  rubber  strip,  to  form  a  back- 
ing for  the  same  and  adapt  it  to  enter  the  comers  of  the 
sash." 

Now,  the  question  is,  does  the  construction  of  this  device 
involve  invention  within  the  meaning  of  the  patent  law  X 
That  it  may  and  does  produce  a  useful  result  is  undoubtedly 
true,  but  does  its  construction  involve  anything  more  than 
mechanical  skill  % 

The  erasive  and  cleaning  qualities  of  rubber  have  long  been 
known.  Its  use  in  cleaning  window-glass  is  but  a  new  use 
of  an  old  and  well-known  article.  Loug  ased  for  erasing 
pencil  marks  upon  paper,  there  is  nothing  new  or  in  the 
nature  of  discovery  in  the  application  or  use  of  this  article 
in  cleaning  window-glass.  The  idea  of  the  patentee  in  put- 
ting rubber  to  such  a  use  may  be,  and  undoubtedly  was,  an 
.  excellent  one,  but  the  question  is,  is  his  device  in  its  con- 
struction, and  with  reference  to  its  use  in  connection  with 
an  old  and  well-known  material,  of  such  character  as  to  en- 
title him  under  his  patent  to  protection  as  an  inventory  As 
was  said  by  the  Sopreme  Court  in  Reckendorfer  v.  Faber, 
2  Otto,  347  [10  Am.  &  Eng.  373,]  this  device  "is  for  the 
performance  of  mechanical  operations,  to  produce  mechan- 
ical results,  and  is  a  merhaniral  instrument  as  much  as  a 
brush,  a  pen,  a  stamp,  a  knife,  a  file,  or  a  screw.  ^Vhethe^ 
it  is  styled  a  manufactuiv.  ii  tool,  or  ii'  machine,  it  is  an 
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instramment  intended  to  produce  a  useful  mechanical  re- 
sult. •  •  *  Does  it  embody  any  new  device,  or  any 
combination  of  devices  producing  a  new  result)"  The 
combination  consists,  only,  in  the  adjustment  of  the  rub- 
biug-strip  and  the  supporting  tubular  cushion,  in  such 
manner  aa  will  bring  the  edge  of  the  strip  in  contact  with 
the  glass.  Now,  the  law  requires  more  than  a  mere  juxta- 
position of  parts,  or  of  the  external  antfngement  of  things 
to  give  patentability.  Hailes  ».  Van  Wonner,  20  Wall.  363 
[9  Am.  &  Eng.  340.]  ^'Mechanical  skill  is  one  thing, 
invention  is  a  different  thing.  Perfection  of  workmanship, 
however  much  it  may  increase  the  convenience,  extend  liie 
nse,  or  diminish  expense,  is  not  patentable."  Reckon- 
dorfer  V.  Paber,  supra.  The  distinction  between  mechani- 
cal skill  and  invenrive  genius  is  well  understood.  In  my 
judgment,  the  device  in  question,  in  its  construction,  in- 
volved only  mechanical  skill.  It  is  the  case  of  the  new  use 
of  an  old  and  well-known  article,  so  adjusted  to  an  ordinary 
handle  or  holder  as  to  make  it  capable  of  such  new  use,  the 
adjustment  of  parts  being  purely  mechanical,  and  only  re- 
quiring the  exercise  of  mechanical  ingenuity. 

There  was  exhibited  to  the  court,  as  showing  the  state  of 
the  art  when  the  letters  patent  in  question  were  granted,  an 
instrument  previously  used  in  cleaning  the  decks  of  ships, 
which  consists  of  a  broad  strip  of  rubber  firmly  inserted  in 
a  wooden  holder,  connected  with  which  is  a  handle,  and 
which  in  its  cleaning  operation  performs  the  service  and  is 
somewhat  in  the  form  of  an  ordinary  mop.  It  thus  appears 
that  rubber  so  arranged  and  adjusted,  had  been  previously 
used  for  cleaning  purposes,  nnd  although  this  implement, 
because  of  its  size  and  general  form,  would  not  be  adapted 
to  the  particulai'  use  of  cleaning  windows,  I  can  but  think 
that  the  constrnction  of  complainant's  device  was  but  the 
carrying  forward,  or  new,  or  more  extended  application  of 
a  thought  original  nith  others,  and  not  such  an  invention 
as  will  sustain  a  patent.  Furthermore,  in  1873,  what  is 
known  as  the  Morrison  patent  was  issued,  which  was  a  pat- 
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ent  for  a  scouring  utensil,  provided  with  scouring  surfaces 
consisting  of  India-rubber,  and  although  the  form  of  this 
utensil  as  set  forth  in  the  drawings  accompanying  the  let^ 
ters  patent  is  essentially  different  from  complainant's  de- 
vice, it  being  a  solid  piece  of  rubber  attached  to  a  handle 
in  the  form  of  a  hair-brush,  it  is  apparent  that  the  idea  of 
using  India-rubber  for  scouring  and  cleaning  purposes  was 
not  new  with  the  patentee  in  the  Gfayton  patent,  and  if  the 
Morrison  patent  be  valid,  I  deem  it  a  serious  question 
whether  it  does  not  anticipate  complainant's.  However 
that  may  be,  I  am  of  the  opinion  that  complainant's  device 
is  but  the  result  of  the  exercise  of  mechanical  skill ;  that  it 
is  wanting  in  such  characteristics  as  entitle  it  to  be  r^arded 
as  a  new  and  original  invention,  within  the  meaning  of  the 
patent  law,  and  hence  that  it  does  not  possess  the  essential 
element  of  patentability. 

A  decree  will  be  entered  dismissing  the  bill. 

The  specification  and  drawings  of  Gayton's  reissued  let- 
ters patent  are  as  follows : 


WILLIAM  C.  GATTON,  OF  CHICAGO,  ILLINOIS. 

Improvement  in  Window-Cleanees. 

Specification  forming  part  of  Letters  Patent,  No.  196,006,  <]ated 
October  0,  1877;  ReiBsnc  No.  8,393,  dated  September  3,  1878; 
application  filed  Angust  5,  1878. 

7b  all  whom  it  may  concern : 

Be  it  known  that  I,  William  C.  Gayton,  of  the  city  of 
Chicago,  in  the  county  of  Cook  and  State  of  Illjnoia,  have 
invented  a  new  and  Improved  Device  for  Cleaning  Win- 
dows ;  and  I  hereby  declare  tiie  following  to  be  a  full,  clear, 
and  exact  description  thereof,  reference  being  had  to  the 
accompanying  drawings,  of  which — 
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Pigare  1  ia  a  perspective  view  with  aportionof  the  tabular 
cushion  removed ;  Pig.  2,  a  plan  view  of  the  back ;  and 
Pig.  3,  a  cross-section. 

My  invention  relates  to  a  device  for  drying  and  cleaning 
window-panes,  mirrors,  and  like  smooth  surfaces  after  they 
have  been  washed  in  the  usual  manner;  and  it  consists, 
first,  in  employing  upon  a  suitable  holder  an  elastic  strip, 
attached  at  one  edge  to  the  holder,  and  thence  projecting 
forward  and  outward,  and  sustained  or  stayed  by  means  of 
a  bearing  or  support  beneath  it — that  is  to  say,  as  between 
it  and  the  holder — at  or  near  its  opposite  edge ;  secondly, 
in  liaving  the  support  of  a  yielding  character,  whereby  uni- 
formity of  contact  between  the  rubber  strip  and  the  glass  is 
insured ;  thirdly,  in  making  the  bearing  tubular  in  fomt 
and  of  india-rubber,  wJiereby  it  best  answers  the  purpose 
for  which  it  is  designed  ;  and,  fourthly,  in  combining  with 
the  rubber  strip  and  holder  two  thick  rubber  plates,  fastened 
one  to  each  end  of  the  holder  behind  the  rubber  strip,  to 
form  a  backing  for  the  same,  and  adapt  it  to  enter  the  cor- 
ners of  the  sash,  all  as  hereinafter  more  fally  set  forth. 

In  the  drawings,  A  is  the  wooden  holder,  which  may  be 
of  any  suitable  form,  and  may  be  provided  with  a  handle 
adapted  to  any  particular  mode  of  application. 

On  the  face  and  ends  of  the  holder  I  form  a  rabbet,  ex- 
tending from  the  outer  edge  for  a  sufficient  distance  back- 
ward to  receive  the  entire  rubber  device.  At  the  rear  of 
this  rabbet  the  edge  of  the  elastic  strip  is  secured  to  the 
holder,  preferably  by  means  of  a  strip,  *,  as  shown. 

The  elastic  strip,  B,  extends  forward  in  an  inclined  di- 
rection from  where  it  is  fostened  to  the  holder,  and  rests 
along  its  outer  margin  against  a  bearing  or  support,  C,  upon 
the  holder,  at  or  near  the  outer  edge  of  the  same. 

It  is  obvious  that,  so  far  as  thissupport  performs  only  the 
essential  function  of  staying  the  outer  margin  of  the  strip, 
B,  it  may  be  constructed  of  any  form  and  any  material ;  but 
I  find  it  preferable  to  have  it  yielding  and  elastic,  whereby 
the  edge  of  the  strip,  B,  is  enabled  to  conform  tiie  more 
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closely  and  itniformly  to  the  surface  of  tiie  glass,  and  I, 
therefore,  construct  it  of  india-rubber.  The  cushion  or  bear- 
ing answers  its  purpose  beat,  moreover,  when  made  of  tubu- 
lar form,  as  shown  in  the  drawings,  and  this  is  the  one,  there- 
fore, which  I  commonly  adopt 

The  tubular  cushion  may  be  attached  to  the  holder  by  any 
convenient  means  which  will  aen'^e  to  hold  it  (irmly.  The 
drawing  shows  it  secured  by  wires,  m,  fastened  to  the  back 
of  the  holder  and  passing  through  holes  into  the  tube  upon 
the  opposite  side,  where  they  loop  over  a  thicker  wire,  n, 
passing  lengthwise  through  the  tube. 

D  D  are  the  rubber  end  pieces,  fastened  to  the  holder  at 
its  ends,  for  the  purpose,  as  before  stated,  of  affording  a 
backing  to  the  flexible  strip,  B,  where  it  enters  the  comers 
of  the  sash. 

I  sometimes  add  a  separate  device  for  the  comers,  to  be 
employed  when  deemed  necessary,  consisting  of  three  strips 
of  rubber,  r  r  r',  fastened  to  the  holder,  one  on  each  side, 
and  the  third  at  the  end,  in  the  manner  and  position  shown. 

The  mode  of  applying  my  window-cleaner  is  as  follows  : 
The  pane  having  been  washed,  the  edge  of  the  elastic  strip 
is  pressed  against  it  and  drawn  across  from  top  to  bottom, 
or  from  side  to  side,  a  single  application  to  any  one  part 
being  all  that  is  necesstoy.  This  not  only  removes  the  mois- 
ture from  the  glass,  but  leaves  it  clearer  and  brighter  than 
several  minutes  rubbing  with  a  cloth  would  serve  to  ren- 
der it. 

What  I  claim  as  new,  and  desire  to  secure  by  Letters 
Patent,  is — 

1.  An  improved  window-cleaner  consisting  of  a  handle  or 
holder,  an  elastic  mbbing-strip  attached  by  one  edge  to  said 
holder,  and  a  bearing  or  support  for  said  strip  near  its  outer 
edge,  said  parts  being  combined  substantially  as  described. 

2.  The  holder  having  its  back  extended  and  lying  under- 
neath the  projecting  strip,  jointly  with  the  bearing  or  sup- 
port located  thereon,  and  the  rubbing-strip,  substantially  as 
described. 
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3.  The  combination,  with  the  holder,  of  the  elastic  rnb- 
bing-strip  and  a  yielding  bearing  or  cushion,  substantially 
as  and  for  the  purpose  set  forth, 

4.  In  combination  with  the  elastic  strip,  B,  attached  to  a 
suitable  holder,  the  bearing  or  cushion,  C,  of  India-rubber, 
made  tubular  in  form,  substantially  as  described,  and  for  the 
purpose  set  forth. 

5.  The  combination,  with  the  holder  having  an  extended 
back,  and  with  the  rubber  strip  and  the  bearing  or  support, 
of  the  end  pieces,  D,  as  and  for  the  purpose  specified. 

WILLIAM  C.  GAYTON. 

In  presence  of — 

H.  E.  WOOKET, 

E.  F.  Merrill. 

Mr.  John  W.  Munday,  for  appellants  : 

The  patented  invention  is  a  window-cleaner.  The  testi- 
mony shows  it  to  be  a  labor-saving  contrivance  of  consider- 
able value,  and  it  may  be  remarked  that  previous  to  its 
advent  there  was  no  such  thing  as  a  practical  window-cleaner 
known  in  the  arts. 

The  great  practical  utility  of  the  Ghiyton  device  is  obvi- 
ous, and  is  sufficiently  shown  by  the  statements  in  the  record 
that  one  with  it  can  do  as  much  as  four  without  it,  and  that 
some  two  hundred  and  fifty  thousand  of  these  window- 
cleaners  were  sold  in  a  single  year. 

It  is  true  that  the  patented  device  is  a  simple  one.  But 
the  simplicity  of  the  means  employed  by  (Jayton  to  effect 
this  new  and  useful  result,  of  cleaning  and  drying  the  win- 
dow at  a  single  wipe,  and  the  consequent  great  saving  in 
labor,  only  adds  to  ita  merit,  provided  the  means  he  em- 
ployed were  new,  or  provided  invention  and  experiment 
were  necessary  to  produce  the  successful  and  practical 
device,  or  provided  the  changes  necessary  to  be  made 
were  not  merely  obvious  ones.  On  this  point  the  testi- 
mony in  the   reroi-d  is  rlear  that    much   experimenting 
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would  be  necessary  in  order  to  produce  a  successful  and 
practical  windoH'-cleaner ;  and  it  waa  not  at  all  obvious  that 
a  device,  constructed  on  the  principle  of  Gayton's  patent, 
would  oi«;rate  saccessfnlly  to  clean  windows.  Where  ex- 
periment is  reqaired  to  ascertain  a  fart,  it  cannot  be  said  to 
be  obviona  And  it  is  her$  that  one  line  may  be  safely 
drawn  between  invention,  and  what  is  called  mere  mechan- 
ical skill. 

Mr.  Charles  C.  Bonne//,  for  appellee  : 

It  seems  to  me  so  clear  that  a  mere  inspection  of  the  dif- 
ferent devices  exhibited  by  the  appellant,  will  demonstrate 
that  there  is  no  field  for  invention  in  the  case,  that  I  can- 
not persuade  myself  that  any  extended  discussion  of  the 
matter  is  either  necessary  or  expedient. 

But  I  must  insist  that  the  supposed  inventions  which  he 
asks  this  court  to  uphold  are  nothing  more  than  the  result 
of  ordinary  mechanical  skill,  and  that  the  letters  patent 
upon  which  the  suit  is  founded  are  void  for  want  of  patent- 
able subject  matter. 

The  implements  of  the  appellant  contain  nothing  but  a 
natural  adaptation  of  a  confessedly  old  device  to  a  new  use, 
and  that  adiiptation  consists  of  nothing  but  ordinary  me- 
chanical modilications  which  an  attempt  to  make  the  new 
use  would  obviously  suggest. 

It  is  suggested  that  a  new  resuU  has  been  obtained,  and 
that  on  this  ground  the  patent  may  be  upheld.  I  am  free 
to  admit  that  there  are  cases  in  which  a  new  and  valnable 
result  argues  a  new  invention.  But  in  the  present  case  I 
must  insist  that  the  result  is  wholly  old.  The  resnlt  is  a 
clean  surface  produced  by  use  of  a  rubber  cleaning  instru- 
ment. Now  neither  the  result  nor  the  means  by  which  it  is 
produced  can  have  any  claim  to  novelty.  What  then  is 
claimed  as  new  ?  Merely  that  the  result  is  more  easily  and 
perfectly  attained.  But  this  is  only  the  difference  between 
the  work  of  a  new  broom  and  an  old  one  ;  between  that  of 
a  coarse  brush  and  a  fine  one. 
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The  following  authorities  seem  to  be  exactly  in  point,  and 
conclasive  of  the  merits  of  the  present  case : 

Hotchkiss  V.  Greenwood,  11  How.  248  [5  Am.  &  Eng. 
240 ;]  Rubber-Tip  Pencil  Co.  v.  Howard,  20  Wall.  498  [9 
Am.  &  Eng.  390  ;]  Reckendorfei-  v.  Faber,  92  U.  S.  347  [10 
Am.  &  Eng.  373.] 

No  opinion  was  rendered  In  this  case,  but  the  decree  was 
affirmed  by  a  divided  ctmrt. 

Omlttad  In  U.  B. 

Patent  In  sniti 

No.  196,006.     GiTton,  W.  C.     October  9,  1877.     BeiBBue 
No.  8,893.     September  3,  1878.     Window-CleanerB. 

Othkb  Sorra  on  Samk  Patbnt; 

The  Perfection  Window-Cleaner   Co.  u.  Bosley,  1880.      9  Biss. 
385;  9  Fed.  Rep.  674;  6  Ban.  &  Ard.  449. 
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ESEK  BUSSET  et  al.,  APPELLANTS,  v.  EXCELSIOR 
MANUFACTURING  COMPANY. 

EXCELSIOR  MANUFACTURING  COMPANY,  APPEL- 
LANT, t.  ESEK  BUSSEY  et  al.* 

IIO  U.  B.  181-146.    Oct.  i:«pni,  18S3. 

[Ki.  S8,  U  ed.  BJ  i  36  0.  G.  733] 

Reversing /J  I'rf,  1  McCrary,  161. 

Argued  January  8,  1684.     Decided  January  21,  1884. 

Particular  patentu  vonetrueJ .      Want  oftiovelty. 

f  1.  The  first  four  claims  of  reisaueletterspatentjNo.  3,815,  granted 
to  Esek  Bussey  and  Charles  A.  McLeod,  February  1, 1870,  for 
a  "  Cooking-Stove,"  the  original  patent,  Ko.  S6,686,  having 
been  granted  to  said  Bussey,  as  inventor,  July  24,  1866,  and 
reissued  to  him,  as. No.  3,649,  September  28,  1869,  namely: 
"  1.  A  diving-flue  cooking-stove  with  the  exit-flue  so  con- 
structed as  to  inclose  on  the  eide  and  bottom  the  culinary 
boiler  or  hot-water  reservoir,  B.  2.  A  diving-fine  cooking- 
stove  with  the  exit-flue  constructed  across  the  bottom  and  up 
the  rear  upright  side  of  the  culinary  boiler  or  hot-water  reser- 
voir, B.  3.  A  diving-flue  cooking-stove  constructed  with  an 
exit-passage,  F,  below  the  top  of  the  oven,  and  an  exit-flue,  E 
E',  in  combination  with  an  unoased  reservoir,  B,  attached  to 
the  rear  of  the  stove,  and  placed  just  above  such  exit-passage, 
and  so  arranged  that  the  gases  of  combustion,  in  passing 
through  such  exit-flue,  will  impinge  upon  or  come  in  direct 
contact  with  said  reservoir,  substantially  as  and  for  the  pur- 
poses hereinbefore  specified.  4.  An  exit-passage,  F,  con- 
structed in  the  rear  of  a  diving-flue  cooking-stove  and  below 
the  top  of  the  oven,  in  combination  with  an  uncased  reservoir, 
B,  attached  to  the  rear  of  the  stove,  the  bottom  of  which  reser- 
voir is  also  below  the  top  of  the  oven,  and  so  arranged  that 
the  gases  of  combustion  will  come  in  contact  with,  and  heat 
such  reservoir  by,  a  direct  draft  from  the  flre-box  to  the  smoke- 
'  See  Explanation  of  Notes,  page  III. 
t  Head  uotee  by  Ur.  Jnetice  BtatebJbrd. 
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pipe,"  aVe  limited  to  a  structurt  in  which  the  f rynt  of  the  reaer- 
roir  has  no  air-space  in  front  of  it,  and  in  which  the  exit-flue 
does  not  expand  into  a.  chamber  at  the  bottom  of  the  reservoir, 
and  in  which  the  vertical  part  of  the  exit-flue  does  not  pans  up 
through  the  reeervtoir.     (p.  84.) 

t  2.  Hence,  those  claims  are  not  infringed  by  a  stove  in  which,  al- 
though there  are  three  flues,  and  an  exit-passage  below  the 
top  of  the  oven,  and  a  reservoir  the  bottom  of  which  is  below 
the  top  of  the  oven,  no  part  of  the  rear  end  vertical  plate  is 
removed,  so  as  to  allow  the  gases  of  combustion  to  come  into 
direct  contact  with  the  front  of  the  reservoir,  nor  is  any  such 
plate  employed  as  the  plate,  \V  W,  of  the  patent,  but  there  is 
a  dead-air  space  between  the  rear  plate  of  the  flue  iind  the 
front  of  the  reservoir,  and  the  exit-flue  iw  not  a  narrow  one 
carried  across  the  middle  of  the  bottom  of  the  reservoir,  as  in 
the  patent,  but  the  products  of  combustion,  on  leaving  the  flue- 
space,  pass  into  a  chamber  beneath  the  reservoir,  the  area  of 
which  is  co-extensive  with  the  entire  surface  of  the  bottom  of 
the  reservoir,  and  the  vertical  passage  out  of  such  chamber  is 
not  one  outside  of  the  rear  of  the  reservoir,  but  is  one  in  and 
through  the  body  of  the  reservoir,  and  removable  with  it.  {p. 
87.) 

1 3.  The  claim  of  letters  patent,  Xo.  142,933,  granted  to  David  H. 
Nation  and  Ezekiel  C.  Little,  as  inventors,  September  16, 1873, 
for  an  improvement  in  reservoir  cooking-stoves,  namely  :  "1. 
The  combination,  with  the  hack  plate,  I,  of  the  cooking-stove, 
A,  of  the  reservoir,  C,  arranged  on  a  support  about  midway 
between  the  top  and  bottom  plates  of  the  stove,  and  the 
air-chamber,  5,  between  the  stove-back  and  reservoir-front, 
open  at  the  top,  and  commnnicating  with  the  air  in  the  room, 
substantially  as  and  for  the  purposes  set  forth.  2.  The  com- 
bination, with  the  stove.  A,  and  reservoir,  C,  of  the  small 
opening,  a,  the  sheet-flue,  G,  under  the  entire  bottom  of  the 
reservoir,  and  the  small  exit-passage  or  pipe,  E,  all  substan- 
tially as  and  for  tlie  purposes  herein  set  forth,"  are  void  for 
want  of  novelty,     (p.  94.) 

f  4.  Tbeclaimsof  letterspatent,Ko.  142,934,  grantedto  said  Nation 
and  IJttle,  September  16,  1873,  for  an  improvement  in  reser- 
voir cooking-stovi's,  namely  :     "I,  The  detachable  base-paa 
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or  flue-shell,  D,  attached  to  the  body  at  a  point  near  the  cen- 
ter of  the  baek-plate  of  the  stove  by  means  of  hooks,  a  a,  cast 
on  tlie  base-jian,  and  pjns,  b  b,  on  the  Mtove-body,  substantially 
for  the  purposes  herein  set  forth.  2,  The  portable  reservoir, 
F,  with  the  flue,  E,  in  the  rear  side,  in  combination  with  U)e 
portable  base-pan  or  flue-shell,  D,  substantially  as  and  for  the 
purposes  herein  set  forth.  3.  The  combination,  with  a  three- 
flue  stove  having  damper,  H,  arranged  as  described,  of  the 
portable  base-pan  or  flue-shell,  D,  and  warming-closet,  G,  all 
substantially  as  and  for  the  purposes  herein  set  forth,"  are 
void  for  want  of  novelty.  There  waslio  invention,  in  claim  1, 
in  using,  to  attach  the  base-pan,  an  old  mode  used  in  attaching 
other  projecting  parts  of  the  stove.  Claims  2  and  3  are 
merely  for  aggregations  of  parts  and  not  for  patentable  com- 
binations,    (p.  98.) 

Appeals  fi-om  the  Circuit  Coart  of  the  United  States  for 
the  Eastern  District  of  Missouri. 

The  history  and  facts  of  the  case  fully  appear  in  the  opin- 
ion of  the  court. 

Mr.  Charles  J.  Hxnt^/or  Bussey  and  McLeod: 

In  viewr  of  the  evidence,  and  facts  of  the  case,  we  submit, 

1.  That  the  Bussey  reissue  patent,  No.  3,815,  is  valid. 

2.  That  the  defendants  admit  its  infringement  in  their 
answer. 

3.  That  nothing  in  the  anticipating  reference  cited  and 
examined  can  be  found  anticipating  the  first,  second,  third, 
and  fourth  claims  of  said  reissued  patent. 

4.  That  the  Nation  and  Little  patent^  Nos.  142,933  and 
142,934,  are  valid. 

5.  That  defendants  admit  their  infringement  in  their  an- 
swer. 

6.  Tliat  the  references  cited  by  the  defendants  as  antici- 
pating the  inventions  described  in  the  Nation  and  Littie 
patents  are  not  snch  as  would  anticipate  their  inventions. 

The  uncontradicted  evidence  of  tlie  compJainantB  shows 


.y  Google 


80  BUSSEY  V.  EXCELSIOR  MNFG.  CO.    [Sup.  Ot. 

Ai^oment  or  oonnael. 

that  the  defendanta  usp  the  iirst,  aecond,  third,  and  fourth 
claims  of  this  patent. 

Therefore,  the  complainants  ask  that  the  decree  of  the 
court  below,  so  far  as  it  decrees  that  the  i>atenta  of  Nation 
and  Little,  dated  September  16,  ia73,  and  numbered  re- 
si)ectively.  No.  142,933.  and  No.  142,934,  and  that  the  de- 
ft^ndiints  infringe  the  same,  be  confirmed  in  all  re3i)ect8. 
And  that  all  that  part  of  the  decree  which  finds  that  the 
i-eissned  patent  to  Bussey  and  McLeod,  dated  February  1, 
1870,  No,  3.815,  was  not  infringed  by  tlie  defendants, 

Messrs.  8.  A.  Duncan,  and  S.  8.  Boyd,  for  Excelsior 
M-nfg.  Co.: 

No  ground  is  shown  for  reversing  the  decree  of  the  court 
l>elow  dismissing  the  bill  as  to  the  Bussey  patent. 

If  claim  1  be  limited  to  an  exit-flue  which  traverses  the 
front  side  of  the  reservoir  as  well  as  tlie  bottom  and  rear 
side,  defendants'  stove  does  not  infringe,  since  the  front  of 
the  reservoir  is  iwt  exjiosed  to  the  contact  of  tlie  i>roducts  of 
combustion  at  any  part.  If  the  claim  is  not  so  limited,  it  is 
anticipated  by  the  Bussey  patent  of  July  17,  1806 ;  by  G-etz 
of  1840  :  by  Barton  of  1816  ;  and  by  Spaulding  of  1858. 

If  the  second  claim  be  limited  to  a  narrow  "flue  "  under 
the  reservoir,  as  contrasted  with  a  hot-air  chamber,  co-ex- 
tensive with  the  bottom  of  the  reservoir,  there  is  no  infringe- 
ment. If  the  claim  is  liroad  enough  to  include  such  hot- 
air  chamber,  it  is  anticipated. 

If  the  claim  Iw  limited  to  an  exit  tjne,  the  vertical  part  of 
which  is  fomied  against  the  extnior  of  the  rear  wall  of  the 
resei-voir  there  is  no  infringement ;  in  defendant's  stove  the 
flue  i>asses  through  the  bodg  of  the  reservoir. 

Each  nnd  nil  of  the  claims  are  anticipated  by  the  Tiffany 
patent  of  1809  and  J>y  the  Phillips  patent  of  1^0. 

As  i>oitable  i-eservoiiw  were  old  in  the  art,  sis  warming 
closets  arranged  beneath  the  reser^■(^il■s  were  old.  as  it  was 
old  to  make  the  projecting  pai-ts  of  stoves  (such  ius  iish-pans, 
hearths,  and  the  like,)  detachable,  such  parts  in  use  being 
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attached  to  the  stove  by  means  of  hooks  and  lugs  and  pins 
there  was  no  patentable  invention  involved  in  ot;ganiziiig 
the  aggi'egations  to  which  the  claims  of  the  jmtent  relate, 

Mr.  Justice  Blatchfoiu)  delivered  the  opinion  of  the 
court,  on  the  21st  of  January,  1884 : 

Thit*  is  a  suit  in  equity  brought  in  the  Circuit  Court  of 
the  United  States  for  the  Eastern  District  of  Missouri,  by 
'Esek  Sussey  and  Charles  A.  McLeod  iigainst  the  Excelsior 
Manufacturing  Company  of  St.  Louis,  a  corporation,  forthe 
infringement  of  three  several  letters  patent,  being,  (1)  re- 
issue, No.  3,815,  granted  to  the  plaintiffs,  February  Ist,  1870, 
for  a  "  cooking-stove."  the  original  patent,  No.  56,686,  hav- 
ing been  granted  to  said  Bussey,  an  invpntor,  July  34th, 
1866,  and  reissued  to  him,  as  No.  3,649,  September  28th, 
1869  ;  (2)  letters  patent,  No.  149,9;S3,  gi-anted  to  David  H, 
Nation  and  Ezekiel  C.  Little,  as  inventors,  September  16th, 
1873,  for  an  "improvement  in  reservoir  cooking-stoves;" 
(3)  letters  patent,  No.  142,934,  granted  to  said  Nation  and 
little,  as  inventors,  September  16th,  1873,  for  an  "improve- 
ment in  reservoir  cooking-stoves."  After  an  answer  and 
proofs,  the  circuit  court  made  a  deci-ee  finding  no  infringe- 
ment of  No.  3,815  and  dismissing  the  bill  as  to  that  patent ; 
decreeing  that  the  other  two  patents  were  valid  and  had 
been  infringed  as  to  all  their  claims  and  awarding  a  perpet- 
ual injunction  as  to  those  claims  and  an  accounting  before  a 
master.  The  master  reported  one  cent  damages.  The 
plaintiffs  excepted  to  the  report,  claiming  $14,972  damages. 
The  court  confirmed  the  report  and  made  a  decree  accord- 
ingly, which  also  provided  that  the  entire  costs  to  be  taxed 
in  the  suit  should  be  divided  ancl  that  the  plaintiffs  should 
pay  five-sevenths  of  them  and  the  defendant  two-sevenths. 
Both  parties  appealed  to  this  court. 

The  specification  in  No.  3,815  says :  "  Figure  1  is  a  side 
elevation  ;  Pip.  2.  a  i-eai-  elevation  :  Fig.  3,  a  jilan  ;  Fig.  4, 
a  vertical  section  at  the  line,  z  z ;  Pig.  5,  a  front  view  of  a 
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section  at  the  line,  y  y;  and  Pig.  6,  a  top  view  of  a  partial 
section  at  the  line,  x  x,  all  of  a  cooking-stove  embodying  my 
said  invention,  like  parts  being  marked  by  the  same  letters 
in  all  the  figures,  and  the  arrows  therein  being  indicative  of 
the  courses  in  which  the  gasea  of  combustion  pass  through 
the  8t«ve.  One  part  of  my  invention  consists  in  arranging 
a  culinary  boiler  or  hot-water  reservoir  in  the  rear  of  the 
oven  of  a  diving-Hue  cooking-stove,  with  an  exdt-ilue  ex- 
tending down  the  front  under  the  bottom  and  up  the  rear  of 
the  said  reservoir,  sabstontially  as  hereinafter  described 
and  specified.  It  also  consists  in  arranging  a  culinary  boiler 
or  hot-water  reservoir  in  the  rear  of  the  oven  of  a  diving- 
flue  cooking-stove,  with  an  exit- flue  leading  from  some  point 
in  the  rear  of  the  vertical  flue  or  flues  below  the  top  of  the 
said  oven,  and  continuing  under  the  bottom  and  up  the  rear 
side  of  said  reservoir,  substantially  as  hereinafter  described 
and  specified.  It  also  consists  in  the  arrangement  of  a  div- 
ing-flne  cooking-stove,  with  an  exit- passage  <;onstructed'  in 
the  vertical  rear  flue  or  flues  thereof,  and  below  the  top  of  - 
the  oven,  in  such  a  manner  that  the  gases  of  combustion, 
after  passing  through  such  exit-passage,  will  impinge  upon 
or  come  in  contact  with  the  bottom  or  sides  of  a  reservoir 
placed  in  the  rear  of  the  stove,  and  just  above  said  exit- 
passuge,  substantially  as  hereinafter  described  and  specified. 
It  also  consists  in  the  employment  of  a  thin  plate  or  sheet 
of  metal  between  the  front  plate  of  the  reservoir  and  the 
rear  end  vertical  flues  of  the  said  stove,  substantially  as 
shown  and  specified.  In  illustration  of  my  invention,  the 
aforesaid  drawings  represent  a  cooking-stove  having  an 
oven.  A,  a  culinary  boiler  or  hot- water  reser\-oir,  B,  arranged 
opposite  to  the  rear  upright  side  or  end,  rf,  of  the  oven,  and 
an  exit-flue,  E  E',  extended  from  the  central  vertical  flue, 
K,  of  said  stove  at  a  point  below  the  top  of  the  oven,  under 
or  across  the  bottom,  g,  of  the  reservoir,  and  from  thence 
up  along  the  rear  upright  side  of  said  boiler  or  reservoir  to 
the  draft-pi]>e.  I.    Porthe  purpose  of  allowing  the  boilerto 
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heat  more  readily,  a  portion  of  tbe  rear  end  vertical  plate  of 
said  stove  is  removed,  so  us  to  uncover  the  upper  portion  of 
the  real-  end  vertical  flues,  and  the  front  of  the  boiler  is  at- 
tached to  the  rear  of  said  flues,  in  tlie  manner  sJiovfti  and 
described  in  my  reissued  patent  of  July  24,  1866.  Between 
the  inner  side  of  the  boiler,  B,  and  the  iBar  end  vertical 
flues,  K  and  L  L',  a  plate  may  be  employed,  indinated  by 
dotteil  line,  w  w.  The  object  of  this  plate  is  as  follovrs :  It 
has  been  ascertained  by  experience  that  when,  during  the 
use  of  the  oven  for  baking  purposes,  a  large  quantity  of  cold 
water  is  suddenly  poured  into  the  reservoir  and  there  is 
nothing  between  the  front  of  the  boiler  and  gaaea  of  combus- 
tion passing  throngh  the  rear  end  vertical  flues,  the  heat  of 
the  said  gaaes  will  be  so  much  absorbed  by  the  reservoir  as 
to  sensibly  cool  the  oven  and  interfere"  with  the  process  of 
baking.  To  obviate  this,  I  employ  the  thin  plate,  w  w, 
placed  between  the  front  of  the  reservoii"  and  the  said  reai- 
end  vertical  flues,  ajid  which,  while  it  allows  sufficient  heat 
to  pass  through  it  t«  aid  in  heating  the  boiler,  protects  the 
front  thereof  from  the  direct  impact  of  the  gases  of  combus- 
tion and  preserves  an  equable  heat  in  the  oven.  In  case  the 
said  plate  is  dispensed  with,  the  inner  side,  J,  of  the  said 
boiler  will  form  a  part^  of  the  lateral  rear  casing  of  the  said 
rear  end  vertical  flues,  and  will  be  heated  by  direct  w)ntact 
with  the  gases  of  combustion  as  they  pass  down  and  up  the 
same.  M  is  the  fire-box,  and  N  and  R  the  top  and  bottom 
flues  of  said  stove.  The  operation  of  my  said  invention  is 
as  follows  :  a  fire  being  kindled  in  the  fire-box,  M,  and  the 
damper,  Q,  at  the  top  of  the  oven  being  open,  so  as  to  allow 
of  a  direct  draft,  tlie  ga.ses  of  combustion  from  the  said  fire- 
box will  pas-s  down  the  middle  vertical  Hue,  K,  through  the 
exit-passage,  F,  and  exit-flue,  E  E',  to  the  smoke-pipe,  I, 
heating  the  contents  of  the  reservoir  in  its  passage  throngh 
the  exit-flue,  as  aforesaid.  By  this  mode  of  construction  I 
am  enabled  to  obviate  what  has  Iwen  heretofore  the  greatest 
objection  to  resen-oir-stoves  of  this  class,  namely,  tiiat  the 
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reservoirs  would  not  heat  with  a  direct  draft.  It  will  also 
be  observed  that,  by  this  device  of  constructing  the  exit- 
passage  below  the  top  of  the  oven,  I  can  at  the  same  time 
by  a  direct  draft  heat  the  rear  side  of  the  oven  and  the 
i-eservoir,  instead  ot  wasting  the  heat  by  carrying  it  directly 
to  the  chimney.  When  the  damper,  Q,  is  closed,  for  the 
purpose  .of  heating  the  oven,  the  gases  of  combustion  will 
pass  down  the  side  vertical  flues,  L  L',  and  under  tlie  bot- 
tom of  the  oven,  returning  throagh  a  central  horizontal  flue 
to  the  central  vertical  floe,  K,  from  which  they  pass  through 
the  exit-Hue,  E  E',  as  aforesaid.  I  am  aware  that  cooking- 
stoves  have  been  in  use  in  which  the  reservoir  has  been  in- 
cased or  inclosed  on  all  sides  except  the  top  by  a  kind  of 
expanded  flue,  through  which  the  gases  of  combustion  are 
made  to  pass.  The' advantages  of  my  plan  over  this  device 
are  twofold :  Pirat,  it  is  much  more  economical,  requiring 
far  less  material  and  labor  to  constnict  it ;  and,  second,  by 
confining  the  heat  and  gases  of  combustion  to  a  small  space 
at  the  bottom  and  rear  of  the  reservoir,  the  contents  thereof 
will  be  much  more  effectually  heated  than  where  the  pro- 
ducts of  combustion  are  admitted  to  an  extensive  flue-space 
and  permitted  to  rise  and  expend  their  heat  at  or  near  the 
top  of  the  reservoir." 

The  claims  of  the  patent,  the  first  four  only  of  which  are 
alleged  to  have  been  infringed,  are  as  follows ;  "1.  A  div- 
ing-flue cooking-stove  with  the  exit-flue  so  constructed  as 
to  inclose  on  the  sides  and  bottom  the  culinary  boiler  or  hot- 
water  reservoir,  B.  2.  A  diving-flue  cooking-stove  with  the 
exit-flue  constructed  across  the  bottom  and  up  the  rear  up- 
right side  of  the  culinary  boUer  or  hot-water  reservoir,  B. 
3.  A  diving-flue  cooking-stove  constructed  with  an  exit- 
passage,  F,  below  the  top  of  the  oven,  and  an  exit-flue,  E  E',  ■ 
in  combination  with  an  uncased  reservoir,  B,  attached  to  the 
rear  of  the  stove,  and  placed  just  above  such  exit-passage, 
and  so  arranged  that  the  gases  of  combustion,  in  passing 
through  such  exit-flue,  will  impinge  upon  or  come  in  direct 
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contact  with  eaid  reservoir,  substantially  as  ;iDd  for  the  pur- 
poses hereinbefore  specified.  4.  An  exit-iiiissage,  F,  con- 
structed in  the  rear  of  a  diving-flue  cooking-stove  and  below 
the  top  of  the  oven,  in  combination  with  an  uncased  reser- 
voir, B,  attached  to  the  rear  of  the  stove,  the  bottom  of 
which  reservoir  is  also  below  the  top  of  the  oven,  and  so 
arranged  that  the  gases  of  combustion  will  come  in  contact 
with  and  heat  such  reservoir  by  a  direct  draft  from  the  fire- 
box to  the  smoke-pipe.  fi.  In  a  cooking-stove  wherein  the 
rear  end  vertical  plate  or  a  portion  of  the  same  has  been  re- 
moved for  the  purpose  of  heating  a  reservoir  placed  in  tlie 
rear  thereof,  the  shield-plate,  w  w,  in  combination  with  the 
uncased  reservoir,  B,  and  the  rear  end  vertical  fiues,  K,  L, 
and  L',  substantially  as  and  for  the  purposes  hereinbefore 
described  and  specified." 

The  defendant's  stove  has  Sflnes  and  an  exit-passage  below 
the  top  of  the  oven,  and  a  reservoir  the  bottom  of  which  is 
below  the  top  of  the  oven  ;  but  no  part  of  the  rear  end  ver- 
tical plate  is  removed  so  as  to  allow  the  gases  of  combus- 
tion to  come  into  direct  contact  with  the  front  of  the  reser- 
voir, nor  is  any  such  plate  employed  as  the  plate,  w  w,  of 
the  patent,  but  there  is  a  dead-air  space  between  the  rear 
plate  of  the  fine  and  the  front  of  the  reservoii-.  The  exit-fiue 
is  not  a  narrow  one,  carried  across  the  middle  of  the  bottom 
of  the  reservoir,  as  in  the  patent,  but  the  products  of  com- 
bustion, on  leaving  the  fine-space,  pass  into  a  chamber  be- 
neath the  reservoir,  the  area  of  which  is  co-extensive  with 
the  entire  surface  of  the  bottom  of  the  reservoir  ;  and  tlie 
vertical  passage  out  of  such  chamber  is  not  one  outside  of 
the  rear  of  the  reservoir,  but  is  one  in  and  through  the  body 
of  the  reservoir,  and  removable  with  it.  In  view  of  the 
earlier  patents  put  in  evidence,  we  are  of  opinion  that  the  4 
claims  in  question  must  be  limited  to  a  structui-e  in  which 
the  front  of  the  reservoir  has  no  air-.space  in  front  of  it,  and 
in  which  tbe  exit^fine  does  not  expand  into  a  chamber  at 
the  bottom  of  the  reservoir  and  in  which  the  vertical  part  of 
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the  exit-flue  does  not  pasa  up  through  the  reservoir.  Under 
this  construction,  there  is  no  infringement  of  No.  3,816. 

Claim  1,  in  requiring  that  the  exit-flue  shall  "inclose  on 
the  sides  and  bottom"  tlie  reservoir,  i-equires,  in  the  lan- 
guage of  the  t^xt  of  the  speciflcation,  that  it  shall  extend 
"down  the  front,  ander  the  bottom  and  up  the  rear  "  of  the 
reservoir  ;  and  it  does  not  admit  of  an  air-space  in  front  of 
the  reservoir ;  nor  is  it  limited  to  what  is  called  a  low-down 
boiler  or  reservoir.  The  Gfetz  patent  of  1840  shows  an  exit- 
flue  passing  ander  the  bottom  and  up  the  rear  side  of  a  res- 
ervoir. The  Spaulding  or  Paris  patent  of  1858  shows  a  div- 
ing-flue inclosing  the  bottom  and  one  of  the  sides  of  a  reser- 
voir. 

Claim  2  is  not  limited  to  a  low-down  boiler  or  reservoir. 
If  a  stove  with  an  exit-flue  constructed  across  the  bottom  and 
up  the  rear  upright  side  of  a  boiler  or  reservoir  existed  be- 
fore, there  was  nothing  patentable  in  applying  such  con- 
Btruction  to  a  diving-flue  stove.  The  combination  of  exit- 
flue  and  reservoir  with  which  claim  2  is  concerned  has  no 
patentable  relation  to  the  arrangement  of  the  internal  flues 
of  the  stoves.  The  G-etz  patent  of  1840  shows  an  exit-flue 
extending  across  the  bottom  and  up  the  rear  upright  side  of 
a  boiler.  In  the  Stewart  i>atent  of  1859  the  products  of  com- 
bustion enter  a  chamber  under  the  reservoir  and  thence  pass 
off  by  a  jiipe  embraced  within  the  walls  of  the  reservoir. 
The  exit-flne  of  claim  2  must,  therefore,  be  limit«tl  to  one 
which  passes  under  the  bottom  of  the  reservoir  without  ex- 
panding into  a  chamber  substontially  co-extensive  with  the 
area  of  the  bottom  of  the  reservoir,  as  in  the  defendant's 
stove  and  in  tlie  Stewart  patent  of  18.'>9 ;  and  also  to  one  in 
which  the  escape-pipe  is  outside  of  the  rear  wall  of  the  res- 
ervoir and  not  within  the  reservoir,  as  in  the  defendant's 
stove  and  in  the  Stewart  patent  of  1859. 

Claim  3  adds  to  claim  2  only  the  feature  of  having  the 
exit-passage  or  exit-orifice  into  the  exit^fiue  below  the  top 
of  the  oven.  There  is  no  patentable  relation  between  the 
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combination  of  exit-flue  and  reservoir  and  the  location  of 
the  exit-paaBage  with  reference  to  the  oven,  in  view  of  the 
state  of  the  art.  In  the  Stewart  patent  of  1869  the  exit- 
openiiig  was  on  a  level  with  the  top  of  the  oven  and  led  into 
a  chamber  under  the  reservoir.  In  the  Spaulding  or  Paris 
patent  of  1858,  and  in  the  Bussey  patent  of  1865,  the  bottom 
of  the  reservoir  was  below  the  top  of  the  oven.  There  was 
no  invention  in  causing  the  gases  to  act  on  a  low-down  res- 
ervoir in  the  same  way  in  which  they  had  acted  before  on 
an  elevated  reservoir ;  and  no  invention  in  lowering  the  exit- 
opening  to  corresxwnd  with  the  depression  of  the  reservoir, 
even  though  the  incidental  effect  was  to  heat  by  a  direct 
draft,  at  t^e  same  time,  the'  reservoir  and  the  rear  side  of  the 
oven. 

Claim  4  adds  to  claim  3  only  the  feature  of  heating  the 
reservoir  by  a  direct  draft  from  the  fire-box  to  the  smoke- 
pipe.  This,  however,  is  only  a  statement  of  the  effect  pro- 
duced in  a  structure  made  according  to  the  first  three  claims. 
In  the  Getz  patent  of  1840  and  in  the  Stewart  patent  of  1859 
the  exit-pipe  was  in  the  rear  of  the  reservoir,  and  the  gases 
were  brought  into  contact  with  the  bottom  of  the  reservoir, 
and  it  was  heated  by  adirect  draft.  There  is  really  nothing 
in  claim  4  beyond  what  is  found  in  claim  3. 

The  specification  of  No.  142,933  is  as  follows:  "Our  in- 
vention relates  to  that  class  of  cooking-stoves  in  which  a 
water-reservoir  is  situated  at  the  rear  end  of  the  stove ;  and 
it  consists  in  the  arrangement  of  the  reservoir  upon  an  ex- 
tended support  at  the  rear  of  the  stove,  so  that  an  air-cham- 
ber, opening  at  its  top  into  the  air  of  the  room,  is  left  be- 
tween the  back-plate  of  the  stove  and  the  front  of  the  res- 
ervoir, thereby  protecting  the  front  of  the  same  from  becom- 
ing burned  out  by  being  in  direct  contact  with  the  heat  from 
the  fire.  It  also  consists  in  abroad  sheet-flue  arranged  under 
the  reservoir,  the  heated  air  for  which  enters  through  a  small 
passage  in  the  back-plate  of  the  stove,  and,  after  circniating 
in  said  flue,  passes  out  through  thesmall  opening  in  the  rear 
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thereof,  all  as  more  fully  hereinafter  set  forth.  •  •  • 
Figure  1,  is  a  lougitudiual  vertical  section  ofonretove  ;  Fig. 
2,  is  a  transverse  vertical  section  of  the  sarae  through  the 
.water-reservoir  ;  Fig.  3  is  a  plan  view  of  the  reservoir  ;  and 
Fig.  4  is  a  front-view  of  the  aheet-flue  under  the  bottom  of 
the  reservoir.  A  represents  the  top  plate  of  the  stove.  B  is 
the  oven  ;  C.  the  water-reservoir ;  D,  the  center  one  of  the 
three  flues  of  the  stove  ;  and  E,  the  exit-flue,  located  in  the 
rear  of  the  reservoir,  C.  This  reservoir  is  located  upon  a 
support  therefor,  which  extends  rearward  from  a  pointaboot 
half  way  between  the  top  and  bottom  plat^  of  the  stove, 
and  which  may  either  be  attached  to  or  form  part  of  the 
stove,  and  a  sheet-iiue,  Q,  is  provided  in  the  same  under  tbe 
bottom  of  the  reservoir,  C.  The  heat,  entering  this  floe, 
passes  through  the  small  center  passage,  a,  in  the  stove-back, 
I.  It  is  there  spread  and  retained  under  the  reservoir  until 
it  gradually  ascends  through  the  smalt  passage  or  exit-flue, 
E.  By  this  construction,  the  rapid  exit  of  the  heated  air 
from  under  the  reservoir  is  prevented,  and  the  heat,  being 
retained  under  the  bottom  of  the  reservoir,  causes  the  water 
in  the  same  to  become  hot  in  a  short  time.  The  reservoir,  C, 
is  so  arranged  with  respect  to  the  back -plate,  I,  of  the  stove 
that  an  air-space,  b,  communicating  with  the  air  of  the  room 
at  the  top,  is  left  between  the  front  of  the  reservoir  and  the 
back-plate.  By  this  means  the  outside  air  will  pass  down 
between  the  back-plate  and  front  of  the  reservoir  and  pre- 
vent the  front  of  the  reservoir  from  burning  out,  which  would 
be  the  case  if  the  parts  were  in  direct  contact,  especially 
when  the  water  in  the  reservoir  becomes  low.  In  the  ordi- 
nary method  the  flame  is  made  to  strike  directly  upon  the 
front  surface  of  the  reservoir,  thereby  rendering  it  liable  to 
crack  while  replenishing  with  cold  water  upon  the  heated 
plates.  The  opening,  a,  in  the  back-plate,  I,  of  the  atove  is 
of  the  same  width  as  the  center  fine,  D,  and  the  products  of 
combustion  pass  through  said  opening  into  the  sheet-flue, 
G,  which  thns  has  a  contracted  entrance  and  a  contracted 
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?xit.  Wlien  osiDg  the  dii-ect  draft  the  damper,  d,  of  the 
center  fine,  D,  is  taraed  downward  and  rests  against  the 
back  oven-plate,  as  shown  by  the  dotted  lines  in  Fig.  1.  At 
such  times  the  heat  iiasses  down  the  center-flue,  D,  of  the 
back,  through  the  opening,  a,  in  the  back-plate,  I,  into  the 
sheet-flue,  G,  under  the  bottom  of  the  reservoir,  and  out  of 
the  ejdt-flne,  E.  When  the  indirect  draft  is  used,  the 
dumper,  cf,  occnpies  the  position  shown  in  Fig.  1,  and  at 
such  times  the  heat  passes  down  the  usual  side  flues  and 
under  the  bottom  of  the  oven  to  the  front  of  the  stove,  where 
it  turns  into  the  center  flue,  D,  and  passes  back  through  the 
opening,  a,  to  the  sheet-flue,  G,  under  the  bottom  of  the  res- 
ervoir and  out  of  the  exit-flue.  With  a  stove  thus  con- 
structed, the  reservoir  is  heated  almost  entirely  from  the 
bottom,  and  the  heat  acts  upon  the  entire  surface  of  the  bot^ 
tom  of  the  reservoir,  and  when  the  reservoir  is  but  partially 
fllled  there  is  no  danger  of  the  heat  acting  against,  and  burn- 
ing out,  the  top  part  of  the  frqnt  side  of  the  reservoir.  We 
do  not  claim  under  tiiis  patent  a  flue-shell  and  rear  central 
extension  that  is  detachable  from  the  stove-body  by  means 
of  hooks  on  the  one  and  catches  or  pins  on  the  other,  nor  do 
we  specifically  claim  a  reservoir  with  a  flue  in  its  rear,  as 
these  elements  of  invention  are  the  subject  of  a  separate  ap- 
plication for  a  patent,  now  pending  ;  neither  do  we  wish  to 
be  understood  as  claiming  the  arrangement  of  the  reservoir 
and  flues  for  heating  the  same  in  front  of  the  fire-box  of  the 
stove,  as  shown  in  our  patent  of  May  6,  1873,  No.  138,682. 
The  claims  of  No.  142,933  are  2  in  number,  as  follows, 
and  the  infringement  of  both  is  admitted :  "  1.  The  com- 
bination with  the  back-plate,  I,  of  the  cooking-stove,  A,  of 
the  reservoir,  C,  arranged  on  a  support  about  midway  be- 
tween the  top  and  bottom  plates  of  the  stove,  and  the  air- 
chamber,  6,  between  the  stove-back  and  reservoir-front, 
open  at  the  top  and  communicating  with  the  air  in  the 
room,  substantially  as  and  for  the  purposes  set  forth.  2. 
The  combination,  with  the  stove,  A,  and  reservoir,  C,  of  the 
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small  opening,  «,  the  eheet-flne,  G,  under  the  entire  bottom 
of  the  reservoir,  and  the  small  exit  passage  or  pipe,  E,  all 
substantially  aa  and  for  the  purposes  herein  set  forth," 

Tile  point  of  invention  in  claim  1  is  in  so  arranging  the 
i-eservoir  as  to  have  an  air-space  between  the  front-plat«  of 
the  reservoii-  and  the  back-plate  of  the  stove,  to  a  sufficient 
extent  to  prevent  the  flame  from  striking  against  the  upper 
part  of  the  front  plate  of  the  reservoir,  which  it  would  do 
if  the  upper  part  of  the  back  plate  of  the  stove  were  cut 
away,  and  there  were  no  such  air-space.  It  is  the  upper 
part  of  the  front  side  of  the  reservoir  which,  as  the  specifi- 
cation states,  is  liable  to  be  bnmed  out  by  the  direct  action 
of  the  flame,  as  the  water  in  the  reservoir  is  lowered.  In 
the  McDowell  patent  of  1871  all  the  upper  partof  the  reser- 
voir is  protected  by  an  air-space,  oj)en  at  the  top,  between 
the  reservoir  and  the  stove. 

Tlie  point  of  invention  in  claim  3  is  to  take  the  gases 
through  a  small  opening  into  a  broad  sheet-flue  under  the 
bottom  of  a  reservoir  and  out  through  another  small  open- 
ing in  the  rear,  so  that  they  will  circulate  in  the  broad  flue 
and  act  on  the  entire  surface  of  the  bottom  of  the  reservoir. 
The  Stewart  patent  of  1859  shows  the  same  arrangement 
with  an  ele^-ated  resei-volr,  but  there  is  no  invention  in  ap- 
plying it  to  a  low-down  reservoir.  The  Tiffany  patent  of 
1869  shows  the  same  arrangement  with  a  low-down  reser- 
voii-. 

The  specification  of  No.  142,9B4  says:  "The  nature  of 
our  invention  consists  in  the  construction  and  arrangement 
of  a  cooking-stove  with  a  portable  base-pan  or  flue-shell, 
and  the  means  for  attaching  the  same,  as  will  be  hereinafter 
more  fully  set  forth.  *  *  *  Pignre  1  is  a  longitudinal 
vertical  section  of  our  improved  cooking-stove  ;  Pig.  2  is  a . 
side  view  of  the  rear  end  of  the  same  ;  "Fig.  3  is  a  plan  view 
of  a  loose  cover  or  plate  for  the  base-pan  ;  and  Fig.  4  is  a 
jyerspective  view  of  the  portable  base-pan  or  flue-shell.  A 
represents  the  main  baking-oven  of  the  stove ;  C  is  the  top 
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floe ;  B  B',  the  vertical  and  horizontal  side  floes ;  C  is  the 
center  flue ;  D  is  the  base-pun  or  flae-shell ;  E,  the  exit- 
flne  passing  up  the  rear  side  of  the  reservoir ;  F  Is  the  reser- 
.  voir ;  G,  the  warming-closet ;  H,  the  damper ;  I,  the  fire- 
chamber  ;  and  J,  the  division-plate.  When  using  the  di- 
rect draft,  the  damper,  H,  occupies  a  line  parallel  with  the 
back  plate  of  the  main  oven,  hanging  down  in  the  center 
flue  of  the  back  part  of  the  stove.  At  such  time  the  pro- 
ducts of  combustion  pass  from  the  lire-chamber,  I,  along 
the  top  flue,  B,  and  down  the  center  flue,  between  the  back 
oven-plate  and  the  division -plate,  J,  into  the  base-pan,  D, 
and  out  of  the  exit-flue,  E.  When  using  the  indirect  draft 
the  damper,  H,  occupies  the  position  shown  in  Fig.  1.  At 
such  time  the  products  of  combustion  pass  over  the  top 
oven-plate  flue,  B,  and  down  the  vertical  end  flues,  B',  into 
corresponding  Hues  at  the  bottom,  making  the  turn  into  the 
center  flue  of  the  bottom  at  C,  through  said  bottom  center 
flue,  into  and  through  the  rear  center  flue,  through  the  di- 
vision-plate, J,  into  the  base-pan  flue,  D,  and  out  of  exit- 
flue,  E,  so  that,  whether  using  the  direct  or  indirect  draft, 
the  reservoir  is  heated  only  on  ite  bottom  surface.  The 
base-pan,  D,  is  made  separate  from  the  stove,  and  provided 
on  each  side  with  a  hook-projection,  a,  to  be  fastened  on  a 
pin.  b,  projecting  from  the  side  of  the  stove.  By  this  means 
the  base-pan  can  readily  be  attached  and  detached,  and 
when  attached  it  fits  in  the  upper  end  and  forms  the  top  of 
the  warming-oven,  6.  K  represents  a  plate  with  two  boil- 
er-holes in  it,  which  can  be  used  when  the  reservoir  is  re- 
moved or  should  become  broken  in  shipment,  thus  convert- 
ing it  into  a  six-hole  stove.  It  is  our  purpose  to  insert  a 
loose  center  piece  between  the  boiler-holes  in  the  plate,  K, 
so  that  an  oidinary  waah-boUer  can  be  used  on  said  plate, 
if  desired.  The  novelty  of  this  invention  consists  in  the 
portability  of  the  reservoir  base-pan,  D,  and  in  the  warming- 
closet  attachment,  whereby  we  economize  space  in  ship- 
ment, and  whereby  repairs  can  be  made  at  a  very  small  cost 
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und  by  unskilled  workmen,  as  all  the'  attachments  will  be 
shipped  separate  from  the  body  of  the  stove,  and  mounted 
after  tliey  reach  their  destination.  Should  the  i-eservoir  be- 
come broken  in  shipment  or  otherwise,  the  plate,  K,  can  be 
used,  thus  converting  it  into  a  eix-hole  stove,  upon  which 
an  ordinary  wash-boiler  can  be  used  in  case  of  emergency. 
The  front  bottom  comer  of  the  reservoir  rests  upon  a  strip, 
(I,  attached  to  the  division-plate,  J,  which  thus  entirely  shuts 
off  the  air-space  at  the  bottom.  By  means  of  tiie  base-pan 
tlue,  D,  extending  under  the  whole  bottom  of  the  reservoir, 
F,  and  the  space  between  the  reservoir  and  the  division- 
plate,  J,  the  reservoir  Incomes  heated  only  on  its  bottom 
surface,  where  there  will  always  be  water,  it  any  in  the 
reservoir  at  all.  The  exit-Hue,  E,  passes  up  through  and 
forms  part  of  the  reseiToir,  F,  at  the  back  or  i-ear  side,  as 
shown.  We  do  not  claim,  under  this  specification,  the  com- 
bination of  the  reservoir  with  the  back  of  the  stove  when 
an  air-space  open  at  the  top  is  left  between  the  two,  as  seen 
in  the  drawings,  nor  do  we  claim  the  sheet-flue  under  the 
reservoir  in  the  shell,  D,  as  both  of  these  arrangements  are 
the  subject-matter  of  a  separate  application  for  a  patent, 
now  pending." 

The  claims  of  No.  142,934  are  3  in  number,  as  follows, 
and  the  infringement  of  aU  of  them  is  admitted  :  "  1,  The 
detachable  base-pan  or  flue-shell,  D,  attached  to  the  body 
at  a  point  near  the  center  of  the  back  plate  of  the  stove,  by 
means  of  hooks,  a  a,  cast  on  the  base-pan,  and  pins,  b  b,  on 
the  stove-body,  substantially  for  the  purposes  herein  set 
forth.  2.  The  portable  reservoir,  F,  with  flue,  E,  in  the 
rear  side,  in  combination  with  the  portable  base-pan  or  flue- 
shell,  D,  substantially  as  and  for  the  purposes  herein  set  , 
forth.  3.  The  combination  with  a  three-flue  stove  having 
damper,  H,  ananged  as  described,  of  the  portable  base-pan 
or  flue-shell,  D,  and  warming-closet,  G-,  aJl  substantially  as 
and  for  the  purposes  herein  set  forth." 

The  Tiffany  patent  of  1869  shows  a  iow-down  reservoir  at 
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the  rear  of  a  three-flne  stove,  and  a  warming-closet  below 
the  reservoir.  The  gases  pass  from  the  flue-space  into  a 
base-pan  or  chamber  which  is  immediately  below  the  r^er- 
voir,  and  forms  the  top  of  the  waoming-closet.  The  flue  by 
which  the  gases  escai>e  from  the  base-pan  is  in  the  rear  of 
tiie  reaervoir  and  is  removable  with  it.  The  Tiffany  stove, 
having  three  flues,  must  have  a  damper  to  open  and  close- 
the  middle  flue.  The  specification  of  the  Tiffany  patent 
states  that  the  reservoir  and  the  warming-closet  are  capable 
of  being  attached  to  and  detached  from  the  stove,  so  that 
the  stove  is  complete  without  them  and  they  are  complete 
without  being  attached  ;  and  it  also  states  that  they  maybe 
attached  to  the  stove  by  lugs  or  hooks,  either  cast  in  the 
back  of  the  stove,  with  a  corresponding  eye  in  the  side  of 
the  case  surrounding  the  reservoir,  or  in  the  top  and  side  of 
the  reservoir,  or  the  hook  and  the  eye  may  be  reversed,  A 
detachable  base-pan  existed  before,  and  hearths  and  ash- 
pans  existed  attached  by  lugs  and  hooks  in  the  same  way 
as  the  defendant's  base-pan.  A  portable  reservoir  was  old, 
with  an  escape-pipe  or  flue  forming  a  part  of  the  reservoir. 
A  damper  for  the  middle  flue  was  old.  A  warming-closet 
below  a  base-pan  and  that  below  a  reservoir  were  old.  In 
view  of  the  state  of  the  art,  there  was  no  invention,  in  claim 

1  of  the  patent,  in  using  to  attach  the  base-pan  an  old  mode 
used  in  attaching  other  projecting  parts  of  the  stove.  Claim 

2  is  merely  for  an  aggregation  of  parts  and  not  for  a  patent- 
able combination,  there  being  no  patentable  relation  between 
a  portable  reservoir  with  a  flue  in  its  rear  side  and  the  ex- 
istence or  portability  of  a  base-pan  beneath  it.  In  claim  3 
there  la  merely  an  aggregation  of  parts,  there  being  no  pat- 
entable relation  between  a  damper  for  the  middle  flue  of  a 
three-flue  stove,  and  the  existence  or  portability  of  a  base- 
pan  or  the  existence  of  a  warming-closet. 

T?ie  decree  of  the  CiTcuit  Court  is  reversed,  with  costs  in 
this  court  to  the  Excelsior  Manufacturing  Company  on 
both  appeals,  and  the  case  is  remanded  to  the  Circuit  Court, 
with  direction  to  dismiss  the  hill.,  with  costs. 

110  c.  s.  i4ff-i«a. 
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4.  Doable  aae  ia  not  patentable  ;  see 

Hotohkiss  ti.  Greenwood,  1 1  Hot.  348  [S  Am.  A  Eng.  S40.] 
PhillipB  V.  Page,  24  How.  164  [7  Am.  A  Eng.  07.] 
Tucker  v.  Spaulding,  13  Wall.  453  [8  Am.  4  Eng.  474.] 
Brown  v.  Piper,  01  U.  S.  37  [10  Am.  &  Eng.  273.] 
Roberts  v.  Ryer,  91  U.  S.  150  [10  Am.  &  Eng.  302.] 
Vinton  o.  Hamilton,  104  U.  S.  485  [13  Am.  A  Eng.  394.] 
Slawson  v.  Railroad  Co.,  107  U.  8.  649  [14  Am.  &  Eng. 

476.] 
Stephenson  v.  Brooklyn  Ry.  Co.,  114  U.  S.  149. 


Analagous  use ; 

Collar  Co.  v.  Van  Deusen,  23  Wall.  530  [10  Am.  A  Eng. 

156.] 
Sawyer  v.  Bixby,  12  Am.  A  Eng.  333. 
PennaylTania  R.  R  Co.  ».  Truck  Co.,  IIO-U.  S.  490  [p. 

148  poet.] 
Morria  v.  McMillin,  112  IT.  S.  244  [p.  BlOpott.] 
Blake  «.  San  Francisco,  113  U.  S.  679  [p.  695  pott.] 
StephenBon  o.  Brooklyn  R.  R.  Co.,  114  U.  S.  149. 
Western  Electric  Co.  v.  Ansonia  Co.,  114  TJ.  S.  447, 
Eacbns  ».  Broomall,  115  U.  S.  429. 
Miller  v.  Force,  1 16  U.  S.  22. 
Dreyf  ns  tj.  Searle,  124  IT.  g.  60. 
Petera  v.  Active  Mnfg.  Co.,  129  IT.  S.  530. 
Peters  v.  Hanson,  129  IT.  S.  541. 


Ag^^gation  ;  see 

Doable-Pointed  Tack  Co,  v.  Two  Rivers  Mnfg.  Co.,  lOB 
U.  S.  117  [14  Am.  A  Eng.  071]  note  3. 
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Notes  and  cilaUonB. 
Patents  In  snlti 

No.  56,666.  BuBBey  &,  HcLeod.  July  24,  1866.  Reissue 
No,  3,815.     Febrnary  1, 1870.     Cooking-Stove,  a* 

No.  142,933.  Nation  &  Little.  September  16,  1873.  Cook- 
ing-Stove, b. 

No.  142,934.  Nation  A  Little.  September  16, 1873.  Cook- 
ing-Stove, c. 

Other  Suits  on  Sahs  Patkutb  : 

Bridge  v.  Excelsior  Mnfg.  Co.,  1879.     17  O.  Q.  269. 

Bossey  t;.  Excelsior  Mnfg.  Co.,  1880.     1  McCrary,  161;  6  Ban.  de 

Ari  185  ;  1  Fed.  Rep.  840 ;  17  O.  G.  744,  a,  b,  e. 
Bridge  V.  Ex<Sel8ior  Mnfg.  Co.,  1882.     106  U.  8.  618  [14  Am.  Sc 

Eng.  112.] 


Cited  I 

\s  Sdprbuk  Courts  in  : 

McNab  &  Harlan  Mnfg.  Co.  u.  Thompson,  1885.     114  U.S.I;  Bk. 

2S  L.  ed.  76. 
Clark  Pomace  Holder  Co.  v.  Fei^son,  1886.     119  U.  S.  835.    Bk. 

30  L.  ed.  406. 
Hendy  ».  The  Golden  State  &  Miners'  B-on  Works,  1888.     137  U. 

8.  370;  Bk.  32  L.  ed.  207. 


*  The  letter  a,h,wt,  fbllowiog  the  patent  is  repeated  after  the  title  <tf  tbe 
He  to  Indicate  that  the  snit  mas  on  that  partlcalaT  patent. 
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In  CiKCUiT  UouBTs  m: 

Collins  Co.  V.  Coes,  July,  1684.     31  Fed.  Rep.  38;  2p  O.  G.  1010. 
Leonard  v.  Ixtvell,  December,  1866.     29  Fed.  Rep.  310. 


.In  Txxt  Books: 
Walker  on  Pats.  3d  ed.  1888.  p.  31. 
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JOSEPH  ZANE  AND  JOSEPH  F.  MOSHER,  Exegutoes 
OF  Francis  Eoa-ch,  Deceased,  APPELLANTS,  b.  HENRY 
SOFFB.*- 

UO  U.  a  aoO-2M.    Ck».  lem,  1SS8. 

[Bk.  38,  L.  ed.  119;  36  O.  G.  737.] 

Affirming  Ibid,  2  F«d.  Rep.  329. 

Argued  October  23,  1883.     Decided  January  21,  1884. 

Moidence  of  prior  knowledge  anduae.     Particular  patent  construed. 

I.  Under  4  general  denial  of  patentee's  priority  of  invention,  evi- 
dence of  prior  knowledge  and  use,  taken  without  objection,  is 
competent  at  tbe  final  hearing  on  the  question  of  the  validity 
of  the  patent,     (p.  116.) 

S.  Claim  1  of  letters  patent,  No.  48,407,  N.  Jenkins,  June  27, 1865, 
Faucet,  for  "  The  screw  follower,  H,  in  combination  with  the 
valve  of  a  self-closing  faucet,  substantially  as  set  forth  and  for 
the  purpose  described,"  construed  and  limited  to  a  screw  fol- 
lower in  view  of  the  prior  use  of  an  inclined  plane  or  cam  aa  a 
means  of  producing  tbe  same  result,  and  held,  not  infringed 
as  limited  by  the  device  manufactured  under  letters  patent. 
No.  148,620,  H.  Soffe,  March  10,  1874,  Faucet,     {p.  IIB.) 

[Citatdona  in  tb«  opinion  of  the  coait:] 

Loom  Co.  V.  Higgiua,  105  U.  8.  595  [14  Am.  ft  Eng.  7p.]    p.  115. 

Appeal  from  the  Circuit  Court  of  the  United  States  for 
the  Southern  District  of  New  York. 

The  history  and  facts  of  the  case  appear  in  the  opinion  of 
the  conrt. 

The  specifications  and  drawings  of  the  letters  patent  re- 
ferred to  in  the  opinion  are  as  follows  : 

■Seo  Explaoatlon  of  Notes,  page  III. 
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StaWmeDl  of  Uie  caae. 

NATHANIEL  JENKINS,  OF  BOSTON, 

MASSACHUSETrS. 

iMPnOTEMENT  IN  SeLF-ClOSING  CoCKS. 

Specification  forming  part  of  Letters  Patent,  No.  48,407,  dated 
,        June  27,  1866. 

To  all  whom  it  may  cojicern  : 

Be  it  known  that  I,  Nathaniel  Jenkins,  of  Boston,  in  the 
county  of  Suffolk,  and  State  of  Massachusetts,  have  invented 
a  new  and  useful  Improvement  in  Self -Closing  Faucets ;  ^id 
I  do  hereby  declare  that  the  following  is  a  full,  clear,  and 
exact  description  of  the  construction  and  operation  of  the 
same,  reference  being  had  to  the  awompanying  drawings, 
forming  a  part  of  this  specification,  in  which — 

Figure  1  is  a  longitudinal  central  vertical  section  through 
the  entire  faucet ;  and  Fig.  3  is  a  similar  section'  through 
the  swivel,  P,  and  diaphragm,  showing  another  method  of 
confining  the  two. 

'Like  parts  are  indicated  by  the  same  letters  in  both 
figures. 

The  nature  of  my  invention  consists  in  opening  a  self- 
closing  faucet  by  means  of  a  screw-follower,  H,  whose 
threads  are  so  inclined  that  the  pressure  of  the  water  and 
the  spring,  O,  under  the  valve,  K,  will  be  sufficient  to  rotate 
said  follower,  and  thereby  close  the  faucet,  while  at  the 
same  time,  by  means  of  said  inclined  screw,  it  will  be  easy 
to  open  the  valve  and  hold  the  same  open  so  long  as  it  may 
be  required  to  let  the  water  run. 

My  invention  further  consists  in  combining  with  said  self- 
closing  valve  and  screw -follower  a  swivel,  P,  to  prevent  the 
twisting  and  friction  of  the  valve,  which  would  otherwise 
occur. 

To  enable  others  skilled  in  the  art  to  make  and  use  my 
improvement,  I  will  now  proceed  to  describe  the  constrac- 
tlon  and  operation  of  the  same. 

Fig.  1  represents  a  longitudinal  central  vertical  section  of 
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fig.  2. 


Witnesses  ,        !„„«■*..» 
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the  faucet,  in  which  A  is  the  inlet,  B,  the  outlet,  and  C,  the 
valve-chamber,  confined  to  the  center  of  the  £tacet  by  means 
of  the  screw,  e. 

rl  is  Ihe  valve-seat,  and  K  is  the  valve,  of  rubber  or  other 
suitable  material,  the  bottom  of  which  has  a  projecting  ring 
or  flange,  «,  which  enters  a  corresponding  groove  in  the  top 
of  the  metallic  base,  L.  whereby  the  two  are  coniined  to- 
gether. 

Q  vi  w  ixjnnd  shank,  extending  downward  from  the  center 
of  the  base,  L,  around  which  is  placed  the  spiral  spring,  O, 
the  design  of  said  spring  being  to  force  the  valve,  K,  up- 
ward to  its  seat,  (/,  where  it  will  be  held  by  the  pressure  of 
the  water. 

II  is  the  follower,  passing  through  the  cap,  F,  of  the 
chaml>er,  Y,  down  to  the  diaphragm,  G,  which  is  confined 
Iwtween  the  bottom  of  the  cap,  F,  and  the  top  of  the  cham- 
ber, Y,  by  means  of  tlie  screw,  /,  said  diaphragm  answering 
also  as  a  packing  for  the  cap.  This  follower,  H,  is  provided 
with  a  coarse  screw  thread  or  threads,^',  the  inclination  of 
which  is  such  that  a  partial  rotation  of  the  same  will  en- 
tirely open  the  valve,  while  the  upward  pressure  of  the  spring, 
O,  and  the  water  under  the  valve  is  sufficient  to  overcome 
the  friction  of  said  screw-follower  and  throw  it  up,  thus  mak- 
ing a  self-closing  faucet.  The  inclination  of  Ihe  8orew- 
thread,  j',  should  be  proportioned  to  the  head  of  water  under 
which  the  faucet  is  to  be  used.  The  less  the  head  of  water 
the  greater  the  inclination  of  the  thread  should  be,  and  »/cc 
versa. 

P  is  the  cylindrical  swivel,  the  upper  end  of  which  is 
turned  smaller  and  provided  with  a  screw,  /",  which  enters 
the  cylinder,  X,  between  which  the  diaphragm,  G,  is  con- 
fined, aa  clearly  shown  in  Pig.  1;  or  the  diaphragm,  being 
elastic,  may  be  confined  to  the  swivel,  P,  by  stretching  it 
over  the  same,  and  allowing  it  to  snap  or  contract  into  thg 
slot,  ar,  as  represented  in  Pig.  2.  This  latter  cylinder,  X, 
turns  freely  in  its  beiiring  in  the  lower  end  of  the  follower, 
being  kept  fiimi  dnnijiing  out  by  means  of  the  pin,  o,  the 


,y  Google 


108  ZAN^  V.  SOFFE.  [Sap.  Ct 

statement  of  the  caa«. 

inner  end  of  whicli  enters  an  annular  alot  in  the  same,  or  it 
may  be  supported  entirely  by  the  diaphragm,  as  in  Pig.  2. 
The  bottom  of  the  swivel,  P,  is  enlai^ed  and  concave,  so  aa 
to  confonn  to  the  shape  of  the  top  of  the  valve,  K,  on  which 
it  rests,  as  represented  in  the  drawings. 

What  I  claim  as  new,  and  desire  to  secure  by  Letters 
Patent,  is — 

1.  The  screw -follower,  H,  in  combination  with  the  valve  of 
a  self-closing  faucet,  substantially  as  set  forth,  and  for  the 
purpose  described. 

2.  The  combination  of  the  swivel,  P,  screw-follower,  H, 
valve,  K,  and  spring,  O,  substantially  as  and  for  the  pur- 
.pose  described. 

NATHL.  JENKINS. 

Witnesses: 
N.  Ames, 
0£o.  B.  Clarke. 


HENRY  SOPFE,  OP  NEW  YORK,  N.  Y. 
Improvement  in  Paitcets. 

Specification  forming  part  of  Letters  Patent,  No.  148,520,  dated 
March  10,  1874;  application  filed  February  17,  1874. 

7b  aU  V3?iom  it  may  amcern: 

Be  it  known  that  I,  Henry  Soffe,  of  the  city  and  State  of 
New  York,  have  invented  an  Improvement  in  Faucets,  of 
which  the  following  is  a  specification  : 

Self-closing  faucets  have  been  made  with  a  valve  preesed 
to  its  seat  by  a  spring,  and  inclines  have  been  used  for  open- 
ing the  valve,  such  inclines  being  upon  a  swivel  connected 
with  the  handle,  as  in  Letters  Patent,  No.  17,604 ;  or  upon 
the  outside  of  the  cover,  as  in  Lettei-s  Patent,  142,192. 

My  invention  is  made  for  .simplifying  the  construction, 
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lessening  the  cost,  and  for  preventing  wear  upon  tlie  in- 
clines, or  the  parts  moving  upon  them.  At  the  same  time, 
the  inclines  are  out  of  sight,  and  there  is  nothing  to  catch  or 
injure  the  hands  or  clothing  that  may  t^ome  in  contact  with 
.  the  faucet,  and  the  spindle  is  only  subjected  to  the  strain 
due  to  its  revolution,  the  o{>ening  and  closing  forces  being 
concentrated  upon  the  valve  itself. 

In  the  drawing,  Figure  1  is  a  longitudinal  vertical  section 
of  the  improved  &.Dcet ;  and  Fig.  2  is  a  sectional  plan  at  the 
line,  X  X. 

The  valve-seat,  a,  is  between  the  inlet-pipe,  J,  and  the  dis- 
charge pipe  or  bib,  c,  and  at  the  bottom  of  the  cylinder,  d, 
tliese  parts  being  cast  together.  At  the  top  of  the  cylinder, 
d,  is  the  screw -cap,  c,  with  a  packing  or  gland  for  the  valve- 
stem,  /.  The  handle,  g,  is  at  the  upper  end  of  this  stem,/, 
and  the  valve,  i,  at  the  lower  end,  and  this  valve,  i,  is,  pre- 
ferably, made  with  an  elastic  face.  The  spring,  &,  closes 
the  valve  against  the  pressure  of  the  liqaid,  said  spring  be- 
ing around  the  stem,  /,  and  within  the  barrel,  d.  The  in- 
clines, o  0,  are  within  the  barrel  or  cylinder,  d,  and  adjacent 
to  the  valve-seat.  They  are,  preferably,  double,  so  as  to  ex- 
tend np  above  the  inner  open  end  of  the  tube  forming  the 
bib,  and  at  opposite  sides  of  the  valve,  /,  are  projections  or 
fingers,  r,  that  extend  above  the  inclined  surfaces,  and 
their  ends  touch,  or  nearly  touch,  the  inner  walls  of  the 
cylinder,  d. 

It  will  now  be  evident  that  the  spring,  k,  retains  the  valve 
to  its  seat,  and  holds  the  same  firmly  against  the  pi-essure  of 
the  water,  and,  when  the  valve  and  stem  are  turned  by  the 
handle,  ff,  the  fingers,  )',  run  up  the  inclines,  o,  lifting  the 
valve  against  the  pressure  of  the  spring,  and,  when  the 
handle  is  i-eleased,  the  valve  closes  by  the  action  of  the 
spring,  k.  so  that  the  faucet  is  self-closing. 

If  the  length  of  the  cylinder,  d,  or  spring.  A;  is  such  that 
the  fingers,  r,  can  be  turned  around  until  they  reach  a  flat 
place  that  is  formed  at  the  top  of  the  in<;lines,  o,  then  the 
valve  can  be  left  open  after  the  parts  have  been  turned 
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around  to  this  point,  which  is  a  convenience  in  faneeta  for 
was}i-tab8,etc. 

By  this  conatrnction  the  inclines  and  lingers  are  labricated 
by  the  liquid  passing  through  the  cock,  these  parts  are  out 
of  sight,  and  the  faucet  can  be  made  to  i-essemble  any  ordi- 
nary screw  or  self-closing  faucet ;  and  the  power  of  the 
spring  to  close  the  valve,  and  of  the  inclines  to  lift  the  valve, 
being  applied  to  the  valve  itself,  the  va!ve-stem  only  requires 
to  be  sufficiently  large  to  resist  the  torsion. 

I  am  aware  that  inclines  have  been  employed  beneath  the 
faucet-cup  to  push  the  valve  down  from  itfl  seat,  the  valve 
being  at  the  opposite  side  of  the  seat  to  the  cap  ;  but  this 
arrangement  is  costly,  and  difficult  to  construct. 

I  claim  as  my  invention — 

The  faucet^cylinder,  d,  with  the  seat,  a,  between  the  inlet- 
pipe,  b,  and  pipe,  c,  and  made  with  the  double  inclines,  o  o, 
within  the  cylinder,  and  adjacent  to  the  valve-seat,  in  com- 
bination with  the  valve,  ?',  and  the  fingers,  r,  that  project  at 
the  sides  of  the  valve,  the  stem,/,  cap.  e,  and  spring,  A:,  the 
parts  being  arranged  and  operating  as  set  forth.  , 

Signed  by  me  this  13th  day  of  February,  A.  D.  1874. 

HENRY  SOFFE. 
Witnesses  : 

Geo.  T.  Pinoknet, 
Chas.  H.  Smith. 

Mr.  Tkos.  Wm.  Clarke,  for  appellants  : 

The  denial  in  the  answer  of  the  invention  by  Jenkins  was 
not  supported  by  the  statutory  list  of  persons  and  residences 
of  persons  who  had  prior  knowledge.     Rev.  Stats.  §  4920. 

The  allegatioi»of  public  and  general  use  in  New  York 
and  Brooklyn,  fifteen  years  before  the  Jenkins  invention, 
was  not  supported  by.suchastatotory  list.  Hence,  evidence 
in  pais  to  avoid  this  patent  by  prior  knowledge  or  use  of 
the  substantive  thing  described  in  it,  cannot  be  considered 
by  the  court  except  to  reject  it. 
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The  only  remaining  issue  tendered  by  the  answer  is  that 
of  infringement. 

To  this  all  the  evidence  must  apply.  To  limit  the  scope 
of  the  patent,  any  testimony  of  prior  structures  is  admis- 
sible; but  if  this  shows  an  anticipation  it  will  have  no 
weight  unless  pleaded. 

Americaji  Saddle  Co.  v.  Hogg,  1  Holmes,  133  ;  citing  Vance 
V.  Campbell,  1  Black,  427  [7  Am.  &  Eng.  117;]  Howe  v. 
Williams,  3  Pish.  421. 

,  All  the  evidence  which  goes  to  make  the  Jenkins  patent 
void  was  inadmissible  because  not  pleaded  in  the  statutory 
foiTO,  and  is  to  be  disregarded. 

The  infringement  is  clear. 

Messrs.  HenTy  P.  Wells  and' Charles  R.  Ingersoll,  for 
appellees  : 

The  claim  in  •controversy  of  the  Jenkins  patent  must  be 
construed  either  to  mean :  1st,  the  screw-follower  in  com- 
bination vrith  any  form  of  valve  of  a  self-closing  faucet,  or, 
2d,  the  screw-follower,  H.  in  combination  with  substantially 
such  a  valve  as  it  "  set  forth  "  in  the  specification  and  draw- 
ings. 

The  state  of  the  art  fori)ids  the  first  constmction,  since 
Judge  Shipman  has  decided  that  fourteen  years  earlier  the 
Morand  patent  contained  such  a  screw -follower  combined 
with  a  valve  in  a  self-closing  faucet. 

Taking  then  the  second  and  only  remaining  constmction, 
and  it  ia  at  once  apparent  that  no  valve  "  substantially  as 
set  forth'"  in  the  Jenkins  patent  is  found  in  the  respon- 
dent's faucet.  7%e  two  vdlttes  could  hardly  be  more  dis- 
similar. 

(The  alignment  was  to  theeffect  that  appellee's  patent  did 
not  infringe  the  Jenkins  patent  and  in  r^ard  to  the  con- 
struction of  the  two  patents.) 

Mr.  Justice  Bradley  delivered  the  opinion  of  the  court: 
This  writ  was  brought  by  Zane  and  Boach,  as  assignees 
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of  one  Nathaniel  Jenkins,  against  the  defendant,  Sofie,  for 
infringing  (as  charged,)  certain  letters  patent  granted  to 
said  Jenkins,  June  33d,  1865,  for  an  improvement  in  self- 
acting  cocks  or  faucets. 

The  general  features  of  the  invention  patented,  so  far  as 
material  to  be  considered,  may  be  described  as  follows ;  The 
valve  is  situated  in  a  chamber  below  the  valve-seat,  where 
the  water  is  introduced  by  the  intixxluction-pipe  and  is  kept 
in  place  against  the  valve-seat  by  a  spiral  spring  nnder- 
neath,  resting  on  the  bottom  of  the  chamber ;  on  its  upper 
side  the  valve  is  connected  by  a  swivel  with  a  stem  whicTi 
I)roject8  upward  through  the  top  of  the  faii<«t,  where  it  is 
provided  with  a  handle  by  which  it  may  be  turned ;  a  screw 
is  formed  on  the  upper  pjirt  of  the  stem  by  which,  when  the 
stem  is  turned  by  the  hand,  it  is  forced  downward  and 
pushes  the  valve  from  its  seat,  thus  permitting  the  water  to 
Row  out  of  the  cock ;  on  letting  the  handle  go,  the  spiral 
spring  below  the  valve,  aided  by  the  pressure  of  the  water, 
forces  the  valve  back  to  its  seat,  and  the  flow  of  water  is 
stopped.  In  the  specification,  the  stem  is  called  a  screw- 
follower.  Tile  patent  has  two  claims,  only  the  first  ()f  which 
is  claimed  to  be  infringeii  by  the  defendant,  and  this  is  in 
the  following  words,  to  wit:  "What  I  claim  as  new  and  de- 
sire to  secure  by  letters  patent  is,  1st,  the  screw-follower,  H, 
in  combination  with  the  valve  of  a  self-closing  fancet,  sub- 
stantially as  set  forth,  and  for  the  purpose  described." 

The  defendant  answered  the  bill,  denying  that  Jenkins 
was  the  first  inventor  of  the  thing  patented,  denying  in- 
fringement, and  setting  up  a  patent  granted  to  defendant 
himself  on  the  10th  of  March,  1874,  under  and  according  to 
which  the  faucets  manufactured  by  hira  were  made  and 
which,  he  alleges,  are  no  infringement  of  the  Jenkins  patent. 
The  answer  specifically  refers  to  only  one  patent  as  antici- 
pating the  supposed  invention  of  Jenkins,  namely,  a  patent 
granted  to  one  Frederick  H.  Bartholomew,  in  August,  1846, 
in  which,  (as  alleged,)  all  the  essential  elements  of  the  faucet 
xio  V.  s.  soi-sm. 
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patented  to  Jenkins  are  described  and  exhibited.  The  an- 
swer, however,  contains  the  following  general  averment : 

"  This  defendant,  further  answering,  denies  that  the  pat- 
ent granted  said  Nathaniel  Jenkins  is  valid ;  and  alleges 
that,  prior  to  the  invention  described  in  said  patent,  a  screw 
and  spring  worked  in  opposition  to  each  other,  had  been 
used  to  open  and  close  faucets  and  hydrants,  in  which  faucets 
and  hydrants  the  screw  did  all  the  work  of  opening  the  f  auceta 
and  hydrants  and  the  spring  did  all  or  most  of  the  work  of 
closing  the  valve  of  the  faacets  and  hydrants.  That  faucets 
and  hydrants,  operated  in  the  above  manner,  had  been  in 
public  and  general  use  and  for  sale  in  the  cities  of  New  York 
and  Brooklyn  and  in  various  other  places,  long  prior  to  and 
at  least  fifteen  years  before  the  date  of  the  alleged  invention 
of  Nathaniel  Jenkins ;  and  defendant  is  advised  and  be- 
lieves that,  by  reason  of  said  prior  public  use  and  sale,  the 
patent  granted  to  said  Jenkins  is  invalid." 

This  answer  was  not  excepted  to,  and  evidence  was  given 
by  the  defendant,  without  objection,  showing  that  a  large 
number  of  faucets  and  hydrants  were  made  by  Bartholomew 
and  publicly  used  in  the  city  Of  New  York  several  years 
before  the  issuing  of  the  patent  sued  on,  differing  in  some 
respects  from  the  specific  device  described  in  Bartholomew's 
patent,  referred  to  in  the  answer,  but  relied  on  as  anticipat- 
ing the  alleged  invention  of  Jenkins  or,  at  least,  as  contain- 
ing all  the  essential  elements  of  the  faucets  manufactured 
by  the  defendant. 

The  court  below  held  that  this  evidence  was  competent  to 
show  the  state  of  the  art  at  the  time  Jenkins'  patent  waa 
granted,  and  might  be  used  for  the  purpose  of  limiting  its 
construction,  but  not  for  the  purpose  of  showing  such  a 
previous  knowledge  and  use  of  the  invention  as  would  affect 
the  validity  of  the  patent.  But  since  the  decision  of  this 
case  in  the  circuit  court,  we  have  held,  in  Loom  Co.  v.  Hig- 
gins,  105  V.  S.  696  [14  Am.  &  Eng.  70,]  that,  under  a  gen- 
eral denial  of  the  patentee's  priority  of  invention,  evidence 


,y  Google 


116  ZANE  V.  SOFFE.  [Sap.  Ot 

Opinion  of  the  court 

of  prior  knowledge  and  nee,  taken  without  objection,  is 
competent  at  the  final  hearing  on  the  question  of  the  vali- 
dity of  the  patent.  And,  since  in  the  pi-esent  case  there  was 
neither  an  exception  to  the  answer  nor  any  objection  to  the 
evidence,  except  aa  to  a  single  faucet  marked  Defendant's 
Exhibit  No.  2,  (which  may  be  laid  out  of  the  case,)  we  think 
that  the  remaining  evidence  of  prior  knowledge  and  use 
might  well  have  been  considered  by  the  court  on  the  ques- 
tion of  priority  as  affecting  the  validity  of  the  patent. 

Viewing  the  evidence,  however,  with  the  court  below, 
only  as  demonstrative  of  the  state  of  the  art  and,  therefore, 
competent  to  limit  the  construction  of  the  patent  to  the 
precise  form  of  parts  and  mechanism  described  and  claimed 
therein,  it  was  amply  sulficient  to  sustain  the  decree. 

Self-closing  cocks  and  faucets  were  no  new  thing  in  June, 
1865,  when  the  patent  of  Jenkins  was  issued.  Bartholomew 
had  manufactured  and  sold  them  for  a  period  ot  ten  or  fif- 
teen years  before  that  time.  As  early  as  1854  he  had  made 
and  sold  faucets  in  which  the  valve  was  kept  on  its  seat  by 
the  pressure  of  a  spiral  spring,  and  when  a  flow  of  water 
was  desired,  the  valve  was  lifted  from  its  seat  against  the 
force  of  the  spring  by  means  ot  a  stem,  operated  by  a  collar 
or  cross-piece  moving  around  on  a  fixed  circular  inclined 
plane  or  cam,  having  the  same  effect  as  a  screw;  when  the 
handle  or  thumb-piece,  attached  to  the  collar  was  liberated 
or  let  go,  the  spiral  spring  would  force  the  valve  back  to  its 
seat,  and  the  fiow  of  water  would  be  stopped. 

The  improvement  ot  Jenkins,  (or  what  was  patented  to 
him  as  such,)  as  we  have  seen,  was  the  employment  of  a 
screw  on  the  upper  part  of  the  valve-stem,  in  lieu  of  the  cir- 
cular cam  or  inclined  plane,  to  force  the  valve  from  its  seat. 
This  valve-stem,  called  by  him  the  screw-follower,  forced 
the  valve  not  only  against  the  pressure  of  the  spring,  but 
against  that  of  the  water,  both  of  which  were  exerted  in 
carrying  the  valve  back  to  its  seat  as  soon  as  the  force  oper- 
ating ux>on  the  screw  was  removed.     Now,  in  view  of  the 

110  V.  B.  fl03-a««. 
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fact  that  an  invlined  plane  or  cam  waa  previoualy  used  by 
Bartholomew  aa  a  means  of  producing  the  same  result  upon 
the  valve-stem  as  that  produced  by  the  screw  made  upon  it 
by  Jenkins,  it  is  clear  that  the  claim  of  the  latter  in  his 
patent,  of  the  screw-foUower,  H,  in  combination  with  the 
valve  of  a  self-closing  faucet,  substantially  as  set  forth, 
,  must  be  limited  to  the  precise  form  of  mechanism  desig- 
nated. It  must  be  limited  to  a  screw -follower  and  cannot 
be  construed  to  embrace  a  cam  arrangement  for  moving  the 
valve.  Whether  it  is  also  to  be  limited  to  a  valve  which 
moves  to  its  seat  concurrently  with  and  not  against  the 
pressure  of  the  water,  it  is  not  necessary  to  determine.  The 
limitation  to  the  screw  is  sufficient  to  determine  this  case. 
In  the  faucet  manufactured  by  the  defendant,  the  screw  ia 
not  used,  but  the  old  cam  device  is  employed  for  lifting  the 
valve  from  its  seat.  It  is  true  that  the  cam,  instead  of  be- 
ing placed  at  the  top  of  the  stem,  on  the  outside  of  the 
faucet,  as  was  done  by  Bartholomew,  is  placed  at  its  lower 
extremity,  by  the  valve,  inside  of  the  faucet;  but  this  does 
not  change  the  principle  of  its  construction  or  operation. 
We  concur  with  the  court  below  in  holding  that,  construed 
as  the  patent  of  Jenkins  must  be  in  view  of  the  state  of  the 
art  at  the  time  of  its  issue,  the  defendant  has  not  Infringed 
it  and  the  bUl  of  complaint  was  properly  dismissed. 

The  decree  of  the  Oircuit  Court  dismissing  the  hill  is, 
there/ore,  affl/rmed. 


1.  AdmiBsibility  of  evidence  of  prior  knowledge  and  use  to  show 
want  of  novelty  without  notice: 
Blanchard  «.  Putnam,  8  Wall.  430  [8  Am.  Sc  Eng.  107.] 
Loom  Co.  V.  Higgins,  10«  U".  S  680  fl4  Am.  A  Eng.  70.] 
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Judicial  noUce  taken  of  prior  knowledge  and  use  : 

Terbune  tt.  Phillips,  99  U.  S.  593  [12  Am.  &,  Eng.  8?0.] 


Patent  In  mlti 

No.  48,407.     Jenkins,  N.     June  97, 1866.    Fanoet. 

Othbk  Suits  oh  Bua  Vi.Twirs : 

Zsne  V.  Soffe,  1880.     3  Fed.  Rep.  339;  S  Ban.  A  Ard.  284. 

Zane  t>.  Peck,  1881.     9  Fed.  Rep.  101. 

Zane  v.  Peck,  1882.     13  Fed.  Rep.  47Sj  83  0.  G.  191. 


atedt 

Im  Text  Books  : 
Walker  on  Pats,  ad  ed.  1889.  p.  896. 
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'  Aifiiment  of  counsel. 

SAMUEL  G.  B.  COOK,  APPELLANT,  b.  SANDUSKY 
TOOL  COMPANY.* 

Bk.  28,  Zi.  ed.  124.    Oct.  Term,  18S8. 

[26  0.  O.  1114.] 

Argued  January  8,  4,  1884.     Decided  January  21,  1884. 

Particular  patent  construed;  held,  if  novel,  not  infringed. 

1.  Lcttera  patent,  No.    169,230,  granted  April  3,    1877,  to  O.  H. 
Hicka,  for  Improvement  in  Hoes,  considered  aaAkeld,  if  the 
'  invention  made  and  Bold  by  respondent  prior  to  the  date  of 
the  patentee's  invention  is  not  an  anticipation,  it  is  not  an  in- 
fringement of  it.     (p.  122.} 

Appeal  from  the  Circuit  Court  of  the  United  States  for 
the  Northern  District  of  Oliio. 

The  bill  in  this  caae  waa  filed  in  the  court  below,  by  the 
appellant,  to  recover  damages  alleged  to  have  resulted  from 
the  infringement  of  certain  letters  patent  for  an  improve- 
ment in  hoes,  and  for  an  injunction. 

The  court  below  having  entered  a  decree  dismissing  the 
bUl,  the  complainant  appealed  to  this  court. 

The  decree  of  the  court  below  found : 

"  That  the  hoe  made  and  sold  by  the  defendants,  which 
complainant  in  his  bill  of  complaint  alleged  and  charged  to 
be  an  infringement  of  United  States  lettera  patent.  No.  198,- 
220,  granted  April  3,  A.  D.  1877,  to  Oliver  H.  Hicks,  waa 
made  and  sold  by  the  defendant,  the  Sandusky  Tool  Com- 
pany, prior  to  the  date  of  the  alleged  invention  of  the  said 
Oliver  H.  Hicks,  upon  which  the  said  patent  was  granted." 

Messrs.  Geo.  H.  Howard,  Halhert  E.  Paine,  and  F.  O. 
Somes,  for  appellant: 

The  solitarj--  finding  of  the  circuit  court  that  hoes,  like  the 
infringing  hoes,  were  made  and  sold  by  the  defendant,  before 

*  See  Kxplanation  of  Notes,  page  III. 
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the  date  of  the  alleged  iaventlon  of  the  complainaDt's  as- 
signor, is  erroDeooB,  for  the  reason  that  the  answer  con- 
tains no  averment  of  any  such  fact. 

The  decree  must  conform  to  the  allegations  as  well  as  the 
proofs  in  the  cause.     Crocket  v.  Lee,  7  Wheat.  623. 

The  infringement  has  been  proven  by  the  appellee's  own 
record  by  testimony  of  Schwehr  and  by  Montgomery  and 
Force. 

Messrs.  M.  'D.  Leggett  and  L.  L.  Leggett,  for  appellee: 

The  appellees  clearly  esteblished  by  testimony  that  their 
hoe  was  conceived  in  the  latter  part  of  1875,  or  very  early  in 
1876  ;  that  some  exxierimental  hoes  were  made  in  Angust, 
1876 ;  that  in  November  or  December  of  1876,  the  hoes  were 
placed  upon  the  market  and  that  before  February  21,  1877, 
more  than  a  thousand  of  the  same  had  been  made  and  sold, 
and  before  June,  1877,  many  thousands  had  been  placed 
upon  the  market. 

The  appellant  called  two  witnesses  to  fix  the  date  of  the 
Hicka  invention  (see  record)  and  the  earliest  date  at  which 
they  fix  his  invention  or  any  suggestion  of  the  same  is  Feb- 
ruary 21,  1877. 

We  submit  that  it  is  clear  upon  the  record  that  the  ai>- 
pellee's  hoe  is  not  the  same  thing,  nor  substantially  the 
same  thing  as  that  described  and  claimed  in  the  appellant's 
patent,  and  cannot,  therefore,  infringe  the  same. 

Whatever  may  be  the  construction  of  the  appellant's 
patent,  and  however  your  Honors  may  regai-d  the  appel- 
lee's hoe,  whether  it  ia  or  is  hot  tlie  same  thing  or  aubsten- 
tially  the  same  thing  as  that  described  in  said  patent,  the 
testimony  clearly  establishes  tlie  fact  that  the  appellee's 
hoe,  made  exactly  as  complained  of,  was  completed;  and  at 
least  one  thousand  of  them  placed  upon  the  market,  before 
Hicks  conceived  of  the  invention  embodied  in  the  appel- 
lant's patent. 
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Mr.  Chief  Justice  Waite  delivered  the  opinion  of  the 
court: 

7%e  decree  in  this  case  is  affin-med.  If  the  hoe  made  by 
the  Tool  Company  infringes  the  patent  ot  the  appellant,  it 
was  an  anticipation  of  the  invention,  and  the  patent  is  void, 
for  the  testimony  leaves  no  doubt  whatever  in  our  minds 
that  the  company  made  and  sold  their  hoes  long  before  the 
date  of  the  invention  patented.  If  it  is  not  an  anticipation, 
it  is  not  an  infringement. 

Afflrmed. 

Omitted  la  O.  g. 


That  which  infringes  if  l&ter,  is  an  anticipation  if  earlier : 
V0B8  V.  Fisher,  113  U.  S.  313.  [p.  493po»t] 
Peters  v.  Active  Mnfg.  Co.,  129  U:  S.  530. 


Patent  in  snlti 

Mo.  189,320.      Hicks,  0.  H.     April  3,  1877.     Hoe. 

Cited  t 

In  Circuit  Coubta  in: 

Electrical  Accumulator  Co,  «.  Julien  Electric  Co.,  March,  1881 
Fed.  Rep.  117. 
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Argument  of  onnnMl, 

LAKE  SHORE  AND  MICHIGAN  SOUTHERN  RAIL- 
WAT  COMPANY,  APPELLANT,  v.  NATIONAL 
CAR  BRAKE  SHOE  COMPANY.* 

no  V.  8.  aaO-a8&    Oot.  Venn,  18S& 

[Bk.  S8,  L.  ed.  128  J  36  O.  O.  S15.] 

Argued  January  9,  10,  1884.     Decided  January  38,  1884. 

Particular  patent  construed  and  held  not  it\frirtged. 

1 1.  In  this  case  it  was  held,  that,  on  the  record  herein,  cl^m  2  of 
letters  patent,  No.  40,156,  granted  to  James  Bing,  Octoher  6, 
1 863,  for  an  Improved  Shoe  for  Car  Brakes,  namely  :  "  The 
combination  of  shoe,  A,  sole,  B,  clevis,  D,  and  bolt,  G,  the 
whole  being  constructed  and  arranged  substantially  as  speci- 
fied," does  not  embody  any  lateral  rocking  motion  in  the  shoe, 
as  an  element  of  the  combination. 

On  such  a  construction,  there  was,  on  the  record  herein,  patent- 
able novelty  in  said  claim  ;  and  a  structure  having  the  same 
four  parts  in  combination,  with  merely  formal  and  not  sub- 
stantial mechanical  differences,  infringes  said  claim,     (p.  133.) 

'    Appeal  from  the  Circuit  Court  of  the  United  States  for 
the  Northern  District  of  Illinois. 

The  history  and  facts  of  the  case  fully  appear  in  the  opin- 
ion of  the  court. 

Mt.  George  Pay  son,  for  appeUa-rU  : 

The  second  cMtd  of  appellant's  patent  reads  as  follows : 
"The  combination  of  shoe,  A,  sole,  B,  clevis,  D,  and  bolt, 
Gt,  the  whole  being  constructed  and  arranged  substantially 
as  specified." 

If  we  turn  to  the  specification  to  see  what  '"substantially 
as  specified"  means,  we  find  the  shoe,  the  sole,  and  the 
bolt  all  fully  and  expressly  described  as  so  constructed  and 
aiTanged*as  to  give  the  sole  a  lateral  rocking  motion  upon 
the  shoe.  We  find  the  peculiar  merits  and  advantages  of 
*8ee  Explanation  of  Notes,  page  III. 
t  Head-note    itj  Mr.  Justice  Blatohford, 
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this  mode  of  consti'action  fully  set  forth  and  insisted  apon. 
We  find,  in  short,  that  this  rocking  motion  is  of  the  very 
essence  of  the  invention,  the  main  thing  that  the  patentee 
was  seeking  after. 

"A  combination  is  always  an  entirety.  In  such  cases  the 
patentee  cannot  abandon  a  part  and  claim  the  rest ;  nor  can 
he  be  permitted  to  prove  that  a  part  is  useless,  and,  there- 
fore, immaterial.  He  must  stand  by  his  claim  as  he  made 
it."  Schumacher  v.  Cornell,  96  U.  S.  554  [11  Am.  &  Eng. 
443 ;]  see  also  Merrill  ».  Yeomans,  94  U.  S.  673  [11  Am.  & 
Eng.  203 ;]  Keystone  Bridge  Co.  v.  Phosnix  Iron  Co.,  95  U. 
S.  278  [11  Am.  &  Eng.  364 ;  Bums  v.  Meyer,  100  U.  S.  672 
[12  Am.  &Eng.  342.] 

This  being  a  combination  patent,  it  was  incumbent  on 
the  plaintiff  to  prove  that  the  parts  substituted  by  the  de- 
fendant in  place  of  those  shown  in  the  patent  were  well 
known  as  proper  substitutes  therefor  at  the  date  of  Sing's 
invention. 

Gould  V.  Rees,  15  Wall.  190  [9  Am.  &  Eng.  39;]  Gill  v. 
Wells,  22  Wall.  28  |9  Am.  &  Eng.  4T1 ;]  Imhaeuser  r. 
Buerk,  101  U.  S.  656  [12  Am.  &  Eng.  443.] 

Even  admitting  that  defendant  had  used  all  the  same 
parts,  that  alone  does  not  constitute  infringement,  but  they 
mast  be  arranged  and  combined  in  substantially  tlie  same 
way.  Prouty  v.  Ruggles,  16  Pet.  341  [4  Am.  &  Eng.  iUil ;] 
Carver  c.  Hyde,  16  Pet.  513  [4  Am.  &  Eng.  367;]  Stimpson 
f>.  Railroad,  10  How.  ?45  [5  'Am.  &  Eng.  129 ;]  Eames  r. 
Godfrey,  1  Wall.  80  [7  Am.  &  Eng.  158 ;]  Seymour  v.  Os- 
borne, 11  Wall.  556  [8  Am.  &  Eng.  290.] 

Messrs.  Tftomds  A.  Banning  and  Ephraim  Banning, 
for  appellee  : 

It  will  be  seen  from  an  examination  of  the  specification 
that  the  patentee  considered  that  he  had  made  two  sepa- 
rate inventions  ;  but  as  they  both  related  to  the  same  sub- 
ject matter,  he  obtained  only  one  patent. 

In  the  first,  it  is  manifest  that  constructing  the  shoe  in 
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two  parts,  so  as  "to  give  a  lateral  rocking  motion,"  was 
the  idea  Bought  to  be  embodied  in  ipon.  In  the  second,  the 
object  aimed  at  was  an  easy  and  simple  way  of  connectlDg 
all  the  parts  and  hanging  the  Bhoe.  The  simple  combina- 
tion of  mechanism  invented  to  accomplish  this  object,  might 
or  might  not  include  a  lateral  rocking  motion.  That  would 
depend  upon  whether  the  parte  were  made  loose  in  their 
bearings,  and  so  far  as  regards  this  invention,  the  specifica- 
tion does  not  require  them  to  be  made  either  loose  or  tight. 
It  saya  nothing  whatever  on  the  subject. 

The  essence  of  the  patentee's  invention  then,  is  in  his 
mechanical  combinations,  as  well  as  in  his  rocking  motion. 
As  said  by  Judge  Dmmmond,  "his  invention  is  the  pecu- 
liar construction  of  the  shoe  in  these  two  parts,  put  to- 
gether and  separated  in  the  way  described." 

Under  this  construction,  appellant  concedes  that  tbe  first 
of  its  brake  shoes  is  an  infringement.  The  points  of  re- 
semblance between  the  second  shoe  and  the  patented  de- 
vice are  so  many  and  so  striking,  that  if^  is  evident  itsori^n 
was  Sing's  invention. 

It  is  insisted  that  appellee  cannot  invoke  the  doctrine  of 
mechanical  equivalents.  Our  answer  to  this  is,  that  do 
doctrine  of  mechanical  equivalents  has  any  application  to 
this  case.  No  parts  are  substituted  in  appellant's  shoe,  but 
exactly  the  same  parts  are  used  as  in  the  patented  inven- 
tion, namely,  a  shoe,  a  sole,  a  bolt,  and  a  clevis  or  hanger. 
That  some  of  these  parts  are  slightiy  different  in  form  from 
those  shown  in  the  patent,  can  make  no  difference. 

Mr,  Justice  Blatcrford  delivered  the  opinion  of  the 
court,  on  the  28th  of  January,  1884. 

This  is  a  suit  in  equity,  brought  by  the  National  Car- 
Brake  Shoe  Company,  a  corporation,  against  the  lake 
Shore  and  Michigan  Southern  Railway  Company,  in  the 
Circuit  Court  of  the  United  States  for  the  Northern  District 
of  Illinois,  for  the  infringement  of  letters  patent-,  No.  40, 166, 
tia  u.  8.  as*. 
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granted  to  JameaBing,  as  inventor,  October  (ith,  1863,  for  sev- 
enteen yeara,  for  " an  improved  ahoe  for  cm-brakes."  The 
bill  was  filed  June  7th,  1880,  lesa  than  4  months  before  the 
expiration  of  the  patent.  The  answer,  which  was  filed  Oc- 
tober 4th,  1880,  2  days  before  the  patent  expired,  denies  in- 
fringement and  alleges  that  the  thing  patented  had  been  in 
public  use  or  on  sale,  with  the  consent  and  allowance  of 
Bing,  for  more  than  2  years  prior  to  his  application  for  the 
patent,  and  that  the  invention  had  been  abandoned  by  him 
to  the  public.  There  is  no  defence  of  wMit  of  novelty  or 
patentability  set  up  in  the  answer.  Tlie  replication  was 
filed  on  the  same  day  with  the  answer.  No  proofs  were 
taken,  but  5  days  after  the  filing  of  the  repUcatioQ,  and  3 
days  after  the  patent  expired,  the  parties  entered  the  fol- 
lowing written  stipulation :  "  It  is  hereby  stipulated  by  and 
between  the  parties  to  the  above  entitled  suit,  for  the  pur- 
poses of  said  suit  and  no  other,  as  follows,  to  wit:  1.  That 
the  patent  sued  on.  No.  40,156,  issued  to  James  Bing,  Octo- 
ber 6,  1863,  may  be  considered  as  formerly  offered  in  evi- 
dence, and  that  complainant  is  the  exclusive  owner  thereof. 
3.  That  the  small  brass  model  offered  by  complainant,  and 
marked  "Complainant's  Exhibit  Bing's  Brake-Shoe,"  is  a 
correct  representation  of  the  invention  described  in  said 
patent,  except  that  defendant  claims  that  said  model  has 
not  enough  rocking  motion.  3.  That  the  small  wooden 
model  offered  by  defendant,  and  marked  "  Defendant's  Ex- 
hibit A,"  is  also  a  correct  representation  of  the  said  inven- 
tion, except  that  complainant  claims  that  said  model  has  too 
much  rocking  motion.  4.  Tlnit  defendant  has  used  two  dif- 
ferent kinds  of  brake-shoes,  both  of  which  are  claimed  by 
complainant  to  be  infringements  of  the  second  claim  of  said 
patent,  but  as  to  both  of  which  infringement  is  denied  by 
defendant.  5.  That  the  first  of  said  brake-shoes  is  con- 
structed in  all  respects  like  that  described  in  said  patent, 
except  that  the  two  parts,  viz.,  the  shoe  and  the  sole,  are 
fitted  on  each  other  sosnngly  as  to  have  no  rocking  motion. 
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6.  That  tJie  second  of  said  shoes  is  correctly  lepreeented  by 
the  small  woodenmodel  marked  "Defendant's  Exhibit  B," 
and  that  it  also  has  no  rocking  motion.  -7.  That  brake- 
shoes  having  a  detechable  sole  attached  to  the  shoe  by  bolts 
passing  thronghthe  shoe  and  sole  at  right  angles  to  the  face 
of  the  sole,  one  at  the  top  and  one  at  the  bottom,  and  se- 
cured by  nuts  screwed  on  to  the  inner  ends  of  said  bolts,  so 
that  the  sole  could  be  taken  off  upon  the  removal  of  said 
bolts,  had  been  known  and  used  in  the  United  States  for 
some  years  prior  to  the  said  invention  of  said  Bing,  and 
that  the  small  wooden  model  marked  "Defendant's  Ex- 
hibit C,"  Is  a  correct  representation  of  said  brake-shoes. 
8.  That  said  shoe  last  mentioned  was  suspended  from  the 
track  by  a  hanger  or  clevis  attached  to  a  bolt  passing 
through  a  hole  at  the  top  of  said  shoe,  as  shown  in  said 
model.  9.  Tliat  neither  of  said  brake-shoes  used  by  de- 
fendant hae  the  lateral  rocking  motion  described  in  said  ' 
patent  or  infringes  the  first  claim  of  said  patent.  10.  That, 
if  the  court  be  of  the  opinion  that  said  lateral  rocking  mo- 
tion forms  no  part  of  the  second  claim  of  said  patent,  then 
tlie  first  of  said  defendant's  brake-shoes  above  mentioned  is 
admitted  to  be  an  infringement  of  said  claim  and  the  de- 
cision as  to  that  shoe  shall  be  in  favor  of  complainant,  pro- 
vided the  court  shall  also  be  of  the  opinion  that  there  is,  on 
that  construction,  any  patentable  novelty  in  said  claim. 
But,  if  the  court  be  of  the  opinion  that  said  lateral  rocking 
motion  does  form  a  part  of  said  second  claim,  or  that  there 
is  no  patentable  novelty  in  said  ciaim  if  so  construed  as  to 
exclude  said  rocking  motion,  then,  in  either  of  these  rases, 
the  decision,  shall  be  in  favor  of  defendant  as  to  said  first 
shoe.  11-  That,  if  the  court  shall  be  of  the  opinion  that 
said  lateral  rocking  motion  forms  no  part  of  the  second 
claim,  and  that  defendant's  second  brake-shoe,  viz.,  that 
the  defendant's  Exhibit  B,  is,  in  it«  mechanical  construc- 
tion, substantially  the  same  as  the  combination  described 
in  said  claim,  then  the  decision  as  to  that  shoe  also  shall 
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be  in  favor  of  complainant,  provided  the  court  shall  also  be 
of  opinion  that  there  is  any  patentable  novelty  in  said  claim 
when  BO  construed.  But,  if  the  court  sh&ll  be  of  opinion,  either 
that  said  lateral  rocking  motion  does  (o)  form  a  part  of  eaid 
second  claim,  or  that  the  mechanical  construction  of  said 
shoe-brake  is  not  substantially  the  same  as  that  shown  in 
said  claim,  or  that  there  is  no  patentable  novelty  in  said 
claim  if  80  construed  as  to  exclude  said  rocking  motion, 
then,  in  either  of  said  cases,  the  decision  aa  to  that  shoe 
shall  be  in  favor  of  defendant.  13.  That,  in  case  the  court 
finds  the  Issues  in  favor  of  the  complainant,  both  parties 
waive  a  lefereace  to  the  master,  and  ageee  that  complain- 
ant's damages  may  be  assessed  at  the  sum  of  two  hundred 
dollars.  13.  That  all  the  evidence  in  this  case  is  comprised 
in  this  stipulation,  the  models  therein  referred  to,  and  the 
said  letters  patent." 

On  that  stipulation  and  the  models  referred  to  in  it  and 
the  patent,  the  case  was  heard  in  the  Circuit  Court.  That 
court  filed  a  written  opinion  on  the  26th  of  October  follow- 
ing (9  Bissell,  503,)  upon  which  a  decree  was  entered  on  the 
same  day,  aa  of  the  preceding  9th  of  October,  declaring  the 
patent  to  be  good  and  valid  in  law,  so  far  as  regards  the  sec- 
ond claim  thereof,  and  to  be  owned  by  the  plaintiff ;  that 
the  defendant  had  infringed  the  patent  by  using  the  inven- 
tion secured  by  the  secoad  claim  ;  and  that  the  plaintiff  re- 
cover $200  damages,  in  accordance  with  the  stipulation,  the 
same  to  be  in  full  satisfaction  of  all  claims  of  the  plaintiff 
against  the  defendant  on  account  of  the  defendant's  in- 
fringement of  the  patent.    The  defendant  has  appealed. 

The  specification  of  the  patent  is  in  these  words :  "  My 
invention  relate  to  the  construction  of  shoes  or  rubbers  for 
car-wheels,  and  consists :  Firstly.  In  constructing  the  shoe 
of  two  parts,  in  the  peculiar  manner  described  hereafter,  so 
that  the  part  in  contact  with  the  wheel  can  accommodate  it- 
self to  the  same.    Secondly.  In  the  peculiar  combination, 

110  IT.  g.  ta*. 
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described  hereafter,  of  the  two  parts  of  the  shoe,  the  clevis 
by  which  the  shoe  is  stispended  to  the  truck,  and  the  bolt 
which  secures  the  clevis  to  the  shoe,  and  the  two  parts  of 
the  shoe  to  each  other.  In  order  to  enable  others  skilled  in 
this  class  of  mechanism  to  make  and  apply  my  invention,'  I 
will  now  proceed  to  describe  its  construction  and  operation. 
On  reference  to  the  accompanying  drawing,  which  forms  a 
part  of  this  specification,  Fig.  1  is  a  vertical  section  of  my 
improved  shoe  for  railway  car-brakes ;  Fig.  2,  a  sectional 
plan  on  the  line  1,  2,  Pig.  1 ;  and  F^.  i),  a  front  view  of  the 
shoe.  Similar  letters  refer  to  similar  parts  throughout  the 
several  views.  A  is  the  shoe  and  B,  the  sole,  the  latter  being 
formed  to  fit  the  periphery  of  the  oar-wheel  (part  of  which 
is  shown  by  the  line,  x,)  and  having  a  lug,  a,  which  fits  be- 
tween the  lugs,  b  h',  on  the  shoe.  D  is  a  clevis,  the  upper  end 
of  which  is  suspended  to  the  truck  of  the  railway  car,  the 
lower  end  being  arranged  to  embrace  the  lugs,  6  and  ft',  of 
the  shoe,  a  bolt,  G,  passing  through  the  lower  end  of  the 
clevis,  through  the  lugs,  b  and  6',  of  the  shoe,  and  through 
the  lug,  a,  of  the  shoe,  B.  It  will  be  observed,  on  reference 
to  Figure  2,.  that  the  Ing,  a,  is  made  tapering,  and  that  the 
bolt,  G,  fits  loosely  in  the  said  lug,  as  well  as  in  the  lugs,  b 
and  b',  so  that  the  sole  is  self -adjustable  laterally,  for  a  pur- 
pose described  hereafter,  A  projection,  d,  on  the  sole,  B,  fits 
into  a  socket  in  the  shoe,  in  snch  a  manner  that  the  sole  can 
vibrate  laterally  in  the  said  socket,  while  the  projection 
serves  to  maintain  the  shoe  and  sole  in  their  proper  relative 
positions.  II  is  the  usual  brake  beam,  one  end  of  which  fits 
■  into  a  recess  in  and  is  secured  to  the  shoe.  A,  the  other  end 
of  the  beam  being  secured  to  a  similar  shoe  on  the  opposite 
side  of  the  car  track.  The  peripheries  of  car  wheels  are  al- 
ways beveled  or  inclined,  so  that  it  becomes  necessary  to 
make  the  soles  of  the  ordinary  shoes  or  mbbers  of  a  corres- 
ponding bevel,  one  shoe  at  one  end  of  the  beam  being  bev- 
eled in  one  direction,  and  the  other  shoe  at  the  opposite  end 
of  the  beam  being  beveled  in  a  contrary  direction.     Even. 

110  V.  8.  MS-9M. 
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when  the  usual  shoes  are  properly  fitted  to  the  beveled 
peripheries  of  the  wheels,  the  lateral  movement  at  the 
axles,  as  the  wheels  traverse  curves  of  the  track,  is  such  that 
the  ordinary  shoes  cannot  fit  accurately  at  all  times.  An- 
other evil  attending  the  use  of  ordinary  shoes  or  rubbers  is, 
that,  as  the  lateral  movement  of  the  axles  takes  place,  an  un- 
due strain  is  imparted  to  the  brake  beam.  These  difficulties 
are  avoided  by  my  invention,  inasmuch  as  the  sole,  B,  is  per- 
mitted to  have  a  lateral  rocking  motion  on  the  shoe,  and 
can  at  once  accommodate  itself  to  the  bevel  of  the  wheel,  or 
to  any  variation  .caused .  in  that  bevel  by  the  lateral  move- 
ment of  the  axle.  Another  improvement  in  my  invention 
is  the  peculiarly  simple  arrangement  of  the  clevis  which  sap- 
ports  the  shoe,  the  bolt,  G,  serving  the  purposes  of  connect- 
ing the  clevis  to  the  shoe  and  the  latter  to  the  sole." 

The  claims  of  the  patent  are  as  follows  :  "Firstly.  The 
shoe,  A,  and  sole,  B,  both  being  constmcted  and  adapted 
to  each  other  substantially  as  described,  so  that  the  sole 
can  have  a  lateral  rocking  movement  on  the  shoe,  for  the 
purposes  specified.  Secondly.  The  combination  of  shoe,  A, 
sole,  B,  clevis,  D,  and  bolt,  O,  the  whole  being  constructed 
and  arranged  substantially  as  specified." 

It  is  stipulated  that  neither  of  the  two  brake-shoes  of  the 
defendant  infringes  the  first  claim  of  the  patent^  for  the 
reason  assigned  in  the  stipulation,  that  neither  of  them  has 
the  lateral  rocking  motion  described  in  the  patent,  although 
it  is  stipulated,  as  to  one  of  them,  that  it  is  constmcted  in 
all  respects  like  that  described  in  the  patent,  except  that 
the  shoe  and  the  sole  are  fitted  to  each  other  so  snugly  as 
to  have  no  rocking  motion, 

1.  The  first  question  presented  for  decision,  on  the  stipu- 
lation, is  as  to  whether  the  lateral  rocking  motion  forms  a 
part  of  the  second  claim  of  the  patent.  The  Circuit  Coui-t 
held  that  the  second  claim  did  not  embody,  as  an  essential 
element,  the  lateral  rocking  motion,  and  that  snch  element 
need  not  be  found  in  a  car-brake  shoe  in  order  to  make  it 
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an  infringement  of  the  second  claim.  The  view  urged  on 
the  part  of  the  defendant  is,  that  the  combination  of  the 
shoe,  the  sole,  the  clevis,  and  the  bolt  cannot,  as  a  whole, 
be  "constructed  and  arranged  substautially  as  specified,"  if 
the  whole  is  not  so  constructed  and  arranged  as  to  admit  of 
the  lateral  rocking  motion,  and  that  there  is  no  suggestion 
in  the  specification  of  any  construction  or  arrangement  in 
which  the  sole  has  not  a  lateral  rocking  motion  on  the  shoe. 
We  tiiink  that  the  Circuit  Court  was  correct  in  its  construc- 
tion of  the  second  claim,  on  the  record  before  it.  The  first 
part  of  the  invention  is  stated  in  .the  specification  to  be  the 
peculiar  manner  of  constructing  the  shoe  proper  and  the 
sole  in  two  parts,  in  such  way  that  the  sole  can  accommo- 
date iteelf  to  the  wheel  by  reason  of  its  having  a  lateral 
rocking  motion  on  the  shoe  proper.  That  is  the  subject- 
matter  of  the  first  claim.  The  second  part  of  the  invention, 
or,  as  the  specification  says,  the  second  improvement  in  the 
invention,  is  stated  to  consist  in  the  peculiar  combination 
of  the  shoe  proper,  the  sole,  the  clevis,  and  the  bolt ;  the 
clevis  snspeuding  the  shoe  and  its  sole  to  the  truck,  and  the 
bolt  securing  the  clevis  to  the  shoe  proper  and  that  to.  the 
sole.  The  combination  of  the  mode  of  suspending  by  the 
clevis  with  the  mode  of  securing  by  the  bolt  is  the  same, 
whether  the  sole  has  a  lateral  rocking  motion  or  not.  That 
combination,  as  a  whole,  is  constructed  and  arranged  sub- 
stantially as  specified,  even  where  there  is  no  kteral  rock- 
ing motion  to  the  sole.  The  words  "  substantially  as  sjjeci- 
fied"  means  "  substantially  as  specified  in  regard  to  the 
combination  which  is  the  subject  of  the  claim."  The  adap- 
tation of  the  shoe  proper  and  the  sole  to  each  other  in  such 
way  as  to  produce  or  allow  of  the  lateral  rocking  motion 
was  the  subject  ot  the  first  claim.  The  combination  formed 
by  the  peculiar  arrangement  of  the  clevis,  and  the  bolt  in 
reference  to  the  shoe  proper  and  the  sole  is  a  combination 
which  has  no  effect  to  produce  or  prevent  the  lateral  rock- 
ing motion ;  and  the  stipulation  states  that  this  combina- 
iiotr.s.asO'aM. 
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tion  can  be  used,  constructed  exactly  as  described  in  the 
patent,  when  the  shoe  proper  and  the  sole  are  so  snugly 
fitted  together  that  the  sole  has  no  rocking  motion.  In 
consonance  with  this  view,  the  specification  and  the  claims 
maintain  a  distinction  between  the  arrangement  for  tlie 
rocking  motion  and  the  manner  of  combining  together  the 
shoe  proner,  the  sole,  the  clevis,  and  the  bolt.  The  stipula- 
tion declares  that  when  the  combination  of  the  second  claim 
is  made,  there  may  be  a  lateral  rocking  motion  in  the  sole 
or  there  may  not,  for  it  states  that  the  exact  strnctare  of 
the  patent  may  be  copied  and  yet  the  fitting  of  the  sole  to 
the  shoe  proper  may  be  so  snug  that  there  may  be  no  lateral 
rocking  motion  in  the  sole,  and  so  no  infringement  of  the 
first  claim.  Hence,  a  loose  fitting  of  the  same  parts  in  the 
same  structure  would  produce  a  lateral  rocking  motion  and 
an  infringement  of  the  first  claim.  There  is  no  suggestion 
that  the  combination  of  the  second  claim  was  not  new  ;  and, 
there  being  nothing  shown  in  the  state  of  the  art  which  re- 
quires any  such  construction  of  the  second  claim  as  that 
contended  for  by  the  defendant,  and  it  being  fairly  suscep- 
tible of  the  opposite  construction,  and  the  latter  being  one 
which  is  commensurate  with  the  real  invention  embraced 
in  the  second  claim  and  one  which  prevents  the  real  sub- 
stance of  that  invention  from  being  bodily  appropriated  by 
an  infringer,  it  is  proper  to  give  the  claim  such  a  construc- 
tion. 

2.  The  next  question  raised  by  the  stipulation  is  as  to 
whether  there  is  any  patentable  novelty  in  the  second  claim', 
on  such  a  construction.  No  question  of  novelty  is  raised 
in  the  answer,  and  nothing  is  introduced  in  evidence  on  that 
subject,  or  on  the  state  of  the  art,  except  what  is  found  in 
paragraphs  7  and  8  of  the  stipulation.  The  opinion  of  the 
Circuit  Court,  which  is  set  forth  in  the  record,  speaks  "of 
the  various  patents  that  have  been  put  in  evidence,"  but 
none  each  are  before  us  ;  and  the  brief  of  the  appellee  stqtefl 
that  the  model  mai'ked  "Defendant's  Exhibit  C,"  {mfin- 
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tioued  in  paragraph  7  of  the  stipulation, )  has  been  selected, 
as  the  nearest  approach  to  the  patented  invention,  from  a 
large  number  used  in  the  court  below."  This  would  indi- 
cate that  the  full  caae  presented  to  the  court  below  is  not 
presented  here.  As,  however,  the  paities  to  this  suit  have 
stipulated  as  to  what  the  record  is,  so  far  as  anything  in 
the  controversy  between  them,  in  this  suit,  is  concerned, 
and  the  stipulation  states  that  it  is  a  stipulation  for  the 
purposes  of  this  suit  and  no  other,  and  the  clerk  of  the  Cir- 
cuit Court  certifies  the  transcript  to  be  "atrue,  correct,  and 
complete  transcript  of  the  record  of  all  the  proceedings'" 
had  in  the  Circuit  Court  in  this  suit,  "as  appears  from  the 
files  and  records  of"  the  Court  remaining  in  his  custody 
and  control,  what  is  furnished  to  us  must  be  accepted  as 
sufficient  for  the  purposes  of  this  suit,  leaving  oiir  decision 
in  the  case  to  stand,  in  its  bearing  in  respect  to  other  suite 
on  the  same  patent,  with  only  that  weight  which  is  due  to 
it  in  view  of  the  manner  in  which  the  case  is  presented  in 
the  record. 

The  brake-shoe  described  in  paragraphs  7  and  8  of  the 
stipulation,  and  shown  in  "Defendant's  Exhibit  C,"  it  is 
very  clear,  does  not  contain  what  is  covered  by  the  second 
claim  of  the  patent,  as  we  have  defined  it,  or  destroy  its 
patentable  novelty.  Bing  accomplishes  byione  bolt  what 
required  three  bolts  in  the  prior  structure.  His  whole 
structure  can  be  taken  off  from  the  clevis  by  removing  the 
one  bolt,  while  in  the  prior  structure  it  required  the  re- 
moval of  two  bolts  to  take  off  the  sole  from  the  shoe  proper, 
and  the  removal  of  the  third  bolt  to  take  off  the  shoe  proper 
fi-om  the  clevis. 

3.  On  the  foregoing  views,  it  is  admitted  by  paragraph 
10  of  the  stipulation,  that  the  first  of  defendant's  bt&ke- 
shoes  infringes  the  second  claim,  and  there  must  be  a  de- 
cision, as  to  that  shoe,  in  favor  of  the  plaintiff, 

4.  The  only  remaining  question  is  as  to  whether  the  de- 
fendant's other  brake-shoe,  Exhibit  B,  is,  in  its  mechanical 

110  r.  B.  SSO-9S7. 
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construction,  substantially  the  aame  as  the  combination  de- 
scribed or  shown  in  the  second  claim.  In  the  Bing  shoe- 
bmke,  the  clevis  is  a  three-sided  structure,  the  two  lower 
ends  of  which  embrace  the  two  lugs  of  the  shoe  proper,  and 
the  bolt  passes  through  ihe  lower  end  of  one  arm  of  the 
clevis,  then  through  one  of  the  lugs  on  the  shoe  proper, 
then  through  the  lu^  on  the  sole,  then  through  the  other 
lug  on  the  shoe  proper,  and  then  through  the  lower  end  of 
the  other  arm  of  the  clevis,  and  the  sole  cannot  be  removed 
without  first  removing  the  bolt,  because  tlie  lug  on  the  sole 
fits  in  between  the  lu^  on  the  shoe  proper.  In  the  defend- 
ant's structure  there  is  no  bolt-hole  through  the  lug  on  the 
sole,  but  there  is  a  curved  depression  made  on  its  top,  in 
which  the  curved  lower  end  of  the  clevis  rests.  The  clevis 
does  not  liave  two  arms,  the  lower  ends  of  which  embrace 
the  lugs  of  the  shoe  proper,  and  the  bolt  goes  through  one 
of  those  lugs,  then  through  a  hole  in  the  lower  end  of  the 
clevis,  (the  clevis  being  a  vertical  piece  without  arms  and 
not  three-sided,)  and  then  through  the  other  one  of  those 
lugs,  but  the  bolt  does  not  go  through  the  lug  on  the  sole. 
That  lug  ia  kept  in  place  by  the  pressure  on  it  of  the  curved 
lower  end  of  the  clevis,  which  cannot  move  out  of  position, 
because  the  bolt  goes  through  it  and  holds  it.  The  bolt 
alone,  without  the  clevis,  will  not  confine  the  lag  on  the 
sole.  The  lug  on  the  sole  cannot  be  removed  until  the  bolt 
is  removed  and  the  clevis  is  detached.  The  .shoe  proper, 
the  sole,  and  the  clevis  are  combined  by  the  single  bolt 
which  secures  together  the  clevis,  the  shoe  proper,  and  the 
sole.  The  bolt  and  the  clevis  perform  the  saipe  office  in  the 
two  stnictnres,  and  the  mechanical  differences  are  merely 
.  formal  and  not  substantial.  .The  combination  consists  of 
the  same  four  parts,  ditfering  only  in  form, 
T%e  decree  of  the  CiTcuit  Court  is  affirmed. 

110  V.  S.  9S7-S8S. 

Patent  In  snltt 

.      Ko.  40,168.     Bing,  J,     October  6,   1863.     Shoe   for  Car- 
Brakes. 
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National  Car-Brake  Shoe  Co.  v.  Lake  Shore  and  MiohigaD  South* 
era  Ry.  Co.,  1880.  6  Bise.  603  ;  4  Fed.  Rep.  219 ;  18  0.  G.  1179. 

National  Car-Brake  Shoe  Co.  w.  D.  L.  &  N.  R.  Co.,  1880.  4  Fed. 
Rep.  224. 

National  Car-Brake  Shoe  Co.  v,  Terre  Haute  Car  and  Mnfg  Co., 
1884.     19  Fed.  Rep.  614  ;  28  O.  G.  lOOV. 
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Clark  V.  Wooster,  1886.     119  U.  S.  323  ;  Bk.  30  L.  ed.  302. 
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Mershon  v.  J.  F.  Pease  Furnace  Co.,  Anguat,  1886.     34  Fed.  Rep. 
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ILLINOIS  CENTRAL  RAILROAD  COMPANY,  APPEL- 
LANT, V.  IiAURA  B.  TURRILL,  Administratrix  of 
Samuel  H.  Turrill,  Deceased. 

MICHIGAN  SOUTHERN  AND  NORTHERN  INDLA.NA 
RAILROAD  COMPANY,  APPELLANT,  v.  LAURA 
B.  TURRILL,  Administratrix  of  Samuel  H.  Tueeill, 


UO   V.  8.  S01-S04.    Oct.  Term,  1888. 

[Bk.  28,  U  ed.  154;  2(i  O.  G.  917.] 

Argued  January  11,  14,  1884.     Decided  January  28,  1884 

Pr<ifita.     Interest,  when  aUoirtibU.     Patentee's  death  after  appeal 
(foes  nut  abate  auil. 

1.  In  view  of  the  former  deoision  of  this  court  in  these  cases,  re- 

ported under  the  name  of  the  Cawood  patent,  94  U.  S.  685  [11 
Am.  &  Eng.  235,]  nothing  was  left  open  for  further  inquiry 
but  the  amounts  of  the  fonner  it-coveries  for  the  use  of  the 
non-infringing  maehinegi,  and  the  true  way  of  determining  this 
clearly  was  to  find  out  what  part  «f  the  profits  for  which  the 
original  decrees  were  rendered,  had  been- made  by  the  uae  of 
the  non-infringing  machines,     (p.  143.) 

2.  As  a  general  rule,  a  patentee  is  not  entitled  tu  interest  on  profits 

made  by  an  infringei',  because  protits  are  regarded  in  the  light 
oC-unliquidatod  damages  ;  but  where  a  case  was  sent  back  to 
ascertain  how  much  should  be  deducted  from  decrees  for  er- 
rors in  the  accounting  as  then  xtated,  it  seems  not  at  all  in- 
equitable to  allow  intereBt  on  the  corrected  amounts  from  the 
date  of  the  master's  report.  The  caaes  are  entirely  different 
in  this  particular  from  what  they  would  have  been  if  the  orig- 
inal decreesliad  been  reversed  for  error  in  the  principles  of 
the  accounting.  The  decrees  in  the  present  cases  may  be  con- 
sidered as  affirmed  in  )>art  and  leversed  in  part,  the  new  refer- 
ences being  had  only  to  find  out  the  exact  extent  of  the  re- 
Ter«ale.     (p.  144.) 

3.  The  death  of  the  patentee  since  the  appealx  were  taken  does  not 

•See  Explanatlou  of  Notes,  page  III. 
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preTcnt  the  suits  from  being  further  prosecuted  in  tfae  name 
of  the  legal  representatives,     (p.  145.) 

[Citations  in  the  opinion  of  the  court ;] 

Cawood  Patent,  94  U.  S.  G93  [11  Am.  &  Eng.  235.]     p.  143. 
Porks  V.  Booth,  102  U.  S.  lUfl  [13  Am.  &  Eng.  470.]     p.  144. 
Momty  r.  Whitney,  14  Wall.  65.1  [9  Am.  &  Eng.  1.]     p.  144. 
Littlefield  c.  Peny,  21  Wall.  230  [9  Am.  &  Eng.  446.]     p.  144. 
,     Hailroad  Co.  v.  Tnrrill,  101  U.  S.  P3fl.    p.  145. 
Gonion  v.  Ogden.  3  Pet.  33.     p,  145. 

Appeals  from  the  Circuit  Court  of  the  United  States  for 
the  Northern  Dietrict  of  Ulinoia. 

The  historyand  facts  of  these  cases  sufficiently  appear 
in  the  opinion  of  the  court.  See,  also,  the  report  of  the 
opinion  of  this  court  when  they  were  here  before,  R.  B.  Co. 
0.  Turrill,  (Cawood  Patent,)  94  U.  S.  695  [11  Am.  &  Eng. 
236.] 

Messrs.  George  Pay  son  and  James  H.  Raymond,  for 


The  allowance  of  interest  on  th^  damages  prior  to  the 
fin^  decree  has  been  repeatedly  held  by  this  court  to  be 
improper.  Silsby  v.  Foote,  20  How.  378  [6  Am.  &  Eng. 
392 ;]  Mowry  v.  Whitney,  14  Wall.  663  [9  Am.  &  Eng. 
1 ;]  littlefield  ».  Perry,  21  Wall.  229  [9  Am.  &  Eng. 
446  ;]  Parks  v.  Booth,  102  U.  S.  106  [12  Am.  &  Eng.  470.] 

Finally,  it  is  suggested,  that  the  plaintiif  having  died, 
these  suite  must  both  abate. 

A  suit  for  infringement  is  plainly  an  action  of  tort.  The 
common  law  action  most  akin  to  it  is  an  action  of  trover. 
Btit  at  common  law  an  action  of  trover  cannot  be  maintained 
by  an  administrator.  In  Illinois,  and  probably  in  most  of 
the  States,  this  is  remedied  by  special  statute ;  but  such  stat- 
utes can  confer  no  right  in  this  case,  nor  is  there  any  act  of 
Congress  to  meet  the  emergency. 

There  are  provisions  authorizing  tlie  issue  of  a  patent,  of 
its  extension  to  an  administrator,  but  none  giving  him  au- 
thority to  maintain  a  suit. 
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In  accordance  with  this  view  it  was  held  by  Judge  Mc- 
Kennon,  in  Schreiber  v.  Sbarpleaa,  17  Fed.  Rep.  S89,  that  in 
the  federal  courta,  when  the  jorisdictiofl  of  the  court  arises 
out  of  the  cause  of  action,  Qie  right  of  action  terminates 
with  the  death  of  the  defendant.  See,  also,  Smith  «.  Bak- 
er's Administrators,  6  O.  G.  496  ;  (Jayler  o.  Wilder,  10  How. 
477[r>Am.  &Eng.  188.] 

Messrs.  Chauncey  Smith,  Lester  L.  Bond,  Francis  If. 
Kales,  and  diaries  M.  Reed,  for  appellees  : 

Section  3,  of  chapter  74,  of  the  Revised  Statutes  of  Illi- 
nois of  1874,  reads  as  follows  ; 

"Judgment  recovered  before  any  court  or  magistrate 
shall  draw  interest  at  the  rate  of  six  per  centum  per  annum 
from  the  date  of  the  same  until  satisfied.  When  judgment 
is  entered  upon  any  award,  report^  or  verdict,  interest  shall 
be  computed  at  the  rate  aforesaid,  from  the  time  when 
made  or  rendered,  to  the  time  of  rendering  jvdgmeTit  upon 
tTie  same,  and  made  a  pari  of  the  judgment.  (R.  S,  1845, 
p.  294,  sec.  2.") 

The  decree  entered  in  this  cause  ia  in  literal  accord  with 
this  statutory  provision. 

In  Darst  v.  Collier,  86  HI.  95,  p.  101  (1877,)  the  Supreme 
Court,  upon  an  express  reference  to  sec.  3,  of  chap.  74,  of 
the  R.  S.  of  1874,  affirmed  a  decree  in  which  interest  from 
the  date  of  an  award  had  been  added  and  included  in  the 
decree  fts  in  this  case.  See,  also.  Palmer  i.  Harris,  100  K., 
p.  180  ;  Wayman  »'.  Cochrane,  35  HI.  159 ;  Aldrichfl.  Sharp, 
3  Scam.  261  ;  ^Vhite  v.  Haffaker,  27  111.  349 ;  Warren  T. 
McCarthy,  25  III.  95 ;  Mitchell  r.  Harmony.  13  How.  115 ; 
Perkins  t.  Pomiquet,  14  How.  326  ;  Bank  of  Kentucky  r. 
Wistar,  3  Pet.  41. 

By  the  laws  of  lUinois,  unliquidated  damages  do  draw 
mterest  from  the  d^te  of  the  master's  report, 'and  the  case 
at  bar  is,  to  this  extent,  taken  out  from  under  the  rule,  in 
the  cases  cited  by  appellant. 

If  the  decree  of  the  court  below  is  considered  as  in  fact, 
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although  not  in  form,  a  nmic  pro  tunc  deci-ee,  then  it  is 
riglit,  as  we  have  a  light,  under  the  record,  to  assume  that 
the  decree  was  held  by  the  court  for  the  intervening  time. 

In  Green  v.  Watkina,  6  Wh.  263,  it  was  held  in  reference 
to  suits  pending  in  this  court,  that :  ' '  The  death  of  neither 
party  produces  any  change  in  the  condition  of  the  cause  or 
in  the  nghta  of  the  parties.  It  would  seem  i-easonable, 
therefore,  that  the  suit  should  proceed,  and  not  be  dismissed 
or  abated."     If  further  authorities  are  desired,  see 

Barribeau  v.  Brant,  17  How.  46 ;  Clark  v.  Mathewson,  12 
Pet.  164;  Rubber  Co.  v.  Goodyear,  9  Wall.  788  [8  Am.  & 
Eng.  150.] 

Mr.  Chief  Justice  Waite  delivered  the  opinion  of  the 
court,  on  the  28th  of  January,  1884. 

The  effect  of  the  judgments  in  these  cases,  when  here  on 
the  former  appeals,  as  reported  under  the  name  of  the 
Cawood  Patent,  94  U.  S.  695  [11  Am.  &  Eng.  2:^,]  was 
to  affirm  the  decrees  then  appealed  from,  so  far  as  they 
charged  these  appellants  respectively  with  the  profits 
made  from  the  use  of  the  infringing  machines  known  as 
the  "Illinois  Central,"  the  "Etheridge,"  and  the  "Whit- 
comb,"  and  to  reverse  as  to  the  profits  made  by  the  use 
of  the  "Bayonet  Vise,"  the  "Michigan  Southern,"  and 
the  "  Beebee  &  Smith,"  which  were  adjudged  to  be 
non-infiiuging  machines.  The  total  amount  of  profits 
arising  from  the  use  of  all  the  machines,  infringing  and  non- 
infringing, was  settled,  and  the  judgment  of  the  court  was 
that  the  profits  had  properly  been  estimated  by  comparing 
the  cost  of  mending  on  the  machines  with  the  cost  of  mend- 
ing on  a  common  anvil.  This  was  found  to  be  about  thirty- 
six  cents  per  foot  mended,  in  favor  of  the  machines.  P.  709. 
Nothing  was  left  open  for  further  inquiry  hut  the  amounts 
of  the  former  recoveries  for  the  use  of  the  non-infringing 
machines.  It  was  quite  right,  therefore,  for  the  Cireuit 
Court,  when  the  cases  went  back,  to  direct  the  master  to  as- 
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certam  from  the  old  evidence,  if  possible,  and,  if  not,  from 
new,  how  much  should  be  deducted  from  the  old  decrees  on 
accoant  of  theerroneous  recoveries.  The  true  iray  of  deter- 
mining this  clearly  was  to  find  out  what  part  of  the  profits 
for  which  the  original  decrees  were  rendered  had  been  made 
by  the  use  of  the  non-infringing  machines.  This  the  master 
attempted  to  do,  and  in  the  case  of  the  Illinois  Central  Com- 
pany there  is  no  doubt  in  our  minds  that  the  conclusion  he 
reached  was  entirely  correct.  In  fact^  we  do  not  understand 
that  this  is  disputed.  It  is  argued  that  a  sufficient  allow- 
ance was  not  made  in  the  accounting  for  cut  rails,  but  tliat 
question  was  settled  by  the  original  decree,  and  could  not 
be  re-examined  on  this  reference.  The  inquiry  now  is  lim- 
ited to  the  amount  of  mending  done  by  the  use  of  the  non- 
infringing machines  and  its  comparative  cost. 

In  the  case  of  the  Michigan  Southern  and  Xorihem  Indi- 
ana Company,  the  evidence  is  not  as  satisfactorj'  as  in  that 
of  the  Illinois  Central.  The  shop  books  in  which  the  ac- 
counts for  repairing  rails  were  kept,  if  kept  at  all,  were  not 
produced  and  had  probably  been  destroyed  as  of  no  value 
before  the  accoanting  took  place.  In  their  absence  it  is 
difficult  to  determine  with  accuracy  what  the  farts  were, 
but  upon  full  consideration  we  are  satisfied  the  Circuit 
Court  did  not  in  its  decree  under-estimate  the  amount  of  de- 
duction to  be  made  in  favor  of  this  Company. 

In  making  up  the  decree,  interest  was  added  from  the  date 
of  the  master's  report  on  the  balances  found  due  after  the 
ascertained  deductions  had  been  made,  and  this  is  assignetl 
for  error.  As  a  general  rule,  a  patentee  is  not  entitled' to 
interest  on  profits  made  by  an  infringer.  The  reason  is  that 
profits  are  regarded  in  the  light  of  unliquidated  damages, 
Parks  V.  Booth,  102  U.  S.  106  [12  Am.  &  Eng.  470 ;]  but  in 
many  of  the  cases  it  is  said  that  circumstances  may  arise  in 
which  it  would  be  projjer  to  add  interest,  Mowiy  r.  WTiit- 
ney,  14  Wall.  653  [9  Am.  &  Eng,  1 ;]  Littletield  v.  Perry, 
21  Wall.  230  [9  Am.  &  Eng.  446.  ]     Here,  as  has  been  seen, 

110  tJ.  8.  80K-803. 
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in  effect,  the  original  decrees  rendered  in  July.  1874,  were 
affirmed  in  1876,  to  the  extent  of  the  present  recoveries. 
The  cases  were  only  sent  back  to  ascertain  how  much  should 
be  deducted  from  those  decrees  for  errors  in  the  account  as 
then  stated.  If  the  deci-ees  had  been  entered  originally  for 
the  present  amounts,  the  patentee  would  have  been  entitled 
to  interest  from  1874.  That  was  settled  in  B.  R.  Co,  r.  Tar- 
rill,  101  XJ.  S.  836,  which  was  one  of  the  cases  affirmed  in 
whole  at  the  former  hearing  in  this  court.  Under  these  cir- 
cumstances, it  seems  to  iis  not  at  all  inequitable  to  allow 
interest  on  the  corrected  amounts  from  the  date  of  the  mas- 
ter's report  in  1879.  The  cases  are  entirely  different  in  this 
particular  from  what  they  would  have  been  if  the  original 
decrees  had  been  reversed  for  error  in  the  principles  of  the 
accounting.  Those  decrees  may  very  properly  be  considered 
as  affirmed  in  part  and  reversed  in  part,  the  new  reference 
being  had  only  to  find  out  the  exact  extent  of  the  reversals. 

Since  the  present  appeals  were  taken,  the  patentee  has 
died,  and  the  appellants  now  suggest  that  the  causes  of  ac- 
tion do  not  aunive,  and  the  suits  cannot  be  ftirther  prose- 
cuted in  the  name  of  the  legal  representatives  of  the  dece- 
dent. As  to  this,  it  is  sufficient  to  say  that  what  was  called 
by  Chief  Justice  Marshall,  in  Gordop  v.  Ogden,  3  Pet.  35, 
"the  silent  practice  of  the  court "  has  always  been  the  other 
way.  It  is  every  day  practice  to  revive  such  suits,  and  the 
books  are  full  of  cases  in  which  this  has  been  silently  done, 
no  one  apparently  enteitaining  a  doubt  of  its  propriety, 

2%e  decree  in  each  of  the  cases  is  affi.rm.ed. 

Mr.  Justice  Blatciiford  did  not  sit  In  these  cases,  and 
took  no  part  in  their  decision. 

110  C.  8.  303-304. 
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PENNSYLVANIA   RAILROAD   COMPANY,    APPEI^ 

LANT,  B.  LOCOMOTIVE  ENGINE  SAFETY  TRUCK 
COMPANY.* 

no  V.   S.  400-198.     Oct.  Term,  1SS3. 

.  [Bk.  28,  L.  ed.  22a  i  27  O.  G.  207.] 

Reversing  Locomotive  etc  Co.  c.  Pennsylvania  R.  R.  Co.,  1  Ban. 
4  Ard.  470. 

Argued  October  12,  1883.     Decided  March  3,  1884. 

Particular  patent  constnted.     New  use  of  old  process.     Want  of 
invention.     Antdogous  use, 

t  I.  The  application  of  an  old  process  or  machine  to  a  similar  or 
analogous  subject,  with  no  change  in  the  manner  of  applying 
it,  and  DO  result  substantially  distinct  in  its  nature,  will  not 
BUHtain  a  patent,  even  if  the  new  form  of  result  has  not  before 
been  contemplated,     (p.  161.) 

2.  In  trucks  already  in  use  on  railroad  cars,  the  king-bolt  which 
held  the  car  to  each  truck  passed  through  a  bolster  supporting 
the  weight  of  the  car,  and  through  an  elongated  opening  ia 
the  plate  below,  so  as  to  allow  the  swiveling  of  the  truck  upon 
the  bolt,  and  lateral  motion  in  the  truck  ;  and  the  bolster  was 
suspended  by  divergent  pendent  links  from  brackets  on  the 
frame,  whereby  the  weight  of  the  car  tended  to  counteract 
any  tendency  to  depart  from  the  line  of  the  track.  Held,  that 
a  patent.  No.  34,377,  A.  F.  Smith,  February  11,  1662,  Improve- 
ment in  Trucks  for  Locomotives,  for  employing  siich  a  truck 
as  the  forward  tnick  of  a  locomotive  engine  with  fixed  driving 
wheels,  was  for  an  old  contrivance,  applied  in  an  old  way  to 
ananalogouspurpose, and wasvoid for wantof novelty,  (p.  166.) 

[Citations  in  the  opinion  of  the  coort :] 

Hotchkiss  V.  Greenwood,  11  How.  24B  [5  Am.  Si  Eng,  240.]     p.  162. 
Phillips  K.  Page,  24  How.  164  [9  Am.  &  Eng.    97.]     p.  162. 
Jonea  v.  Morehead,  1  Wall.  155  [7  Am.  &  Eng.  166.]     p.  162. 
Livingston  v.  Jooes,  1  Fish.  P.  C.  £21.     p.  162. 
*See  Explanation  of  Notes,  page  IIL 
tHesd  note  by  Mr.  Jnstice  Gray, 
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Hicks  r.  Kelsey,  18  Wall.  670  [9  Am.  &  Eog.  LW.]    p.  162. 

Smith  V.  Nichols,  21  Wall.  112  [9  Am.  &  EDg.  125.]    p.  162. 

Brown  c.  Piper.  91  U.  8.  37  [10  Am.  &  Eng.  272.}     p.  182. 

Hoberta  v.  Ryer,  91  U.  S.  150  [10  Am.  &  Eng.  302.]     p.  162. 

Bridge  Co.  v.  Iron  Co.,  95  U.  S.  274  [11  Am.  &  Eng.  364.]    p.  162. 

Planing  Machine  Co.  v.  Keith,  101  U.  S.  47t)  [12  Am.  &  Eog.  404.]    p.  162. 

Pearce  p.  Mulfonl,  103  U.  S.  112  [12  Am.  A  Eng.  495  ]     p.  162. 

Healdc.  Bice,  104U.  S.  737[13  Am.  AEng.  460.)    p.  162. 

Atlantic  Works  n.  Bnidy,  107  U.  S.  192  [14  Am.  &  Eng.  380.]     p.  162. 

Crane  c.  Price,  4  Man.  A  Gr.  580  ;  6  Scott  (N.  R.)  338 ;  1  Web.  Pat  Cbs. 

393.     p.  162. 
Dobbs  r.  Penn,  3  Eieh.  427.     p.  162. 
Smith  ('.  Goodyear  Dental  Vnlcanite  Co.,  93  U.  S.  494  [11  Am.  &  Eng. 

1-1    p.  163. 
Dental  Vulcanite  Co.* v.  Davla.  102  U.  a  223  [12  Am.  &  Eng.  S24.]    p.  163. 
Bd^  v.  Fits.,  Macioiy  Pat.  Cas.  152 ;  9  Excb.  651  j  5  H.  L.  Cao.  707.    p. 

163. 
Brook  p.  Aaton,  27  L.  J.  (N.  8.)  Q.  B.  145.    p.  164. 

"  "     4  JnriHt,,  (N.  B.)  278.     p.  164. 

"  "      S  E.  A  B.  478.     p.  164. 

"      5  Jnriflt,  (N.  3.)1025.     p.  164. 
latent  Bottle  Envelope  Co,p.  Seymer,  28  L.  J.  (N.  S.)  C.  P.  22.     p.  164. 
Patent  Bottle  Envelope  Co.  n.  Seymer,  5  C.  R  (N.  S.)  164.    p.  164. 
98L.  J.  (N.  a)<i.  B.  175.     p.  164. 
Harwood  v.  Great  Northern  Kailway  Co..  2  Beat  &  S.  194;  11  H.  h.  Cas. 

654.    p.  164. 


Appeal  from  the  CJrcnit  Court  of  the  United  States  for 
the  Eastern  DiBtHct  of  Pennsylvania. 

The  bill  in  thia  case  was  filed  in  the  court  below  by  the 
appellee,  to  recover  damages  alleged  to  have  resulted  from 
the  infringement  of  certain  letters  patent. 

The  court  below  having  entered  a  decree  in  favor  of  the 
complainant  for  $89,644.00,  with  costs,  the  defendant  ap- 
pealed to  this  court. 

The  specifications  and  drawing  of  Smith's  letter  patent 
are  as  follows : 
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ALBA  F.  SMITH,  OF  NORWICH,  CONNECTICUT. 

LetterN  Patent,  No.  34,377,  dated  February  lltli,  1862. 

The  schedule  referred  Ui  in  these  I^etters  Patent  and  making  part 
of  the  same.  -  ' 

2b  all  whom  it  may  concern  r 

Be  it  known  that  I,  Alba  F.  Smith,  of  Norwich,  New 
Loudon  county.  State  of  Connecticut,  have  invented,  made, 
and  applied  to  use  a  cei-tain  new  and  useful  improvement 
in  Trucks  for  Locomotive  Engines,  and  I  do  hereby  declare 
that  the  following  is  a  full,  clear,  and  exact  description  of 
the  said  invention,  referenre  being  had  to  the  annexed 
drawing  making  iiart  of  this  specification,  wlierein — 

Figui-e  1  is  a  plan  of  my  truck. 

•Pig.  2  is  a  vertical  longitudinal  section  ;  and 

Fig.  3  is  a  transverse  se<-.tion. 

Similar  marks  of  reference  denote  the  same  parts. 

Several  laterally  moving  trucks  have  heretofore  been 
made  and  applied  to  railroad  cars.  My  invention  does  not 
relate  bi-oadly  to  sucli  laterally  moving  trucks,  but  my  said 
invention  consists  in  the  employment,  in  a  locomotive  en- 
gine, of  a  tnick  or  pilot-wheels  provided  with  pendent  links 
to  allow  of  a  lateral  movement,  so  that  the  driving  wheels 
of  the  locomotive  engine  continue  to  move  correctly  on  a 
curved  track  in  consequence  of  the  lateral  movement  al- 
lowed by  said  pendent  links,  the  forward  part  of  the  engine 
traveling  as  a  tangent  to  the  curve,  while  the  axles  of  the 
drivers  are  parallel,  or  nearly  so,  to  the  i-adial  line  of  cur\'e. 

In  the  drawing  I  have  represented  ray  improved  truck  it- 
self, the  mode  of  applying  the  same  to  any  ordinary  loco- 
motive engine  will  be  apparent  to  any  competent  mechanic, 
as  my  truck  can  be  fitted  in  the  place  of  those  already  con- 
structed, or  the  same  may  be  altered  to  include  my  improve- 
ment. 

In  the  drawing,  n  n  ai-e  wheels,  b  h  are  the  axles,  and, 
c,  the  frame  of  any  oixlinary  locomotive  truck,  made  in  any 
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Locomotive  Truck. 


No,  34,377. 


2  Sboels-Sbeet  Z 


Patontsd  Feb.  II,  I 
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usual  mumeT ;  d  is  the  center  cross-bearing  plate  or  plat- 
form made  of  two  thicknesses  of  iron  plate  riveted  together 
as  shown  at  1 1,  and  embracing  the  upper  bars  of  the  frame, 
c,  at  the  ends  of  said  plates,  eeare  cross-bars  beneath  the 
Raid  double-bearing  plate,  d,  to  strengthen  the  parts,  y^is  a 
iMjlster  made  of  a  flanged  bar  through  the  center  of  which 
the  king-bolt,  /.  passes,  and  said  king-bolt  also  goes  througji 
an  elongated  opening  in  the  plates,  rf,  so  as  to  allow  of  lat- 
eral motion  to  the  truck  beneath  the  bolster,  at  the  same 
time  the  king  bolt  becomes  a  connection  to  hold  the  truck 
to  the  engine.  This  bolster,/,  takes  the  weight  of  engine 
in  the  middle,  and  is  itselT  suspended  at  the  ends  by  the 
bars,  2  2,  attached  to  the  moving  ends  of  pendent  links,  o  o, 
that  are  attached  by  bolts,  3  3,  at  their  upper  ends  to  the 
brackets,  gg,  on  the  frame,  c. 

The  distance  between  the  bai-s,  2  2,  transversely  of  the 
truck  is  slightly  more  than  that  between  the  bolts,  J  3,  so 
that  the  pendent  links,  o  o,  diverge  slightly. 

When  running  upon  a  straight  road  the  engine  preserves 
great  steadiness,  because  any  change  of  position  trans- 
versely of  the  track,  in  consequence  of  the  engine  moving 
over  the  truck,  or  the  truck  beneath  the  engine  is  checked 
by  the  weight  of  the  engine  hanging  upon  the  links,  o  o, 
and  in  consequence  of  their  divergence  any  side  movement 
causes  the  links  on  the  side  towards  which  this  occurs  to 
assume  a  more  inclined  position,  while  the  other  links 
come  vertical  or  nearly  so;  hence  the  weight  of  engine 
acta  with  a  leverage  npon  the  moat  inclined  links  to  bring 
them  into  the  same  angle  as  the  others,  greatly  promoting 
the  steadiness  of  the  engine  in  running  in  a  straight  linr. 
As  the  pilot  or  tnick-wheels  enter  a  curve  a  side-wise  move- 
ment is  given  to  the  truck  in  consequence  of  the  engine  and 
drivers  continuing  to  travel  as  a  tangent  to  the  cur^-e  of 
track;  tliis  movement  and  the  alight  turn  of  the  whole 
truck  on  the  king  l)olt,  /.  not  only  causes  the  tnick  wheels 
to  travel  correctly  on  the  track  witii  their  axles  parallel  to 
the  radial  line  of  the  curve  of  track,  but  also  elevates  the 
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outer  side  of  the  engine,  preventing  any  tendency  to  nm  off 
the  track  npon  the  outer  side  of  the  curve.  L'pon  entering 
a  straight  track  the  track  again  assumes  the  central  posi- 
tion, and  in  case  of  irregularity  in  the  track  or  any  obstruc- 
tion, the  track  moves  laterally  without  disturbing  the  move- 
ment of  the  engine. 

I  do  not  claim  laterally  moving  trucks,  nor  pendent  links 
separately  considered  j  but  what  I  claim  and  desire  to  se- 
cure by  letters  patent,  is  the  employment  in  a  locomotive 
engine  of  a  truck  or  pilot  wheels  fitted  with  the  pendent 
links,  Q  o,  to  allow  of  lateral  motion  to  the  engine  aa  speci- 
fied, whereby  the  drivers  of  said  engine  are  allowed  to  re- 
main correctly  on  the  track  in  consequence  of  the  lateral 
motion  of  the  truck  allowed  for  by  said  pendent  links,  when 
running  on  a  cuitc,  as  set  forth. 

In  witness  whereof  I  have  hereunto  set  my  signature  this 
10th  day  of  July,  1861. 

ALBA  P.  SMITH. 


Lbmuel  W.  Sehbell, 
Thos.  Geo^  Hahold. 

Messrs.  George  JTarding,  Andrew  McCallum,  F^a/ads 
T.  Chambers^  and  Chapman  Biddle,  for  appellants  : 

There  is  nothing  novel  in  the  constraction  of  the  truck 
shown  and  described  by  Smith  in  his  patent.  It  is  shown 
and  described  in  the  patents  to  Kipple  &  Bullock,  dated 
December  20,  1859,  and  in  those  to  Davenport,  &  Bridges, 
dated  May  4,  1841. 

It  did  not  involve  patentable  invention  or  novelty,  to  adapt 
the  well-known  swing  truck  in  use  under  cars,  to  liie  use  of 
a  swing  truck  under  a  locomotive. 

Harwood  t.  R.  R.  Co.,  11  H.  L.  Cas.  664 ;  Bean  v.  SmaU- 
wood,  2  Story,  408 ',  Hotchkiss  t.  Greenwood,  11  How.  248 
[6  Am.  &  Eng.  240 ;]  Brunton  n.  Hawkes,  4  B.  &  Aid.  640  ; 
Losh  B.  Hague.  1  Web.  Pat  Cas.  207  [2  Am.  &  Eng.  501.] 
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Messrs.  8.  S.  HoUingsworth  and^  lOdmund  Wetmore,  /or 


Without  attempting  to  draw  tie  Hne  between  where  in- 
vention begins  and  ordinary  mechanical  skill  ends,  we  may 
safely  rest  on  this  proposition  :  that  a  combination  of  ele- 
mente  old  in  themselves  to  produce  a  new  and  useful  result, 
la  always  patentable. 

Both  experts  agree  in  the  advantage  of  a  later aUy  moving 
truck  over  the  old  rigid  truck.  Thus  by  the  use  of  the  old 
swinging  truck  in  a  locomotive  engine,  we  have  obtained  a 
new  and  useful  result  which  was  impossible  in  the  old  style 
of  engine,  which  had  no  swinging  truck.  We  have  not, 
tlierefore,  a  mere,  bare,  naked,  double  use  of  an  old  device, 
but  have  combined  a  known  device  with  a  locomotive  to  pro- 
duce a  useful  result  never  before  attained. 

The  function  of  the  swing  tmck  in  the  locomotive  is  differ- 
ent from  its  function  on  a  car,  because  there  can  be  no  swiv- 
elling of  the  drivers. 

In  a  locomotive  it  is  impossible  for  the  drivers  to  either 
swing  or  swivel,  and  the  object  of  the  Smith  invention  is  to 
reach  as  near  as  possible  to  the  condition  in  which  the  loco- 
motive would  be,  could  both  truck-wheels  and  drivers 
swivel. 

And  it  accomplishes  this  object  by  allowing  the  truck  to 
follow  the  track  by  swivelling,  and  at  the  same  time  mov- 
ing laterally  under  the  body  of  the  locomotive,  while  the 
driving  -wheels  are  kept  nearly  in  their  proiwr  position  (i.e., 
as  if  free  to  siciveZ)  by  ?iot  being  twisted  across  the  rails  by 
the  truck,  and  by  being  gradually  brought  into  the  curve  by 
the  resistance  of  gravity  to  the  outward  swing. 

The  sole  function  of  the  swing  truck  in  cars  is  entirely 
secondary  in  a  locomotive,  where,  instead  of  causing  the 
locomotive  to  yield  easily  to  side  pushes  (from  irregular- 
ities in  the  track,)  it  has  all  the  tendency  of  the  locomotive 
to  move  in  a  straight  line  to  overcome,  whenever  a  curve  is 
reached,  before  it  is  in  its  normal  condition  for  resisting  side 
jolls. 
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It  is  plain,  then,  that  not  only  is  a  new  result  obtained 
by  the  combination  of  a  swinging  and  swiveliing  truck  in  a 
locomotive,  bat  this  result  ia  something  entirely  different 
from  the  operation  of  the  trucks  of  the  same  kind  under  a 
car. 

Mr.  Justice  Gray  delivered  the  opinion  of  the  court : 

This  is  an  appeal  by  the  defendant  below  from  a  decree 
against  it  upon  a  bill  in  equity  for  the  infringement  of  let- 
ters patent  granted  on  Februarj-  11th,  1862,  to  Alba  F. 
Smith,  for  an  improvement  in  trucks  for  locomotive  engines, 
the  specification  annexed  to  which,  except  the  drawings  and 
the  lettera  referring  to  them  and  the  formal  beginning  and 
conclusion,  was  as  follows  : 

"Several  laterally  moving  tracks  have  heretofore  been 
made  and  applied  to  railroad  cars.  My  invention  does  not 
relate  broadly  to  such  laterally  moving  trucks;  but  my 
said  invention  consists  in  the  employment,  in  a  locomotive 
engine,  of  a  truck  or  pilot  wheels  provided  with  pendent 
links,  to  allow  of  a  lateral  movement,  so  that  the  driving 
wheels  of  the  locomotive  engine  continue  to  move  correctly 
on  a  curved  track,  in  consequence  of  the  lateral  movement 
allowed  by  said  pendent  links,  the  forward  part  of  the  en- 
^ne  travelling  as  a  tangent  to  the  curve,  while  the  axl^  of 
the  drivers  are  parallel,  or  nearly  bo,  to  the  radial  line  of 
the  curve.  In  the  drawing,  I  have  represented  my  improved 
truck  itself.  The  mode  of  applying  the  same  to  any  ordi- 
nary locomotive  engine  will  be  apparent  to  any  competent 
mechanic,  as  my  truck  can  be  fitted  in  the  place  of  those 
already  constructed,  or  the  same  may  be  altered  to  include 
my  improvement." 

The  specification  then  refers  to  the  drawings,  showing  the 
wheels,  the  axles,  and  the  frame  of  any  ordinary  locomotive 
truck,  made  in  any  usual  manner,  with  the  center  cross- 
bearing  plate  or  platform,  of  two  thicknesses  of  iron  plate 
riveted  together,  strengthened  by  cross-bars  beneath,  and 
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embracing  at  its  ends  the  upper  bars  of  the  frame  ;  a  bol- 
ster, made  of  a  flanged  bar ;  the  king-bolt,  passing  through 
the  center  of  the  bolster  and  also  thi-ougli  an  elongated 
opening  in  the  plate,  so  as  to  allow  of  lateral  motion  to  the 
truck  beneath  the  bolster,  and  at  the  same  time  becoming 
a  connection  to  hold  the  truck  to  the  engine  :  the  bolster 
taking,  the  weight  of  the  engine  in  the  tniddle,  and  itself 
suspended  at  the  ends  of  bars  atta^^hed  to  the  moving  ends 
of  pendent  links  attached  by  bolts  at  then-  upper  ends  to 
brackets  on  the  frame,  and  tlie  distance  between  the  bars, 
transversely  of  the  truck,  slightly  moi-e  than  between  the 
bolts,  so  that  the  pendent  links  divevge  slightly.  The  speci- 
(ication  then  proceeds : 

"When  running  upon  a  straight  i-oad,  the  engine  pre- 
serves great  steadiness,  because  any  change  of  position  trans- 
versely of  the  track,  in  consequence  of  tlie  engine  moving 
over  tiie  truck,  or  the  truck  beneath  the  engine,  is  checked 
by  the  weight  of  the  engine  hanging  upon  the  links  and,  in 
consequence  of  their  divergence,  any  side  movement  causes 
the  links  on  the  side  towaiMis  which  the  movement  occurs  to 
assume  a  more  inclined  position,  while  the  other  links  come 
vertical,  or  nearly  so  ;  bence.  the  weight  of  the  engine  acts 
with  a  leverage  upon  the  most  inclined  Ihiks,  to  bring  them 
into  the  same  angle  as  the  others,  greatly  promoting  the 
steadiness  of  the  engine  in  running  on  a  straight  line.  As 
the  jjilot  or  truck  wheels  enter  a  curve,  a  sidewise  move- 
ment is  given  to  the  truck,  in  consequence  of  the  euj^ne  and 
diivera  continuing  to  travel  as  a  tangent  to  tlie  curve  of  the 
track.  This  movement  and  the  slight  turn  of  the  whole 
truck  on  the  king-bolt,  not  only  causes  the  wheels  to  travel 
correctly  on  the  track,  with  their  axles  jmrollel  to  the  radial 
line  of  the  curve  of  track,  but  also  elevates  tlie  outer  side  of 
the  engine,  preventing  any  tendency  to  run  off  the  track 
iipon  the  outer  side  of  the  cun-e,  Ui)on  entering  a  straight 
tmck,  the  track  again  assumes  the  central  position,  and  in 
case  of  irr^fularity  in  the  track,  or  any  obstruction,  the 
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truck  moves  luterally,  without  disturbing  the  movement  of 
the  engine. 

"I  do  not  claim  laterally  moving  trucka,  nor  pendent 
links,  sepiirately  considered  ;  but  what  I  claim  and  desire 
to  secure  by  letters  patent,  is  the  enii)loyment,  in  a  locomo- 
tive engine,  of  a  track  or  pilot  wheels  fitted  witli  the  pen- 
dent links,  to  allow  of  lateral  motion  to  the  engine,  as  speci- 
fied, whereby  the  drivei-8  of  said  engine  are  allowed  to  re- 
main .correctly  on  the  track,  in  consequence  of  the  lateral 
motion  of  the  track,  allowed  for  by  said  pendent  links  when 
ninning  on  a  curve,  as  set  forth." 

The  invention  then,  aa  claimed,  is  for  the  combination, 
with  a  locomotive  engine,  of  a  track,  of  which  the  king-bolt, 
forming  the  connection  To  hold  the  truck  to  the  engine, 
passes  through  a  bolster,  and  throagh  an  elongated  opening 
in  the  plate  or  platform  of  the  truck,  so  as  to  allow  the 
truck  to  have  a  lateral  motion  beneath  the  bolster ;  and  the 
bolster  takes  the  weight  of  the  engine  in  the  middle,  and  is 
suspended  from  the  frame  of  the  tfuck  by  i>endent  and 
slightly  divei^nt  linkfi,  so  that  any  movemesit  of  the  en- 
gine or  truck  sidewise,  aa  in  entering  upon  or  passing  over 
a  curve  of  the  track,  causes  the  links  on  the  side  towai-d 
which  the  engine  moves  to  assume  a  more  inclined  position, 
and  the  other  links  to  beccrme  nearly  vertical,  and  tlie 
weight  of  the  engine,  hanging  upon  the  links,  checks  its  own 
lateral  movement,  and  tends  to  biing  both  sets  of  links  Kick 
to  their  original  angle. 

In  railroad  cjtrs,  the  trucks  were  allowed  toswivel  around 
the  king-bolt  before  1841;  the  transvere  slot  and  pendent 
links,  allowing  a  lateral  motion,  were  used  by  Davenjiort 
and  Bridges  in  1841  :  in  1859  Kipple  and  Bullock  made  the 
pendent  links  divergent ;  and  at  the  time  of  Smith's  inven- 
tion the  trucks  of  niilnKui  cai-s  had  all  the  elements  of  the 
truck  put  by  him  under  the  front  of  alocomotive  engine. 

The  question  therefore  is,  whether  employing,  as  the  for- 
ward truck  of  alocomotive  engine  with  fixed  driving  wheels, 
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a  track  already  in  ase  on  railroad  cars,  has  the  norelty 
requisite  to  sastain  a  patent. 

After  carefully  considering  tlie  evidence  and  argaraents 
in  this  case,  and  the  reasons  assigned  for  sustaining  Smith's 
patent,  in  the  opinion  of  the  court  below,  reported  in  1  Ban. 
&  Arden,  470,  and  in  the  opinion  rendered  by  the  Circuit 
Court  in  the  Second  Circuit  in  Locomotfive  Engine  Safety 
Truck  Co,  V.  Erie  Railway  Co.,  reported  in  6  Fisher  Pat. 
Caa.,  187,  and  in  10  Blatchford,  292,  this  court  finds  itself 
unable  to  escape  from  the  conclusion  that  the  application  of 
the  old  track  to  a  locomotive  engine  neither  is  a  new  use, 
nor  does  it  prodoce  a  new  result. 

In  both  Migine  and  car,  the  increased  friction  against  the 
rails  and  the  danger  of  being  thrown  off  the  track,  in  enter- 
ing upon  or  passing  along  a  curve,  are  due  to  the  impulse 
of  forward  motion  in  a  direction  tangential  to  the  curve,  and 
to  the  influence  of  centrifrugal  force.  In  the  engine,  as  in 
the  car,  the  object  and  the  effect  of  the  transverse  slot,  al- 
lowing a  slight  lateral  motion,  and  of  thedive^ent  pendent 
links,  by  means  of  which  the  weight  of  the  engine  or  car 
itself  helps  to  keep  it  ujion  the  track,  are  to  secure  steadi- 
ness and  safety  by  lessening  the  friction  against  the  rails 
and  the  danger  of  being  thrown  off  the  track.  Tlie  only 
difference  is,  that  by  reason  of  the  fixed  position  of  the 
driving  wheels  of  the  engine,  the  truck,  which  has  l>efore 
been  applied  at  each  end  of  a  car,  can  only  be  applied  at  the 
forward  end  of  the  engine,  and  therefore  the  accommoda- 
tion of  the  movement  of  the  engine  to  the  curve  of  the  track 
may  be  less  complete!  than  in  the  case  of  the  car.  The  effect 
of  the  invention  upon  the  engine,  as  compared  with  its 
elTect  upon  the  car,  is  the  same  in  kind,  though  perhaps  less 
in  degree. 

It  is  settled  by  many  decisions  of  this  court.,  which  it  is 
unnecessary  to  quote  from  or  refer  to  in  detail,  that  the  ap- 
plication of  an  (»ld  pn)cass  or  machine  to  a  similar  or  anal- 
ogous subject,  with  no  change  in  the  manner  of  application 
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and  no  result  substantially  distinct  in  its  nature,  will  not 
sastain  a  patent,  even  if  the  new  form  of  result  has  not  be- 
fore been  contemplated.  Hotchkiss  v.  Greenwood.  11  How. 
248  [5  Am.  &  Kng.  240;]  Phillips  ».  Page.  24  How.  164  [7 
Am.  &  Eng.  97 ;]  Jones  v.  Morehead,  1  Wall.  155  [7  Am.  & 
Eng.  165,J  overruling  S.  C.  nom.  Livingston  v.  Jones,  1 
Fish.  Pat.  Cas.  521 ;  Hicks  v.  Kelsey,  18  Wall.  670  \Q  Am. 
&  Eng.  150 ;]  Smith  v.  Nichols.  21  WaU.  112  [9  Am.  &  Eng. 
425 ;]  Brown  v.  Piper,  91  U.  S.  37  [10  Am.  &  Eng.  272 ;] 
Roberta  t.  Ryer,  91  U.  S.  150  [10  Am.  &  Eng.  302 ;]  Key- 
stone Bridge  Co.  v.  Phcpuix  lion  Co.,  95  U.  S.  274  [11  Am. 
&  Eng.  364 ;]  Planing  Machine  Co.  c.  Keith,  101  U".  S.  479 
[12  Am.  &  Eng.  4M  ;]  Peai-ce  v.  Mulford,  102  U.  S.  112  [12 
Am.  &  Eng.  495  ;]  Heald  d.  Rice,  104  U.  S.  737  [13  Ani.  & 
Eng.  460 ;]  Atlantic  Works  r.  Brady,  107  U.  S.  192  [14  Am. 
&Eng.  380.] 

In  the  well-known  case  of  Crane  r.  Price,  in  which  the 
English  Court  of  Common  Pleas  upheld  a  patent  for  using 
anthracite,-instead  of  bituminous  coal,  with  the  hot  blast  in 
smelting  iron  ore,  the  evidence,  as  Chief  Justice  Tindal  re- 
marked, prove<l  beyond  doubt  that,  in  the  result  of  the  com- 
bination of  the  hot  air  blast  with  the  anthracite,  not  only 
.  was  the  yield  of  the  furnace  more,  and  the  expense  of  mak- 
ing the  iran  less,  but  "  the  nature,  pi-operties,  and  quality 
of  the  iron  were  better,"  than  under  the  former  pn>cess  by 
means  of  the  combination  of  the  hot  aii'  blast  with  bitumi- 
nous coal.  4  Man.  &  G-r.  580.  604  ;  5  Soott  (N.  R.)  338,  389; 
1  Webster  Pat.  Cas.  393,  41 0.  And  the  decision  rests,  as 
was  pointed  ont  by  Chief  Baron  Pollock  and  Baron  Parke 
in  Dobbs  r.  Penn,  3  Exch.W27,  432.  433,  and  by  Mr.  Justice 
Bradley  in  Hicks  v.  Kelsey,  above  cited,  upon  the  ground 
that  a  new  metal  oT  composition  of  matter  was  produced. 
As  observe*!  by  Mr.  Justice  Bradley,  "'In  compositions  of 
matter,  a  different  ingredient  changes  the  nature  of  the  com- 
pound; whereaus  an  iron  bar  in  place  of  a  woollen  one,  and 
subserving  the  same  purpose,  does  not  change  the  identity 
of  a  machine."     18  Wall.  074  [9  Am.  &'Eng.  160.] 
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So  in  Smith  e.  Ck>odyear  Dental  Co.,  in  this  court,  aa  was 
observed  by  Mi.  Justice  Strong,  in  delivering  its  judgment, 
"  A  new  product  was  the  result,  differing  from  Jill  that  had 
prece<led  it,  not  merely  in  degree  of  usefulness  and  excel- 
lence, but  differing  in  kind,  having  new  uses  and  properties." 
93  U.  S.  486  [11  Am.  &  Eng.  1.]  See  also,  Dental  Vulcanite 
Co.  r.  Davis,  102  U.  S.  222  [12  Am.  &  Eng.  fl24.] 

L'ljon  the  principles  which  must  govern  this  case,  the  de- 
cisions of  this  court  and  of  the  highest  couils  of  England  are 
in  full  accord,  aa  will  appear  by  referring  to  three  cases, 
fully  argued  and  considei-ed,  all  of  which  were  carried  to  the 
Exchequer  Cliamber,  and  two, of  which  were  finally  decided 
in  the  House  of  Lords. 

In  Bush  V.  Pox,  a  patent  for  constructing  the  interior  of  a 
caisson  or  cylinder  with  successive  chambers  to  work  in,  "in 
•  .such  manner  that  the  work-people  may  be  supplied  with 
compressed  air,  and  be  able  to  raise  the  materiiil  excavated, 
and  to  make  or  construct  foundations  and  buUdings,"  under 
water,  when  a  similar  apparatus  had  already  been  used  for 
working  underground  on  land,  was  held  by  Cliief  Baron  Pol- 
lock, by  the  Court  of  Bbcchequer  Chamber,  and  by  the  House 
of  Lords,  to  be  void  for  want  of  novelty,  after  able  argU' 
mentB  in  support  of  the  patent  by  Sir  Alexander  Cockbum, 
then  Attorney-General,  and  by  Mr.  Webster,  the  accom- 
plished patent  counsel,  at  tlie  successive  sta^s  of  the  case. 
Macrory,  Pat.  Cius.  152,  167, 179  ;  9  Exdi.  efil ;  6  H.  L.  Cas, 
7iY7. 

So  the  Court  of  Queen's  Bench  held  that  the  finishing  of 
yams  of  wool  or  hair  by  a  process  previously  applied  to 
yarns  of  cotton  and  linen,  by  subjecting  them,  while  dis- 
tended and  kept  sepanite,  to  the  action  of  rotatory  beaters  or 
burnishers,  by  which  they  would  be  burnished  or  polished 
on  all  sides,  was  not  the  subject  of  a  patent,  because,  as  Lord 
Campbell  said,  in  oi-der  to  ansUiin  a  patent  for  the  applica- 
tion of  an  old  process  to  a  new  purpose,  "tliere  must  be 
some  invention  in  the  manner  in  which  the  old  process  is  ap- 
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plied;"  "  here  there  is  no  novelty  in  the  mode  ol  applica- 
tion," "but  merely  the  application  of  a  known  process  by  & 
known  means  to  another  substance."  Brook  v.  Aston,  27 
Law  Joumai,  (N.  S.)  Q.  B.  145  ;  S.  C.,  4  Jurist  (N.  S.)  279; 
S.  C,  with  the  opinion  less  fully  reported,  8  E.  &  B.  478. 
The  judgment  was  unanimously  afRimed  in  the  Exchequer 
Chamber.  Of  the  opinions  there  deliTei-ed,  it  is  sufficient  to 
quote  fi^om  that  of  Baron  Martin,  who  after  expressing  his 
concurrence  in  the  statement  of  Mr.  Justice  Willes,  in  Pat- 
ent Bottle  Envelope  Co.  v.  Seymer,  28  Law  Joamal  (N.  S.) 
C.  P.  22,  24 ;  S.  C,  5  C.  B.  (N.  S.)  164,  173 :  that  "  theap- 
plication  of  a  well-known  toql  to  work  previously  untried 
mateiials,  or  to  produce  new  forma,  is  not  the  subject  of  a 
patent,"  added,  "  Wlien  a  machine  is  well  known,  it  be- 
comes in  fact  a  tool."  28  Law  Joumai  (N.  S.)  Q.  B.  175, 
176  ;  6  Jurist  (N.  S)  1025,  1027. 

But  perhaps  the  most  impoitant  English  case  is  that  of 
Harwood  v.  Great  Northern  Railway  Co.,  2  Best  &  S.  194, 
222,  and  11  H.  L.  Cas.  664. 

In  that  case,  a  patent  was  obtained  for  ' '  improvements  in 
fishes  and  fish-joints  for  connecting  the  rails  of  railways." 
In  the  specification,  the  patentee  stated  that  in  securing  the 
joints  of  rails  it  had  been  found  advantageous  to  attach  to 
each  side  of  the  rails,  by  means  of  boltaand  rivets,  pieces  of 
iron  commonly  called  "fishes  ;"  and  described hisinvention 
as  consisting  in  making  the  fishes  with  a  groove  or  recess  in 
their  outer  surfaces,  so  as  to  receive  the  square  heads  of  the 
bolts  or  rivets,  and  to  prevent  them  from  turning  round 
while  the  nuts  on  the  other  side  were  being  screwed  on  or 
off,  and  also  to  avoid  the  danger  of  the  flanges  of  the  wheels 
of  the  carriages  striking  against  the  heads  ;  and  he  claimed 
"Tlie  constructing  fishes  for  connecting  the  rails  of  railways, 
with  a  groove  adapted  for  receiring  the  heads  of  the  bolts  or 
rivets  employed  for  securing  such  fishes,  and  the  application 
of  such  fishes  for  connecting  the  rails  of  railways." 

In  an  a(?tion  for  the  infringement  of  that  patent,  it  ap- 
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peared  that  fishes  for  connectiiig  the  rails  of  railways  had 
never  before  been  made  with  a  groove  or  recess  in  their  outer 
surfaces,  so  as  to  receive  the  square  headsof  the  bolts.  But 
it  was  proved  that,  in  the  construction  of  several  railway 
bridges,  beams  of  timber  had  been  laid  horizontally  one 
above  the  other,  and  fastened  or  bolted  together  with  bolts 
and  nuts;  horizontal  bars  or  plates  of  iron  placed  beneath, 
parallel  to  and  in  contact  with  the  beams,  and  fastened  or 
bolted  by  the  same  bolts  and  nuts;  and  each  of  these  bars  or 
plates  of  iron  constructed  with  a  groove  in  its  under  surface, 
which  received  the  square  heads  of  the  bolts,  and  which 
served  the  double  purpose  of  strength  and  of  preventing  the 
beads  of  the  bolta  from  turning  round.  In  those  bridges, 
there  were  no  joints  to  be  fished  by  the  bars  or  plates  of 
iron,  nor  were  there  corresponding  bars  or  plates  of  iron 
above  the  horizontal  beams  of  timber.  But  it  was  also 
proved  that  a  bridge,  known  as  the  Hackney  Bridge,  hav- 
ing too  great  a  span  to  be  conveniently  crossed  by  a  single 
beam,  had  been  conetructed  with  two  horizontal  longitudi- 
nal beams  of  timber  on  each  side,  the  endsof  which metand 
were  joined  together  in  the  middle  of  the  bridge  by  scarf- 
joints;  that  beneath  those  beams  were  transverse  planks, 
constituting  the  flooring  of  the  bridge,  and  beneath  the 
planks  were  bars  of  grooved  iron,  like  those  used  in  the  other 
bridges,  carried  nnder  the  scarf -joints  and  under  the  whole 
length  of  the  horizontal  beams;  that  above  and  immediately 
over  each  scarf-joint,  extending  eighteen  inches  beyond  each 
end  of  the  joint,  and  resting  immediately  upon  the  longi- 
tudinal beam,  was  a  horizontal  flat  plate  of  iron  thirteen  feet 
in  length;  and  that  the  bolts  passed  upwards  through  the 
grooved  iron  bars,  the  transverse  planking  and  the  longi- 
tudinal beams,  and  also,  at  the  middle  of  the  bridge,  through 
the  plates  of  iron  over  the  scarf -joints. 

A  verdict  supporting  the  patent  was  obtained  under  the 
rulings  of  Lord  Chief  Justice  Cockbum,  and  afflrmedby  the 
Court  of  Queen's  Bench,     But  its  judgment  was   unani- 
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mouely  reversed  in  the  Exchequer  Chamber  in  a  considered 
judgment  delivered  by  Mr,  Justice  Willes;  and  the  judg- 
ment ot  revei-sal  was  affirmed  by  the  House  of  Lords,  in  ac- 
cordance with  the  opinions  of  Lord  Chancellor  Westbury, 
Lord  Cranworth  and  Lord  Wensleydale,  and  of  a  majority 
of  the  judges  who  attended,  upon  the  ground,  as  stated  by 
the  Lord  ChanwUor,  that  the  application  of  the  channelled 
iron  horizontally  under  the  timbers  of  a  bridge  being  well 
known,  "The  channellediron  was  applied  in  a  manner  which 
was  notorious,  and  the  application  of  it  to  a  vertical  fish 
would  be  no  more  than  the  application  of  a  well-known  con- 
trivance to  a  purpose  exactly  analogous  or  (^iTeaponding  to 
the  purpose  to  which  it  had  been  previously  applied."  11 
H.  L.  Cas.  683.  And  all  wlio  gave  opinions  in  the  House  of 
Lords  concuri-ed  with  the  Court  of  Exchequef  Chamber  in 
the  proposition  of  law  that  the  mere  application  of  an  old 
contrivance  in  an  old  way  to  an  analogous  subject,  without 
.any  novelty  to  the  mode  of  applying  such  old  contrivance  in 
the  new  purpose,  is  not  a  valid  subject-matter  of  a  patent, 
a  B.  &  S.  228;  11  H.  L.  Caa.  666,  672,  682,  684,  686. 

In  the  case  at  bar,  the  old  contrivance  of  a  railroad  truck, 
with  the  awiveling  king-bolt,  trdnsverse-slot,  and  pendent 
divergent  links,  already  in  use  under  railroad  cai-s,  is  applied 
in  the  old  way,  without  any  novelty  in  the  raode  of  apply- 
ing it,  to  tlie  analogonspurpose of  formingtheforward  track 
of  a  locomotive  engine.  This  application  is  not  a  new  inven- 
tion and,  therefore,  not  a  valid  subject  of  a  patent. 

The  decree  of  the  Circuit  Conri  must,  therefore,  he  re- 
verged  and  the  case  remanded,  with  directions  to  dismiss 
the  bill. 


Notes  t 

1.  Analogous  ust-; 

Collar  Co.  v.  Van  Deuscii,  23  Wall.  530  f  10  Am.  A-  Eng.  ■ 

156.] 
Sawj'cr  «.  Bixby,  12  Am.  &  Eng.  332. 
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LOUIS    McMURRAY    et    al.,    APPELLANTS,   v. 
DWIGHT  D.  MALLORY'  ^  al.* 

Ill  U.  S.  07-lOe.    Oct.  Term.  188a 

[Bk.  2P,  L.  ed.  365  ;  27  O.  G-  015.] 

Affirmiiig  I  bid,  4  Hughes,  265. 

Argued  March  11,  12,  1884.     Deoided  March  24,  1884. 

Particular  patetiU   eonttrued.    Infringanent.     Reinaue  loith  ex- 
panded claimi.     JH»claimer  JUed  after  Jiiial  decree. 

1.  Where  the  specification  and  drawings  of  the  reissued  letters 
patent.  No.  8,TB1,  E.  M.  Long,  July  I,  1879,  Soldering-iron, 
were  substantially  the  same  as  those  of  the  original  patent, 
No.  108,126,  A.  Barker,  May  17,  1870,  held,  that  the  reissue 
was  not  for  the  purpose  of  making  the  original  specification 
more  fidl,  accurate,  or  intvDigihle,  or  for  the  purpose  of  elimi- 
nating from  it  what  the  inventor  had  not  the  right  to  claim 
as  new.  The  Ist,  2d,  and  3d  claims  of  the  reissue,  hroadly  for 
combinations  of  certain  parte,  without  limitation  as  to  their 
construction,  held,  void,  as  expanded  claims  for  matter  not 
covered  by  the  original,  in  view  of  its  single  limited  combina- 
tion claim  of  such  parts  constniclfd  in  a  particular  way  for  a 
special  purpose,     {p.  177.) 

3.  The  4th  and  5th  claims,  heUl,  not  infriiige<l  by  the  device  con- 
structed under  letters  patent,  No.  127,120,  Tillery  and  Ewalt, 
May  21,  1872,  Soldering-iron.     (p.  183.) 

3.  (^laim  1  of  relMue  letters  patent,  No.  8,466,  J.  A.  Bostwick,  Oc- 

tober 29,  1878,  (original  No.  104,412,  June  21, 1870,)  Soldering- 
iron,  held,  to  be  for  s  different  invention  from  that  described 
and  claimed  in  the  oripnal  patent,  and  void  ;  the  2d  combi- 
nation claim  hdd,  not  infringed  by  the  Tillery  and  Ewalt  de- 
vice which  omits  the  two  ewsenlial  elenients  of  the  claim,  {p. 
188.) 

4,  Where  a  disclaimer  was  filed  by  ai)pcllants  more  than  two  years 

and  a  half  after  the  final  <lecree  in  the  Circuit  Conrt,  and 
while  the  case  was  pending  on  appeal  in  the  Supreme  Court, 
*  See  Kxplaitatiou  of  Noteit,  page  IIL 
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held,  that  if  the  appellants  are,  under  these  ctrcunutanoes,  en- 
titled to  have  the  disclaimer  considered,  it  cannot  aid  their 
case.  (i».  )89.) 
G.  It  is  nut  competent  for  the  patentee  or  his  assignees  by  merely 
disclaiming  all  the  changes  made  in  a  reissue  patent  to  revive 
and  restore  the  original  patent.  This  could  be  done  only,  if  it 
could  be  done  at  ail,  by  surrender  of  the  reissued  patent  and 
Iho  grant  of  another  reisnup.     <p,  190.) 

[Citations  in  the  opinion  of  the  court :] 

GiU  r.  Wella,  23  Wall.  I  [9  Am.  &  Eng.  471.]     p.  183. 

Wood  Paper  Patent,  23  Wall.  566  [10  Am.  &  Eng.  109.]     p.  183. 

Powder  Co.  r   Powder  Works,  98  U.  8.  126  [12  Am.  &  Eng.  301.]    p.  183. 

Ball  V.  iMig\ea,  102  U.  S.  128  [12  Am.  A  Eng.  508,]     p.  183. 

Miller  f.  Brass  Co.,  104  U,  8.  :(M>  [13  Am.  &  Eng,  303.]     p.  163. 

James  r.  Campbell,  104  U.  H.  3r>S  [13  Am,  &  Eng.  341.]     p.  183. 

Heald  r.  Rice,  104  U,  8,  T.n  [13  Am.  &  Eng.  460.]     p.  183. 

Johnson  i^.  Railroad  Co,,  105  U.  S.  H39  [14  Am,  &  Eng.  19.]     p  183. 

BantTi  p.  Frant*,  105  U.  8.  160  [13  Am,  &  Eog,  542,]     p.  183. 

Wing  u.  Anthony,  106  U,  S.  142  [14  Am.  &  Eng.  186.]     p.  183. 

Appeal  from  the  Circoit  Court  of  the  United  States  for 
the  District  of  Maryland. 
The  history  and  facts  appear  in  the 

Statement  of  the  case  by  Mr.  Justice  Woods  :  (a) 
The  bill  was  flled  September  2, 1879,  by  Louis  McMnrray, 
Edward  M.  lang,  and  George  Buraham,  doing  business  as 
a  firm  under  the  name  of  McMurray,  Lang,  &  Bumham, 
against  Dwight  D.  Mallory  and  Jesse  C.  Luddington,  doing 
business  as  a  firm  under  the  name  of  D.  D.  Mallory  &  Co., 
to  restrain  the  infringement  by  them  of  two  certain  letters 
patent.  The  first;was  a  reissued  patent  for  certain  new  and 
useful  improvements  in  soldering  machines,  the  original  of 
which  had  been  granted  to  Abel  Barker,  May  17,  1870,  re- 
issued to  Edward  M.  Lang,  one  of  complainants,"  January 
11,  1876,  and  sixain  i-eiasued  to  him  July  1,  1879 ;  the  sec- 
ond was  a  reissued  patent  for  an  improvement  in  soldering 
irons,  the  original  of  which  had  been  granted  to  Jabez  A. 

(d)  This  itlat«nient  ot  the  caae  is  given  as  part  of  the  opiniou  in  111  U.  S. 
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Bostwick,  June  21,  1870,  and  reissued  October  29,  1878,  to 
E.  M.  I^  &  Co. 

The  answer  of  the  defendants  denied  the  infringement  of 
either  of  the  patents  on  which  the  suit  was  brought,  denied 
that  either  Barker  or  Bostwick  was  the  original  inventor  of 
the  improvements  for  which  the  original  letters  patent  wei-e 
issued  to  them  respectively,  denied  that  either  of  the  letters 
patent  were  ever  surrendered  a^-^ording  to  law,  and  allied 
that  the  reissues  were  not  for  the  same  inventions  as  those 
described  lathe  original  letters  patent.  Upon  final  hearing, 
the  Circuit  Court  dismissed  the  biU,  and  the  complainants 
have  brought  that  decree  under  review  by  this  appeal. 

Mr.  Beiij.  Price,  for  a^eUaiiis  : 

The  Barker  patent  was  reissued  twice.  The  last  reissue 
is  the  one  on  which  we  are  suing. 

In  theflrst  reissue,  the  original  patent  vras,  probably,  en- 
larged, and  new  matter  inserted.  That  reissue  described 
the  rod  as  going  through  the  center  of  the  soldering  iron, 
the  original  patent  described  it  as  going  through  the  solder- 
ing tool  at  the  side  of  the  handle.  The  claim  in  the  original 
patent  introduced  the  rod  as  an  element  in  the  combina- 
tion ;  in  the  first  reissue  the  first  claim  left  out  the  rod  en- 
tirely.    This  would  have  been  a  different  inverdion. 

When  these  things  were  made  known  an  application  -was 
made  for  the  second  reissue,  in  which  the  object  of  the  ap- 
plicant was  not  to  enlarge,  but  to  contract,  and  to  restore 
the  patent  to  what  was  fairly  shoivn,  and  indicated  as  the 
real  invention  in  the  original  patent ;  and  if  the  applicants 
have  done  this,  it  would  seem  to  be  notonly  a  proper  course 
to  pursue,  but  rather  a  duty  to  do  so. 

The  case  of  Winans  v.  Denmead  [6  Am.  &Eng.  107,]  which 
WQ  believe  to  have  been  followed  ever  since  as  settled  law, 
lays  down  the  rule  of  construction,  which  by  a  fair  interpre- 
tation of  the  Barker  original  patent,  we  believe  would  in- 
clnde  in  its  scope  all  that  is  claimed  in  the  reissne. 

In  this  case  the  court  say  :  "  Its  substance  is  anew  opera- 
tion by  means  of  which  a  new  result  is  obtained. 
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"  It  is  this  new  inod.e  qf  operation  which  givea  it  the 
character  of  an  invention,  and  entitles  the  inventor  to  a 
patent ;  and  this  new  mode  of  operation  is,  in  view  of  the 
patent  law,  the  thing  entitled  to  protection." 

We  believe  It  to  be  capable  of  demonstration,  that  both 
the  Barker  and  Bostwiuk  original  patents  were  good  and 
valid  patents,  and  were  infringed  by  the  defendants  ;  that 
Barker  was  the  Urstand  original  inventor  of  the  underlying 
features  of  the  apparatus,  as  described  in  his  patent ;  that 
Bostwick'a  improvement  thereon  was  also  a  meritorious  in- 
vention equally  infringed  by  the  defendants'  appiiratus. 
And  in  leapect  to  Barker's  reissued  patent,  there  is  nothing 
more  in  it  than  what  was  fairly  described  as  his  invention 
in  his  original  patent;  that  the  Bostwick  is  restored  in 
words,  meaning,  and  intent  to  the  original,  by  the  dis- 
claimer which  has  become  a  part  of  the  patent. 

Messrs.  Sebastian  Brown  and  Hobert  H.  Smith,  for  ap- 
pellees : 

The  reissaes  contain  claims  not  shown  nor  contemplated 
by  the  original  drawings  and  specifications,  and  the  patents 
are  therefore  void.  A  reissue  must  be  restricted  to  what  is 
shown  by  the  original,  otherwise  a  patentee  wiU  get  the 
benefit  of  subsequent  inventions.  Powder  Co.  p.  Powder 
Works,  98  U.  S.  138  [12  Am.  &  Eng.  201 ;]  Miller  o.  Brass 
Co.,  104  U.  S.  350^[13  Am.  &  Eng.  303 ;]  Moflitt  v.  Risers, 
106  U.  S.  423  [14  Am.  &  Eng.  244  ;]  Wing  s.  Anthony,  106 
U.  S.  142  [14  Am.  &  Eng.  188  ;]  Gosling  v.  Roberts.  106  U. 
S.  39  [14  Am.  &  Eng.  143  ;]  Gage  t>.  Herring,  107  U.  S.  640 
[14  Am.  &Eng.  454.] 

The  Ewalt  and  Tillery  iron  does  not  infringe  the  Barker 
nor  the  Bostwick  de^-ioes. 

An  examination  of  the  three  devices  will  show  .this,  and 
it  is  the  opinion  likewise  of  three  able  experts. 

We  refer  to  the  decision  of  Judge  Morris  in  the  court  be- 
low, who  says  :  "  But  putting  upon  the  claims  of  the  reie- 
sues  that  restricted  construction  necessary  to  bring  them 
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within  the  invention  clearly  and  accurately  described  in  the 
drawings  and  specifications  of  the  oiiginal  patents,  I  do  not 
find  that  the  defendants,  in  using  the  Tillery  soldering  iron, 
constructed  as  shown  by  the  exhibits  produced  in  this  case, 
have  been  guilty  of  infringing  any  of  the  exclusive  rights  to 
which  the  complainants  have  become  entitled  as  the  as- 
signees of  either  the  Barker  or  Boatwick  inventions.'' 

Mr.  Justice  Woods  delivei-ed  the  opinion  of  the  court,  on 
the  24th  of  March,  1884 ; 

We  shall  first  consider  the  Barker  patent.     The  original 
ira.tent  was  described  in  the  specification  as  "a  new  and^ 
useful  machine  for  opening  and  closing  or  sealing  fruit, 
oyster,  and  all  other  cans,  hermetically  sealed."     The  spec- 
ification was  illustrated  by  drawings,  as  follows ; 

Tliey  were  described  thus:  "Figure  1  is  a  vertical  sec- 
tion ;  Fig.  2  is  a  representation  of  tbe  machine  as  applied 
to  the  can  in  opening ;  Fig.  3  as  applied  in  closing  or 
sealing,  with  the  disk  withdrawn  and  the  sliding  rod 
pressed  upon  the  o«ver  U>  hold  it  until  tlie  solder  or  sealing 
material  hardens."  The  specification  then  proceeds  as  fol- 
lows : 

"  In  constructing  this  niacliine  I  make  the  disk  or  cast- 
ing, A,  of  sufficient  thickness  to  retain  the  heat  and  of  suit- 
able size  to  cover  the  lid  of  the  can,  with  the  i-ecess,  B,  in 
the  under  side  to  give  room  for  the  convex  lid  of  the  can, 
and  to  confine  the  soldering  process  to  the  outer  edge  of  the 
lid  or  cover. 

"  To  this  disk  I  connect  the  handle,  0.  of  sufficient  length 
to  hold  when  heated. 

"  At  the  side  of,  and  parallel  with,  the  handle  I  connect 
the  small  rod  or  wire,  D,  with  a  loop  or  ring  connecting  it 
with  the  handle  atthe  top  and  the  bottom,  passing  through 
the  disk.  A,  so  as  to  allow  it  to  slide  up  and  down." 

The  process  of  sealing  a  can  was  thus  described  : 

"The  disk.  A,  is  sufficiently  heated  to  melt  the  solder. 
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The  rod,  D,  is  pushed  down  through  the  disk,  and  placed 
upon  the  center  of  the  cover  to  hold  it.  The  heated  diak  Is 
then  to  be  jmshed  down,  in  contact  with  the  solder  or  seal- 
ing material  till  it  is  melted,  then  turned  back  and  forth 
till  the  solder  is  spi-ead  evenly  around  the  lid.  Tlie  disk  is 
then  to  be  withdrawn  with  the  rod,  D,  still  pressed  upon 
the  lid,  till  the  solder  or  sealing  material  sets  or  hardens, 
when  the  operation  is  completed." 
-  The  claim  was  as  follows : 

"  The  disk,  A,  with  the  recess,  B,  in  the  underside,  as  set 
forth,  in  combination  with  the  movable  rod  or  wire,  D,  to 
^hold  the  lid  while  resealing  or  closing." 

The  specification  of  the  reissue  upon  which  the  suit  is 
brought,  and  the  drawings  and  the  description  of  the  draw- 
ings, were  substantially  the  same  as  for  the  original  patent. 
It  is  apparent,  therefore,  that  the  reissue  was  not  for  the 
purpose  of  making  the  orif^nul  specification  more  full,  ac- 
curate, or  intelligible,  or  for  the  purpose  of  eliminating  from 
it  what  the  inventor  had  not  the  right  to  claim  as  new.  Tlie 
claims  of  the  reissue,  which  were  five  in  number,  were  as 
foUows : 

"1.  In  a  soldering  machine,  a  rod  adapted  to  bold  the 
can  cap  or  lid  in  place,  in  combination  with  a  soldering- 
iron  mounted  upon  and  arranged  to  be  rotated  about  said 
rod,  substantially  as  described. 

"2.  In  a  soldering-machine,  a  rod  adapted  to  hold  the 
can  cap  or  lid  in  place,  in  combination  with  a  soldering- 
iron  sliding  upon  said  rod  and  adapted  to  be  rotated  about 
it,  as  set  forth. 

"3.  In  combination  with  a  soldering  tool  or  die,  the  i-od, 
D,  In  passing  through  said  tool  or  die  to  hold  the  can  cap 
or  lid  in  the  process  of  soldering,  substantially  as  described. 

"4.  In  a  soldering-machine,  the  combination,  with  a 
soldering-tool  conforming  in  shai>e  to  the  cap  to  be  soldered, 
of  an  independently  movable  rod.  D,  upon  which  the  said 
tool  is  mounted,  substantially  as  described. 

Ill  V.  S.  1M>-101. 
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"6.  The  disk  pr  tool,  A,  with  the  recess,  B,  in  its  under 
side,  in  combinatioo  with  and  mounted  upon  the  independ- 
ently movable  rod  or  wire,  D,  as  set  forth." 

The  proof  showed  that  defendant  used  the  instrument 
described  in  the  letters  patent  issued  to  Tillery  &  Ewalt, 
May  21,  1872.  ' 

'Die  specification  of  these  letters  was  illustrated  by  the 
foUowing  drawing ; 

The  speciUcation  described  the  Invention  as  follows  : 

"  The  invention  consists,,  flrat,  in  making  a  soldering-tool 
adjustable  radially  from  a  hinge-joint,  in  order  to  adapt  the 
same  tool  to  be  used  with  caps  of  varying  size ;  second,  in 
moving  said  tool  out  and  in,  at  the  same  time  fixing  it  at 
any  point  of  adjustment  by  means  of  a  screw  that  has  a 
loop-head  through  which  pajsses  the  holder. 

"A  represents  oar  soldering-tool,  provided  with  the  cap- 
holder,  B,  which  maintains  the  cap  in  position  while  the 
soldering-iron,  C,  is  rotated.  D  is  a  stock,  in  which  the 
shank,  d,  of  soldering-iron  is  held  at  any  point  by  a  clamp- 
screw,  d.  E  is  the  body,  in  which  the  stock,  D,  is  hinged 
at  e,  while  the  holder,  B,  passes  vertically  and  loosely 
therethrough.  P  ia  a  screw,  having  loop-head,/,  which 
connects  the  said  holder,  B,  and  stock,  B,  while  it  allows 
them  to  be  spaced  at  any  desired  distance  apart.  In  order 
to  effect  a  change  in  the  radial  distance  between  the  center- 
ing holder,  B,  and  the  stock,  D,  that  holds  the  soldering- 
iron,  the  holder  is  first  removed  and  the  screw,  P,  moved  in 
or  out.  *  »  * 

"The  advantages  of  this  tool  consist,  first,  in  the  arc 
shape  by  which  we  can  see  at  a  glance  any  point  which  has 
been  left  unsoldered  or  imperfectly  soldered,  and  which  de- 
fect can  be  remedied  at  once  without  removing  the  tool ; 
second,  in  the  option  that  it  allows  us  using  either  wire 
solder  or  the  cheaper  drop  solder,  thereby  saving  one-half 
the  expense." 

There  is  no  doubt  that  the  first  three  claims  of  the  reis- 
iiitr.B.ioi-iot. 
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sued  pateDt  of  Barker  cover  the  device  here  described,  but 
are  void,  because  they  are,  each  of  them,  broader  than  the 
claim  of  the  original  patent.  The  claim  of  the  original  pat- 
ent was  for  a  combination  ;  that  is  to  say,  a  combination  of 
the  disk.  A,  with  the  recess,  B,  on  ita  under  side,  and  the 
movable  rod,  D,  fo  hold  the  lid  of  the  can  while  resealing 
or  closing.  The  specification  mentioned  a  disk  and  particu- 
larly described  and  iUustrated  it  as  forming  a  part  of  the 
combination.  By  its  size,  shape,  and  the  recess  in  its  under 
surface,  it  was  designed  to  perform  certain  specified  func- 
tions. It  v/aa  made  thick  so  aa  to  retain  the  heat ;  it  was 
made  circular,  like  the  lid  of  the  can  and  of  sufficient  diam- 
eter to  cover  the  lid,  so  as  to  reach  its  outer  edge,  where  the 
Boldeiing  was  to  be  done,  and  it  had  the  recess  in  its  under 
side  sufficient  to  give  room  for  the  convexity  of  the  lid  so 
aa  to  confine  the  soldering  process  to  the  outer  edge  of  the 
lid. 

The  patent  did  not,  therefore,  include  every  soldering- 
iron  of  whatever  form  and  shape.  In  the  case  of  Prouty  v. 
Rubles,  16  Pet.  336  [4  Am.  &  Eng.  351,]  it  was  said  of  a 
patent  for  a  combination  consisting  of  three  parts,  that 
"The  Bse  of  any  two  of  these  parts  only,  or  of  twocombined 
with  a  third,  which  is  substantially  different  in  form,  or  in 
the  manner  of  its  an-angement  and  connection  with  the  oth- 
ers," is  not  an  infringement.  "  It  is  not  the  same  combina- 
tion if  it  sobstantially  differs  from  it  in  any  of  its  parts." 
The  disk,  therefore,  in  the  Barker  patent,  substantially  as 
described,  is  an  essential  element  of  the  combination  rx)v- 
ered  by  that  patent. 

In  the  reissue,  the  first  three  claims  of  tlie  Barker  patent 
are  expanded  ro  aa  to  include  ail  xsoldering-irons,  no  matter, 
what  their  shape  or  size,  or  sftecific  advantages,  in  combina- 
tion with  the  movable  rod,  D.  The  pontention  of  the  ap- 
pellants, tliat  a  device  so  unlike  the  soldering-tool  described 
in  the  original  Barker  patent  aa  the  Tillery  &  Ewalt  tool  is 
embraced  by  the  first  three  claims  of  the  reissue,  is  striking  ■ 
111  IJ.  8.  iM-ias. 
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proof  of  the  expansion  of  the  original  claim.  It  ia  plain 
that  the  claims  mentioned  include  many  soldeiing  devices 
not  covered  by  the  original  patent.  The  claims  are,  there- 
fore, void.  Gill  V.  Wells,  22  Wall.  1  [9  Am.  &  Eng.  471 ;] 
The  Wood  Paper  Patent,  23  Id.  566  [10  Am.  &  Eng.  199;] 
Powder  Co.  v.  Powder  Works,  98  U.  8.  126  [12  Am.  &  Eng. 
201  ;]  Ball  ».  I^ngles,  102  Id.  128  [12  Am.  &  Eng.  508;] 
Miller  n.  Brass  Co.,  104  Id.  360  [13  Am.  &  Eng.  303  ;]  James 
V.  Campbell,  Id.  366  [13  Am.  &  Eng.  341 ;]  Heald  v.  Rice, 
Id.  737  [13  Am.  &  Eng.  460;]  Johnson  u  R.  R.  Co.,  106 
Id.  539  [14  Am.  &  Eng.  19;]  Bantz  v.  Pranta,  Id.  160  [13 
Am.  &  Eng.  542  ;]  Wing  v.  Anthony,  106  V.  S.  143  [14  Am. 
ft  Eng.  188.] 

The  fourth  and  fifth  claims  of  the  reissued  Barker  patent 
are  not,  in  our  opinion,  infringed  by  the  defendants. 

The  fourth  claim  embraces  as  one  element  of  the  combina- 
tion a  soldering-ii-on  in  shape  of  the  cap  or  lid  to  be  soldered. 
Th6  shape  of  the  iron  is  expressly  made  an  essential  part  of 
the  combination.  This  element  is  wanting  in  the  Tillery  & 
Ewalt  device  used  by  the  defendant.  The  soldering-Lron 
nsed  by  them  is  totally  unlike,  in  shape,  a  cap  or  lid  or  the 
disk  described  in  the  Barker  patent.  One  of  the  two  ele- 
ments of  the  combination  covered  by  the  fourth  claim  of  the 
Barker  reissue  is,  therefore,  clearly  wanting  in  the  Tillery  & 
Ewalt  device,  and  there  can.  consequently,  be  no  infringi- 
ment. 

The  Jifth  and  last  claim  of  the  reissued  Barker  patent  is 
identical  with  the  claim  of  the  original  patent,  and  is,  there- 
fore, free  fromtheobjection  to  which  thefirst  three  are  open. 
But  we  think  it  also  is  not  infringed  by  the  device  used  b\' 
the  defendants.  The  soldering-iron  described  in  both  tin- 
original  and  reissued  Barker  patent  is  a.  disk  of  suitable  size 
to  cover  the  lid  of  the  can  to  be  soldered,  with  the  recess,  B, 
in  the  under  side,  to  give  room  for  the  convex  lid  of  the  can 
and  to  confine  the  soldering  process  to  the  outer  edge  of  the 
lid  or  cover.    This  is  entirely  unlike  the  soldering-iron  de- 
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scribed  in  the  Tillery  &  Ewalt  patent,  the  iool  used  by  the 
defendanta.  The  latter  is  not  a  disk,  but  closely  resembles 
the  conuDon  soldering-iron,  which  is  an  old  and  familiar 
tool,  and  differa  from  it  only  in  not  having  a  pointed  end, 
but  one  made  so  as  to  form  a  short  arc  of  a  small  circle. 
The  device  covered  by  the  Tillery  &  Ewalt  patent  was  con- 
trived for  two  purposes,  neither  of  which  the  Barker  con- 
trivance is  oapableof  accomplishing,  namely,  the  adjustment 
of  the  soldering-iron  radially  from  a  hinge-joint  in  order  to 
adapt  the  same  tool  to  be  used  with  caps  or  lids  of  different 
sizes;  and,  second,  the  giving  of  the  soldering-iron  such  a 
shape  as  that  it  would  not  hide  the  process  of  soldering,  bat 
made  it  possible  to  see  at  a  glance,  without  removing  the 
tool,  any  part  of  the  cap  which  had  been  left  unsoldered. 

The  contention  of  the  appellants,  that  the  soldering  iron 
of  the  Tillery  &  Ewalt  patent  is  merely  the  disk  of  the  Bar- 
ker patent  with  a  large  part  of  its  circumference  removed, 
defeats  itself,  for  when  a  large  part  of  the  disk  is  removed 
it  ceases  to  be  a  disk,  and  becomes  the  mere  soldering-iron  of 
•the  Tillery  &  Ewalt  device;  whereas,  as  we  have  seen,  a  disk 
is  an  essential  element  in  the  invention  covered  by  the  Bar- 
ker patent. 

We  think  that  by  no  stretch  of  construction  can  the  de- 
vice used  by  defendants  be  inclnded  in  the  fourth  and  fifth 
claims  of  the  Barker  reissued  patent,  and  that  the  defend- 
ants do  not  infringe  those  claims. 

It  remains  to  consider  whether  the  appellants  were  en- 
titled to  relief  against  the  defendants  for  the  alleged  in- 
fringement of  the  Bostwick  patent. 

The  original  Bostwick  patent  was  for  "  a  new  and  useful 
soldering-iron,  for  soldering  metallic  caps  or  other  project- 
ing pieces  on  metallic  vessels."  It  related,  so  the  specifica- 
tion states,  "  to  the  constniction  and  use  of  a  hollow  solder- 
ing-iron, for  soldering  metallic  caps  or  other  projecting  pieces 
upon  metallic  oil -cans  or  other  vessels;  said  iron,  when  made 
^vith  an   inclosing  edge  of  the   dimensions  and  form  of 
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the  rim  or  edge  of  the  cap  or  piece  to  be  soldered;  so 
as  to  coaf  orm  thereto  when  placed  thereon,  and  so  extended 
and  formifi  interiorly  as  to  receive  and  embrace  loosely  a 
guiding-rod  to  be  placed  upon  thecap  to  be  soldered,  to  hold 
the  latterdownfirmlyuntilithasbeen  secured  by  the  solder, 
and  at  the  same  time  guide  the  iron  to  its  proper  place  upon 
or  against  the  rim  or  edge  of  the  cap." 

The  specification  was  illustrated  by  drawings,  as  follows: 

The  manner  in  which  the  device  was  to  be  used  was  thus 
stated: 

"  After  tiie  iron  has  been  properly  heated  it  is  slipped 
over  this  rod,  and  the  rod  being  then  placed  upon  the  cap, 
is  held  thereon  firmly*  while  the  lower  rim  of  the  heated 
iron,  dnly  supplied  with  solder,  bearing  upon  the  joint  of 
the  cap  with  the  vessel,  will  instantly  solder  and  secure  the 
same  about  its  entire  circuniference. 

"  By  lifting  the  rod,  its  shoulder,  enga^ng  with  the  offset 
within  the  iron,  will  take  up  the  latter  with  it  in  readiness 
to  be  placed  upon  another  cap,  and  thus  a  number  of  caps 
may  quickly  and  thoroughly  be  soldered  at  one  heat  of  the 
iron." 

The  specification  then  proceeds: 

"  I  contemplate  making  the  soldering-iron.  A,  and  its 
guiding-rod,  C,  of  any  form  ii)  transverse  section  which  may 
be  required,  to  cause  it  to  fit  npon  any  form  of  cap  or  other 
projection,  whether  round,  square,  oval,  or  of  any  other 
curved  or  polygonal  shape.  Its  lower  rim  or  edge  need  not 
be  nmde  continuous,  but  may  be  broken  or  slotted." 

The  claim  was  as  follows: 

■'The  hollow  soldering-iron,  A,  having  a  handle,  B,  and 
leveled  rim.  <t  a,  in  combination  with  the  rod,  C,  substan- 
tially as  herein  described  and  set  forth." 

On  September  3,  1878,  Bostwick  with  the  assent  of  E.  M. 
Lang  &  Co.,  the  assignees,  made  application  to  the  Patent 
Office  for  a  reissue  of  bis  patent. 

His  application  was  granted,  and  his  patent  reissued  with 
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a  largely  expanded  specification,  and  with  two  claims  in- 
stead of  one,  which  were  as  follows  : 

"  1.  A  tool  for  soldering  the  caps  on  cans,  conwsting  of  a 
soldering-iron  i-evolving  about  a  central  pivotal  rod,  which 
is  made  to  rest  upon  and  steady  the  cap  during  the  opera- 
tion of  soldering. 

"  2.  The  combination  of  a  hollow  iron  for  soldering  caps 
on  cans,  with  a  separate  and  inclosed  weight  for  steadying 
the  cap  on  the  can  during  the  operation  of  the  soldering." 

Comparing  the  first  claim  of  ihe  reissue  with  the  claim  of 
the  original  patent,  it  appeare  that  the  former  has  been 
greatly  broadened.  The  claim  of  the  original  patent  was 
for  a  combinatioii.  One  element  of  the  combination  was  a 
hollow  soldering-iron,  A,  with  the  handle,  B,  and  beveled 
rim,  a  a.  This  was  described  in  the  specification  as  a  hol- 
low cylinder  of  metal,  made  to  fit  over  and  inclose  the  me- 
tallic cap  to  be  soldered,  its  inner  diameter  at  its  lower  end 
being  somewhat  greater  than  that  of  the  cap.  This  was 
nothing  more  than  the  annular  soldering-iron,  which  it  is 
conceded  was  old  when  the  Bostwick  patent  was  issued. 
The  second  element  was  the  rod,  C,  whose  lower  end  was 
described  to  be  about  equal  in  diameter  to  that  of  the  cap 
to  be  soldered. 

The  first  claim  of  the  i-eissned  patent  is  expanded  to  em- 
brace as  the  first  element  of  the  combination  any  "tool  for 
soldering  caps,"  no  matter  what  its  shape  or  size.  This  tool 
is  made  to  revolve  about  a  central  pivotal  rod.  The  idea  of 
revolving  the  soldering-tool  about  the  pivotal  rod  is  not  sug- 
gested in  the  original  patent,  but  is  excluded  by  the  state- 
ment in  the  specification  that  the  inventor  contemplated 
making  the  soldering-iron  and  the  guiding-rod  of  any  form 
in  transverse  section  necessary  to  fit  in  any  form  of  cap, 
whether  round,  square,  oval,  or  of  ilny  other  curved  or 
polygonal  shape. 

The  claim  under  the  consideration  does  not  describe  with 
any  accuracy  the  device  covered  by  the  original  patent,  but 
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is  made  broad  enough  to  include  any  soldering-iron  which 
is  constracted  to  revolve  about  a  central  pivotal  rod  resting 
on  the  caip  to  be  soldered.  ITiis  claim,  however,  does  ac- 
curately deacribe  the  Tillery  &  Ewalt  device,  and  it  is  ap- 
parent, from  the  record,  that  it  was  drawn  for  the  purpose 
of  making  the  use  of  the  latter  an  infringement  on  the  reis- 
sued patent.  It  could  not  do  this  without  expanding  the 
claim  of  the  original  patent.  In  our  judgment,  therefore, 
the  invention  thus  described  and  claimed  is  a  different  in- 
vention from  that  described  and  claimed  in  the  original 
patent,  and  the  claim  is,  therefore,  void. 

The  second  claim  of  the  reisaued  patent,  it  is  clear,  is  not 
infringed  by  the  use  of  the  TUlery  &  Ewalt  device.  The 
latter  employs  no  hoUow  soldering-iron,  nor  does  it  have  a 
separat*)  and  enclosed  weight  for  steadying  the  cap  in  the 
can  duringtheprocessof  soldering — both  of  which  areessen- 
tial  and  they  are  the  only  elements  of  the  claim. 

The  appellants  have  endeavored  to  avoid  the  objection  to 
the  reissued  Bostwick  patent  by  filing  a  disclaimer  in  the 
Patent  Office.  The  disclaimer  was  filed  September  34, 1883, 
more  than  two  years  and  a  half  after  the  final  decree  in  the 
Circuit  Ck>urt,  and  while  the  case  was  pending  on  appeal  in 
this  court.  If  the  appellants  are,  under  these  circum- 
stances, entitled  to  have  the  disclaimer  considered,  it  can- 
not aid  their  case. 

In  support  of  the  application  for  reissue  of  'his  original 
pattot,  which  was  made  by  Bostwick,  with  the  assent  and 
in  belialf  of  the  appellants,  he  took  an  oath  as  follows : 
"  That  he  believes  that  by  reason  of  an  insufficient  or  defec- 
tive specification  his  aforesaid  letters  patent  are  inoperative 
or  invalid." 

By  the  disclaimer  refen-ed  to,  the  appellants  declare  that 
they  thereby  "disclaim  all  words,  phrases,  and  sentences 
introduced  in  the  specification''  of  the  reissued  patent 
"  Which  may  mean  or  may  be  construed  to  contain  any 
other  or  different  invention  than  that  justly  belonging  to 
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the  mventor  and  fairly  included  in  the  invention  aa  origi- 
nally described  and  claimed,"  and  that  tihey  "desire  that 
the  reissued  patent  when  the  disclaimed  matter  is  cancelled 
should  read  as  follows."  Then  follows  a  specification  and 
claim,  which,  with  the  exception  of  six  consecutive  words, 
not  affecting  its  meaning,  is  identical  with  the  specification 
and  claim  of  the  original  jMitent.  The  purpose  of  the  dis- 
claimer, and  ite  effect,  if  valid,  was  to  abandon  the  reissued 
patent  and  resume  the  original.  We  are  of  opinion  that 
this  could  not  be  done  by  a  disclaimer.  The  original  patent 
had  been  declared  on  the  oath  of  the  patentee  to  be  invalid 
and  inoperative.  It  had  been  surrendered  and  cancelled 
and  reissued  lettera  patent  granted  in  its  place.  It  is  not 
competent  for  the  patentee  or  his  assignees,  by  merely  dis- 
claiming all  the  changes  made  in  the  reissued  patent,  to  re- 
vive and  restore  the  original  patent.  This  could  be  done 
only,  if  it  could  be  done  at  all,  by  surrender  of  the  reissued 
patent  and  the  grant  of  another  reissue. 

It/ollowsfrom  theseviews  that  the  decree  of  the  Circuit 
Court  dismissing  the  appellants^  bill  was  right  and  must 
.  be  affinmed. 


.  On  reissues,  see 

Miller  v.  Bridgeport  Brass  Co.,  104  IT.  S.  3G0  [ia  Am.  & 
Eng.  303,]  and  notes  thereunder. 


.  There  is  no  unreasonable  delay  in  disclaiming  until  the  decision 
of  the  highest  court  has  been  reached  : 
'    O'Reilly  v.  Morse,  15  How.  62  [3  Am.  &  Eng.  483.] 
Seymour  v.  McOormick,  19  How.  96  [6  Am.  A  Eng.  282.] 
Gage  V.  Herring,  107  TJ.  S.  640  [14  Am.  &  Eng.  454.] 
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Tale  Lock  Co.  v.  Sargest,  117  U.  S.  936  ;  and  see 
Silaby  v.  Foote,  30  How.  378  [6  Am.  &  Eng.  388.] 


6.  Attempt  to  get  new  patent  by  disclaimiog : 

HaUes  v.  Albany  Stove  Co.,  123  U.  8.  689. 


Patents  In  suit  t  ^ 

No.  103,126.     Barker,  A.     May  17,  1870.     ReisBae  ,    No. 

8,781.     July  1,  1879.     Soldering-iron. 
No.  10»,412.     BoBtwick,  J.  A.    June  21,  1870.     Reieeue, 

No.  8,466.     October  39, 1876.     Soldering-iron. 

Otber  SriTs  ON  Samz  Patbntb  : 
MoMnrray  v.  Mallory,  1661.     4  Hughes,  S69  ;  6  Fed.  Rep.  693. 


Cited  t 

In  Svpbbhb  Cocbt  in  : 

Torrent  &  Arms  Lumber  Co.  v.  Rodgers,  1884.     113  XJ.  8.  669  ; 

Bk.  28  L.  ed.  642  [p.  396  poetJ] 
Electric  Railroad  Signal  Co.  v.  Hall  Railway  Signal  Co.,  1885.     114 

IT.  8.  87  ;  Bk.  29  L.  ed.  96  [16  Am.  &  Eng.  1.] 
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Note*  and  dUtiona. 
In  CiBcriT  Courts  ijr: 

Wooster  v.  Handy,  July,  18B4.     38  Blatch.  307  ;  21  Fed.  Rep.  SI ; 

28  0.  G.  629. 
Matthews  ».  Iron  Clad  Mnfg.  Co.,  August,  1884.     32  Blatch.  497  ; 

21  Fed.  Rep.  641  ;  29  O.  G.  693. 
Tubular  Rivet  Co.  v.  Copeland,  February,  1886.     26  Fed.  Rep.  706; 

34  O.  G.  1277. 
Leary  v.  Uohenstein,  February,  1889.     .17  Fed.  Rep.  680. 


In  Tkxt  Boors  : 


2  Abb.  Pat.  Laws,  1886.     pp.  194,  19S. 
Walker  on  Pats.,  ad  ed.,  1889.  p.  154. 
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Argument  of  oouiimL 

OLIVER  S.  GARRETSON,  APPELLANT,  c.  CHARLES 
B.  CLARK  ET  AL.* 

Ill  V.  8.  lao-iaa.    Oct.  Term,  ISSS. 

FBk.  26,  L.ed.  371;  270.0.524.] 

Affirming  Ibid,  IS  Blatch.  TO. 

Argued  January  IS,  1884.     Decided  March  24,  1884. 

Jttiprovititient.     Apportionment  ofpr<{)it8  on  accounting. 

I.  When  a  patent  is  for  an  improvement,  and  not  foran  entirely  new 
machine  or  contrivance,  the  patentee,  in  order  to  entitle  him 
to  more  than  nominal  damages,  must  give  evidence  to  separate 
or  apportion  the  defendant's  profits  and  the  patentee's  damages 
hetween  the  patented  feature  and  the  unpatented  features ; 
or  he  must  show  that  the  profits  and  damages  are  to  be  calen- 
lated  on  the  whole  machine,  for  the  reason  that  the  entire 
value  of  the  whole  machine,  as  a  marketable  article,  is  prop- 
i-rly  and  legally  attributable  to  the  patented  feature,     (p.  197.) 

[CitatJoni}  iu  the  opinion  of  the  oonrt:] 

QftrretiKin  v.  Clark,  15  Blateb.  TO.     p.  WJ. 

Appeal  from  the  Circuit  Coiu-t  of  the  United  States  for 
the  Northern  District  of  New  York. 

The  history  and  facts  of  the  case  sufficiently  appear  in 
the  opinion  of  the  court. 

Mr.  James  A.  Allen,  for  appellant  : 

In  such  a  case  as  the  one  at  bar,  whoever  takes  from  the 
patentee  his  combination  of  parts  for  operating  the  imple- 
ment and  puts  ujwn  the  market  an  article  embodying  the 
same  distinctive  features,  takes  from  him  his  article  as  a 
unit  and  should  respond  in  damages  or  proiits  as  for  the 
taking  of  the  article. 

Gonlds  Mnfg.  Co.  ».  Cowing,  106  U.  S.  263  [14  Am.  & 
Eng.  1.] 

■See  BxpUHstioii  of  No1«b,  page  IIL 
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It  is  indlspntable  in  this  case  that  the  defendants  made 
their  sales  of  the  infringing  mops  by  reason  of  their  use  of 
the  plaintiff  8  patented  improvements.  The  record  abund- 
antly shows  that  aside  from  the  patented  devices  of  Taylor 
&  Clarretson,  there  was  at  that  time  no  known  form  of  mop 
which  was  acceptable  to  the  trade.  The  defendants  had  an 
improper  desire  for  the  fniita  of  Taylor's  or  the  plaintiffs 
invention,  without  themselves  possessing  or  being  able  to 
produce  a  rival  device  wherewith  to  qualify  themselves  for 
(wrapetitioii.  They  wanted  of  the  plaintiff  hia  market,  and 
they  took  it  by  an  act  of  direct  palpable  and  deliberate  pi- 
mcy  of  the  invention  to  which  he  held  sole  title. 

The  plaintiff  is  entitled  to  recover  damages  in  this  cause 
in  excess  of  the  profitfl  of  the  defendants  for  the  reason  that 
the  intrusion  of  the  defendants  was  into  the  very  market 
which  the  former  had  established,  displacing  him  as  a  man- 
ufacturei'  from  furnishing  the  trade  with  the  article  to  which 
his  patent  secured  him  the  monopoly. 

The  measure  of  d&mages  in  the  present  case  should  be  the 
difference  between  what  the  infringing  mops  would  have 
cost  the  plaintiff  to  produce  and  sell  (including  proper  al- 
lowances for  general  expenses)  and  the  price  which,  except 
for  the  competition  of  the  infringer,  the  plaintiff  would 
have  been  able  to  obtain  for  the  same. 

Bigelow  Carpet  Co.  v.  Dobson.  10  Fed.  Rep.  386 ;  Ameri- 
f'an  Saw  Co.  v.  Emerson,  8  Fed.  Rep.  806 ;  Putnam  v.  Lo- 
max,  9  Fed.  Rep.  448  ;  Spalding  v.  Page,  4  Fish.  648  ;  Rug- 
gles  V.  Eddy,  12  O.  G.  716  ;  Mulford  v.  Pearce,  11  O.  G.  742 ; 
Buck  V.  Hermanc*,  1  Blatch.  398 ;  Pitts  v.  Hall,  2  Blatch. 
320. 

Afr.  William.  F.  Cogswell.,  for  appellees  : 

The  decision  of  the  Circuit  Court  upon  the  measure  of 
damages  was  right  and  should  be  affirmed. 

It  would  seem  as  though  this  question  ought  to  be  at  rest 
in  this  court,  after  the  repeated  adjudications  in  the  cases 
of  Seymour  v.  McCormick,  16  How._480  [6  Am.  &  Eng.  20O;  ] 
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Mowry  v.  Whitney,  14  Wall.  620  [9  Am.  &  Eng.  1 ;]  Philp 
V.  Nock,  17  Wall.  460  [6  Am.  &  Eng.  84 ;]  Blake  v.  Robert- 
son, 94  U.  S.  728  [11  Am.  &  Eng.  266 ;]  Mnfg.  Co.  v.  Cow- 
ing,  105  U.  S.  253  [14  Am.  &  Eng.  l.J 

The  mle  to  be  deduced  from  these  cases  cannot  be  better 
stated  than  it  is  by  Judge  Blatchford  in  his  opinion  in  tbia 
case  on  the  exceptions  to  the  master's  report.  "  The  pat- 
entee must  in  every  case  give  evidence  tending  to  separate 
or  apportion  defendants'  profita,  and  the  patentee's  dam- 
ages, between  the  patented  feature  and  the  unpatented 
features,  and  such  evidence  must  be  reliable  and  tangible, 
and  not  conjectural  or  speculative ;  or  he  must  show  by 
equally  reliable  and  satisfactory  evidence,  that  the  profits 
and  damages  are  to  be  calculated  on  the  whole  machine  for 
the  reason  that  the  entire  value  of  the  whole  machine  as  a 
marketable  article,  is  properly  and  legally  attributable  to 
the  patentable  features." 

The  plaintiff  complied  with  neither  branch  of  this  rule. 
It  cannot  be  successfully  contended  thafrit  was  proved  that 
the  entire  value  of  the  whole  mop-head  was  properly  and 
legally  attributable  to  the  patented  feature.  An  inspection 
of  the  device  alone  would  show  the  contrary. 

Nor  was  there  any  evidence  tending  to  separate  or  appor- 
tion the  profita  or  damages  between  the  patented  feature 
and  the  unpatented  features  of  the  mop. 

The  allowance  or  refusal  of  costs  is  a  matter  of  discretion 
and  not  reviewable.  If  it  were,  it  is  obvious  that  it  is 
rightly  disposed  of. 

Mr.  Justice  Field  delivered  the  opinion  of  the  court : 
In  this  case,  the  court  below  sustained  the  plaintiff's  pat- 
ents, adjudged  that  the  defendants  were  infringers  and  di- 
rected a  reference  to  a  master,  to  ascertain  and  report  the 
profits  and  gains  made  by  the  defendants.  The  master  re- 
ported that  no  proof  was  presented  to  him  that  they  had 
made  any  profit,  or  that  the  plaintiffs 'liad   suffered  any 
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damages.  The  court  sustained  the  i-eitort,  and  the  decree 
allowed  the  plaintiffs  only  nominal  <iaumges.  From  this 
deci-ee  the  appeal  is  taken.  Garretson  r.  ('lark,  10  Blatch.  70. 

The  patent  was  for  an  impi-ovement  in  the  construction 
of  mop-heads,  which  may  be  descrilHHl,  with  flufficient  ac- 
curacy, as  an '  improvement  in  the  method  of  moving  and 
secuiing  in  place  the  movable  jam  oi-  clamp  of  a  mop-heud. 
With  the  exception  of  this  mode  of  clamping,  mop-heads 
Uke  the  plaintiffs,  had  been  in  use  time  out  of  mind.  Be- 
fore the  master,  the  plaintiff  jimved  the  cost  of  his  mop- 
lieads  and  the  price  at  which  they  were  sold  and  claimed 
the  right  to  i-ecover  the  diffei-ence  as  his  damages.  This 
rule  was  rejected  ;  and  no  other  evidence  of  damages  being 
offered,  the  master  reported  as  stated. 

\Vhen  a  patent  is  for  an  improvement  and  not  for  an-  en- 
tirely new  macliine  or  contrivance,  the  patentee  must  show 
in  what  particulars  his  improvement  has  added  to  the  use- 
fulness  of  the  machine  or  contrivance.  He  must  separate 
its  results  distinctly  from  those  of.  the  other  parts,  so  that 
the  benefits  derived  from  it  may  be  distinctly  seen  and  ap- 
preciated. The  role  on  this  head  is  aptly  stated  hy  Mr. 
Justice  Blatchford  in  the  court  below:  '-The  patentee,'" 
he  says,  "must  in  every  case  give  evidence,  tending  to  sep- 
arate or  apportion  the  defendants'  profits  andthepiitentee's 
damages  between  the  patented  feature  and  the  unpatented 
features,  and  such  evidence  must  be  reliable  and  tangible, 
and  not  conjectoral  or  speculative,  or,  he  must  show,  by 
eqnally  reliable  and  satisfactory  evidence,  that  the  profits 
and  damages  are  to  be  calculated  on  the  whole  machine,  for 
the  i-eason  that  the  entire  value  of  tlie  whole  maciiine,  as  a 
marketable  article,  is  properly  and  legjilly  attributable  to 
the  patented  feature." 

The  plaintiff'  complied  with  neither  jjart  of  this  mle.  He 
produced  no  evidence  to  apportion  tJie  profits  or  damages 
between  the  improvement  constitnting  the  patented  featuie 
and  the  other  featui-es  of  the  mop.     His  evidence  went  only 
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to  show  the  cost  of  the  whole  mop  and  tlie  price  at  which 
it  was  sold. 

And  lif  course  it  could  not  bepielended  thai  the  entire 
value  of  the  viophead  was  attributable  to  the  feature  pat- 
ented. So  the  whole  case  ended,  the  rule-mas  nt^  followed, 
and  the  decree  is,  therffme,  affirmed. 


liDproveiueiit — apportionment  of  profits  : 

Sej'inour  v.  McCormick,  16  Mow.  460  [6  Am.  k  Eitg.  200.] 
Littlefield  v.  Perrj',  21  Wall.  206  [»  Am.  Sn  Eng.  446.] 
Mason  V.  Graham,  23  Wall.  261  [10  Am.  AEng.  107.] 
Elizabeth  w.  Pavement  Co.,  (burden  of  proof,)  97  F.  S. 

126  [11  Am.  A  Eng.  S14.] 
Goulds  Mnfg.  Co.  v.  Cowing,  (exception  to  rule,)  1 05  U. 

S.  253  [14  Am.  Si  Eng.  I  ;]  and  s<.h- 
Ilurlbiirt  ?'.  Schillinger,  |:(0  V.  S.  \m. 


Patents  In  snltt 

No.  64,»U0.  Clark  A  Gam-tcon.  Mav  22,  imifi.  Mop- 
Head  a*. 

No,  67,643.  GarretttOM,  O.  S.  August  VA,  1867.  Mop- 
Head  h. 

Other  8uit«  on  Samk  Patknts: 

Taylor  u.  Garretson,  1871.     0  Blatch.  156  ;  B  Fiali.  116  b. 
Garretson  ».  Clark,  1878.     15  Blatcli.  70  ;  3  IJan.  &  Ard.  .^52  ;  14 

O.  G.  485  a  b. 
Garretson  v.  Clark,  1879.     17  Blatch.  256  ;  16  O.  G.  H06  a. 


*The  letter  a,  h,  or  «  folloiring  the  patent  ia  repeat«<I  hUct  tbe  title  of  the 
Bane  to  indicate  that  the  suit  vran  on  that  particular  patent. 
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SylUbna. 

CHARLES  N.  BLACK,  Administrator  of  Moses  Thompson, 
Deceased,  and  ELIZA  W.  FITZGERALD,  Administra^ 
trix  of  William  P.  N.  Fitzgerald,  Deceased,  APPEL- 
LANTS, T.  SAMUEL  THORNE  et  al.* 

Ill  U.  B.  iaSl-ia4.    Oct.  Term.  1888. 

[Bk.  38,  L.  ed.  372;  27  O.  G.  416.] 

Affirming  Ibid,  12  Blatch.  W. 

Ai^ed  January  24,  1884.     Decided  March  24,  1884. 

^  Jiittirnation  ofpn^ts.     Improve»ieut.     Nominal  damage*. 

1.  In  ascertaining  the  profits  made  by  the  infringement  of  a  patent 
the  question  to  be  determined  -is,  what  advantage  did  the  use 
of  the  patented  improvement  have  over  other  known  methods 
in  common  use,  of  producing  the  same  resnlt     (p.  205.) 

S.  It  does  not  always  follow  that,  becanse  a  party  may  have  made 
an  improvement  and  obtained  a  patent  for  it,  another  using  the 
improvement  will  be  mulcted  in  more  than  nominal  damages 
for  the  infringement.  If  other  methods  in  common  use  pro- 
duce  the  same  result  with  equal  facility  and  cost,  the  uee  of 
the  patented  invention  cannot  add  to  the  gains  of  the  infringer, 
or  impair  the  just  rewards  of  the  inventor.  The  inventor  may, 
indeed,  prohibit  the  use  or  exact  a  license-fee  for  it,  and  if 
Huch  license-fee  hsB  been  generally  paid  its  amount  may  be 
taken  as  the  criterion  of  damages  to  him  when  his  rights  are 
infringed.  In  the  absence  of  such  criterion  the  damages  must 
necessarily  be  nominal,     (p.  206.) 

[CitotJons  ID  the  i>piiii<Hi  of  the  court :] 

Black  V.  TiMau),  12  Blateh.  20.     p.  S))4. 

Appeal  from  the  Circuit  Court  of  the  United  StaVa  for 
the  Southern  District  of  New  York. 

The  history  and  facts  of  the  case  appear  in  the  opinion. 

*  S«e  RxplanaUon  of  NoUs,  page  III. 
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Argiitnent  of  uounsel. 

Mr.  Charles  N.  Black,  for  appellants: 

The  findings  of  the  master  in  his  report  were  immaterial, 
inasmuch  as  they  did  not  show,  or  pretend  to  show,  the 
profits  made  by  the  defendants  by  the  use  of  the  complain- 
ants' invention. 

The  defendant  must  accoont  for  the  profits.  Rev.  Stat. , 
Sec.  4921;  Elizabeth  z.  Pavement  Ck>.,  97  U.  S.  126  [11  Am. 
A  Eng.  514.] 

The  defendants  made  their  profits  by  the  improper  use  of 
the  complainants'  invention.  They  inust  account  for  the 
profits  realized  as  the  consequence  of  such  use — such  profits 
as  they  received  as  the  direct  result  of  its  use. 

Littlefield  v.  Perry,  21  Wail.  205  [9  Am.  &  Eng.  446.] 

No  testimony  was  produced  by  the  defendants  to  show 
that  they  did  not  realize  the  profits  clauned  and  shown  by 
the  complainants,  and  confessedly  by  the  use  of  their  inven- 
tion, but  they  undertook  to  show,  against  the  objection  of 
the  complainants,  that  by  the  use  of  some  other  furnace, 
open  to  the  public,  they  might  have  made  the  profits,  or 
some  proportion  of  them,  which  they  realized  in  the  use  of 
the  complainants'  invenlion. 

It  is  a  sufficient  reply  to  thia  prox)osition,  as  said  by  Nixon, 
J.,  "to  observe  that  the  defendants  prefen-ed  and  used  the 
complainants'  property,  and  made  their  gains  therefrom,  and 
that  these  gains  no  less  belonged  to  the  complainants,  because 
they  might  have  realized  other  gains  by  the  use  of  lawfnl 
modes." 

American  Nicholson  Pavement  Co.  b.  City  of  Elizabeth.  6 
O.  G.*764;  Emerson  ti.  Simm,  6  Pish.  281;  Tilghman  r. 
Mitchell,  4  Pish.  599. 

'J'he  appellants  are  entitled  to  a  decree  for  the  amount 
found  due  by  the  master  on  the  first  accounting. 

Messrs.  D.  B.  Eatim  and  A.  J.  Todd,  for  appellees: 
There  is  no  claim  made  for  license  fees,  nor  is  there  any 
claim  made  for  damages  other  than  aa  they  are  represented 
by  the  pretended  profits  made  by  the  defendants.     No  loss 
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of  sales  of  the  patente  is  praved.  The  claim  is  solely  for 
profits  alleged  to  have  been  made  by  the  defendants  in  the 
use  of  the  inrention. 

No  .statement  of  proiits  could  be  made  unless  some  other 
process  or  method  of  pi-oduoing  tiie  heat  was  compared  with 
that  of  the  patentee.  The  most  natural  comparison  was 
some  different  method  of  using  the  same  kind  of  fuel,  and 
using  it  in  furnaces  most  neariy  identical  with  that  of  the 
plaintifF.  The  furnaces  compared  were  those  before  in  use, 
so  nearly  like  that  of  the  patentee — if  not  identical  with  it 
-^that  only  experts  were  able  to  discriminate  them  from  his, 
and  the  difFerences  were  only  in  minote  if  not  in  merely 
trivial  details. 

It  was  proved  that  if  he  had  invented  anytliing  new  he 
had  certainly  invented  nothing  useful  or  profitable. 

As  there  is  no  question  fonceming  the  relative  quality  of 
anything  produced  by  using  the  patent— its  production  be- 
ing heat  alone — the  sole  issue  is  this,  did  the  patented  in- 
vention produce  the  heat  required  by  the  three  infringing 
furnaces  more  economically  than  would  have  been  the  case 
if  no  element  or  part,  of  the  plaintiff's  patent  had  existed  in 
those  furnaces,  or,  in  other  words,  more  economically 
through  saving  something  of  value,  than  would  have  been 
the  case  had  the  old-fashione<l  furnaces,  pure  and  simple, 
been  used  ?  If  not,  there  were  certainly  no  profits  made  by 
the  use  of  the  invention  adjudged  "to  have  been  infringed. 
And  surely  there  can  be  no  recovery  of  profits  which  were 
never  made.  It  is  only  the  profits  actually  made  and  not 
those  which  might  have  been  made,  which  can  be  recov- 
ered. 

Dean  t.  Mason,  20  How.  1 98 1 0  Am.  &  Eng.  861 ;]  Mowry  v. 
Whitney,  14  Wall.  62(l  [9  Am.  &  Eng.  1;1  New  York  v. 
Ransom,  23 How.  487 17  Am.  &  Eng.  88;]  SejTnour  r.  McCor- 
miok,  16  How.  480  [6  Am.  &  Eng.  20():1  Packet  Co.  r.  Sickles, 
.  19  Wall.  618  [7  Am.  &  Eng.  454;  |  Littlefield  r.  Perry,  21 
Wall.  206  [9  Am.  &  Eng.  446:]  Mawm  v.  Graham.  23  Wall. 
361;  Torrill  v,  HI.  Cen.  R.  R.  Co..  4  Biss.  .344;  American 
Nicholson  Pavement  Co.  r.  City  of  Elizabeth,  0  ().  (4.  764. 
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Opinion  of  the  uourt 

Mr.  Justice  Field  delivered  the  opinion  of  the  court: 

This  is  a  suit  on  the  equity  side  of  the  court  for  the  in- 
fringement of  two  patents,  issued  to  the  plaintiffs'  intestate, 
one  for  an  alleged  "  new  and  useful  improvement  for  burn- 
ing taJi  bark,  hagasse,  sawdust,  and  other  kinds  of  fnel,  in 
a  wet  state,  for  the  purpose  of  creating  heat  to  generate 
steam,  or  to  be  employed  in  heating  or  drying  operations ;" 
and  the  other  for  a  "new  and  useful  improvement  in  fur- 
naces, in  using  as  fuel  bagasse  and  other  carbonaceous  sub- 
ntances,  too  wet  to  be  conveniently  burned  in  the  usual  way,"' 
with  a  prayer  that  the  defendants  may  be  decreed  to  ac- 
connt  for  and  pay  to  the  plaintiffs  the  gains  and  profits  de- 
rived from  making  and  using  furnaces  containing  the  inven- 
tions and  improvements  of  the  deceased;  and  be  enjoined 
from  further  infringement. 

The  defendants  contested  the  validity  of  the  patents,  but 
the  court  sustained  them,  and  held  tliat  the  defendants  had 
infringed  them  by  the  use  of  furnaces  containing  the  im- 
provements patented  in  burning  wet  tan  to  generate  heat 
employed  in  the  tanning  of  hides.  It,  therefore,  decreed, 
that  the  plaintiffs  recover  tlie  profits  and  gains  which  the 
defendants  had  made  from  this  use  of  the  improvements  and 
ordei-ed  a  reference  to  a  master,  to  take  testimony  on  the 
subject  and  state  an  account  of  them.  It  also  granted  the 
injunction  prayed,  i-estmining  further  inf lingement. 

The  master  took  testimony  on  the  subject  and  reported 
that  the  plaintiffs  were  entitled  to  recover  from  the  defend- 
ants, as  profits  made  by  them  from  the  infringement,  the 
cost  or  value  of  the  wood,  which,  but  for  the  use  of  the  pat- 
ented inventions,  they  would  have  burned  in  generating  heat 
for  their  tanneries,  which  amounted  to  over  $44,000.  Upon 
exceptions,  this  report  was  set  aside,  the  court  holding  that 
the  rule  adopted  toascertain  the  profits  made  was  erroneous. 
Black  V.  Thome,  12  Blatcli.  90.  The  case  wjis  thereupon 
again  sent  to  the  master,  and  fiirthei-  testimony  was  pro- 
duced, upon  which  he  reported  that  there  was  no  proof  be- 

111D.S.1S9-1SS. 
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fore  him  showing  whg^t  profits,  iJF  any,  had  been  made  by 
the  defendants  from  the  use  of  the  plaintiffs'  improvements. 
This  report  was  confirmed,  and  a  decree  entered  pursuant  to 
it,  that  no  profits  were  to  be  recovered  of  the  defendants. 
From  this  decree  the  case  is  brought  here  by  appeal. 

(o)  The  question  presented  for  our  determination  relates 
to.  the  correctness  of  these  reports,  the  plaintiffs  contending 
for  the  first  one,  the  defendanta  for  the  second. 

The  role  adopted  by  the  master  in  his  first  report,  to  as- 
ceitain  the  profits  made  by  the  defendants  from  the  use  of 
the  improvements,  was  clearly  wrong.  The  claims  of  the 
patents  were  confined  to  the  use  of  the  improvements  to  pro- 
duce heat  by  the  burning  of  wet  fuel.  The  object  sought 
was  the  production  of  lieat.  The  question,  therefore,  was, 
what  advantage  in  its  production  did  the  use  of  the  improve- 
ments in  burning  wet  tan  have  over  other  known  methods  in 
common  use  of  producing  the  same  result,  that  is,  the  same 
heat  ?  9o  far  as  the  improvements  by  burning  wet  tan  gave 
advantages  in  producing  heat  over  o^ermethods,  there  was 
a  profit  or  gain  to  the  defendants.  We  can  suppose  that 
such  advantage  might  arise  from  the  rapidity  with  which 
the  heat  waa  produced,  or  from  the  diminished  cost  of  its 
production,  or  in  varioas  other  ways.  The  difference  be- 
tween the  cost  of  generating  heat  by  the  use  of  the  improve- 
ments and  wet  tan  and  the  cost  of  producing  it  by  the  use  of 
wood  as  a  fuel,  could  not  be  the  measure  of  profit,  unless, 
with  those  improvements  or  with  other  methods,  wood  was 
the  only  means  besides  wet  tan  of  producing  the  same  heat, 
and  that  was  not  shown.  Other  substances  may  have  an- 
swered equally  well  as  fuel. 

On  the  second  hearing  before  the  master,  it  was  shown 
and  he  so  found  and  reported,  that  there  were  methods  and 
furnaces,  other  than  those  of  the  plaintiffs,  and  other  than 
those  burning  dr>'  fuel  alone,  which  would  produce  the  same 

iiiir.  a.ias-ia«. 

(a)  111  U.S.  inserU  "  after  atating  tbe  facts  in  tbeforeKoing  language  }ii;  coo- 
tinned  "  and  beglna  opialoa  here. 
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results  in  generating  heat,  for  the  purposes  for  which  the 
defenclantH  n^ed  the  heat,  and  which  methods  and  furnaces 
they  had  a  right  to  uee,  and  that  the  saving  to  them  or  pro- 
tits  made  by  them,  by  the  use  of  the  plaintiffs'  inventions, 
over  the  other  furnaces,  was  not  proved.  Such  being  the 
case,  the  report  could  not  have  been  otherwise  than  as  it  was. 

It  does  not  always  follow  that  because  a  party  may  have 
made  an  improvement  in  a  machine  and  obtained  a  patent 
for  it,  another  using  the  improvement  and  infringing  upon 
the  patentee's  rights  will  be  mulcted  in  more  tlian  nominal 
damages  for  the  infringement.'  If  otfa^r  methods  in  common 
use  produce  the  same  results,  with  eqnal  facility  and  cost, 
the  use  of  the  patented  invention  cannot  add  to  the  gains  of 
the  infringer,  or  impair  the  just  rewards  of  the  inventor. 
The  inventor  may  indeed  prohibit  the  use,  or  exact  a  license 
fee  for  it,  and  if  such  licensefee  has  been  generally  paid,  its 
amount  may  be  taken  as  the  criterion  of  damage  to  him 
when  his  rights  are  infringed.  In  the  absence  of  such  cri- 
terion, the  damages  must  necessarily  be  nominal. 

Decree-  affirmed. 

111C.8.1S4. 

Notes  I 

1.  Meaonre  of  damages — when  actual  gains  and  protite: 

Woodworth  u.  LiviiigBton,  15  How.  540  [6  Am.  4  Eng. 

167.] 
Dean  v.  Mason,  20  How.  198  [6  Am.  ft  Eng.  361.] 
Burdell  u.  Denig,  92  IT.  8.  710  [10  Am.  &  Eng.  420.] 
Birdsall  v.  Coolidge,  93  U.  S.  64  [10  Am.  ft  Eng.  445.] 
Marsh  v.  Seymour,  97  IT.  S.  348  [12  Am.  ft  Eng.  63.] 
Root  tt.  Railroad,  105  U.  S.  IB9  [13  Am.  ft  Eng.  556.] 
Yale  Lock  Co.  p.  Sargent,  1 1 7  I^  S.  536. 
Tilghman  e.  Proctor,  125  I'.  S.  130. 
Hurlburt  «.  Schillinger,  130  IT.  S.  466. 
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ImprOTument — rule  of  damagtrs  : 

Seymour  v.  McCormick,  Itt  How.  4b0[6  Am.  dbEng.  300] 
Littlefield  t>.  Perry,  21  WaU.  205  [9  Am.  &  Eng.  446.] 
Mason  v.  Graham,  33  Wall.  S6I  [10  Am.  &  Eng.  107.] 
GarretsoD  v.  Clark,  111  U.  S.  120;  and  see 
Goulds  Mnfg.  Co.  ".  Cowing,  iO-l  IT.  S.  2.53  [U  Am.  * 

Eng.  1.] 
United  States  o.  McKffVi-r,  2;i  t).  (J.  15.10, 


Damages  must  be  proven: 

City  of  New  York  v.  Ransom,  23  How.  487  [T   Am.  & 

Eng.  88.] 
Philp  V.  Nock,  17  Wall.  460  [9  Am.  A  Eng.  84.] 
Robertson  v.  Blake,  »4  U;  S.  728  [1 1  Am.  &  Eng.  266.] 
Seymour  n.  McCormick,  16  How.  480  [6  Am.  &  Eng.  200.] 


Else  are  nominal : 

City  of  New  York  v.  Ransom,  23  How.  487  [7  Am.  &  Eng. 

88.] 
Robertson  v.  Blake,  M  U.  S.  728  [ll  Am.  A  Eng.  266.] 
Bnde  v.  Westcott,  130  U.  S.  162. 


Patents  In  salt  i 

No.  12,678.     Thompson,  M.     April  10,  1800.     Reissue  No. 

446.     March  31,  18fi7.     Furnace  for  Wet  Fuel  a.  * 
No.  18,874.     Thompson,  M.     December  15,  1857.     Bagasse 


Furnace  J 


;,  fbllowing  a  palent  is  repeated  after  the  title  of  the  ca 
ae  was  on  that  parlicDlar  patent 
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Othkb  Suits  on  Saki  Fatbits  : 

Black  r.  Thome,  1872.     lOBUtch.ee;  20.G.388;  6  Fish.  560  aft. 
Black  V.  Thorne,  1ST4.     13  Blatch.  20;  1  Bmi.  AArd.  1S6;  7  0.  G. 

178  a  b. 
Black  V.  MaoaoD,  1877.     14  Btatch.  2«S;  2  Ban.  &:  Ard.  623  a. 
Black  «.  Hnbbard,  1877.     3  Ban.  ft  Ard.  39;  12  O.  G.  842  a  b. 


felted  t 

Ik  Supbemb  Goubt  in  : 

Dobson  V.  Bigelow  Carpet  Co.,  1885.     114  F.  S.  439;  Bk.  29  L.  ed. 

177. 
Tilghman  v.  Proctor.  March,  1888.     125  IT.  S.  136. 


In  CiBCUiT  Courts  in: 

R«ed  «.  Lawrence,  October,  1886.     2ft  Fed.  Bep,  915. 

Roemer  v.  Simon,  May,  1887.     31  Fed.  Rep.  41. 

Everest  v.  Buffalo  Lubricating  Oil  Co.,  July,  1887.     81  Fed.  Rep. 

743. 
Shannon  V.  Bruuer,  February,  1888.     33  Fed.  Rep.  871. 
Creamer  v.  Bowers,  May,  1688.     35  Fed,  Rep.  207. 
Fischer  v.  Hayes,  Au^uat,  1889.     39  Fed.  Rep.  613. 


,y  Google 


Oct,  1883.J  BLACK  v.  THORNE. 

Notes  and  ciutiotia. 
In  Text  Books: 
2  Abb.  Pat.  Laws,  1886,  pp.  353,  359. 
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SyllAbna. 

ALEXANDER  COCHRANE  et  al.,  APPELLANTS,  v. 
BADISCHE  ANILIN  AND  SODA  PABRIK.* 

Ill  V.  S.  2e»-«18.    Oct.  Term,  18SS. 

[Bk.  28.  L.  ed.  433;  97  O.  O.  814.] 

Reversing   Badiscbe   Anilin    and  Soda  Fabrik   v.   Cochraoe,    16 
Blatch.  15&. 

Argued  March  24,  27,  28,  1884.     Decided  April  U,  1884. 

Particular  patent  construed.     Prodtict.     Proceat.     Infringement 
of  product.    Novelty.     Patentability. 

f  1.  If  the  claim  of  reissued  letters  pateut,  No.  4,321,  Diyision  B, 
granted  to  Charlee  Oraebe  and  Charles  Liebermann,  April  4, 
1 871,  for  an  Improvement  in  Dyes  or  Coloring  Matter  from  An- 
thracine,  the  original  patent,  No,  95,465,  having  been  granted 
to  them,  October  5,  1869,  namely:  "Artificial  alizarine,  pro- 
duced from  anthracine  or  its  derivatives,  by  either  of  the 
methods  herein  described  or  by  any  other  method  which  will 
produce  a  like  result,"  ie  construed  so  broadly  as  to  cover  a 
dye-stuff,  imported  from  Europe,  made  by  a  process  not  shown 
to  be  the  same  as  that  described  in  No.  4,321,  and  containing 
large  proportions  of  coloring  matters  not  shown  to  be  found  to 
any  practically  useful  extent  in  the  alizarine  of  the  process  of 
No.  4,321,  such  as  isopurpurine  or  anthrapurpurine,  it  is  wider 
in  its  scope  than  the  original  actual  invention  of  the  patentees 
and  wider  than  anything  indicated  in  the  specification  of  the 
original  patent.  If  the  claim  if  to  be  construed  so  as  to  cover 
only  the  product  which  the  proi^ess  described  in  it  will  pro- 
duce, it  does  not  cover  a  different  product,  which  cannot  bo 
practically  produced  by  that  process,     (p.  213.) 

8.  Every  patent  for  a  product  or  composition  of  matter  must  iden- 
tify it  so  that  it  can  be  recognized  ai^ide  from  the  description 
of  the  procesN  for  making  it,  or  else  nothing  can  be  held  to  in- 
fringe the  patent  which  is  not  made  by  that  process,  (p.  282.) 

3.  While  a  new  process  for  prodncing  the  old  article  (alizarine) 
•See  Explanation  of  Notes,  patce  III.  • 

t  Head  note  by  Mr,  Justice  Blatchfwd. 
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was  patentable,  the  prodifct  itself  could  not  be  patented,  even 
though  it  was  a  product  made  artificially  for  the  first  time,  in 
contradistinction  to  being  eliminated  from  the  madder-root. 
Calling  it  "  artificial  alizarine  "  did  not  make  it  a  new  compo- 
sition of  matter,  and  pat«ntable  aa  snch  by  reason  of  its  hav- 
ing been  prepared  artificially  for  the  first  time  from  anthra- 
one,  if  it  was  set  forth  as  alizarine,  a  well-known  substance, 
(p.  233.)      ■ 

Appeal  from  the  Circuit  Court  of  the  United  States  for 
the  Southern  District  of  New  York. 

The  history  andfactsof  the  case  fully  appear  in  the  opinion 
of  the  court. 

Mt.  EAwdTd  N.  Dickergon,  for  appellants  : 

The  description  in  the  origiiud  patent  and  in  the  reissue 
thereof,  is  the  same,  and  is  a  description  of  a  process  that  is 
said  in  the  patent  to  produce  C,  ^  Hg  O^  ,  and  nothing  else. 
If  anything  else  is  produced  by  it,  it  is  not  even  BOggested 
in  the  patent ;  and  was  neither  the  object  of  the  invention 
or  known  to  the  inventors. 

No  product  of  tiie  invented  and  patented  process,  was  ever 
manufactured  or  sold.  What  has  been  manufactured  and 
sold  is  the  product  of  various  processes,  some  of  which  are 
HpecificaUy  described  in  Graebe  and  Liebermann'e  report, 
and  others  of  which  they  tell  us,  are  carried  on  secretly. 

The  product  sold  by  the  defendants  is  not  manufactured 
in  this  country  at  all ;  and  is  not  manufactured,  as  all  agree 
and  as  the  court  decides,  by  the  process  of  Graebe  and  lie- 
bermann,  but  by  some  one  of  the  numerous  processes  de- 
scribed by  Graebe  and  Liebermann,  and  the  subject  of 
various  other  inventions  and  patents  ;  and  they,  therefore, 
have  not  infringed,  either  in  this  country  or  elsewhere,  the 
process  patented  by  Graebe  and  Liebermann.  Their  in- 
fringement, if  it  be  one,  ponsists  in  selling  a  product  of  in- 
detinite  composition,  which  was  lawfully  manufactured  in 
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Germany  by  a  process  diifei-ent  from  that  of  the  jatent  and 
subsequently  discovered. 

A  patent  for  a  composition  of  matter  must  depend  upon 
the  co-operation  of  the  ingredients  in  the  new  result ;  and 
that  patent  ceaaes  to  be  infringed  when  either  of  the  ingre- 
dients becomes  unimportant  in  the  result. 

The  law  governing  patents  for  a  composition  of  matter 
was  settled  in  this  court  in  the  case  of  Tyler  v.  Boston,  7 
Wall.  327  [8  Am.  &  Eng.  1,]  in  which  the  court  says: 
"Where  a  patent  is  claimed  for  such  a  discovery  it  should 
state  the  componejU  parts  of  the  new  tnanvfactureclavm.ed 
vsith  clearness  and  precision,  and  not  leave  the  person  at- 
tempting to  use  the  discovery  to  find  it  out  by  experiment."' 

^ee  also  Merrill  ».  Yeomans,  94  U.  S.  568  [U  Am.  &  Eng. 
203;]  Keystone  Bridge  Co.  ».  Phflenix  Iron  Works,  95  U. 
S.  274  [11  Am.  &  Eng.  364.] 

There  is  no  view  of  the  reissued  {>atent  to  be  taken  in 
which  it  can  be  held  to  be  valid.  If  the  reissue  is  for  more 
than  the  original,  then  it  is  void  for  that  reason  ;  and  that 
it  is  for  more  than  the  original,  is  self-evident.  In  t«rms  it 
claims  a  product  described  by  a  different  name,  which  is  ' 
made  by  a  different  process,  included  under  the  terms,  "'or 
any  other  method  which  will  produce  a  like  result." 

But  if  it  were  true,  which  it  is  not,  that  the  process  de- 
-  scribed  in  the  original  produced  any  number  of  definite  com- 
pounds such  as  the  testimony  shows  are  classed  under  the  gen- 
eral head  ot  artificial  alizarine,  yet  that  patent  could  not  be 
enlarged  by  reissue  to  reach  beyond  the  product  of  the  pro- 
cess ;  because,  in  order  to  cover  a  product  by  a  patett,  it  is 
necessary  that  the  product  be  described,  so  that  it  can  be 
knovra  what  it  is,  without  reference  to  any  process  by  which 
it  may  have  been  produced. 

Messrs.  Beiij.  F.  Thurston,  J.  Van  Santvoord,  andJjiv- 
ingston  Giffnrd,  for  appelUe : 

It  will  be  sufficient,  upon  the  point  of  the  right  of  a  pat- 
entee of  a  process  to  obtain  a  reissue  covering  the  new  pro- 
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duct — if  in  fact  he  baa  productxl  a  new  juxKluct — to  cite  tlie 
case  of  Merrill  o.  Yeomaua,  9i  L'.  S.  ACS  [11  Am.  &  £ng. 
203 ;]  see  also  Goodyear  v.  R.  R.  Co.,  2  Wail.  Jr.,  361 ; 
WTlittemore  v.  Cutter,  1  Gall.  429 ;  Hoe  p.  Cottrell,  17 
Blatch.  546  ;  Hoe  v.  Kahler,  20  Blatcli.  430 ;  Rubber  Co.  r. 
Goodyear,  9  Wall.  796  [8  Am.  &  Eng.  150  ;|  Cnrtis  on  Par- 
ents, 4  Ed.  §274. 

The  process  described  in  tlie  original  jmlent  is  repeated 
word  for  woi-d  in  the  reissue,  witliout  the  least  addition  or 
suppression,  and  this  fact  is  enough  to  distinguish  the  case 
from  Russell  o.  Dodge,  93  U.  S.  460  [10  Am.  &  Eng.  496.1 

Where  a  pi-ocess  is  described  in  a  imtent,  and  the  purport 
of  the  claim  is  to  secure  a  product  which  is  the  outcome  of 
the  process,  we  submit  that  the  court  will  give  such  con- 
struction to  the  claim,  however  it  may  be  phrased,  as  will 
support  the  true  invention  disclosed  in  the  patent. 

Mr.  Justice  Blatohford  delivered  the  opinion  of  the 
coui-t,  on  the  14th  of  April,  1884 : 

This  is  a  suit  in  equity,  brought  in  the  Circuit  Court  of 
the  United  States  for  the  Southern  District  of  New  York, 
by  Badische  Anilin  and  Soda  Fal»rik,  a  corporation  organ- 
ized under  the  laws  of  the  Gmnd  Duchy  of  Baden,  in  the 
Empire  of  GJernuiny,  against  tlie  api)ellants,  for  the  infringe- 
ment of  reissued  letters  patent.  No.  4, 321,  granted  to  Charles 
Graebe,  of  Frankfort-on-the-Main,  and  Charles  liebermann, 
of  Berlin,  Prussia,  April  4th,  1871,  foran  "  improvement  in 
dyes  or  coloring  matter  from  anthracine."  The  original 
patent.  No.  9E,466,  was  granted  to  tlie  same  pei-sons,  Octo- 
ber 5th,  1869,  for  an  "improved  process  of  preparing  aliz- 
arine." It  was  reissued  on  two  separate  amended  specifi- 
cations, Division  A  and  Division  B.  No.  4,321  is  Division 
B. 

The  following  is  the  text  of  the  specifieation.s  of  No.  4,321 
and  No.  96,465.  Reading  in  it  what  is  outside  of  brackets 
and  what  is  inside  of  brackets,  omitting  wliat  is  in  italics, 
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gives  the  specification  of  No.  4,331.  Beading  what  is  oat- 
side  of  brackets,  inclading  what  is  in  italics,  omitting  wliat 
ia  inside  of  brackets,  gives  the  specification  of  the  original 
patent :  "  Be  it  known,  that  we,  Chai'les  Giuebe,  of  Fnmk- 
fort-on-the-Main,  and  Charles  Liebermann,  of  Berlin,  in  tlip 
Kingdom  of  Prussia,  have  invented  a  [new  and  nseful  im- 
provement in  the  manufacture  of  alizarine ;]  process  for 
preparing  alizarine  from  aiithracine  ;  and  we  do  hereby 
declare  the  following  to  be  a  full,  clear,  and  exact  descrip- 
tion thereof,  which  will  enable  those  skilled  in  the  art  to 
make  and  use  the  .same-  ^Ve  first  change  the  anthracine 
into  anthrakinon  (oxanthracine,)  a  substance  known  to 
[the]  chemists  by  the  investigations  of  Andei-son.  For  this 
purpose  we  take  one  part,  by  weight,  of  anthracine,  two 
and  half  parts,  by  weight,  of  bichromate  of  [\io\ash.\potassa, 
and  t.en  or  fifteen  part-s.  by  weight,  of  concentrated  acetic 
acid,  and  we  heat  these  substances  together  in  a  vessel, 
either  of  glass  or  clay,  to  about  100°  centigrade  to  120°  cen- 
tigrade, till  hearlyallof  the  bichromate  of  [potash]  potassa 
ia  dissolved  and  the  liquid  has  acquired  a  deep  green  color. 
AVe  then  recover  the  acetic  acid  not  consumed  in  the  reac- 
tion by  distillation  and  treat  the  residuum  with  water  to  re- 
move the  chromic  acetate.  From  the  insoluble  mass,  we 
obtain  the  anthrakinon  in  a  pure  state  by  distilling  the 
whole  fi-om  a  retoit  of  glass  or  iron.  Tn  the  place  of  the 
acetic  acid,  sulphuric  acid,  diluted  with  one  or  two  parts  of 
water,  may  be  employed.  '  Instead  of  the  method  just  de- 
scribed, we  also  employ  the  following  one :  We  heat  t7ie 
anthracine  in  a  vessel  of  glass  or  of  clay  with  ten  parts  of 
concentrated  acetic  acid,  to  about  100°  centigi-ade,  or  a  little 
higher,  and  we  add  nitric  acid  of  about  1.3  specific  gravity, 
in  small  poitions,  till  the  violent  reaction  ceases.  After  dis- 
tillation of  the  acetic  acid,  we  purify  the  residuum,  as  be- 
fore. We  then  convert  the  anthrakinon,  pivjiared  by  one 
of  the  methods  described,  into  bibromanthrakinon.  For 
this    purpose   we  take   three  parts  of  nnthrakiaoii,    five 
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parts  of  bromine,  and  we  heat  these  substances  for  ten  or 
twelve  hours,  or  until  nearly  the  whole  of  the  bromine  has 
disappeared,  to  a  temi>eratiire,  by  preference,  of  about  100° 
centigrade,  ina  suitable  close  vessel,  either  of  glass  or  enam- 
eled or  glazed  iron,  which  is  capable  of  sustaining  the  pres- 
sure [which  is]  generated  by  the  i-eaction.  The  apparatus 
is  then  allowed  to  cool.  It  is  opened  in  order  to  permit  the 
escape  of  [bromic]  hydrobromic  acid,  which  can  be  .recov- 
ered by  absorption  either  in  water  or  in  an  alkaline  solu- 
tion. We  purify  the  bibi-omanthrakinon  remaining  in  the 
vessel,  as  a  solid  substance,  by  crystallization  from  benzole. 
Instead  of  the  method  above  describedfor  preparing  bibrom- 
anthrakinon,  we  also  employ  the  following :  We  convert 
first  the  anthracine  into  a  bromine  derivative,  into  the  tetra- 
bromanthracine,  known  to  chemists  by  the  investigations  of 
Anderson.  We  take  one  part  of  this  tetrabromanthracine, 
and  we  heat  it  in  a  retort  of  glass  or  clay  with  abont  five 
parts  of  nitric  acid  of  about  1.3  specific  gravity  to  100°  cen- 
tigrade, as  long  as  vapors  of  bromine  are  evolved.  We  dis- 
till off  the  greater  portion  of  the  nitric  acid,  wash  the  resi- 
duum with  water,  and  purify  it  by  crystallization  from  ben- 
zole. We  thus  receive  the  bibromanthrakinon  as  before,  in 
the  form  of  a  yellow,  solid  mass.  We  then  convert  the  bi- 
bromanthrakinon  into  alizarine.  Fijr  this  purpose  we  take 
one  part  of  bibromanthrakinon.  two  to  three  parts  of  caus- 
tic potash  or  soda,  and  so  much  water  as  is  necessary  to  dis- 
solve the  alkali,  and  we  heat  the  whole  in  an  open  vessel  of 
glass,  glazed,  or  enameled  iron,  or  silver,  to  about  180°  to 
260°  centigrade  for  <me  hour,  or  [till]  ■until  tlie  mass  hasac- 
quii-ed  a  deep  blue  color.  We  then  dissolve  It  in  wat«r  and 
filter  tlie  violet  solution,  from  which  we  precipitate  the  aliz- 
arine by  an  inorganic  or  organic  acid.  We  collect  the  yel- 
low flocks  of  alizarine  thus  obtained  on  a  filter  and  wash 
them  with  watei-.  By  these  methods  we  receive  the  aliza- 
rine in  aform  in  which  it  can  be  employed  in  the  same  man- 
ner as   the  different  preparations  from   madder.     In  the 
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place  of  bromine,  chlorine  [also]  may  also  be  employed,  but 
not  80  conveniently,  as  the  reactions,  above  described  are 
more  difficult  to  accomplish  with  chlorine  than  with  bromine. 
Having  thus  described  the  nature  of  out  iweejUion  and. 
the  manner  qf  performing  and  carrying  out  the  saine,  we 
would  have  it  understood  that  we  dti  not  confine  ourselnes 
(a  the  exact  details  hereinbefore  givenJ'^ 

The  claim  of  No.  4,321  ia  aa  follows  :  "Artificial  aliza- 
rine, produced  from  anthracine  or  its  derivatives  by  either 
of  the  methods  herein  described,  or  by  any  other  method 
which  will  produce  a  like  reaalt."  The  claim  of  the  origi- 
nal patent  was  in  these  words :  "The  within-described  pro- 
cess for  the  production  of  alizarine,  by  first  preparing  bibro- 
manthrakinoB  or  bichloranthrakinon,  and  then  converting 
these  sabstances  into  alizarine,  substantially  as  above  set 
forth." 

The  bill  of  complaint  alleges  that  No.  4,331  was  issued 
for  a  distinct  and  separate  part  of  the  same  invention,  on  a 
coirected  specification,  on  the  surrender  of  No,  95,465  ;  and 
No.  4,331  states  on  its  face  that,  on  such  auiTender,  new 
letters  were  ordered  to  issue  on  two  separate  amended  speci- 
fications. But  Division  A,  No,  4,320,  is  not  in  the  record 
before  us.  The  bill  alleges  the  infringement  to  have  been 
committed  by  making,  selling,  or  using  the  invention  or 
dyes  containing  it.  The  answer  denies  the  manufacture  of 
alizarine,  but  avers  that  the  defendants  have  sold  in  the 
United  States  alizarine  lawfully  made  in  Germany,  and  im- 
ported as  an  article  of  commei-ce,  which  was  not  made  by 
the  process  described  in  No.  4,321,  or  any  process  substan- 
tially the  same,  but  was  made  acfording  to  processes  which 
«-ere  invented  subsequently  to  the  date  of  No.  95,465,  and 
are  the  subject  of  different  and  independent  letters  patent. 
The  answer  also  avers  "  That  alizarine  is  a  natural  product, 
having  a  well-known  definite  constitution  ;  that  it  is  not  a 
composition  of  matter,  within  the  me-aning  of  the  statute, 
but  has  been  well  known  in  the  arts,  from  time  immemo- 

111  C.B.  %»^*»1. 


,y  Google 


Oct.,  1883.]  COCHRANE  «.  BADI8CHE  *c.  FABRIK.    217 

Opiaion  of  the  oourt. 

lial,  for  the  paipose  of  dyeing,  and  has  generally  been  ex- 
ti-acted  from  'madder  root,'  and  from  other  analogous  pro- 
dntts,  by  vaiiona  processes  suitable  for  that  purpose ;  that, 
therefore,  there  can  be  no  valid  patent  grantetl  for  aliza- 
rine; and  that  No,  4,321  is  void."  The  answer  refers  to 
•*  ^Vatts'  Chemical  Dictionary,  published  before  1869,  under 
the  title  Alizarine,  to  show  that  alizarine  was  well  known 
long  before  the  said  patent ;"  and  also  acts  up  that  the  pat- 
ent had  expired  because  prior  patents  granted  to  tie  pat- 
entees in  foreign  countries,,  for  the  Bamt*  invention  had  ex- 
pired. 

Proofs  were  taken  and,  on  iinal  heai'iug,  the  Cireuit Court 
decreed  that  No.  4,821  was  valid  and  had  be<;n  infringed, 
and  ordei-ed  a  reference  as  to  profits  and  damages  and  a  per- 
petual injunction  againt;t  tlie  making,  using,  or  selling  of 
the  article  designated  in  No.  4,321,  "artiiicialalizarine"' or 
dyes  containing  the  invention  dest^ribed  in  and  secured  by 
No.  4,321,  Afterwards,  there  was  a  final  decree  a^inst  the 
defendants  for  tl3,320.65  and  costs,  of  which$12,871.86  was 
for  profits  made  by  the  defendants,  "by  the  sale  of  ai-tifi- 
cial  alizarine,  in  infringement"  of  No.  4.:^].  Fnmi  this  de- 
cree the  defendants  have  api)eale<l. 

This  reissued  patent.  No.  4,321,  has  been  adjudicated  in 
the  circuit  courts  in  several  cases.  It  was  before  the  Circuit 
Court  in  Massachusetts,  in  Pebruai-y,  1878,  and  the  decision 
of  Judge  Shepley  is  in  Badische  Anilin  and  Soda  Fabrik  ti. 
Hamilton  Mnfg.  Co..  3  Ban.  &  Ard.  235  and  13  Off.  Gaa., 
273.  It  was  also  before  the  Circuit  Court  for  the  Southern 
District  of  New  York,  in  September,  1878,  and  the  decision 
of  Judge  Wheeler  is  in  Badische  Anilin  and  Soda  Fabrik 
0.  Higgin,  15  Blatch.  290,  and  3  Ban.  &  Ard.  462,  and  14 
Off.  Qaz.  414.  The  decision  of  Judge  \\Tieeler  in  the  pres- 
ent case,  in  April,  1879,  is  in  16  Blatch.  155  and  in  4  Ban. 
&  Ard.  215.  The  patent  was-  also  before  the  Circuit  Court 
in  Massachusetts,  in  September.  1879,  and  the  decision  of 
Judge  Lowell  is  in  Badische  Anilin  and  Soda  Fabrik  n. 
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Cammins,  4  Ban.  &  Ard.  489.  In  all  of  these  cases  the  va- 
lidity of  No.  4,321  was  sustained. 

In  the  case  before  Judge  Shepley,  it  was  held  that  No. 
4,321  was  a  valid  patent  for  a  manufacture  and  composition 
of  matter,  an  artificial  dye-stuff,  called  artificial  alizarine, 
being  «  new  product,  produced  by  a  new  process,  not  a 
chemically  pure  alizarine,  but  having  combined  with  the 
alizarine  in  it,  anthrapnrpurine,  isopnrpnrine  and  other 
bodies,  not  known  to  have  existed  before  they  were  pro- 
duced by  Graebe  and  Liebemianu,  the  presence  of  some  of 
which  bodies  appeared  to  much  enhance  the  value  of  the 
dye-stuff.  It  was  decided  tliat  the  defendants  had  used 
that  article. 

In  the  case  against  Higgin,  it  was  held  that  the  ^iroduct 
of  the  process  described- in  No.  4,321  contains  isopuipurine, 
anthrapnrpurine,  monoxanthraqninone  and  other  ingre- 
dients, which  were  not  only  not  ingredients  in  pure  aliza- 
rine or  madder  alizarine,  but  did  not  exist  in  any  dye-stiiff 
with  chemically  pure  alizarine,  C^  Hg  O4,  before  that  of 
G-raebe  and  Liebermann,  and  are  useful  coloring  agents,  so 
that  the  product  invented  is  a  new  composition  of  matter. 
It  was  decided  that  the  defendants  had  used  or  sold  dye- 
stuffs  substantially  the  same,  tliough  claimed  to  be  the  pro- 
duct of  a  different  process. 

In  the  present  case,  it  was  insiste<l  in  the  Circuit  Oonit, 
by  the  defendants,  that  the  patented  product  was  the  same 
thing  as  the  natural  dye-stuff,  alizarine,  found  in  the  root 
of  the  madder  plant,  and  chemically  known  by  the  formula 
0[4  Hg  O4,  and  not  patentable.  But  it  was  decided  that 
the  a^ficle  which  Graebe  and  Liebemiann  had  made  syn- 
thetically from  anthracine,  though  having  the  same  chemi- 
cal formula  as  madder  alizarine,  was  essentially  different, 
in  capabilities  and  proijertiea,  from  chemically  pure  alizn- 
rine,  madder  alizarine  or  any  coloiing  matter  before  known  ; 
that  the  article  dealt  in  by  the  defendants  was  produced  by 
the  process  of  United  States  letters  patent,  No.  1M,536, 
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granted  July  28th,  1874,  to  Heinrich  Caro,  Charles  Graebe, 
and  Charles  Liebermann ;  that  the  use  of  sulphuric  acid,  in 
the  process  of  the  latter  patent,  performs  tlie  same  office,  tn 
the  same  way,  as  the  bromine  in  the  proce-ss  of  No.  4,321 ; 
and  that  the  products  of  the  two  processes  are  identical. 

In  the  case  before  Judge  Lowell,  he  held  that  what  Graebe 
and  Liebermann  sought  to  discover  and  supposed  they  had 
discovered  was  the  alizarine  which  is  the  dye-stuff  of  mad- 
der ;  that  what  is  called  "artificial  alizarine"  contains  iyi- 
portant  dyeing  substances  not  found  in  madder,  namely, 
anthrapnrpurine  and  isopurpnrine,  (accordingly  as  these 
may  be  two  substances  or  one  and  the  same  substance,)  and 
flavopurpurine,  which  substances'  produce  valuable  effects 
not  produced  by  any  extracts  from  madder ;  that,  although 
the  defendant  insisted  that  those  new  purpurines  were  not 
found  in  the  artificial  alizaiine  made  by  the  bromine  pro- 
cess of  No,  4,321,  and  were  found  only  in  artificial  alizarine 
made  by  methods  invented  since  Graebe  and  Liebermann 
invented  that  process,  and  the  evidence  on  that  point  was 
in  much  conflict,  yet  it  was  shown  that  pure  alizarine,  pure 
isopnijiurine,  and  pure  flavopurpurine  were  all  contained 
in  the  patented  article  ;  that  the  artificial  alizarine  of  No. 
4,321  ia  different  in  some  important  respects  from  any  arti- 
cle known  before;  that  the  new  article  of  mannfacture 
claimed  in  No.  4,321  was  newinfact;  and  that  the  infringe- 
ment was  made  out. 

In  AVatta'  Dictionary  of  Chemistry,  Vol.  1,  p.  113,  jmb- 
lished  in  1866,  Alizarin  is  stated  to  be  a  i^  coloring  matter 
obtained  from  madder,  fii'stprepai-edbyRobiquetand  Colin. 
This  wa.s  in  1826.  Tlie  correct  fonnula  of  alizarine,  C,,  Hg 
O^,  was  first  anived  at  by  Strecker,  in  1866.  It  means  tliat 
there  are  14  atoms  of  carbon,  8  atoms  of  hydrogen,  and  4 
atoms  of  oxygen,  in  each  molecule.  At  this  stage  Graebe 
and  liebermann  took  up  the  subject  and  treated  madder 
alizarine  with  the  view  of  determining  what  was  its  mother 
snbstance.     They  tell  the  story  themselves,  in  a  paper  in 
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the  record,  eiititled  ■'  Aatificial  Alizaiine,"  which  is  a  trans- 
lation fi-om  the  original,  prepared  in  Geiman  by  them,  con- 
tained in  the  Official  Report  of  the  Vienna  Exhibition  of 
187S,  and  al«>  published  separately  in  1876.  They  heated 
madder  alizarine  with  zinc  dust  and  made  the  alizarine  give 
ap  its  4  atoms  of  oxygen,  and  take  np  two  atoms  more  of 
hydrogen.  They  thns  obtained  a  hydro-carbon,  identical 
with  that  found  in  coal-tai-.  called  aathi-acine,  and  having 
the  formula  C ,  4  H ,  „ .  They  then  conceived  the  idea  of  con- 
verting anthi-acine  into  alizarine.  Anthracine  was  difficult 
to  obtain,  and  -the  experiment  was  conducted  on  a  small 
scale.  But  it  resulted  in  the  pi-oc^sa  describe<l  in  No,  4,331, 
of  converting  anthracine  into  anthrachinon,  the  formula  of 
which  was  C,4  H,  O3,  and  then  heating  the  anthrachinon 
with  bromine  and  obtaining  bibromanthrachinon,  and  heat- 
ing that  with  caustic  potash  oi-  soda  and  obtaining  alizarine, 
Graebe  and  IJebermann  thus  solved  the  problem  of  the  syn- 
thesis of  alizarine.  It  was  a  matter  of  gi-eat  scientific  inter- 
eat  and  gave  them  much  reputation.  The  piti^er  states  that 
the  first  method  described  in  No.  4,321  for  preparing  the 
bibromanthi-akinon  was  so  laborious  that  they  devised  the 
other  method  described,  of  lirst  converting  anthnu^ine  into 
tetrabromauthracine,  and  then  treating  that  with  nitiic  acid 
to  obtiiin  bibi-omanthi-akinon.  '-This  method,"  they  state, 
"  made  it  possible  to  obtain  the  alizarine  more  readily,  and 
aroused  hopes  of  ib^  technical  execution,"  although  it  in- 
volved two  more  reactions  than  the  first  method. 

In  regard  to  the  alizarine  thus  obtained,  the  same  paper 
says:  "The  artifi(;ial  alizarine,  besides  luiving  the  same 
composition,  had  also  the  same  properties  as  vegetable  aliza- 
rine. In  hydi-ated  alkalies  it  is  soluble,  with  a  blue  violet 
to  purple  color.  The  solutions  of  the  alkali  salts  give,  with 
lime,  baryta,  lead,  iron,  alumina,  and  tin  salts,  lakes  cor- 
responding to  the  madder  lakes.  Cloth,  printed  with  mor- 
dants, dyes  exactly  alike  with  both  coloring  matters.  Prom 
these  salt-like  compounds  yellow  flociilent  alizaiine  ia  set 
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free  by  the  addition  of  a  mineml  acid.  The  artificial  color- 
ing matter  nhows  the  same  solubUities,  and  the  solutionB  of 
the  alkaline  salts  the  same  absorption  spectra,  which  are 
known  of  the  natural  coloring  mattei'.  The  free  coloring 
matter  snblimes  in  beautiful  yellow  to  red  needles,  which 
cluster  together  like  feathers.  On  oxidizing  with  nitric 
acid,  phthalic  acid  and  oxalic  acid  are  formed.  Heated 
with  zinc  dnst,  the  nrtificial  alizarine  is  again  converted 
into  anthracine." 

The  paper  then  proceeds:  "The  above  methods,  which 
now,  from  a  technical  point  of  view,  have  only  a  historic  in- 
terest, and  are,  therefore,  described  without  further  detail, 
make  np  the  subject  of  the  patents  taken  out  in  England  on 
the  18th  of  December,  1868,  and  then  also  in  France,  Pros- 
sia.  moat  German  States,  Aiistiia,  Russia,  and  America." 
Tlie  provisional  specifications  deposited  in  tlie  English  Pat- 
ent Office,  December  18th,  1868,  which  was  the  date  of  the 
patent,  gives  a  short  description  of  the  process  and  says: 
"The  alizarine  prejMired  in  this  ariificial  way  is  perfectly 
pure  and  can  be  employed  in  all  the  applications  for  which 
the  diiferent  preparations  of  madder  are  used,'"  The  fall 
specification,  filed  Jnne  17tli,  1869,  is  substantially  identical 
with  the  specification  of  No.  95,46fi,  and  claims  "The  arti- 
ficial production  of  alizarine,  by  first  preparing  bibroman- 
tlirakinon  or  bichloranthrakinon,  and  then  converting  these 
substances  into  alizarine,  aa  herein  described." 

In  further  pursuing  the  history  of  the  matter  the  same 
paper  proceeds:  "  The  discoverers  of  the  synthesis  of  alii;ii- 
rine  soon  found  it  necessary  to  enter  into  connection  with 
some  large  dye  factory.  This  was  necessary,  in  order  that 
the  raw  material  conld  be  moi-e  easily  obtained  and  that  the 
experiments  could  be  made  on  a  large  scale  and  further  de- 
veloped. This  could  be  done  best  with  an  establishment 
already  in  existem-e.  where  the  doubtful  question,  whether 
this  might  be  the  basis  of  an  industry,  with  hopes  of  sac- 
cess,  conld  be  solved.     One  of  the  chief  difficulties  exper- 
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ienced  was  the  fact  that  the  law  material  was  not  only 
known  (a)  in  commerce  but  also  in  the  tar  indostary, 
and  it  was  difficult  to  say  whethec  it  could  ever  be 
obtained  in  sufficient  quantity.  It  was  also  doubtful 
whether  the  artificial  alizarine  could  compete  with  the  nat- 
ural. Furthermore,  there  was  much  difficulty  in  transfer- 
ring the  above  methods  to  a  lat^  scale.  Graebe  and  Lieber- 
mann,  therefore,  entered  into  connection  with  the  Baden 
Anilin  and  Soda  Works,  in  Lndwigshafen,  on  the  Rhine, 
the  lai^est  works  of  the  kind  in  Germany,  even  on  the  Con- 
tinent. [Originally,  the  experiments  were  limited  to  the 
purification  of  the  anthracine  and  the  manufactore  of  an- 
thrachinonby  the  second  mentioned  bromine  method,  because 
this,  notwithstanding  its  difficulties,  showed  some  hopes  of 
success.]"  The  passage  above  in  brackets,  by  another  trans- 
lation, reads  thus:  "The  first  trials  principally  embraced 
the  purifaction  of  anthracine,  the  manufacture  of  anthrachi- 
non,  and  the  practical  application  of  the  second  above  men- 
tioned bromine  method,  as  the  same,  notwithstanding  the 
great  difficulties,  still  gave  assurance  that  it  could  be  used 
practically." 

The  paper  then  goes  on :  "  The  latter ' '  (meaning  the  sec- 
ond mentioned  bromine  method)  "was  dropped  as  soon  as 
the  observation  was  made  that  the  alizarine  could  be  made 
more  simply  by  means  of  anthrachinon  sulpho-acids.  Graebe 
and  liebermann  had  originally  attempted  to  obtain  anthra- 
chinon sulpho-acids,  by  acting  on  anthrachinon  with  sul- 
phuric acid.  But  they  made  the  mistake  of  using  too  low 
heate.  The  temperatures  they  employed  were  not  high 
enough,  being  not  greater  than  those  generally  employed  in 
the  preparation  of  anlpbo-acids.  They  liad  also  been  mis- 
led by  the  observation  that  anthrachinon  could  be  sublimed 
unchanged  from  strongly  heated  sulphuric  acid.  Therefore 
they  hoped  little  from  sulpho-acids,  and  gave  all  their  atten- 
tion to  improving  the  above  methods.    This  mist^e  was 
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avoided,  and  the  modification  of  the  synthesis  of  alizarine, 
which  fonns  the  basis  of  the  indastry  of  to-day,  was  discov- 
ered first  by  Heiniich  Caro,  who  as  an  officer  at  the  Baden 
Anilin  and  Soda  Works,  made  it  his  task  to  g^ve,  in  com- 
bination with  Oraebe  and  liebermann,  life  to  the  alizarine 
indnstry.  Caro  first  noticed  that  anthrackinon,  if  heated 
with  sulphuric  acid  to  above  200°,  would  give  sulpho-acids, 
which,  on  fusing  with  hydrate  of  potash,  formed  alizarine, 
the  same  as  the  bromine  compound.  Parkin  noticed  the 
same  fact  shortly  after  or  at  about  the  same  time.  This 
method  was  furtJier  developed  by  Caro  and  the  original  dis- 
coverers, and  the  English  patent  was  taken  on  June  26th, 
1869  ;  (C^ro,  Graebe,  and  Liebermann,  English  patent,  1869, 
No.  1,936.)  The  patent  of  Perkin  is  dated  June  36th  (Per- 
kin,  English  patent,  1869,  No.  1,948.)  Two  methods  were 
discovered,  analogous  to  the  two  bromine  methods.  In  the 
tirst  and  most  important,  the  anthracine  is  oxydized  to  an- 
thracbinon  ;  this  is  converted  into  snlpho-acids  by  heating 
with  sulphuric  acid  to  200°  to  260°;  and  these,  by  the  beau-- 
tiful  method  of  Kekul6,  Wurtz,  and  Duzart,  by  fusing  with 
caustic  potash  or  soda,  are  converted  into  alizarine.  The 
first  process  is,  therefore,  identical  with  the  first  bromine 
method  given  above.  In  the  second  method,  the  sulphuric 
acid  acta  on  the  anthiachinon  in  such  a  manner  that',  besides 
the  anthrachinon  monosulpho-acid,  as  principal  product,  a 
small  amount  of  anthrachinon  bisnlpho-acid  is  also  formed. 
This  was  subsequently  determined  analytically  by  Graebe 
and  Liebermann.  In  the  patent,  only  the  anthrachinon 
sulpho-acids  are  mentioned.  From  analogy,  Perkin,  in  his 
paper,  (Jonr.  Chem.  Soc,  2,  viii;  133,  and  Ann,  Chem. 
Pharm.,  clviii,  335,)  considered  the  bisnlpho-acid  only.  It 
is  also  formed  in  larger  quantity  by  the  excess  of  acid  he 
employs  in  his  method,  than  it  is  by  the  method  of  Caro, 
Graebe,  and  Liebermann.'' 

The  i-eactions  in  the  second  method  are  then  given  by 
loTinnlas,  in  reference  to  anthrachinon  monosulpho-acid  and 
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anthrachmon  bisnlpho-acid,  and  it  is  then  said :  ''  Od  fnsiiig 
the  two  sulpho-acids,  they  give  aJizarine,  exactly  like  the 
mouobtom  and  bibrom  anthrachinon.  The  anthrachinoii 
bisulpho-acid  beliaves,  for  the  greater  part,  if  not  altogether, 
like  the  monosnlpho-acid,  and  fumisheij,  instead  of  the  oov- 
responding  bioxyapthrachinon  "  (which  is  the  alizarine  of 
the  process  of  No.  4,321,)  essentially  trioxyanthnu-hinou, 
the  isoporpuiin,"  Tliey  then  give  the  two  sets  of  chemical 
eqaations,  one  producing  alizarine  and  the  other  producing 
isopurpurin.  Fmther  on,  in  the  same  paper,  they  say  :  "As 
far  as  has  been  obser\'e<l,  it^eems  thatonly  theanthi-a^hinon 
mono8ulpho-a«id  will  produce  alizarine,  while  the  anthra- 
chinon bisiplpho-acid  produces  isopurpurin." 

In  an  article  by  Graebe  in  the  new  handbook  of  Chem- 
istry, published  in  1871.  he  had  said:  '-Alizarine,  lizaric 
acid,  madder  red,  matiei-e,  colomnte  rouge,  first  prepared 
from  madder  by  Robiquet  and  Colin,  (1826)  artificially  by 
Graebeand  Liebermann,  (1868,)  from  anthracine.  Formula, 
C,^  Hg  0^,  is  derived  from  anthracine,  and  is  to  be  consid- 
ered as  byoxyanthmchiiion,  C,*  H,  (Og)"  (OH)g.'" 

In  another  publication  by  Graebe  and  Liebemiann,  in  1868, 
they  had  said:  "By  treating  alizarine  with  zinc  dust,  a 
hydro-carbon  was  produced,  having  the  comjKJSition  Cj4 
Hjo,  and  coinciding  exactly  in  its  properties  with  anthni- 
cine.  *  •  *  According  to  our  exj^rimenta,  alizarine, 
which  is  hence  a  derivative  of  anthracine.  must  have  the 
formula  C^  Hg  O^." 

In  another  publication  by  them,  in  1869,  they  had  said  : 
"  We  have  produced  from  anthracine  artificial  alizarine. 
The  properties  of  the  product  obtained  by  us,  as  well  as  the 
colors  which  we  have  pi-oduced  with  the  same  on  mordanted 
cotton,  exhibit  perfectly  the  identity  of  the  artificial  aliza- 
rine ivith  tliat  obtained  from  madder  root.  *  *  *  The 
methods  which  have  led  to  the  above  results,  and  which  we 
shall  describe  later,  confirm  the  accuracy  of  the  rational 
formula  for  alizarine,  lecently  advanced  by  us."     Again,  in 
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a  farther  publication  in  1869,  they  hiid  said  :  ^'  In  our  iii's't 
notice  we  have  already  hint«d  that  we  have  detected  no  dif- 
ference between  the  natural  and  artificial  alizarine,  and  that 
the  very  characteristic  colors  which  both  possess,  when  fixed 
on  cotton  mordanted  with  alumuia  and  iron,  are  perfectly 
identical.  We  believe,  therefore,  that  it  is  witli  one  and  the 
Htirae  chemical  individual  we  have  to  deal  and  not  with 
isomerouB  compounds,  of  which  an  exti-aoi'dinariiy  gi«at 
number  is  conceivable,  and  of  which  an  example  already 
exists,  as  we  have  hinted,  in  chrysophanic  ucid.  In  conclu- 
sion, we  will  call  attention  to  the  fact  that  our  production 
of  alizarine  is  the  first  example  of  the  artificial  formation  of 
a  coloring  matter  occurring  in  plants." 

The  various  papers  thus  referred  to  ai-e,  it  is  understood, 
put  in  evidence,  by  stipulation,  with  like  effect  as  if  th« 
authors  of  them  had  testified  to  the  facts  8tate<l  in  them. 

In  Prussia,  a  patent  for  five  years  was  granted  to  Graelw 
and  Liebermann,  March  28d,  1860,  for  their  bromine  process, 
on  condition  that  it  should  l)e  put  into  practical  operation 
in  twelve  months  within  the  Kingdom.  On  the  7th  of  July, 
1870,  after  several  notices  to  them,  the  patent- was  declared 
extinct,  because  proof  had  not  been  produced  of  the  carry- 
ing out  of  the  patented  methods.  In  view  of  what  Graebe 
and  Liebermann  themselves  state,  in  the  publication  before 
cited,  it  is  manifest  that  the  Prussian  patent  was  revoked 
because  the  process  describetl  was  not  a  practical  one.  There 
was  nothing  practical  until  the  sulpho-acid  <liscovei1es  were 
made.  In  regard  to  this  the  paper  first  cited  says:  ''  The 
patent  of  Caro,  Graebe.  and  Liebermann  i.s  dated  one  day 
earlier  than  that  of  Perkin.  If  any  value  at  all  is  to  lie 
placed  in  the  date,  then  Cai-o  must  certainly  be  mentioned 
first,  since  the  application  for  a  ]>atentby  the  German  chem- 
ist was  delayed  by  an  error.  The  signing  took  place  at  the 
patent  agent's  in  Berlin.  In  ivferenoe  to  the  above  two 
English  patents,  Perkin  and  the  Baden  Anilin  and  Soda 
Works,  proprietors  of  CJaro,  and  Graeh*'.  and  Liebermann's 
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patent,  made  an  agreement  in  consequence  of  which  the  pat- 
ents became  common  property.  By  the  publication  of  these 
patents,  the  sulpho-acid  methods  of  preparing  alizarine  be- 
c:iine  known,  and  a  series  of  works  were  erected  in  States 
which  gave  no  or  insufficient  protection  to  the  patentees." 
This  shows  that  the  only  methods  practiced  commercially 
were  the  sulpho-acid  methods.  The  English  patent  for  the 
bromine  methods  expired  December  18,  1871,  for  the  want 
of  payment  of  a  furtrher  fee. 

-The  statement  of  Qraebe  and  Liebermann  is,  that  Caro 
discovered  that,  by  using  anthrachinon  with  sulphuric  acid, 
he  could  obtain  sulpho-acids,  and  then,  with  hydrate  of  iK)t- 
ash,  procure  alizarine,  the  same  as  the  bromine  compound, 
that  is,  the  alizarine  of  the  process  of  No.  4^321  ;  but  that 
the  bisulpho-acid  pi'ocess,  developed  by  Perkin,  produces 
not  the  alizarine  of  the  process  of  No,  4,321,  which  is  biox- 
yanthrachinon,  but  trioxyanthrachinon  or  isopurpurln.  The 
article  sold  by  the  defendants  is  this  last  substance,  inade  by 
the  bisulpho-acid  process,  carried  on  abroad  at  the  present 
day,  and  containing  large  proportions  of  coloring  matters 
not  shown  to  be  found  to  any  practically  useful  extent  in 
the  alizarine  of  the  process  of  No.  4,321,  such  as  isopurpu- 
nne  or  anthrapurpurine,  one  or  both — two  articles,  if  they 
are  different,  or  one,  if  they  am  the  same,  as  seems  to  be 
shown.  No.  4.il21  furnishes  no  test  by  which  to  identify 
the  jiroduct  it  covers,  except  that  such  prodact  is  to  be  the 
i-esult  of  the  process  it  describes.  The  process  by  which  the 
defendant's  article  is  made  is  not  shown  to  be  the  same  pro- 
cess as  that  described  in  No.  4,321.  Qraebe  and  lieber- 
mann, as  appears  from  then-  own  statement,  experimented 
with,  sulphuric  acid  and  failed.  It  was  not  obvious  that  sul- 
phuric acid  would  iwcomplLsh  any  lesult,  nor  was  itobvioua 
how  to  employ  if.  Their  experiments  Hilh  it  led  them  to 
hope  little  from  it  and  to  withdraw  their  attention  from  it 
and  devote  themselves  to  improving  the  bromine  and  chlo- 
riin>  methods.     They  state  that  Caro  avoided  their  mistakes 
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and  was  the  first  to  discover  the  modification  which  led  to 
success,  and  that  Perkin  was  an  independent  discoverer  of 
it  about  the  same  time.  It  is,  therefore,  impossible  to  say 
that  the  sulphuric  acid  process  was  a  known  equivalent  pro- 
(^ess  at  the  time.  It  is  easy  now,  after  the  event,  for  scien- 
tific men  to  say,  with  the  knowledge  of  to-day,  that  the 
thing  was  obvious.  But  the  crucial  facts  contradict  the  a-s- 
suraption. 

It  does  not  satisfactorily  appear  that  the  process  of  No. 
4,321  will  produce  the  defendant's  article  to  any  oseftil  ex- 
tent, if  at  all.  The  process  of  No.  4,321  never  was  and  is 
not  now  practically  carried  on  any  whei'e.  The  article  of  No. 
4,321  was  called  "  artificial  alizarine,"  and  the  article  now 
in  the  market  is  called  by  the  same  name,  but  the  identity, 
in  the  sense  of  the  patent  law,  between  them  and  between 
the  processes  for  producing  tbem,  is  not  shown. 

The  English  patent  to  Caro  and  Graebe  and  Liebermaun 
having  been  granted  June  25th,  1869,  and  the  full  specifi- 
cation filed  January  13th,  1870,  an  application  for  a  patent 
in  the  United  States  for  producing  artificial  alizarine  by  the 
snlpho-acid  processes,  was  filedbythem  January  26th,  1870. 
It  was  granted  as  No.  154,036,  July  28th,  1874.  The  full 
specification  of  the  English  patent  and  that  of  No.  154,536 
are  identical.  .The  specifications  state  that  the  invention 
relates  to  improvements  on  the  invention  described  in  the 
English  patent  to  Graebe  and  Liebermann,  of  December 
I8th,  1868,  and  in  No.  95,465,  '"In  which  tlie  preparation 
of  artificial  alizaiine  is  based  upon  the  action  of  caustic  al- 
kalies upon  bibromanthraJdnon  or  bichloranthrakinon." 
They  then  proceed :  "  We  have  now  discovered  that  a  simi- 
lar result  may  be  obtained  by  substituting  sulphuric  acid 
for  bromine  or  chlorine  in  the  above  process.  We  thus  ob- 
tain the  Bulpho-acids  of  jmthrakinon,  which,  by  being  dis- 
solved in  smd  heated  with  an  excess  of  caustic  alkali,  are 
converted  into  alizarine.  This  invention  relatesto  improve- 
ments in  the  pnKliiction  (if  O()lorinf;   nialtei>,  ::nd  more  es- 
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pecially  to  improvements  in  tlie  method  of  producing  what 
is  known  as  aitiiicial  ali2arine,  from  anthiacine,  a  method 
of  producing  whicli  wait  described  in  "  the  Elnglish  patent 
of  December  18th,  1868,  and  in  No.  9S,466,  "and  couBlst^d 
in  the  production  of  aitlficial  alizarine  by  converting  an- 
thracine  into  either  bibromanthrakinon  or  bichlorantlira- 
kinon,  and  then  acting  upon  the  same  by  m^nB  of  an  al- 
kali, and  precipitating  the  alizarine  contained  in  the  alka- 
line solution  by  mean.t  of  an  acid.  In  the  complete  sped- 
ficatioQ  of  the  aforesaid  letters  patent  granted  to  Charles 
Liebermann  and  Charles  Graebe,  two  different  series  of  pro- 
cesses are  described  for  obtaining  the  bromtnated  or  chlori- 
nated derivatives  of  anthrakinon.  In  the  first  of  these  pi'o- 
cesses,  the  anthracine  is  submitted  to  the  action  of  oxidiz- 
ing agents,  as  is  well  understood,  and  the  oxidized  anthra- 
cine or  anthrakinon  is  then  treated  with  bromine  or  chlor- 
ine. In  the  second  of  these  process^,  the  anthiaciue  is  first 
treated  with  bromine  or  chlorine,  and  subsequently  submit- 
ted to  an  oxidizing  process,  in  onler  that  the  desired  com- 
pounds, cidelicel,  bibromanthrakinon  or  bichloranthraki- 
non,  may  be  obtained.  In  an  amiiogous  manner,  we  now 
employ  sulphuric  acid  as  a  substitute  for  the  bromine  or 
chlorine  employed  in  the  processes  above,  referred  to,  and , 
we  thus  obtain  the  sulphuric  acid  derivatives  of  anthraki- 
non, whicli  we  call  the  sulpho-acids  of  anthrakinon.'*  The 
specifications  then  go  on  to  describe  the  two  new  processes. 
The  first  is,  to  alter  the  athrakinon  by  heating  it  with  sul- 
phuric acid.  The  product  is  then  put  in  solution  and 
treated  with  carbomite  of  lime,  and  then  with  carbonate  of 
potash  or  of  soda,  and  potash  oi"  sodii  salts  of  the  solpho- 
acids  of  anthrakinon  are  piwlured.  These  ai-e  treated  with 
caustic  soda  or  pobish,  under  heat,  and  the  artificial  aliza- 
rine is  precipitated  by  an  acid.  In  the  second  process,  an- 
thracine is  heiited  with  sulphuric  acid,  tlie  product  is  pot 
in  solution,  and  treated  with  peroxide  of  manganese,  under 
heat.     Caustic  lime  is  then  added  in  excess,  till  there  is  an 
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alkaliue  reaction ;  the  mixture  is  then  filtered  and  carbon- 
ate of  potash  or  soda  la  added  to  It,  and  the  potash  or  soda 
salts  of  the  snlpho-acids  of  aothrakinon  hiv:  produced. 
These  are  treated  with  caustic  potash  or  «oda,  under  heat, 
the  product  is  put  in  solution  iiud  the  ai+ifiriiil  alizarine  iis 
precipitated  by  an  arid.  It  is  stated,  in  regaitl  to  this  sub- 
staJice,  made  by  eithe]'  of  these  two  processes,  that  it  "  may 
be  employed  for  the  purposes  of  dyeing  and  printing,  either 
in  the  same  way  as  preparations  of  madder  are  now  used  or 
otherwise,"  In  each  of  the  two  specifications  there  are  two 
claims,  in  these  wordw  :  ■'  I.  The  manufacture  of  coloring 
matters  by  submitting  antlirakinon  to  the  action  of  sul- 
phuri<^  Ht^id,  so  as  to  obtain  soluble  <;onipoundB,  which  we 
have  ciilleil  sulpho-acids  of  anthrakinun,  treating  the  pro- 
ducts of  such  operation  with  an  alkali,  and  precipitating 
the  coloring  matters  therefrom  by  means  of  an  acid,  as 
herein  described,  2.  The  manufacture  of  coloring  matters 
by  submitting  anthracine  to  the  action  of  sulphuric  acid, 
oxidizing  the  product  thereby  obtained,  heating  such  oxi- 
dized product  with  an  alkali,  and  subsequently  precipitat- 
ing the  coloring  matters  therefrom  by  means  of  an  acid,  as 
herein  described." 

After  the  granting  of  the  English  patent  for  the  sulph 
aflid  process,  on  June  25th,  1861),  to  Gfraebeand  Liebenuann. 
and  their  application  for  the  United  States  patent  on  Janu- 
ary 26th,  1870,  it  became  apparent  that  the  sulpho-acid  pro- 
cesses and  products  were  to  be  commercially  valuable. 
Then,  during  the  interval  of  the  four  years  and  a  half  delay 
in  the  issuing  of  No,  ]54,r>3C,  No.  i)fl,465  was  surrendered 
and  reissued  in  two  parts,  April  4th,  1871,  one  for  the  pni- 
cess  and  the  other  for  the  i)rodiict,  the  claim  in  the  latter. 
No.  4,821,  being  m  woi-ded  as  to  cover  "artificial  alizarine, 
produced  from  anthracine  or  its  derivatives,  by  either  of 
the  methods  herein  described,  or  by  any  other  method  which 
will  produce  a  like  result,"     Afterwards.  Graebe  and  lie- 
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bermann  assigned  the  two  reissued  patents  of  April  4tli, 
1871,  to  the  plaintiff,  on  March  1st,  1872. 

It  is  very  plain  that  the  speciiication  of  the  original  pat- 
eat,  No.  9i"),465,  stutfs  the  invention  to  be  a  proceaa  for  pre- 
paring alizarine,  not  lut  a  new  substance  pi-epai-ed  for  the 
ftrst  tame,  but  ua  the  substance  already  known  as  alizarine, 
to  be  prepared,  howevei',  by  the  new  process,  which  pro- 
cess is  to  be  the  subject  of  the  patent,  and  is  the  process  of 
preparing  the  known  product  alizarine,  from  anthracine. 
The  speciiication  states  that  the  "alizarine"  is  precipitated, 
that  the  yellow  flocks  of  alizarine  are  obtained,  and  that 
the  "alizarine"  is  in  such  a  form  tlmt  it  can  V*  employed 
in  the  same  manner  as  the  diffei-ent  preparations  from  mad- 
der ;  and  the  claim  la  for  the  pitxvss  for  the  "  production 
of  alizarine."  The  provisional  specification  deposited  in 
England,  December  18th,  1868,  states  that  "yellow  flocksof 
alizarine  are  pretdpitated,"  and  that  the  "  alizarine  prepared 
in  this  artificial  way  is  perfectly  pure ;"  and  the  full  speci- 
fication, filed  in  England,  June  17th,  1869,  claims  "  the  arti- 
ficial production  of  alizarine."  No  other  conclusion  can  be 
reached  than  that  Graebe  and  Liebermann,  in  the  specifica- 
tion of  No.  95,46S,  intended  by  "alizarine"  the  chemical 
substance  known  by  the  formula  €,4  Hg  O4,  and  thought 
that  was  what  their  juxhwss  proiluced.  There  is  rni  sugges- 
tion of  anthrapTirpurine  or  isopmimrine,  or  of  any  process 
for  producing  them.  Their  publi.shed  statements  show  that 
it  was  the  a^^ltlle8i3  of  the  alizarine  of  madder  which  tliey 
were  making,  the  specification  of  No.  95,46fi  shows  that  and 
nothing  else,  and  it  is  not  contende<l  that  the  ali7.arine  of 
madder  contains  anthrapui-purine  or  i-sopurpurine.  It  is 
very  clear,  from  the  testimony,  that  it  is  to  anthnipurfin- 
rine  or  isopurpurine  that  the  artificial  alizarine  sold  Iiy  the 
defendants  owes  its  efficiency  as  a  dye-stuff,  and  its  practi- 
cal success  in  the  market,  and  that  such  pi-oduct  is  pro- 
duced by  the  bisnlpho-acid  process  of  Perkin  ;  and  it  is 
not  satisfactorily  shown  that  the  mohosulpho-acid  process 
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of  Caro  or  the  bromine  process  of  No.  4,321  will  either  of 
them  practically  prodace  that  product. 

Inasmuch  aa  the  defendant's  article  is  produced  from  an- 
thracine  or  its  derivatives  by  some  method,  and  is  a  dye- 
stuff  called  artificial  alizarine,  it  is  contended  that  the  sale 
of  it  infringes  No.  4,321.  The  articles  in  market,  called 
' '  artificial  alizarine ' '  at  the  present  day,  are  substances  all 
of  which  are  made  from  anthracine,  but  they  vary  all  the 
way  from  nearly  pure  alizarine,  made  by  the  monosulpho- 
acid  process,  through  the  products  of  the  bisulphu-acid  pro- 
cess, which  contain  combinations  of  alizarine  and  anthra- 
purporine,  up  to  an  article  of  pure  purpurine,  free  from  ali- 
zarine. All  of  these  are  used  as  dye-stnfls,  according  to  the 
shade  of  color  and  other  qualities  desired.  The  specific 
article  put  in  evidence  in  this  case  as  an  infringement  con- 
tains about  60  per  cent,  of  anthrapurpurine.  It  is  claimed 
by  the  plaintiff  to  be  the  artificial  alizarine  described  in  No. 
4,321,  and  to  be  physically,  chemically,  and  in  coloring  prop- 
erties similar  to  that.  But  what  that  is.  Is  not  defined  in  No. 
4,321,  except  that  it  is  the  product  of  the  process  described 
in  No.  4,321.  Therefore,  unless  it  is  shown  that  the  process 
of  No.  4,321  was  followed  to  produce  the  defendant's  arti- 
cle, or  unless  it  is  shown  that  that  article  could  not  be  pro- 
duced by  any  other  process,  the  defendant's  article  cannot 
be  identified  as  the  product  of  the  process  of  No.  4,321. 
Nothing  of  the  kind  is  shown.  On  the  other  hand,  the  de- 
fendant's article  is  made  abroad  and  by  a  process  different 
from  that  of  No.  4,321.  It,  therefore,  cannot  be  the  product 
of  that  process.  If  the  words  of  the  claim  "  by  any  other 
method  which  will  produce  a  like  result "  mean  any  other 
method  which  will  produce  the  only  product  mentioned  in 
the  description,  namely,  alizarine,  as  then  understood,  hav- 
ing the  formula  C,^  H,  O^,  the  defendant's  article  is  not 
that  product,  for  It  contains  other  dyeing  ingredients  which 
the  alizarine  of  the  patent  does  not  contain.  If  the  words 
of  the  claim  are  to  be  construed  to  cover  all  artificial  alizar- 
in n.&.M»-«io, 
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ine,  whatever  its  ingrediente,  prodaced  from  anthracine  or 
ita  derivatives  by  methods  invented  since  Gniebe  and  IJeb- 
ermann  invented  the  bromine  process,  we  then  have  a  patent 
for  a  product  or  composition  of  matter,  which  gives  no  in- 
formation as  to  how  it  is  to  be  identitied.  Every  patent  for 
a  product  or  composition  of  matter  must  identify  it  ao  that 
it  can  be  recognized  aside  from  the  description  of  the  pro- 
cess for  making  it,  or  else  nothing  can  be  held  to  infringe 
the  patont  wliich  is  not  made  by  that  pi-ooess. 

The  Circuit  Court  found  as  a  fact  that  the  defendant's  ar- 
ticle was  produced  by  the  process  described  in  No.  164,536. 
But  it  regarded  that  in-ocesM  as  tlie  saine  process  chemically 
as  the  process  of  No.  4,321,  on  the  view  that  the  bromine 
used  in  the  lattw  was  merely  a  vehicle,  and  in  the  former 
sulphuric  acid  was  siibsritut^l  as  a  vehicle  and,  though 
superior,  performed  the  same  office  in  the  same  way;  and 
so,  as  it  regarded  the  two  processes  as  the  same,  it  held  the 
two  products  to  be  the  same.  We  consider  it,  however,  to 
be  established  that  the  defendant's  article  is  not  made  by 
the  process  of  No.  4,321,  but  is  made  by  the  bisulpho-acid 
process  of  Perkin,  which  yields  anthrapurpurine,  and  which, 
while  it  may  involve  the  process  of  No.  154,536,  goes  beyond 
it.  The  bisulpho-acid  process  puts  in  two  atoms  of  anhydrous 
sulphuric  acid  instead  of  one,  and  additional  oxygen  is  car- 
ried in,  and  anthrapurpurine  is  produced,  the  formula  of 
which  is  Cn  H^  Oj.  Aside  from  this,  it  is  shown  that- the 
dyeing  qualities  of  the  defendant's  article  depend  on  the  an- 
thrapurpurine or  isoijurpurine  it  contains,  and  not  on  the 
alizarine.  As  the  only  alizarine  mentioned  iuNo.  95,465,  or 
in  No.  4,321,  is  alizarine  the  formula  of  which  isC,4Hg  O^, 
the  alizarine  of  madder,  the  pn>c«s8  described  in  those  pat- 
ents, to  be  a  sufficient 'support  for  a  valid  patent,  as  being 
pi-opei'ly  described,  must  l>e  a  process  which  will  produce 
that  article  and  no  other;  and  No.  4,321,  to  be  valid  as  a 
patent  for  a  produ(^t,  must  be  a  patent  which  will  produce, 
by  the  process  it  describes,  tliat  article  and  no  other.     Un- 

111  D.  8.  Slff-311. 
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'les.sthat  process  will  practically  produce  the  defendant's 
article,  No.  4,321  is  not  infringed;  and  it  is  not  established, 
by  the  evidence,  that  it  will. 

Tlier©  ia  another  view  of  the  case.  According  to  the  dp- 
scription  in  No.  9fl,460,  and  in  No.  4,321,  and  the  evidence, 
the  article  prodm*d  by  the  process  described  was  the  aliza- 
rine of  madder,  having  the  chemical  formnla  0,4  Hg  O^. 
It  was  an  old  article.  While  a  new  process  for  prodacing  it 
was  patentable,  the  pi-oduct  itself  could  not  be  patented, 
even  though  it  was  a  product  made  artiiicially  for  the  first 
time,  in  contradistinction  to  being  eliminated  from  the  mad- 
der root.  Calling  it  artificial  alizaiine  did  not  make  it  a  new 
composition  of  matter,  and  patentable  as  snch,  by  reason  of 
its  having  been  prepared  artificially  for  the  first  time  from 
anthracine,  if  it  was  set  forth  a.s  alizarine,  a  well  known  sub- 
stance. The  Wood  Paper  Patent,  23  Wall.  566  [IQ  Am.  & 
Eng.  199,]  There  was,  therefore,  no  foundation  for  reissue 
No,  4,321,  forthepi-oduct,  because,  on  the  description  given, 

■  no  patent  for  the  product  could  have  been  taken  out  origi- 
nally. 

Still  further,  the  claim  of  No.  4,321  is  not  a  claim  merely 
for  the  product  of  the  process  described  in  it,  but  is  a 
claim  for  anything  which  may  be  called  aitificia!  alizarine, 
produced  from  unthmcine  or  its  derivatives,  by  either  of  the 
methods  described,  or  by  any  other  method,  equivalent  or 
not,  which  will  produce  anything  c^led  artificial  alizarine. 
Tlie  scope  of  such  a  <^laim  is  seen  in  this  suit.  An  article  is 
songht  to  be  covei-ed,  by  the  reissue,  which  it  is  demon- 
strated Oraebe  and  IJebermann  never  made  by  their  bro- 
mine process,  which  they  knew  that  procesj*  would  not  pro- 
duce, which  they  recognized  as  produced  firat  by  some  one 
else  by  a  different  process,  :Lnd  which  luis  l)ecome  the  sub- 
ject of  a  large  industry  abroad  and  an  extensive  use  in  this 
country,  through  discoveries  made,  as  they  acknowledge, 
since  their  bromine  process  was  invented.  After  those  dis- 
coveries were  made,  after  it  was  seen  that  tliebisulpho-acid 
'  111  v.s.«i-«ia. 
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proceHs  would  produce  desirable  dye-stuffs,  and  could  be 
worked  practically  and  protitably  to  that  end,  it  was  sought 
to  control  the  market  for  the  product  in  the  United  States 
by  obtaining  this  reissue  No.  4,321. 

We  have  not  deemed  it  necessary  to  consider  more  partic- 
ularly the  question  whether  the  reissued  patent.  No.  4,321, 
is  or  is  not  for  a  different  invention  from  that  described  in 
the  original  patent.  It  certainly  is,  nuless  the  product 
claimed  in  the  reissue  is  precisely  that  product,  audnoother, 
which  the  process  described  in  the  original  patent  produces. 
There  can  be  no  better  evidence,  as  against  the  appellee,  of 
what  that  product  is,  than  the  declarations  of  the  origiDal 
patent  itself,  and  of  the  patentees  elsewhere,  as  already 
shown.  Nor  have  we  deemed  it  necessary  to  inquire  or  de- 
termine whether,  even  it  the  product  claimed  in  the  reissue 
were  the  same  as  that  which  the  process  described  in  the  origi- 
nal patent  produces,  it  could  have  been  made  the  subject  of 
a  reissued  patent  at  the  time  when,  and  under  the  circum- 
stances in  which,  this  reissue  was  made.  It  is  so  clear  that 
the  defendants  are  not  shown  to  have  infringed,  that  we 
have  not  deemed  it  necessary  to  consider  other  qneations 
any  further. 

It  results,  from  these  considerations,  that,  if  the  claim  of 
No.  4,321  is  to  be  construed  so  broadly  as  to  cover  the  de- 
fendant's article,  it  is  wider  in  its  scope  tlian  the  original 
actual  invention  of  Graebe  and  Liebermann,  and  wider  than 
anything  indicated  in  the  specification  of  the  original  patent, 
and  tliat,  if  it  is  to  be  construed  so  as  to  cover  only  the  pro- 
duct which  the  process  described  in  it  will  produce,  it  is  not 
shown  that  the  defendant's  article  is  that  product  or  can  be 
practically  produced  by  that  process.  In  either  view,  the 
(f^cree  nftlm  Circuit  Court  must  be  reversed  and  the  case  be 
remanded  to  that  court,  wiih  direction  to  dis^iiiss  the  bill 
of  complaint. 

Ill  D.  S.819-81S. 
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*  A  rgiiment  of  counael. 

TURNER  &  SEYMOUR  MANUFACTURING  COM- 
PANY, APPELLANTS,  v.  DOVER  STAMPING  COM- 
PANY.* 

lU  U.  a  Sl»-8a7.    iN!l.  Term.  18881 

[Bk.  38,  L.ed.  442;  S7  O.  O.  1131.] 

Snbmitted  March  20, 1884.     Decided  April  14, 1884. 

I^articular  patent  construed.     Reiague  with  broader  claim.    D^ay 
in  reissuing. 

1.  RetMue  letters  patent,  No.  6,542,  granted  July  13,  1875,  to'Hm- 

othj  Blarle,  for  an  Improvement  in  E^-Besters,  eleven  years 
after  the  grant  of  the  original  patent,  No.  89,134,  July  7,' 
1863,  and  vitha  broader  claim  than  the  latter,  bo  as  to  embrace 
a  device,  which  was  not  previonsly  an  infringement,  heid,  to  be 
invalid,     (p.  240.) 

2.  It  is  immaterial  whether  or  not  a  certain  construction  might 

have  been  covered  by  the  language  of  the.  speoifioation,  sines 
the  claims  are  to  be  dealt  with  and  nothing  else.  (p.  340.) 

[Citotlcdis  in  the  opinion  of  Uie  oonrt:] 

Miller  c.  Braae  Co.,  104  U.  S.  360  [13  Am.  &  Eng.  303.]  p.  261. 
a«iDeDtav.  OdcnlemAppanUte  Co.,  10917.  B.  S41  [p.  44  ante]  p.  261. 

Appeal  from  the  Circuit  Court  of  the  United  States  for 
the  District  of  Connecticut. 

The  history  and  facts  of  the  case  fully  appear  in  the  opin- 
ion of  the  court. 

Messrs.  John  S.  BeacJi  and  John  K.  Beach,  /or  appel- 
lants : 

Reissued  letters  patent,  No.  6,532,  bearing  date  July  13, 
1876,  is  invalid  and  confers  upon  the  appellees  no  exclusive 
rights  to  the  thing  therein  described  and  claimed.  First — 
Its  claims  are  broader  than  the  claim  of  the  original  patent 
Second — ^The  delay  between  the  granting  of  the  original  let- 
ters pafent  to  Hmothy  Earle  and  the  application  for  its  re- 

■See  Explanation  of  Not«i,  page  IIL 
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issue  to  the  appellees  was  unreaaonable  and  involved  gross 
laches  on  the  part  of  the  patentee  and  hie  assignees. 

These  conceded  facts  are  fatal  to  this  reissue. 

Miller  v.  Bridgeport  Brass  Co.,  104  U.  S.  350  [13  Am.  & 
Eng.  303  ;]  James  v.  Campbell,  104  U.  S.  356  [13  Am.  &  Eng. 
341 ;]  Heald  v.  Rice,  104  U.  S.  737  [13  Am.  &  Eng.  460;] 
Matthews  v.  Boston  Machine  Co.,  105  U.  S.  54  [13  Am.  & 
Eng.  601 ;]  Bantz  v.  Prantz,  105  U.  S.  160  [13  Am.  &  Eng. 
642 ;]  Johnson  v.  Railroad,  105  U.  S.  539  [14  Am.  &  Eng. 
19  ;]  Moffltt  V.  Rogers,  106  U.  S.  423  [14  Am.  &  Eng.  244;] 
Gage  V.  Herring,  107  U.  S.  822  [14  Am.  &  Eng.  464  ;]  Clem- 
ents V.  Odorless  Co.,  26  O.  G.  363  [p.  44  atde.] 

We  have  no  occasion  to  dispute  the  patentability  of  the 
device  when  limited  to  ' '  the  use  of  a  series  df  cutters  a,  a, 
a,  a."  But  when  the  scope  of  the  claimed  invention  is 
broadened  so  as  to  include  the  beater  of  the  appellants, 
under  a  claim  to  "a  revolving  beater  formed  of  thin  plain 
cutters,"  its  patentability  is  denied. 

Messrs.  Tfu/mas  WiUiam  Clarke  and  Blias  Merwin,  for 
appellee: 

The  claim  alleged  to  be  infringed,  being  the  first  claim  of 
the  reissue,  is  no  broader  than  the  claim  of  the  original  pat- 
ent properly  constraed.  This  being  the  oaae,  lapse  of  time 
between  the  grant  and  the  application  for  reissue  is  of  no 
consequence. 

The  original  claim  seta  np  as  novelty  the  rotating  frame 
with  cutting  edges  attached  thereto.  The  reissue  changed 
the  literature  of  the  Barle  patent,'  not  its  legal  construction. 

The  constmction  of  the  claim  of  the  original  patent  must 
be  in  accordance  with  the  state  of  tbe  art  at  the  time.  Duff 
V.  Sterling  Pomp  Co.,  107  U.  S.  639  [14  Am.  &  Eng.  440 ;] 
Tyler  v.  Galloway,  20  Blateh.  446  ;  Brainard  a.  Craxnme,  30 
Blateh.  532  ;  Fay  v.  P'razer,  11  Biss.  424  ;  Putnam  v.  Huteh- 
inson,  11  Biss.  34 ;  Nat.  Pomp  Co.  v.  Gunnison,  17  Fed. 
Rep.  813. 
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Mr.  Justice  Matthews  delivHi-etl  the  opinion  of  the 
court : 

This  is  a  bill  in  equity  filed  by  the  appellees  as  aasignees 
of  Timothy  £arle,  for  an  injunction  and  an  account,  against 
the  appellants,  as  infiingers  of  reissued  letters  patent,  No. 
6,542,  for  an  hnprovement  in  egg-beatera,  dated  July  13, 
1876,  for  which  the  application  was  tiled  June  8,  1875,  the 
oiiginal,  No.  :J9,134,  dated  July  7,  1863. 

The  bill  was  filed  July  14th,  1877,  iin  interlocutory  degree 
declaring  the  infringement  and  granting  a  i)eri>etual  injunc- 
tion was  pronounced  July  0th,  1879.  and  a  final  decree  in 
favor  of  the  complainants  confirming  the  master's  report  of 
the  amount  of  profits  made  by  defendants  was  entered 
April  26,  1881.  From  this  decree  the  present  appeal  Is  pros- 
ecuted. 

The  following  is  a  copy  of  the  reissued  letters  patent,  in 
.which  the  parts  in  italics  are  not  in  the  original,  and  the, 
parts  inclosed  in  [  J  are  in  tlie  original,  and  excluded  from 
the  reissue  :     "  To  all  whom  it  may  conceiD  : 

Be  it  known  that  T,  Timothy  E^rle,  of  Lincoln  {formerly 
Siuithfield,)  in  the  County  of  Providence  and  State  of 
Rhode  Islaiid,  have  invented  [a]  certain  new  and  useful 
improvement*)  in  egg-beaters ;  and  I  do  hereby  declare  that 
the  following  specification,  taken  in  connection  with  the 
drawing,  making  a  part  of  the  same,  is  a  full,  clear,  and 
exact  description  thereof. 

"  Figure  1  is  a  view  of  the  beater.  Fig.  2  is  another  view 
of  the  same,  with  the  rack  which  work.'*  it  shown.  Pig.  3is 
a  top  view  of  the  same. 

"  Various  devices  have  been  employeti  for  the  purpose  of 
beating  eggs  more  expeditiously  than  by  the  familiar  hand 
process.  One  of  these  devices  consists  of  two  wire  frames, 
one  within  the  other,  and  made  to  revolve  in  opposite  direc- 
tions ;  iinothei'  consists  of  a  pi-opeller-blade  inside  of  a  wire 
frame,  the  frame  and  blades  being  made  to  revolve  in  oppo- 
site directions ;  and  still  another  consists  of  a  ptopeller- 

III  K.i.  S1B-3M. 
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blade,  which  i.s  made  to  rotate,  while  a  pair  of  beaters  have 
at  the  same  time  a  reciprocating  motion. 

''All  these  machines,  and  aJl  others  with  which  I  am  ac- 
qoaiuted,  possess  I  he  common  fault  that  the  beaters,  whether 
of  wire  or  of  the  form  of  propeller-blades,  do  not  out  the 
yolk  and  white  of  the  egg,  but  literally  beat  them. 

"Now,  as  the  albumen  of  an  egg  consists  at.  a  peculiar 
thick,  glairy  substance,  it  can  be  worked  more  effectually 
with  a  cutting  instrument  than  with  one  which  has  u  blunt 
edge.  In  fact,  so  well  is  this  understood'  that  houaewives 
[universally]  com/mmdy  make  use  of  the  blade  of  a  knife 
*  for  the  purpose. 

."My  invention  is  designed  to  obviate  the  difficulty  re- 
ferred to ;  and  consists  in  the  use  of  a  revolving  frame,  A, 

forined  of  thin  strips  of  metal  of  the  form  shovm,  and 
mounted  upon  a  spindle,  B,  around  which  it  can  freely  ro- 
tate ;  aihd  also  of  an  outer  fixed  frame,  C,  of  the  same 
general  form  as  the  inner  one,  but  large  enough  to  jiermit 
the  inner  frame  to  rotate  within  it.  liie  ovier  frame  is  at- 
tached to  the  spindle,  B,  and  with  it  furnishes  a*  support  or 

frame  for  the  operative  parts  of  the  machine  [for  it.  |  The 
inner  frame  is  further  provided  with  a  series  of  cutters  or 
blades  [a  a  a  a]  a,  a,  etc.,  arranged  in  any  muiinei'  suitable 
for  cutting  through  the  fluid  in  many  different  [planes] 
places.  These  cutters  or  blades  are  simply  pieces  of  sheet- 
tin  or  other  suitable  metal  of  the  width  of  the  inner  frame, 
and  are  attached  to  the  same  bi/  fhe/'r  ends,  as  is  shown, 
and  they  are  all  so  placed  that  their  edges  shall  cut  the  ma- 
terial to  be  agitated  when  the  frame,  A,  ia  rotated.  7%e 
blades  whichforvt  the  outer  fixed  frame,  C,  are  also  placed 
in  a  similar  position,  and  when  the  machine  is  in  opera- 
tion, cut  througli  the  current  of  material  which  is  carried 
past  them  hy  the  revolving  frame,  and  thus  aid  in  the 
operation  in  a  similar  manner.  Upon  the  top  of  the 
frame,  A,  is  attached  a  tooth-wheel,  D,  through  which,  by 
means  of  the  rack,  E,  Fig.  3,  worked  by  the  hand,  a  rotary 

iiiiT.B.  sao-sai. 
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motion  is  given  to  the  inner  frame.  A,  in  alternate  direc- 
tions. The  frame,  C.  ai  its  uppei-  end,  is  soform&i  atid 
arranged  in  relation  to  the  pinion,  D,  as  to  leave  tJie 
proper  space  between  them,  wpon  eitlter  side,  to  receive  the 
rack,  E,  and  serve  as  a  guide  or  bearing  to'keep  the  rack 
in  gear  with  the  pinion  ;  and  B  is  a  circular  flange  at 
tached  to  the  lower  side  of  the  pinion  to  prevent  the  rack 
fromfalling  down. 

"My  invention  also  relates  to  the  method  ofJtolding  the 
machine  in  position  ViJiile  it  is  used.  In  the  previous  ma- 
chines for  this  purpose  t7ie  machine  has  been  generally 
attached  to  or  supported  upoit  and  in  connection  with  the 
vessel  which  corUained  the  materials  to  be  i^eraied  upon, 
thus  requiring  a  specific  kind  qf  vessel  for  the  purpose, 
wliich,  ineffect,  formed  part  qf  the  machine  ;  ortheframe 
of  the  m^ichine  was  fixed  to  some  stationary  object,  with 
the  revolting  heater  or  beaters  projecting  downward  below 
the  machine  into  the  vessel  which  contained  Che  matters  to 
be  treated,  the  vessel  being  held  below  the  machine,  and 
eniirely  detached  from  it.  But  by  my  improvemerU  the 
machine  becomes  a  separate  detached  implcTnent,  which 
can  be  used  in  any  vessel,  and  without  any  mechanical 
fastening  of  the  machine  to  the  vessel  or  to  any  other  oh- 
jectt  This  part  of  my  inveniion,  ther^ore,  consists  in 
providing  the  bottom  of  the  fixed  fra-me,  C,  of  the  Truzchine 
with  afoot,  F,  or  other  suitable  support,  to  rest  upon  the 
bottom  (f  the  vessel  to  support  the  lower  part  of  the  ma- 
chine and  raise  the  revolving-heater  frame.  A,  above  the 
fixed  frame,  O,  sufiiciently  to  permit  it  to  revolve  freely; 
and  also  providing  the  top  of  the  machine  with  a  handle, 
G,  hy  which  the  machine  can  be  held  uprighi  upon  the 
bottom  of  tJie  vessel  by  one  hand,  while  the  beater  frame  is 
operated  by  the  other,  as  is  described. 

"  When  the  ma<ihine  is  to  be  used  it  is  placed  with  ita 
foot,  F,  resting  upon  the  bottom  of  the  vessel  containing 
thf  lnT)kpn  eggs.     The  left  band  bears  npon  the  handle,  G, 
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and  holds  the  machine  in  position.  The  ra^^k,  E,  held  by 
the  handle  in  the  right  hand,  is  engaged  witli  the  pinion, 
D,  and  the  proper  motion  imparted  to  the  fiume,  A. 

'  ■  It  is  obvious  that  a  continuoos  rotary  motion  may  be 
easily  imparted  to  the  fi-ame,  A,  by  means  of  a  crank  and 
Hui  table  gearing,  and  the  beneficial  eifect  of  the  blade*  07' 
cutters  [aaa]  A,  o,  eic,  would  be  obtained  as  well ;  but  I 
prefer  the  method  described  of  communicating  motion  to 
the  frame.  A,  for  the  i-eaaon  that  the  msuiliine  is  more  easily 
cleaned  and  is  more  convenient  lor  domestic  use. 

"  [What  I  claim  as  my  invention  and  desire  to  secure  by 
letters  patent  is  the  use  of  a  series  of  cutting  edges,  a  a  a  a, 
when  attached  to  a  frame,  A,  which  is  capable  of  being  ro- 
tated substantially  as  described  for  the  purpose  specified.} 

"  W7iat  I  claim^  is : 

"/.  The  Tetolving-beater  frame  formed  of  thin  plain 
blades  or  cutters,  arranged  to  cut  edgewise  through  the 
material  by  their  rotation,  substantiaJ.lp  as  described. 

"  ?.  TTie  combination  of  the  fixed  frame,  wJiich  contains 
and  supports  the  operative  machinery,  provided  with  a 
foot  or  support  at  the  bottom,  the  handle  at  the  top,  and 
suitable  mechanism  for  rotating  the  beater,  substantially 
as  described." 

The  following  is  a  copy  of  Pig.  2  annexed  to  the  specifi- 
cations and  sQfficiently  illustrates  them  :  * 
.  The  cutting  portion  of  the  appellant's  beater  consists  of 
an  outer  frame  and  inner  frame,  each  of  which  is  made  te 
revolve  around  a  central  spindle  by  means  of  a  cog-wheel 
and  pinion.  Each  frame  is  composed  of  two  curved  pieces 
of  tin  joined  together,  or  of  one  piece  joined  at  ita  two  ends 
so  as  to  make  nearly  a  circle.  These  pieces  are  thin,  plain, 
flat  pieces  of  tin  and  are  so  arranged  as  to  cut  edgewise 
through  the  material  by  their  rotation.  In  neither  the  in- 
ner nor  the  outer  frame  are  there  any  additional  blades  or 
cutters  like  the  blades,  n.  a,  n.  a. 

lit  U.  aS3R-9>S. 
•  The  tomplet*  iirftwiiiE»  nuiip^ccil  tci  ilie  specifitation  bave  been  inserted. — 
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It  is  represented  in  the  following  drawing  : 

The  controversy  in  the  Circuit  Court  seemed  to  be  mainly 
on  the  qn^tion  of  infringement ;  and  that  tnmed  on  the 
construction  to  be  given  to  the  first  claim  of  the  reissued 
patent,  no  point  being  made  as  to  the  second  claim.  It  wait 
insisted  by  ,the  defendants  below  that  their  device  was  not 
an  infringement  of  the  claim  as  contained  in  the  original 
patent,  and  that  a  fair  construction  of  the  first  claim  in  the  re- 
issned  patent  would  limit  it  substantially  to  the  same  thing. 
In  deciding  the  point,  the  learned  judge,  holding  the  Cir- 
cuit Court,  said : 

'^The  question  of  infringement  of  the  first  claim  of  the 
reissued  patent  depends  upon  the  construction  of  the  claim. 
If  it  should  be  properly  limited  so  as  to  be  confined  to  the 
frame  with  the  cutters  or  blades,  which  are  described  in  the 
specification  and  in  the  drawings,  to  wit ;  a  frame  with  the 
cutters,  a,  a,  a,  a,  then  there  is  no  infringement ;  but  if  thti 
claim  is  to  be  construed  so  as  to  include  a  beater-frame 
formed  of  thin,  plain  blades,  then  the  invention  which  is 
recited  in  the  first  claim  is  found  in  the  defendants'  egg- 
heater. 

The  devices  which  were  in  use  prior  to  the  invention  of 
the  plaintiffs'  assignor  were  comp<wed  of  round  wire,  which 
by  their  rotation,  broke  rather  than  cut  the  material  The 
part  of  the  invention,  which  is  the  subject  of  the  firet  claim, 
consisted  in  such  an  introduction  of  the  knife-blade  of  the 
housewife  and  the  mechanism  for  operating  the  blade,  into 
an  egg-beater,  that  the  egg  could  be  rapidly  cut  and  the  egg 
matter  could  be  aerated  and  be  bejiten  into  froth.  The  orig- 
inal, and  also  the  reissued  specification,  dwelt  upon  the 
particular  form  of  the  cutters  of  the  inner  frame,  and  the 
original  claim  limited  the  invention  tothecutters,  a,  a,  etc., 
but  the  scope  of  the  invention  was  larger,  and  the  principle 
was  embodieil  in  any  i-evohnng  frame  composed  of  thin  and 
plain,  as  distinguished  from  roiTugated,  cutting  surfaces, 
so  jirranged  ns  when  rotated  to  cut  edgewise  through  the 
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material,  provided  the  f  iiimi;  wan  constructed  and  arranged 
Bubstantially  in  the  manner  described  in  tlie  specification. 
It  is  not  cliiimed  t)iat  tlie  reissue  is  void,  upon  tlie  ground 
that  it  is  for  a  different  invention  fmm  that  shown  or  indi- 
cated in  the  original  specification,  but  such  ii  coastruction 
is  attempt*!d  to  be  given  to  the  I'eissued  claim,  as  would 
limit  it  to  the  precise  language  of  the  surrendered  patent. 
The  patent  was  surrendered  because  the  grant  was  not  co- 
extensive with  the  invention,  and  it  would  be  an  nnnatural 
construction  of  the  reissueil  patent,  which  should  cramp  the 
claim  within  the  limitation  which  had  been  discarded.  In 
my  opinion,  the  natural  meaning  of  the  words  which  wei-e 
used  is  to  be  permitted  and  giving  to  the  claim  such  a  free- 
dom of  construction,  the  defendants'  device  is  an  infringe- 
ment." 

We  are  quite  satisfied  that  the  difference  between  the 
original  claim  and  the  first  claim  of  the  reissued  patent,  is 
substantial  and  not  verbal.  The  former  is  necessarily  lim- 
ited to  tlie  particular  device  described  as  a  frame,  with  a 
series  of  cutting  edges  attached,  in  the  mode  designatetl, 
and  capable  of  rotation.  The  latter  embraces  every  revolv- 
ing beater-frame,  formed  of  tliin  plain  blades  or  cutters,  ar- 
ranged to  cut  edgewise  through  the  material  by  their  rota- 
tion. It  is  immaterial  whether  or  not  the  latter  might  have 
been  covered,  by  the  language  of  the  specification,  as  in- 
cluded in  the  invention.  We  are  dealing  with  the  claims 
and  nothing  else.  And  it  cannot  be  successfidly  contended 
that  the  original  claim  implicitly  contained  all  that  is  ex- 
pressed in  the  claim  of  the  reissued  patent.  The  original 
claim  has  been  made  broader  by  the  reissue,  so  as  to  em- 
brace the  device  used  by  the  api>ellant8,  which  was  not  pre- 
viously an  infringement. 

And  that  raises  the  question,  whether,  under  the  circum- 
stances disclosed  by  this  record,  the  reissue  is  valid. 

To  avoid  this  question,  it  is,  indeed,  contended  now  by 
the  appellees,  that  the  two  claims,  tinder  examination,  are 
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Identical ;  that  their  appjii-ent  differences  ai-e  merely  literal; 
that  their  meaning  is  the  same ;  and  this  conclnsion  is 
thought  to  be  reathed,  not  by  restraining  the  reissue,  to  the 
language  of  tlie  original,  but  by  a  process  of  construction, 
by  the  use  of  supposed  implications,  to  expand  the  woixis 
of  the  original  so  as  to  cover  everything  embraced  in  the 
reissue;  Uie  only  alternative,  indeed,  thatcouldbeadopted, 
to  escape  the  inconsistency  of  maintaining  that  claims, 
which  were  diverse,  upon  the  question  of  inhiiigement,  were 
identical,  upon  the  question  of  the  validity  of  the  patent. 

But,  aa  already  intimated,  this  position  is  nctt  tenable, 
yhere  is  nothing  in  the  langiuige  or  recitals  of  tlie  original 
patent,  nor  are  there  any  just  and  i-easonable  inferences  of 
which  they  are  sust^eptible,  which  justify  a  constrnction  of 
the  claim,  that  would  embrace  any  device,  other  tlian  that 
described  in  the  specitications  and  represented  in  the  draw- 
ings ;  much  less  to  include  every  mechanioal  arrangement 
which  embodies  a  cutting  edge  with  a  revolving  fra.me,  to 
cut  instead  of  break  the  ^g  material  upon  which  it  ismeant 
to  operate. 

The  question  then  i-eciurs ;  what  are  the  circumstances 
which  affect  the  validity  of  the  reissue,  and  how  do  they 
affect  it? 

They  are  few,  bnt  decisive.  Tlie  original  patent  was  is- 
sued July  7,  1863.  Eleven  years  after,  in  1874,  the  compe- 
tition of  the  appellants'  device  became  apparent  and  was 
felt.  In  1875.  application  was  made  for  the  reissue  ;  the 
original  patent  was  surrendered  and  the  i-eisaued  patent 
granted,  July  13.  1875.  Here  is  a  delay  of  ncsirly  twelve 
years,  without  the  offer  of  an  explanation  or  excuse,  with- 
out even  the  suggestion  of  inadvertenc^e  or  mi.stake  in  the 
original  application.  The  only  inference  that  can  be  dmwn 
is,  that  the  discovery  and  experience  of  successful  compe- 
tition in  1874  suggested  first  and  led  to  the  discovery  that 
the  original  claim  did  not  cover  everything  that  might  have 
_been  embraced  and  was  not  broa^l  I'nough  to  maintain  the 
mono|KiIy  'Ihsii-hI  but  not  secTirfd. 
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This  brings  the  case  directly  within  the  prinpiple  of  Mil- 
ler  n.  Brass  Co.,  104  U.  S.  360  [13  Am.  &  Eng.  303,]  and  tiie 
nomerous  others  which  have  followed  it,  inclading  that  of 
Clements  v.  Odorless  Apparatus  Co.,  109  U.  S.  641  [p.  44 
ante,]  all  of  which  have  been  decided  since  the  interlocutory 
decree  in  this  case  was  pronounced.  ^ 

For  these  reasons,  the  decree  of  the  Circuit  Court  is  re- 
versed and  the  cause  is  remanded,  vMh  dire<Mons  to  dis- 
miss ths  bill,  and  it  is  so  ordered. 

inc.  8.891. 


ReiBsne  ;  see 

Hiller  V.  Bridgeport  Brass  Co.,  104  IT.  S.  360  [18  Am.  A 
Eng.  303,]  notes. 
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EAGLETON  MANUFACTURING  COMPANY,  APPEL- 
LANT, n.  WEST,  BRADLEY  b  GARY  MANUFAC- 
TURING   COMPANY  AND  JOSEPH  J.  WEST.* 

Ul  U.  B.  490-49Q.    Oo*.  Torm.  MSB. 

[Bk.  28,  L.  rd.  493;  2T  O.  G.  1237.] 

Affirming /*wf,l«  Blateh.Sie. 

Arguwl  April  15. 16,  1884.     Decided  May  5,  1884. 

Particular  patent  •■nnntrunl.  Amendmt<ut  to  aj^icatiott  subse- 
quent to  invetitor's  Hf.ath  ehnngiiig  tiatitrt  of  invention.  Oath 
of  adininistrolrhr. 

1.  LetttiM  patent.  No.  12d,(HU,  J.  J.  Eagletou,  Decemhor  19,  1871,Ja- 
{lannvd  Fumiture  Spriug,  ooiiBtrued  to  be  for  steel  furnitun'- 
springs  protected  )>v  japan,  and  tempered  by  the  heat  used  in 
baking  on  the  japan,  AeW,  wanting  in  novelty  ;  Ae/rf,  further 
in  view  of  the  fart  that  the  specification  which  accompani<.>d 
the  original  application  by  Eagieton,  July  0,  lfi6H,  signed  and 
Bwom  to  by  him  did  not  eet  forth  the  discovery  patented,  but 
Bet 'forth  merely  the  protection  of  the  spring  by  japan  ;  that 
the  autliority  given  to  him  attorneys  wsh  only  to  amend  that 
application  and  ended  at  Mh  de^th  ;  that  the  amendments 
made  after  bin  death  and  conntitnting  the  invention  patented 
were"not  men-  amplifieations  of  what  had  been  in  the  appli- 
cation before,  hut  etnbodicd  an  invention  which  the  alleged  in- 
ventor never  made  ;  and  that,  in  view  of  the  entire  change  in 
the  specification  ^  to  the  invention  described,  the  patent,  to 
be  valid,  slionld  have  been  grantG<l  on  an  application  made  and 
swoni  to  by  the  administratrix,  (p.  2S2.) 

3.  The  defence  tbat^  patent  was  granted  on  amendmeDte  made 
without  authority  by  applicant'^  attorneys  after  hie  death,  and 
embodying  an  invention  not  made  by  him  and  that  the  patent 
'  was  granted  Ujion  them  without  any  new  oath  by  the  adminis- 
tratrix, is  a  defence  not  required  by  statute  to  be  specifically 
set  forth  in  the  answer,  and  can  lie  availed  of  nnder  the  issues 
*S«o  ?Z2pluiation  of  Notes,  page  III. 
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raised  by  the  pleadings,  as  showing  that  the  plaintiff  has  no 
valid  patent,  (p.  266.) 

Appeal  from  the  Circuit  Court  of  the  United  States  for  the 
Southern  District  of  New  York. 

The  history  and  facts  of  the  case  fully  appear  in  the  opin- 
ion of  the  court, 

Mr.  Frederic  H.  Belts,  for  appeUatd: 

The  thing  patented  was  legally  patentable.  The  decisions 
abundantly  settle  the  patentable  nature  of  the  practical  ap- 
plication of  an  old  procesa  to  a  new  article  or  material  when 
the  effect  of  the  treatment  by  the  old  process  is  to  produce 
la  the  new  article  unexpected  and  unusual  results.  See 
Tilghman  n.  Proctor,  103  U.  S.  707  [13  Am.  &  Bng.  29 ;] 
Penn.  R.  R.  Co.  v.  Locomotive  Safety  Truck  Co.,  110  U.  S. 
490  fp.  148  ante ;]  Le  Roy  v.  Tatham,  14  How.  108  [5  Am. 
&  Eng.  313.] 

In  HaU  n.-Jarvis,  1  Web.  Pat.  Cas.  100  [1  Am.  &  Eng. 
363,]  the  patentee  applied  the  flame  of  gas  to  the  singeing 
of  lace.  I^ce  had  previously  been  singed  by  the  flame  of 
an  oil  lamp,  and  gas  was  certainly  old  ;  but  the  flame  of  gas 
produced  a  different  and  better  effect  on  the  lace.  Its  use 
reeulted  in  an  improved  article.     The  patent  was  sustained. 

The  beneficial  use  of  gas  for  singeing  lace,  was  not  obvious 
from  other  uses  ;  hence  it  was  patentable. 

The  beneficial  use  of  japanning  heat  upon  a  coiled  spring 
was  equally  unexpected,  and  the  process  of  making  such  a 
strengthened  spring  is  also  patentable. 

We  insist  that,  inasmuch  as  Eagleton  practically  made 
and  introduced  to  the  public  the  japanned  steel  furniture 
spring,  and  describeil  it  in  his  application  for  a  patent,  filed 
June  36,  1868.  and  subsequently  i>atent«l  it,  it  is  utterly 
immaterial  whether  he  fully  appreciated  aU  the  true  bene- 
ficial effects  of  the  jajMinning  process  or  not.  See  Bailey 
Washing  Machine  Co.  v.  Lincoln,  4  Pish.  379  ;  Richardson 
V.  Lockwood,  4  O.  (*.  398;  Wells  v.  Jacques,  5  O.  G.  364; 
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Argument  or  counsel. 

Robertas.  Ryer,  91  U.  S.  157  [10  Am.  &  Eng.  303;]  Stow 
V.  City  of  Chicago,  HH  U.  S.  547  [13  Am.  &  Eng.  426.] 

In  the  amendments  to  the  original  application  there  was 
no  change  of  subject  matter,  but  an  explaniition  of  the  sub- 
ject matter  preTioualy  described,  so  as  to  show,  not  what  it 
was  that  was  done,  but  the  reasons  for  its  value  and  im>- 
poi^ance. 

There  was  no  proof  that  there  was  no  oath  by  the  admin- 
istratrix. True,  the  ao-caUed  file-wrapper  and  contents  of 
the  Eagleton  patent  is  offered  in  evidence  and  this  does  not 
contain  such  an  oath,  but  that  is  no  proof  that  no  sucli  oath 
was  taken. 

The  patent  itself  shows  that  it  was  granted  to  the  com- 
plainant, as  the  assignee  of  Sarah  N.  Eagleton,  ad- 
ministratrix of  .1.  J.  Eagleton.  Yet  the  file-wrapper  does 
not  show  how  or  when  or  where  the  administratrix  took  up 
the  application  of  the  deceased.  She  must  have  done  so  at 
some  time,  and  tiled  in  the  Patent  Office  evidence  of  her 
authority  to  act  and  of  her  actual  acting. 

The  grant  of  the  patent  i^prinut  facie  evidence,  at  least, 
that  all  the  preliminary  proceedings  were  rightly  taken, 
and  such  presumption  of  fact  and  law  cannot  be  overcome 
without  positive  proof  to  the  contrary,  and 'that  the  defend- 
ants have  not  furnished. 

Messrs.  W.  0.  Witter  and.  W.  H.  Kenyon,  for  appel- 
lees: 

Appellant's  patent  is  void  because  for  the  purpose  of  de- 
ceiving the  public,  it  was  made  to  contain  and  does  contain 
less  than  the  whole  truth  relative  to  the  alleged  invention 
or  discovery. 

The  defence  assumes  the  patented  invention  to  be  the  pro- 
cess of  tempering  steel  springs  l)y  a  single  heating  in  air. 
We  have  seen  that  any  interpretation  of  the  invention  other 
than  this,  voids  the  patent  for  want  of  novelty,  but  temper- 
ing a  steel  furniture  spring  by  a  single  heating  in  air  was 
not  known  in  the  art  in  1868. 
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As  a  matter  of  fact  the  dirHctioiis  given  iu  the  jKiteot  ai-e 
inadequute  to  accomplish  thiuend  and  ai-efalseand  mislead- 
ing because  they  d*'s<^ribe  such  a  degree  of  lieat  as  is  "  suflB- 
cieattobaken  and  harden"  japan  ;  and  because  the  coating 
with  japan  in  pres(rnbed  aa  essential  to  the  tempeting  or 
strengthening. 

A  degree  of  heat  far  al)ove  260°  Fah,  (the  degi-ee  of  heat 
necessary  to  harden  japan, )  has  been  conclusively  shown  to 
•  have  absolutely  no  tempering  effect,.  The  heat  required  is 
from  450°  to  700°. 

As  a  matter  of  fact  it  is  utterly  iinmateiial,  so  far  ais 
securing  the  beneficial  effects  of  temper  is  concemi^l, 
whether  the  heating  is  done  in  presence  of  a  japan  coating 
or  not. 

The  addititiona  and  changes  made  by  Haigh  in  Octobe]' 
and  November,  1871,  in  the  application  of  Eagleton,  dated 
July  10,  I8tl8,  are  unwarranted  and  condemned  by  the  law, 
and  would  have  Been  no  less  »o  if  they  had  been  made  by 
Eagleton  himself.  See  Chicago  and  Noitliwesteni  Ry.  Co. 
V.  Sayles,  97  U.  S.  554  [12  Am.  &  Eng.  121  ;]  Giant*  Pow- 
der Co.  T-  California  Powder  Works,  98  11.  S.  126  [12  Am. 
&  Eng.  201  ;I  Parker  &  Whipple  Co.  v.  The  Yale  Clock 
Co.,  [91  Blatch.  486.] 

Mr.  Justice  Blatchford  delivered  the  opinion  of  the 
court,  on  the  6th  of  May,  1884. 

This  suit  was  brought  in  the  Circuit  Court  of  the  United 
States  for  the  Southern  District  of  New  York^  on  letters  pat- 
ent. No.  122,001,  granted  to  the  plaintiff,  the  Eagleton  Man- 
ufacturing Company,  December  18th,  1871,  for  an  "improve- 
ment in  japanned  funiitnre  springs."  The  patent  contain.^ 
these  recitals  :  "  "NVhereas,  J.  J.  Eagleton,  of  New  York, 
New  York,  (Saiuh  N.  -Eagletoh,  administititrix,)  Iws  pre- 
sented to  the  Commissioner  of  Patents  a  petition  praying  for 
the  grant  of  letters  patent  for  an  alleged  new  and  useful  im- 
provement in  japanned  furniture  springs,  (she  having  as- 
111  v.a.tn. 
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signed  her  right,  title,  and  int^iivttt  in  said  improvement,  aa 
administi'ati'ix.  to  Eagleton  Manufacturing  Company,  of 
same  place,}  a  description  of  which  invention  is  contained 
in  the  specification  of  which  a  copy  is  hereto  annexed  and 
made  a  pait  liereof,  and  has  complied  with  the  varions  re- 
quirements of  law  in  ■such  cases  made  and  provided;  and 
whereas,  upon  due  examination  made,  the  said  claimant  is 
adjadgetl  to  be  justly  entitled  to  a  patent  under  the  law." 

The  specitication  of  the  patent  is  as  follows:  "Be  it  known, 
that  I,  J.  Joseph  Eagleton,  of  New  York,  in  the  county  of 
New  York,  and  State  of  New  Yoi'k,  have  invented  a  new 
and  useful  improvement  in  furniture  springs ;  and  I  do 
hereby  declare  that  the  following  is  a  full,  clear,  and  exact 
description  thereof,  which  will  enable  others  skilled  in  the 
art  to  make  and  use  the  same,  referenoe  being  had  to  the  ac- 
companying drawing,  fomiing  part  of  this  specification,  in 
wliich  tlie  drawing  represents  a  furniture  spring  provided, 
according  to  my  improvement,  with  a  japan  covering.  [The 
helical  springs  heretofore  eiiipl*^.v*^lf<>''f"rniture-8eat.s,  mat- 
tresses, etc. ,  have  generally  been  made  of  iron  wire,  brass,  or 
copper;  but  st*>el  wire,  although  a  far  superior  material  for 
such  springs,  has  not  been  commonly  employed,  owing  to 
the  lack  of  means  foj-  protecting,  such  springs  from  corrosion 
and  the  lack  of  means  for  imparting  to  them  the  necessary 
stiffness  or  temper.  The  object  of  this  invention  is  to  pro- 
duce steel  furniture  springs  that  shall  not  only  be  protected 
from  corrosion,  but  shall  also  be  suitably  temi)ered  and  stif- 
fened. The  dniwing  in  a  |iei'sj)e(^tive  view  of  one  of  my  im- 
proved springs.  In  carrying  out  my  invention,  I  provide  a 
suitable  qujintity  of  steel  wire  of  the  size  of  which  the  spring 
is  to  be  made,  and  this  T  wind  upon  blocks  in  the  usual  man- 
ner, giving  the  wound  sj^ring  the  ordinary  pressing  or  set. 
I  then  provide  a  suitable  bath  containing  the  ordinary  prep- 
aration of  japan  varnish,  in  which  I  dip  or  place  the  springs, 
so  as  to  cover  them  withjajKin.  They  are  then  removedand 
strung  on  wires  or  put  on  pegs,  to  dniin,  after  which  they 
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are  placed  in  a  baking  oven  of  the  ordinary  kind  suitable  for 
the  baking  of  japanned  articles,  in  which  oven  the  springs 
are  subjected  to  a  temperature  sufficient  to  bake  and  harden 
the  japan;  after.which  the  springs  are  removed  from  the 
oven  and  allowed  to  cool,  when  they  are  ready  for  use. 
The  treatment  of  the  springs  in  this  manner  imparts  to  them 
two  important  and  valuable  qualities :  first,  the  springs, 
when  they  come  from  the  oven  and  are  cooled,  have  firmly  at- 
tached to  their  exterior  surface  a  water-proof  covering  or 
coating,  which  perfectly  protects  them  from  corrosion  and 
fits  them  for  service  in  iill  kinds  of  climates,  hot  or  cold,  dry 
or  damp.  Second,  the  springs  thus  prepared  are  strength- 
ened or  stiffened;  the  application  of  heat  to  the  springs  in 
the  oven  having  the  apparent- effect  to  temper  the  steel  of 
which  they  are  competed,  making  the  springs  stronger  and 
mor^elastic.  As  between  a  steel  spring  not  japanned,  as  I 
have  described,  and  a  steel  spring  japanned,  as  described, 
both  being  of  the  same  size  iind  made  from  the  same  piece 
of  wire,  the  japanned  spring  will  be  found  to  be  much 
stronger  than  the  spring  not  japanned.  The  spring  not 
japanned  is,  therefore,  not  only  lacking  in  strength,  but  it 
is  also  practically  useless,  for  want  of  a  protecting  covering. 
But  the  improved  article,  produced  substantially  in  the  man- 
ner I  have  described,  fonns  a  strong  and  durable  spring,  and 
no  article  like  it  has,  so  far  as  I  am  aware,  everbeenknown 
or  used.  While  I  do  not  claim,  broadly,  the  making  of  fur- 
niture isprings  of  steel  wire,  I  vrish  it  to  be  understood  I  do 
not  limit  or  confine  myself  to  the  exact  order  or  method  of 
operation  here  described,  in  producing  my  improved  springs, 
as  the  order  or  method  may  be  varied  without  departing 
from  my  invention."] 

There  are  two  claims,  namely:  "1.  The  method,  herein 
described,  of  strengthening  metal  springs.  2.  As  an  improved 
article  of  manufacture,  a  spring  made  substantially  as  herein 
described." 

Eagleton,  as  inventor,  filed  in  the  Patent  Office  on  the  6th 
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of  July,  1868,  a  petition  for  a  patent  for  an  "  imppovement 
in  furniture  springs  ;"  accompanied  by  an  affidavit,  aspeci- 
tication,  a  drawing,  and  a  model,  and  the  proper  fee,  and,  in 
the  petition,  appointed  Munn  &Co.  "To  act  as  his  attorneys 
in  presenting  the  application  and  making  all  such  alterations 
and  amendments  as  may  be  required,  and  to  sign  his  name 
to  the  drawings."  The  affidavit,  that  Eagleton  verily  be- 
lieved himself  to  be  "  The  original  and  first  inventor  of  the 
within  described  improvement  in  fnmiture  springs,"  was 
Bwom  to  by  him  June  26th,  1868,  The  specificution  then 
filed  was  as  follows:  "Be  it  known  that  I,  J.  Joseph  Eagle- 
ton,  of  New  York,  in  the  county  of  New  York,  and  State  of 
New  York,  have  invented  a  new  and  useful  improvement  in 
furniture  springs,  and  I  do  hereby  declare  that  the  follow- 
ing is  a  full,  clear,  and  exact  description  thereof,  which  will 
enable  others  skilled  in  the  art  to  make  and  use  the  anne, 
reference  being  had  to  the  accompanying  drawings  forming 
part  of  this  specification,  in  which  the  drawing  represents  a 
furniture  spring  provided,  according  to  my  improvement, 
with  a  japan  covering.  [The  nature  of  this  invention  relates 
to  improvements  in  helical  furniture  springs,  such  as  are 
used  for  mattresses,  sofas,  etc.,  the  object  of  which  is  to  pro- 
vide steel  springs  which  will  not  be  so  liable  to  injury  from 
corrosion  as  those  now  in  use.  It  consists  in  providing  steel 
springs  such  as  are  commonly  used,  with  a  japan  outer  cov- 
ering. Steel  springs,  as  is  well  known,  possess  in  a  much 
higher  degree  the  requisite  qualities  of  strength,  flexibility, 
and  elasticity,  than  iron,  copper,  or  brass,  and,  by  reason  of 
the  susceptibility  of  st«el  to  be  tempered,  and  thereby  reg- 
ulated to  any  degree  of  elasticity,  it  is  much  more  prefer- 
able to  use  ;  but,  owing  to  its  great  liability  to  deterioration 
from  corrosion,  it  is  but  little  used  for  such  springs.  To  ob- 
viate this  difficulty,  I  propose  to  providesteel  springs  coated 
with  japan,  which  I  find  to  be  of  great  advantage  in  resist- 
ing the  corrosive  action  of  the  atmosphere  on  the  steel  and 
whereby  steel  springs  are  made  very  much  more  durable 
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than  any  other.  To  some  extent,  the  same  J>ul■p^^^*e  niay  be  ac- 
(x>mpli8hed  by  coating  the  spring  with  tin  or  zinc  or  other  aim- 
ihir  metal,  which  will  not  suffer  by  corrosion,  but  the  pitwess 
of  <-oating  with  such  metals  requires  the  use  of  acids  for 
(^leanin^  and  preparing  the  atee!  which,  adhering  to  the  steel 
and  being  to  some  extent  inclosed  within  the  said  coating 
and  msintained  in  contiict  with  the  steel,  have  an  injurious 
effect  tliereon.  I  have,  therefoiv,  found  that  when  the 
springs  are  pi-otected  by  japanning  they  are  much  luoi-e  dur- 
iU)le  and  give  nioi-e  satisfactorj'  i-esulta,  the  -same  l»eing  ap- 
l)Ued  l)y  the  cctmmon  japanning  proces.s.  Having  thus  de- 
scribed my  invention.  T  claim  as  new  and  desii-e  to  secure  by 
letters  patent,  japanned  furniture  springs  as  a  new  article  of 
manufacture,  substantially  as  and  for  the  purpose  de 
scribed.]" 

Tfte  application  was  rejecte<l  on  the  Ktth  of  .luly.  1868, 
the  following  reasons  being  assigned  by  the  examiner:  "The 
application  above  referred  to  has  been  examined  and  is  re- 
jected for  want  of  patentable  invention.  Tlie  japanning  of 
metal  is  an  old  process  and  no  invention  is  shown  in  apply- 
ing it  to  a  spring  for  a  l>ed  bottom.  It  is  a  common  right, 
possessed  by  everyone,  to  galvanize,  paint,  or  japan  any 
metal  that  he  may  use."  The  specilication  was  retunied  to 
the  applicant.  Eagletou  died  in  February.  187().  On  I>e- 
cember  29th,  187(),  the  application  for  the  patent  was  i-e- 
newed  on  the  same  sj>ecification,  it  being  returned  to  the 
Patent  office  and  received  there  January  4th.  1871.  and  a 
reconsideration  request^nl,  the  letter  l>eing  signetl  '"J.  .1. 
Eagleton,  per  Munn  &  Co.,  attorneys."  Nothing  further 
appears  to  have  been  done  until,  on  October  19,  1871,  the 
sjiecitication  filed  was  amended  by  enising  the  i>ait  above 
put  in  brackets,  and  substituting  what  is  in  brackets  in  the 
specification  of  the  patent  as  issued,  and  by  substituting  the 
following  as  the  (Oaim:  "  Having  thus  described  my  inven- 
tion. I  claih)  as  new  and  desire  to  secure  by  letters  patent, 
as  an  impi-ove<]  aiticle  of  nianufarrure.  a  japanned  steel  fur- 
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nitore  spring  made  snbstantially  as  set  forth. ' '  On  Mie  20th 
of  October,  1871,  the  application  was  rejected,  the  examiner 
saying :  "  The  above  named  application  has  been  examined 
on  the  amended  specification,  but  no  reason  can  be  seen  for 
changing  the  action  of  the  Office  in  rejecting  the  same  July 
10,  1868.  The  applicant  is  referred  to  the  CommissJoner'B 
decision  in  the  case  of  Oaborn  and  Drayton,  November  6, 
1870.  The  application  ia  again  rejected."  On  the  Slst  of 
October,  1871,  Munn  &  Co.  wrote  thus  to  the  Office:  "In 
the  matter  of  the  application  of  J.  J.  Eagleton,  for  letters 
patent  for  ftimiture  springs,  filed  July6th,  1868,  we  respect- 
fully request  a  specific  reference,  on  which  the  rejection  of 
the  case  may  be  based,  as  provided  in  Rule  34  of  Office  Rules 
of  Practice."  On  November  8d,  1871,  this  answer  was  re- 
turned :  "  The  applicant's  letter  of  the  31st  of  October  has 
been  duly  considered.  His  application  has  been  twice  re- 
jected for  want  of  patentable  invention,  and  not  for  want  of 
novelty.  Sufficient  reasons,  it  was  deemed,  were  given  for 
its  rejection,  and  that  Rule  34  of  Office  Rules  of  Practice  is 
not  applicable  in  the  case.  The  process  of  japanning  is  so 
old  that  it  ia  not  probable  that  Miy  person  ever  before  applied 
for  a  patent  for  it.  Furniture  springs  have  been  painted,  gal- 
vanized, varnished,  and,  probably,  j&panned,  as  they  are 
found  coated  with  material  that  woold  require  a  chemical 
analysis  to  determine  of  what  it  was  composed.  The  former 
action  is  affirmed. ' '  On  the  7th  of  November,  1 871 ,  by  a  let- 
ter to  the  Office,  signed  "  J.  J,  Eagleton,  per  Mnnn  &  Co., 
attomeya."  the  specification  was  amended  by  erasing  the 
claim  last  presented  and  inserting,  in  lien  thereof,  the  two 
claims  which  ar«  in  the  patent  aa  issued.  The  application 
was  again  examined  and  on  November  17,  1871,  the  patent 
was  ordered  to  issue.  The  specification  annexed  to  the  pat- 
ent purports  to  be  signed  "  J.  J.  Eagleton,"  and  also  to  be 
signed  by  the  two  witnesses  who  signed  the  specification 
originally  filed. 
The  bill  avers  that  Eagleton,  having  invented  the  improve- 
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meat,  died  intestate,  and  Siinih  N.  Eagleton  was  appointed 
liis  administratrix,  and  the  invention  was  assigned  to  the 
plaintiff,  and  afterwards  the  administratrix  applied  for  a 
j)atent,  and  complied  with  all  the  necessary  conditions  and 
i-equirementa  of  tlie  statute,  and  the  patent  was  isaued.  The 
answer  states  that,  as  to  wliether  or  not  the  patent  was  ap- 
plied for  or  issued  in  the  manner  and  with  the  formalities 
(*et  forth  in  the  bill,  the  defendants  leave  the  plaintiff  to 
proof  thereof.  It  denies  that  Eagleton  was  the  first  in- 
ventor of  what  is  patented  by  the  jmtent  and  avers  that, 
before  the  time  of  any  invention  thereof  by  Eagleton,  it  was 
known  to  and  used  by  various  pei-sons  named,  at  various 
places  menHoned;  that  the  description  in  the  patent  is  ob- 
scure and  not  soffit^ient  to  enable  one  acquainted  with  the 
art  to  use  the  alleged  process  therein  attempted  to  be  de- 
scribed, and  for  that  reason  the  patent  is  void;  that  the  de- 
scription and  specification  of  the  patent  are  not  InsnchfiiU, 
clear,  concise,  and  exact  terms  as  to  enable  any  jwrsoii 
skilled  in  the  art  to  which  it  appertains  to  temper  steel  wire, 
but,  if  the  description  and  specification  be  followed  out,  there 
will  not  be  produced  a  tempered  steel  furniture  spring;  that, 
if  the  desired  effect  be  to  temper  or  strengthen  a  steel  furni- 
ture spring,  then,  tof  the  purpose  of  deceiving  the  pablic, 
the  description  and  specification  filed  by  Eagleton  were  made 
to  contain  less  than  the  whole  truth  relative  to  his  invention 
or  discovery,  and  the  patent  is,  therefore,  null  and  void;  that 
any  representation  contained  in  the  iwitent  or  the  specifica- 
tion, that  treating  a  spring  as  described  therein  tempers  it, 
is  false,  and  that  treating  a  steel  furniture  spring  as  de- 
scribed in  the  patent  does  iiottenii>er  it.  Infringement,  also, 
is  denied. 

The  circuit  court  dismissed  the  bill,  assigning  its  reasons 
in  an  opinion  which  is  found  in  18  Blatch.  C.  C.  218.  The 
court  decided  the  following  points:  1.  The  patent  is  for 
steel  fumitiire  springs,  protected  by  japan  and  tempered 
l)y  the  heut  used  in  baking  on  the  japan.     2.  Sucli  springs, 
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SO  i)rotected  and  tempered,  were  known  and  used  by  various 
pei-sons  named  in  the  answer,  before  the  date  of  the  patent. 
;).  'flie  specification  which  accompanied  tlie  original  appli-' 
cation  did  not  set  forth  the  discovery  that  modeiute  heat, 
such  as  may  be  applied  in  japanning,  will  impart  temper  to 
rhe  springs,  but  set  forth  merely  the  protection  of  the 
si)rings  by  japan.  4.  Not  only  does  the  evidence  fail  to 
show  that  Eagleton  in  fact  made  and  used,  prior  to  such 
other  persons,  the  invention  covered  by  the  patent  as  issued, 
but  it  shows  tliat  he  did  not  and  that,  probably,  it  never 
came  to  his  knowledge  while  he  lived,  fi.  Japanning,  by 
itself,  was  not  patentable,  and  Eagleton,  in  the  specification 
which  he  signed  and  swore  to,  did  not  describe  any  mode  of 
jajjanning  which  would  temper  or  strengthen  the  steel  and 
did  not  even  mention  that  the  japan  was  to  be  applied  with 
heat,  and  it  now  appears  that  the  temper  and  strength  are 
produced  by  the  heat  altogether  and  not  at  all  by  the  japan. 
6.  Tlie  only  invention  to  which  the  application  and  oath  of 
Eagleton  were  referable  was  liiat  of  merely  japanning  steel 
furniture  springs ;  the  authority  given  to  his  attorneys  was 
only  to  amend  that  application  and  ended  at  his  death  ;  the 
amendments  made  were  not  mere  amplifications  of  what  had 
been  in  the  application  before  ;  the  patent  was  granted  upon 
them  without  any  new  oath  by  the  administratrix  ;  and  this 
defence  is  not  required  by  statute  to  be  specifically  set  forth 
in  the  answer,  and  can  be  availed  of  under  the  issues  raised 
by  the  pleadings,  as  showing  that  the  plaintiff  has  no  valid 
patent. 

We  are  satisfied  with  the  conclusions  arrived  at  by  the 
(!ircnit  Court,  and  with  the  reasons  assigned  by  it  therefor. 
The  copy  of  the  file  wrapper  and  its  contents  in  the  matter 
of  the  patent,  from  the  Patent  Office,  giving  the  history  of 
the  application,  was  put  in  evidence  by  the  plaintiff.  It 
shows,  beyond  donbt,  that  there  was  no  suggestion,  in  the 
specification  signed  and  sworn  to  by  Elagleton,  of  the  inven- 
tion deflcribe<l  in  the  amendment  filed  October  19th,  1871. 
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Prior  to  that  time,  the  process  practiced  by  the  defendants, 
which  is  the  proceaa  described  in  letters  patent,  No.  116,366, 
granted  to  Alaaison  Cary,  June  27th,  1871,  -for  an  improve- 
ment in  modes  of  tempering  springs,  wafi  invented  and  pnt 
in  nse ;  and  there  is  no  sufficient  evidence  that  Eag^eton  had 
any  knowledge,  prior  to  the  invention  by  Cary  of  the  Caiy 
process,  of  either  that  process  or  of  the  process  described  in 
the  patent  In  snit.  The  plaintiflTs  {)atent  shows,  on  ite 
face,  that  it  was  granted  on  the  petition  of  Eagleton,  and 
the  allegation  of  the  bill  that  the  patent  was  granted  on  the 
application  of  his  admini^^tratrix  is  not  established.  In 
view  of  the  entire  change  in  the  specification,  as  to  the  in- 
vention described,  the  patent,  to  be  valid,  should  have  been 
granted  on  an  application  made  and  sworn  to  by  the  ad- 
ministratrix. Ac{  July  8, 1870,  ch.  930,  §  34,  16  Stat,  at  I*, 
303.  The  specilication,  as  issued,  bears  the  signature  of 
Eagleton  and  not  of  the  administratrix,  and  it  ia  sufficiently 
shown  that  the  patent  was  granted  on  the  application  and 
oath  of  Eagleton,  and  for  an  invention  which  he  never  made. 
The  renewed  applicatioE  of  December  39th,  1870,  was  made 
in  the  name  of  Eagleton,  though  he  was  dead.  The  letter 
of  Munn  &  Co.,  of  October  Slst,  1871,  treats  the  matter 
under  consideration  as  the  application  of  Eagleton,  though 
the  amendment  of  October  19th,  1871,  had  been  made.  The 
amendment  of  November  7th,  1871,  was  not  only  made  in 
the  name  of  Eagleton,  but  the  letter  of  that  date,  in  his 
name,  to  the  Office,  states  that  what  is  amended  is  the  spec- 
ification in  his  application.  Although,  at  some  time  before 
the  Issuing  of  the  patent,  evidence  was  produced  to  the 
Office,  of  the  appointment  of  the  administratrix  and  of  her 
assignment  to  the  Eagleton  Company,  yet  it  is  very  clearly 
shown  that  there  was  no  application  or  oath  by  the  admin- 
istratrix. 
The  deeree  of  the  Circuit  Court  is  affirmed. 
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Affirming  ISid,  4  Ban.  i;  Ard.  ^47. 

Argued  April  22,  23,  1^84.     Decided  May  5,  1S84. 

Particular  pat^it  c<nt»trued  and  hekl  to  involve  mechanical  ekiU 
only  and  to  be  wtatUinff  in  inveritioti.    Judicial  notice,    Novelty. 

1.  Letters  patent,  No.   121,644,  R.  C.  Phillips,  December  fi,  1871, 

Wooden  Pavement,  for  an  alleged  combination  consistiDg  in 
a  pavement  formed  by  blocks  of  wood,  cut  from  the  trunks  or 
branches  of  trees,  eet  with  their  fibers  vertical  upon  a  bed  of 
broken  stones,  sand,  or  gravel,  the  spaces  between  the  blocks 
being  filled  with  sand  or  gravel,  construed  to  be  for  the  bring- 
ing together  of  three  old  and  well-known  elements,  the  wooden 
blocks,  the  foundation,  and  the  tilling  in, — the  construction  of 
J  a  pavement,  and  held,  in  view  of  common  knowledge  and 
use,  to  involve  mechanical  skill  only  and  not  invention,  (p. 
372.) 

2.  In  passing  upon  the  novelty  of  a  patent  the  court  is  permitted 

to  consider  matters  of  common  knowledge  or  things  in  com- 
mon use.     (p.  276.) 

[Citations  in  tbe  opinion  of  the  conrt:] 

Brown  z.  Piper,  91  U.  S.  37  [10  Am.  &  Eng.  273.]     p.  276. 
Terhone  p.  Phillip*,  99  U.  8.  592  [19  Am.  &  Eng.  270.]     p.  278. 
King  V.  Gallun,  109  U.  S.  99  [14  Am.  &.  Eng.  X>d.}     pp.  276,  278. 
Kh  K*w  K.  Nnnan,  5  Sawy.  552.     p.  276. 

Hntchkiss  tt.  Greenwood,  11  How.  248  [5  Am.  &  Eng.  240.]    p.  WT. 
Hailes  r.  Van  Wonner,  20  Wall.  353  [9  Am.  &  Eng,  340.]     p.  277. 
Smith  r.  Nichols.  21  Wall.  112  [9  Am,  ft  Eng.  42.5.]     p.  277. 
Reckendorfet  v.  Faber,  92  U.  8.  347  [10  Am.  &  Eng.  373.]    p.  877. 
Atlantic  Works  t.  Bnuly,  107  U.  a  193  [14  Am.  &  Eng.  380.]    p.  276. 
Howe  V.  Abbott,  2  Storj-.  190.     p.  278. 
Kay  V.  Marshall,  8  Clark  &  F.  345.    p.  278. 

•Seo  Explanation  of  Notes,  page  IIL 


,y  Google 


270  PHILLIPS  V.  CITY  OF  DETROIT.        [Sup.  Ot 

Argument  Qr  L-ounael. 

Stiiupeuiir.  WnodmBD,  10  Wall.  117  [S  Am.  &  Eag.  -221.]     p.  378. 
Pencil  Co.  V.  Howard.  20  Wall.  498  [9  Am.  &  Eng.  390.  j     p.  27S. 
SlawBon  v.  Grand  Street  R.  K.  Co.,  107  U.  S.  649  [14  Am.  &  Eag.  475.J 
p.  278. 

Appeal  from  tlie  Circuit  Court  of  the  United  States  for 
the  Eastern  District  of  Michigan. 

The  history  and  facte  of  the  case  appear  in  the  opinion  of 
the  court. 

Messrs.  Qeo.  H.  Lotkrop,  Geo.  Gartner,  and  J.  J.  Combs, 
for  appellants  : 

None  of  the  patents  set  up  as  anticipations  show  the  Phil- 
lips combinatioQ.  This  is  admitted  in  the  opinion  of  the 
court  below. 

As  a  claim  fof  a  combination  cannot  be  infringed  by  the 
use  of  a  portion  of  the  elemente  thereof,  so  it  cannot  be  an- 
ticipated by  a  printed  description  of  only  a  iwrtion. 

If  a  combination  claim  can  be  defeated  by  finding  one  ele- 
ment in  one  patent,  another  in  another  patent,  and  so  oa, 
no  such  claim  can  ever  be  valid,  and  this  cannot  be  done. 

Bates  V.  Coe,  98  U.  S.  48  [12  Am.  &  Eng.  160.] 

At  the  date  of  Phillips'  invention,  the  result  which  is  ob- 
tained by  this  use  of  wooden  blocks  in  their  natural  form 
upon  a  sand  foundation  and  with  a  sand  filling,  avoiding 
entirely  close  contact  of  the  blocks,  splitting  the  blocks, 
and  the  use.  of  cement,  was  not  obvious  to  skilled  pavers, 
and  this  will  appear  plainly  when  the  Phillips  pavement 
ia  compared  with  pi-eceding  wood  pavements.  "Webster 
on  the  subject  matter  of  patents,  page  3<),  says  :  'The  util- 
ity of  the  change,  as  ascertained  by  its  ronseqnen<!es  ia  the 
i-eal  practical  test  of  the  sufficiency  of  an  invention  ;  and 
since  the  one  cannot  exist  without  the  other,  the  existence 
of  the  one  may  be  presumed  on  proof  of  the  existence  of 
the  other.  Where  the  utility  is  proved  to  exist  in  any  de- 
gree, a  sufficiency  of  invention  to  sujiport  the  patent  must 
be  presumed.'  We  do  not  say  that  the  single  fact  that  a 
device  has  gone  into  general  use,  and  has  displaced  other 
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devices  which  had  previously  been  employed  for  asaloguus 
useH,  establishes  in  all  cases  that  the  latter  device  involves 
a  patentable  invention.  It  may,  Jiowever,  always  be  con- 
sidered, and  w7ien  the  other  f<icts  in  the  case  leave  the 
question  in  doubt,  it  is  su;fficlent  to  turn  the  scale." 

Smith  V.  Goodyear  D.  V.  Co.,  93  U.  S.  4S6  [11  Am.  & 
Eng.  1.]  See  also  Loom  Co.  v.  Higgins,  106  U.  S.  581  [14 
Am.  &  Eug.  70.  J 

It  dearly  appears  from  the  evidence  in  this  case  that  the 
change  from  a  cement  lock  or  filling  to  a  sand  lock,  pro- 
duces important  and  unexpected  results. 

Messrs.  Lester  L.  Bond,  D.  C.  Holbrook,  E.  A.  West, 
and  Henry  M.  Duffield,  for  appellee  : 

The  patent  does  not  state,  show,  or  claim  a  new  idea, 
thought,  purpose,  effect,  or  result,  which  renders  tie  com- 
pleted pavement  a  new  one,  or  a  new  manufacture  within 
the  purview  of  the  patent  law,  aa  appears  from  the  fol- 
lowing authorities : 

Collar  Co.  v.  Van  Deusen.  23  Wall.  663  [10  Am.  &  Eng. 
166  ;]  Danbar  v.  Meyers,  94  U.  S.  166  [11  Am.  &  Eng.  m  ;] 
Atlantic  Works  ».  Brady,  107  U.  S.  192  [14  Am.  &  Eng. 
380  ;]  Roberts  v.  Ryer,  91  U.  S.  169  [10  Am.  &  Eng.  302 ;] 
Smith  V.  Nichols,  21  Wall.  112  [9  Am.  &  Eng.  425;]  Reck- 
endorfer  ».  Paber,  92  U.  S.  356  [10  Am.  &  Eng.  373 ;]  Uailes 
».  Van  Wormer,  20  Wall  353  [9  Am.  &  Eng.  340.] 

When  the  art  as  exhibited  is  fully  considered,  It  is  found 
that  at  the  time  Phillips  entered  this  special  field  of  wood 
pavements,  there  was  nothing  but  skill  and  judgment  left., 
for  anyone  using  the  mateiiala  mentioned  in  appellants' 
patent. 

The  law  on  this  subject  is  well  settled,  and  is  fully  stated 
in  the  following  citations : 

Stimpson  ».  Woodman,  10  Wall.  117  [8  Am.  &  Eng.  ^1 ;] 
Smith  t.  Nichols,  21  Wall.  112  [9  Am.  &  Eng.  426  ;]  Brown 
■B.  Piper,  91  U.  S.  37  [10  Am.  &  Bng.  272  ;]  Tucker  v.  Spanld- 
ing,  13  Wall.  463  [8  Am.  &  Eng.  474.] 
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The  old  cobble-stone  pavement  la,  under  the  law,  a  com- 
plete anticipation  of  the  Phillips  patent.  The  only  differ- 
ence contended  for  is,  tliat  in  this  boulder  pavement  the 
blocks  are  of  st<»ne.  in  their  natural  circular  form,  while 
in  Phillips'  they  are  of  wood,  of  the  old  Parkin  or  Rey- 
nolds form,  cut  from  trees  in  their  natural  form.  TTie  dif- 
ference is  not  a  patentable  difference. 

The  change  from  one  to  another  is  a  mere  change  of  ma- 
terial, and  it  is  not  patentable,  and  even  if  it  is  a  better  or 
cheaper  pavement,  it  does  not  help  it. 

Hotclikiss  V.  Gtreenwood,  11  How.  248  [5  Am.  &  £ng. 
240  ;J  Hicks  v.  Kelsey,  18  Wall.  637  [9  Am.  &  Eng.  150 ;] 
Smith  ».  Nichols,  22  Wall.  112  [9  Am.  &  Eng.  425 ;]  Rob- 
erta B.  Ryer,  91  U.  S.  41  [10  Am.  &  Eng.  303  ;]  Guidet  v. 
City  of  Brooklyn,  105  U.  S.  560  [14  Am.  &  Eng.  38.] 

Mr.  Justice  Woods  delivered  the  opinion  of  the  court: 
This  was  a  suit  in  equity  brought  by  Robert  C.  Phillips, 
Eugene  Robinson,  and  Jesse  H.  Farwell,  who  were  the  ex- 
clusive licensees  of  Phillips,  for  the  State  of  Michigan,  to 
restrain  the  defendant,  the  city  of  Detroit,  from  infringing 
letters  patent  granted  to  Phillips,  December  5th,  1871,  for 
"a  new  and  usefol  improvement  in  streetand  other  highway 
pavements."  The  specification  and  claim  of  the  patent  were 
as  follows: 

"  My  improvement  consists  mainly  in  the  use  of  wood  of 
any  suitable  kind  in  its  natural  or  undress  state;  thai  is,  in 
the  form  of  round  blocks  or  sections  of  small  trees  or  the 
branches  of  trees  from  which  the  bark  has  been  removed, 
cut  as  nearly  at  right  angles  to  their  length  as  may  be,  gen- 
erally in  lengths  of  about  six  inches,  their  diameters  vary- 
ing from  three  to  twelve  inches.  These  are  placed  upon  end 
ujHin  a  bed  or  foundation  composed  of  a  stratum  or  layer  of 
broken  stone  about  eight  inches  deep,  upon  which  a  course 
of  coarse  sand  or  gravel  of,  say,  six  inches  in  depth  isspread, 
the  whole  jiroperly  rolled  or  rammed  so  as  to  be  solid  and 


,y  Google 


No.  121,544. 


R.  C.  PHILLIPS. 
Wooden  Pavoment. 


Palentad  Dec  5,  1871 


,  Google 


,  Google 


Oct.,  1883.]-    PHILLIPS  V.  OITT  OF  DETROIT.  27^ 

Opinion  of  the  court, 

presenting  an  even  or  aniiorm  surface  for  tlie  blocks  to  rest 
upon.  Upon  this  surface  the  blocks  are  placed  upon  end. 
as  nearly  together  as  may  be,  in  such  manner  aa  to  form  an 
even  or  uniform  surface.  They  are  then  rolled  or  rammed 
heavily  so  as  to  force  them  well  down  upon  the  bed.  The 
spaces  or  openings  between  the  blocks  are  then  tilled  with 
good,  hard,  coarse  gravel  and  sand  and  again  rolled  or 
rammed,  after  which  the  whole  Is  covered  with  gravel  or 
sand  to  a  depth  of  about  one  inch,  when  the  travel  may  lie 
turned  on.  As  stated  above,  these  blocks  maybecomposed 
of  any  suitable  wood,  but  locust  is  preferred.  VVTiite  oak, 
white  cedar,  (arbor  vita,)  chestnut,  yellow  pine,  and  otheni 
afford  good  material.  *  *  *  *  i  thus  produce  a  pave- 
ment which  can  be  laid  as  easily  and  with  less  expense  than 
cobble  stone  X)avement,  and  which  has  been  found  in  prac- 
tice to  be  more  durable  than  the  most  approved  wooden  pave- 
ment hitherto  in  use.  I  do  not  claim  broadly  the  use  of 
wooden  blocks  in  the  state  in  which  they  are  cut  from  the 
tree  or  branches ;  nor  yet  do  I  claim  the  foundation  of  stone  oi' 
gravel  and  the  filling  of  the  spaces  between  the  blocks  with 
sand  orgravel  se[)arately  considered;  but  what  I  do  claim  a-s 
my  invention  and  desire  to  secure  by  letters  patent  isa  wooden 
pavement  composed  of  blocks  of  any  desired  wood,  cnit  from 
the  trunks  or  branches  of  trees  or  saplings  of  any  desired 
length  in  their  natural  foi-m.  the  bark  only  being  removed, 
placed  with  their  fibers  vei-tical  upon  a  bed  of  broken  stone 
and  gravel  or  sand,  or  either  of  them,  the  spaces  between 
the  blocks  being  filled  with  gravel  or  sand,  the  whole  made 
compact  by  ramming,  rolling,  or  other  proper  methods, 
as  herein  shown  and  described." 

The  answer  of  the  defendant  admitted  that  it  had  caused 
to  be  laid  a  pavement,  such  as  is  described  in  the  iiatent  of 
the  complainants,  and  l>y  way  of  defence  alleged  want  of 
novelty  in  the  improvement  covered  by  the  patent. 

Upon  final  hearing,  the  Circuit  Court  dismissed  the  bill 
on  the  ground  that,  in  view  of  the  state  of  the  art.  the  pat- 
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ent  did  not  describe  any  patentable  inventioQ.  Prom  this 
decree  the  complainante  appealed. 

We  think  the  derrec  of  the  Circoit  Court  was  right.  The 
patent  piir]K>i't,s  to  be  for  a  rombiaation.  The  alleged  com- 
bination consists  in  a  pavement  formed  by  blocks  of  wood, 
cut  from  the  trunks  or  branches  of  trees,  set  with  theii-  fibers 
vertical  upon  a  bed  of  broken  atone,  sand,  or  gravel,  the  spaces 
between  tlie  blocks  being  filled  with  sand  or  gravel.  The 
kind  of  wood  of  which  the  blocks  are  'composed,  and  theu- 
length  and  diameter,  are  immaterial.  The  placing  of  the 
blocks  with  their  fibers  vertical  is  shown  to  be  an  old  method 
long  antedating  the  patent,  and  is  so  obviously  the  only 
practicable  mode  of  placing  them  that  its  snggestion  in  the 
patent  cannot  be  called  invention.  The  specification  ex- 
pressly diBclaims,  as  a  part  of  the  patent  the  use  of  wooden 
blocks  in  the  state  in  which  they  are  cnt  from  the  tree  or  ita 
branches,  the  foundation  of  stone  or  gravel  and  the  filling  of 
the  spaces  between  tbeblocka  with  sand  or  gravel,  separately 
considered.  The  only  thing,  therefore,  left  for  the  patent 
to  cover  is  the  bringing  together  of  these  three  old  nnd  well- 
known  elements  in  the  constnictionofa  pavement— namely, 
the  wooden  blocks,  the  foundation,  and  the  filling. 

In  passing  upon  the  novelty  of  the  alleged  improvement 
covered  by  this  i>ateot,  we  are  pemiitted  to  C()n8ider  mat- 
ters of  common  knowledge  or  things  in  common  xise.  Brown 
f>.  Piper,  91  U.  S.  :J7  |10  Am.  &  Eng.  272;]  Terhunee.  Phil- 
lips, 99  V.  S.  592  [12  Am.  &  Eng.  270:1  King  r.  GaUun,  109  U. 
S.  99  [14  Am.  &  Eng.  559  ;]  Ah  Kow  r.  Nunan,  5  Sawy.  552. 
We  therefore  take  into  consideration  the  fact  that  the  com- 
mon and  well-known  method  of  constructing  pavements  in 
use  long  before  the  date  of  the  Phillips  patent,  was  to  pre- 
pare a  foundation  or  bed  of  gravel  or  sand,  place  the  blocks, 
boulders,  or  bricks  of  which  the  pavement  was  to,  be  made 
upon  this  bed,  and  fill  the  spaces  between  them  with  sand 
or  gravel  or  both  mixed.  Familiar  instances  of  pavements 
thus  made  are  the  cobble-stone  pavements  usually  laid  in 
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streets,  and  the  brick  pavements  usually  laid  upon  sidewalks. 
Thia  is  the  method  pointed  out  in  the  specification  of  the 
Phillips  patent.  It  is  conceded  in  the  disclaimer  embodied 
in  the  specification  that  the  use  of  wooden  blocks  like  those 
described  in  the  speciflcatioo  is  not  new,  and  the  evidence 
shows  that  such  blocks,  set  vertically,  had  long  been  em- 
ployed in  the  constroction  of  pavements.  The  improvement 
described  in  the  appellant's  patent  consists,  therefore,  in 
simply  taking  a  material  well  known  and  long  used  in  the 
making  of  pavements,  to  wit :  wooden  blocks  set  vertically, 
and  with  them  constructing  a  pavement  in  a  method  well 
known  and  long  nsed.  It  is  plain,  therefore,  that  the  im- 
provement described  in  the  patent  was  within  the  mental 
reach  of  anyone  skilled  in  the  art;  ^  which  the  patent  re- 
lates, and  did  not  require  invention  to  devise  it,  but  only 
the  use  of  ordinary  judgment  and  mechanical  skill.  It  in- 
volves merely  the  skill  of  the  workman  and  not  the  genius 
of  the  inventor.    The  following  cases  illiiatrate  the  subject. 

In  Hotchkiss  t.  Greenwood,  11  How.  248  [5  Am.  &  Eng. 
24(>,]  the  substitution  of  a  well-known  porcelain  door-knob 
for  a  clay  knob,  in  combination  with  a  particular  shank, 
was  held  to  be  no  invention.  So,  where  the  patentee  had 
taken  a.fire-pot  from  one  stove,  a  fine  from  another,  and  a 
coal  reservoir  from  the  third  and  had  put  them  into  a  new 
stove,  where  each  fulfilled  the  office  it  had  fulfilled  in  its 
old  situation  and  nothing  more,  the  patent  was  held  void 
for  want  of  invention.  Hailes  v.  Van  Wormer,  20  Wall. 
363  [9  Am.  &Eng.  340.] 

In  Smith  v.  Nichols,  21  Wall.  112  [9  Am.  &  Eng.  426,]  it 
was  held  that  "  A  mere  carrying  forward  or  new  or  more 
extended  application  of  the  original  thonght,  a  change  only 
in  form,  proportions,  or  degree,  the  snbstitntion  of  equiva- 
lents doing  substantially  the  same  thing  in  the  same  way  by 
sobstantially  the  same  means  with  better  reaolts,  is  not  such 
invention  as  will  sustain  a  patent." 

The  case  of  Reckendorfer  v.  Paber,  92  U.  S.  347  [10  Am. 
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&  Eng.373,]  is  much  in  point.  The  patent  was  for  an  impi-ove- 
nient  wliich  was  described  in  the  siieriflcation  as  follows:  "I 
make  a  lead  pencil  in  tiie  usual  manner,  reserving  about  one- 
fouith  the  length,  in  which  I  make  a  groove  of  suitable  size, 
A,. and  insert  in  this  groove  a  piece  of  prepared  India  rub- 
iMjr,  secured  to  said  pencil  by  being  glued  at  one  edge.  The 
pencil  is  then  finished  in  the  nsual  manner,  so  that  on  cut- 
ting one  end  thei-eof  you  have  the  lead,  B,  and  on  cutting 
the  other  end  you  expose  a  small  piece  of  India  rubber,  C, 
ready  for  use."  This  device  was  held  not  to  be  patentable, 
and  it  was  declai-ed  that  "The  law  requires  more  than  a 
(change  of  form  or  juxtaposition  of  parts  or  of  the  external 
ari-angemeut  of  things  or  of  the  order  in  which  they  are  used, 
to  give  patentability." 

In  Atlantic  Works  o.  Brady,  107  11  S.  193  [14  Am.  & 
Eng.  380,]  is  found  one  of  the  most  recent  and  emphatic 
declarations  of  this  court  upon  the  subject.  It  was  there 
said  that  the  design  of  the  i>at<?nt  laws  was  to  reward  those 
who  make  some  substantial  discovery  or  invention  which 
adds  to  our  knowledge  or  makes  a  step  in  advance  in  the 
useful  arts,  and  that  it  was  never  the  object  of  those  laws  to 
grant  a  monopoly  for  every  trifling  device,  every  shadow  of 
a  shade  of  an  idea  which  would  naturally  and  spontaneously 
occur  to  any  skilled  mechanic  or  operator  in  the  ordinary 
progress  of  manufactures.  In  Howe  v.  Abbott,  2  Story,  190, 
it  was  held  that  the  application  of  a  process  to  palm  leaf  to 
curl  it  for  mattresses,  the  same  process  liaving'beenused  to 
carl  hair  for  mattresses,  was  not  patentable.  In  the  case  of 
Kay  0.  Marshall,  8  Clark  &  F.  245,  it  was  said  to  be  no  in- 
vention to  use  for  spinning  flax,  which  had  been  so  mace- 
rated that  its  fibers  were  shortened,  an  arrangement  of  rollers 
borrowed  from  cotton-spinning  machinery.  See  also  Stimp- 
son  ».  Woodman,  10  Wall.  117  [8  Am.  &  Eng.  221;]  Pencil 
Co.  V.  Howard,  20  Wall  498  [9  Am.  &  Eng.  390;]  Slawson 
V.  Grand  Street  Railway  Company,  107  U.  S.  649  [14  Am.  & 
Eng.  475;]  King  «.  Gallun,  109  U.  S.  99  [14  Am.  &  Eng.  669.] 

Ill  D.  8.  607-aOS 
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Notes  aod  citations. 

The  cases  cited  are.conclusiveof  this.  We  are  of  opinion 
that,  taking  into  consideration  the  etat<>  of  the  art,  no  in- 
vention was  required  for  the  construction  of  the  pavement 
described  in  the  patent,  and  that  it  demanded  only  ordinary 
mechanical  skill  and  judgment  and  but  a  small  degree  of 
either. 

T?ie  decree  of  the  Oircuit  Court  must,  iher^ore,  be  cff- 
finned. 


3.  Judicial  notice  taken  of  matters  of  common  knowledge  : 
Brown  v.  Piper,  91  TJ.  S.  37  [10  Am.  &  Eng.  272.] 
Terhone  tj.  Phillips,  98  U.  S.  592  [13  Am.  &  Eng.  270.] 
Sandusky  Seat  Co.  v.  Cometock,  13  Am.  &  Eng.  232. 
iSUwBon  V.  Rwlroad,  107  U.  8.  6*9  [14  Am.  &  Eng.  476.] 
King  V.  G»llun,  10<t  U.  S.  99  [14  Am.  &  Eng.  569.] 


Patent  In  mlt  i 

No.  121,544.     Phillips,  R.  C'     I>eoember6, 1871.     Wooden 
Pavement. 
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e^llabua. 

BENJAMIN  BUTTERWORTH,  Commissioner  of  Patents, 
PLAINTIFF  IN  ERROR,  p.  UNITED  STATES,  ex  rel. 
RiciiAKD  H.  Hoe,  Robebt  Hoe,  Peter  S.  Hoe,  Stephen 
D.  TucKEE,  Robert  Hoe,  Jr.,  Theodore  H.  Mead,  and 
Stephen  S.  Hoe,  Trading  as  R.  Hoe  &  Co.,  audGEORaE 
C.  GILL.* 

lia  V.  8.  SO-ee.    Oct.  Term.  1884. 

[Bk.  28,  L.  ed.  656;  29  O.  G.  616.] 

Affirming  Hoe  v.  Butterworth,  3  Mackey,  239. 

Ai^ed  October  15,  16,  1884.     Decided  November  3,  1884. 

Mandartma.  Public  officer.  Appeal  to  Supreme  Court  of  District 
of  Columbia,  R.  S.  xec.  4^11.  Appeal  to  Secretary  of  Interior, 
Discretion  of  Commiaaioner  of  Patents  as  to  issue  of  patent. 

1.  Mandamus  will  not  lie  to  compel  a  pablic  officer  to  do  a  particu- 

lar thing  which  his  superior  iii  authority  htm  lawfully  ordered 
him  not  to  do-     (p.  291.) 

2.  It  is  a  maxim  of  law,  admitting  few  if  any  exceptions,  that 

every  duty  laid  upon  a  public  officer,  for  the  benefit  of  a  pri- 
vate person,  ia  enforceable  by  judicial  process,     (p.  295.) 

3.  Appeal  to  the  Supreme  Court  of  the  District  of  Columbia,  R. 

S.,  sec.  4911,  considered,     (p.  297.) 

4.  In  all  matters  in  which  the  action  of  the  Commissioner  is  judi- 

cial or  quasi  judicial,  the  fact  that  no  appeal  is  expressly  given 
to  the  Secretary,  is  conclusive  that  none  is  to  be  implied,  and 
this  is  equally  true  whether  or  not  an  appeal  is  allowed  to  the 
courts,  (p.  301.) 
6.  The  supervision  conferred  upon  the  Secretary  by  the  statute 
docs  not  authorize  him  to  substitute  his  discretion  and  judg- 
ment for  that  of  the  Commissioner,  when  by  law  the  latter  is 
required  to  exercise  his  own,  and  when  that  judgment,  unless 
reversed  in  the  sjiccial  mode  pointed  out  by  judicial  process, 
is  by  law  the  condition  on  which  the  right  of  the  claimant  is 
declared  to  dejjend.     {p.  -W.i.) 

*See  Explanation  of  Nnles,  page  III. 


,y  Google 


Oct.,  1884.]  BUTTERWORTH  v.  HOE.  383 

Syllabus. 

6.  When  the  Commissioner  of  Patents  decide<t  that  the  relators 

were  entitled  lo  a  patent,  he  had  fully  exercised  his  judgment 
and  discretion,  and  tlie  ministerial  duty  that  remained  could 
not  be  avoided  merely  out  of  deference  to  the  claim  of  the 
Secretary  to  reverse  and  set  aside  the  decision ;  therefore  a 
mandamus  was  properly  directed  to  the  Commissioner  to  com- 
pel him  to  perform  his  duty,  to  wit,  to  prepare  the  patent,  to 
lay  it  before  the  Secretary  for  his  signature,  and  to  himself 
countersign  it.     (p.  306.) 

7,  In  such  a  caee  the  remedy  by  bill  in  eijuity  under  section  4815 

is  not  appropriate ;  because  it  applies  only  wheu  the  Commis- 
sioner decides  to  reject  an  application  for  a  patent  on  the 
ground  that  the  applicant  is  not  on  the  merits  entitled  to  it. 
(p.  307.) 
6.  It  belongs  exclusively  to  the  Commissioner  of  Patents  to  decide 
the  question  for  himself,  whether  a  patent  ought  to  issue,  (p. 
307.) 

[Citotiona  in  the  opinion  of  the  conrt:] 
NichoLno  r.  Edison,     p.  291. 
Lo  Roy  r.  HopkiUB.     p.  291. 
Migwira  c.  I^Ier,  1  Black,  1S5.    p.  29a 
Snyder  v.  Sickles,  98  U.  a  203.    p.  293. 
Lyttle  s.  Arkansaa,  9  How.  314.    p.  2M. 
Barnard  r.  Ashley,  16  How.  43.     p.  3»4. 
Wbipple  c.  Hiner,  16  Fed.  Bep.  117.     p.  299. 
£cparf«Sqnire,  3  Ban.  &  Ard.  133.     p.  299. 
Bntler  v.  Sbaw,  21  Fed.  Rep.  321.     p.  299. 

Commtsrioner  of  Patents  v.  Whiteley,  4  Wall.  522  [7  Am.  A  Eng.  442.]   . 
p.  307. 

In  error  to  the  Supreme  Court  of  the  District  of  Coltun- 
bia. 

The  history  and  facts  of  the  case  appear  in  the  opinion  of 
the  court. 

Mr.  8.  F.  PhiUips,  SolicUor-Oeneral,  f(yr  plaintiff  in 
error: 

Tt  appears  from  the  I'eadingof  the  statutes  that  "ap- 
l)eals,"  eo  nomine,  clo  not  exist  betwixt  the  subonlinate  of- 
ficers of  the  Interioi'  Department  in  only  two  cases,  viz: 
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over  nij;  Uials  in  census  matters,  and  from  the  Cotnmis- 
sioner  of  the  Land  Office  in  contests  abouf  pre-emption. 

Inasmnch  as  ''appeal'*  is  a  commoa  term  of  art,  which 
conveya  a  distinct  legal  idea,  it  seems  that  where  neither  it 
nor  any  synonym  of  it  is  employed  as  regards  a  quasi-jadt- 
cial  act  occnrring  within  an  execntive  department,  the  pro- 
ceeding thereby  denoted  is  intentionally  exclnded. 

The  rale  of  decisions  in  Cleveland  Ins,  Co.  v.  Globe  Ina. 
Co.,  98  U.  S.  366,  may  serve  to  illostrate  the  present  con- 
tention. There  the  expression  "general  saperimtendence 
and  jurisdiction  of  all  cases  and  questions  in  the  district 
court,"  was  held  to  allow  the  circuit  court  upon  which  that 
"superintendence"  had  been  conferred  authority  to  exer- 
cise it,  even  were  a  case  brought  before  it  by  writ  of  error; 
the  reason  being  that  If  the  subject  matter  of  the  dispute 
was  within  the  jurisdiction  of  the  circuit  court,  and  no  par- 
ticular form  (technical  or  other)  of  ijivoking  that  jurisdic- 
tion has  been  specified,  any  (eren  a  technical)  form  would 
be  competent. 

So,  if  the  subject  matter  of  allowing  a  patent  be  subject 
in  its  essence  to  the  di-Tection  of  the  Secretary,  it  is  to  be 
admitted  that  its  having  in  this  case  been  brought  before 
him  by  appeal  is  immaterial.  The  true  point  of  objection 
to  the  appeal  here  is  that  siich  syi^ect  Tnatter  is  not  within 
the  Secretary' s  Jurisdiction ;  that  assertion  in  turn  being 
.  based  upon  the  proposition  that  where  an  act  substantially 
judicial  is  by  statute  assigned  to  an  official  within  an  execu- 
tive department,  as  regards  action  of  a  merely  executive 
character,  confer  no  control  over  the  exceptional,  i.  e.,  the 
judicial  element  in  such  acts.  Their  ordinary  operation 
HiKjn  the  action  of  their  subordinates  is  all  that  is  proper 
here,  and  to  that  sort  of  action  they  wiU  be  confined. 

That  "  direction  "  is  not  nomen  generale  including  "  ap- 
peal," seems  evident  from  the  circumstance  that  the  former 
is  a  part  of  the  sovereign  prerogative  in  the  hands  of  a  su- 
perior officer,  exproiaahle  wholly  at  his  will  and  for  the 
^m6Z/>  good  as  imdci'stood  by  liiin:  wliilst  the  latter  is  a 
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right  vested  in  a  litigant,  and  not  exercisable  without  his 
pleasui-e.  based  no  doubt  upon  what  he  conceives  to  be  his 
particiiUtr  infcivst, 

ThereftuT,  that  which  Congress  would  have  given  hei-e, 
if  it  had  not  intended  that  the  private  contest  involved  in 
an  hUerftrf.nvi-  slioiiM,  so  far  as  the  Interior  Depaitment  is 
concerned,  l)e  l)oand  by  the  decision  of  the  Commissioner, 
is  a  light  of  the  latter  sort,  not  of  the  former. 

However,  it  is  to  be  added  that  so  fai-  as  official  execntive 
action  is  undtr  tlie  direction  of  another,  such  directions  as 
are  actually  given  and  remain  operative,  are  final.  There- 
fore, if  a  resort  to  the  courts  is  required  to  control  an  act 
done  acconling  to  siu-h  directions,  that  control  must  be  ap- 
plied to  the  director,  not  to  the  person  directed.  In  obey- 
ing competent  direction,  the  latter  does  his  full  duty  to  the 
law,  leaving  all  legal  responsibility  therefor  to  him  whom 
he  obeyed. 

The  application  of  this  principle  to  the  present  instance 
is  the  more  proper,  because  the  Secretary  is  required  to  sign 
the  letters  patent  before  they  issue.  It  would  be  peculiar 
if  a  maruJamux  to  a  suboi-dinate  could  proprio  rigore  com- 
pel positive  official  action  by  a  superior. 

The  act  of  1870  (reproduced  in  the  Rev.  Btat.)  provides 
that  every  application  for  patents,  shall  in  the  first  instance 
be  passed  upon  by  the  examiner,  from  whom  an  appeal  lies 
to  the  examiners -in-chief,  and  from  these  to  the  Commis- 
sioner. From  the  Commissioner  an  appeal  lieg  to  the  Su- 
preme Court  of  the  District,  in  ordinary  cases  only,  inter- 
ferencfn  being  expressly  exi«pted. 

Leaving  this  question  of  appeal  involved  in  the  present 
«uje  to  the  judgment  of  the  court,  'I  submit  that  the  correc- 
tion of  whatever  miscarriage  there  may  have  been  by  man- 
darmut  should  have  been  addreaaed  to  the  Secretary  of  the 
Interior,  and  not,  as  here,  to  the  Commissioner. 

,Vr.  -4,  i".  BradUy,  foi  ^oU ;  In  support  of  jilaiiitiff 
in  tTT'ir : 
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It  ia  apparent  from  >\  review  ol  the  Revised  Statutea  that 
the  Commissioner  of  Patents  is  subordinated  to  the  Secretary 
of  the  Interior,  and  tliat  all  of  hia  acts  in  superintending  or 
performing  the  duties  dii-ected  by  law,  are  subject  to  the 
"supervision,'"  "dli-ection,"  and  "approval"  of  the  Secre- 
tary. 

The  power  of  supervision  and  direction  pves  jurisdiction 
to  the  Secretary,  »iM)n  iipi)lication  made  to  him  in  any  form 
that  he  may  prescribe,  I>y  appeal  or  otherwise,  to  affii-m.  re- 
verse, or  modify  the  action  of  the  Commissioner. 

By  reason  of  his  power  of  direction  and  supervision,  al- 
though no  appeal  l)e  provided  by  law,  and  although  none 
should  be  actually  taken,  it  would  be  his  riglit,  and  hin 
duty,  sua  sponte,  to  i-evei-se  the  action  of  the  Commissioner 
of  Patents  awarding  a  patent,  upon  any  facts  in  the  reconi, 
which  showed  that  the  applicant  was  not  entitled  to  a  jKit- 
eut.     Hull  -0.  Conir.  of  Patents,  S  MacA.  Hl5. 

Tlie  authority  of  the  Commissioner  of  Patents  in  granting 
a  patent  is  not  in  the  nature  of  jurisdiction  in  the  common 
law  acceptance  of  the  term.  Wilder  e.  McCormick,  2 
Blatch.  31. 

It  gives  no  additional  force  or  validity  to  the  patent  is- 
sued, which,  until  it  has  received  judicial  approval  is  en- 
deuce  only  of  a.j}rimafacieti^t. 

This  is  not  a  suit  against  the  Secretary  of  the  Interior,  and 
without  its  occurrence,  manifested  by  his  signature  to  the 
patent,  the  act  of  issuing  the  wiit  prayed  would  be  fruitless 
and  unavailing.  In  the  face  of  the  record,  showing  the  ad- 
verse action  of  the  Secretary,  even  admitting  that  he  con- 
trols his  own  action  aloiie,  it  is  apparent  that  the  writ,  if 
issued,  would  necessarily  be  fruitless,  and  under  such  cir- 
cumstances courts  have  refused  to  interfere. 

Colonial  Life  Itls,  Co.  ».  Supervisors  of  N.  Y.,  24  Barb. 
166 ;  Queen  ».  Norwich  Sav.  Bank,  9  Ad.  &  E.  729  ;  The 
Secretary  v.  McGarrahan,  9  Wall.  314. 

If  this  reconi  should  be  u.Hed  as  the  foundation  of  jin  ap- 
plication for  mxnulaiu  nt  to  (■om])el  the  secretary  to  nffix  his 
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signature  to  a  patent  prepared  and  "submitted  to  him  for 
tliat  puipose,  as  proposed  In  this  proceeding,  it  is  perfectly 
manifest,  that  this  court,  pursuing  the  line  of  its  own  de- 
cisions would  be  compelled  to  refuse  the  writ. 

Kendall  v.  United  States,  14  Pet.  497 ;  Mississippi  v. 
Johnson,  4  Wall.  475 ;  United  States  t.  Seam&CL,  17  Hbw. 
226;  United  States  t.  Guthrie,  7  How.  284;  Gaines  t. 
Thompson,  7  Wall.  347. 

But  if  there  existed  no  other  complete  objection  to  grant- 
ing the  process  of  mandamus  in  this  "cause,  the  fact  that 
there  existed  another  adequate  remedy  should  have  been 
fatal  to  the  application.  High  Ex.  Leg.  Remedies,  sec.  16  ; 
Hall  v.  Comr.  of  Patents,  2  MacA.  69. 

By  a  bill  in  equity  the  entire  right  of  the  relators  can  re- 
ceive judicial  investigation,  adverse  and  opposing  parties 
can  be  represented,  their  rights  be  protected,  and  complete 
justice  done  to  all  parties  concerned. 

Mr.  A.  J.  Willard,  for  defendants  in  erroT  .• 

While  in  its  general  scope  the  office  of  the  Commissioner 
of  Patents  is  of  a  ministerial  character  the  functions  of  that 
office  in  determining  the  right  of  an  individual  to  a  prop- 
erty in  his  invention  are  essentially  of  a  judicial  nature  as 
involving  the  ascertainment  on  proofs  general  or  special,  of 
the  existence  of  the  conditions  on  which  such  right  depends. 
Such  function,  by  its  nature,  exclades  all  supervision  except 
that  in  the  appellate  form,  Wd  exclades  appeal  unless  given 
specifically  by  the  statute. 

We  submit  that  it  must  be  concluded  that  the  attempt  of 
the  Secretary  of  the  Interior  in  the  present  case  to  exercise 
revisory  authority  over  the  decision  of  the  Commissioner 
upon  the  matter  of  interference  between  Gill  and  Scott, 
was  without  authority  of  law,  and  the  decision  of  the  Com- 
missioner was  final  andconclnsire  of  the  matters  in  contro- 
versy. 

The  duty  of  the  Commissioner  of  Patents  to  take  steps 
for  the  is-suing  of  ti  ptitfnt  after  the  right  of  the  applicant  is 
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ascertained  is  a  dnty  due  to  the  right  of  the  applicant,  and 
aa  such  is  the  proper  subject  for  the  writ  of  maiidamius. 

As  the  remedy  by  TtiaTida/nius  at  the  salt  of  a  private  re- 
lator implies  the  right  of  individuals  to  judicial  means  of 
compelling  the  performance  of  public  duties  intended  by 
law  for  their  benefit,  the  conclusions  tliat  have  been  stated 
are  clearly  dedncible  from  the  practice  relating  to  manda- 
mus. 

Mr.  Justice  Matthews  delivered  the  opinion  of  the 
court : 

This  is  a  writ  of  error  prosecuted  for  the  purpose  of  re- 
viewing and  reversing  the  judgment  of  the  Supreme  Court 
of  the  District  of  Columbia,  awarding  a  peremptory  man- 
damus commanding  the  plaintifl  in  error,  the  Commis- 
sioner of  Patents,  to  receive  the  final  fee  of  $20  tendered  by 
the  relators,  and  cause  letters  patent  of  the  United  States, 
to  K.  Hoe  &  Co.,  as  assignees  of  Gill,  to  be  prepared  and 
sealed,  according  to  law,  for  a  certain  invention  therein  par- 
ticularly described,  and  to  be  presented  to  the  Secretary  of 
the  Interior  for  his  signature. 

The  facts  upon  which  the  controversy  arises  are  shown 
by  the  record  to  be  as  follows :  on  March  12,  1881,  Gill,  one 
of  the  relators,  made  application  in  due  form  to  the  Com- 
missioner of  Patents  for  letters  patent  for  certain  new  and 
useful  improvements  in  printing  machines,  of  which  )ie 
claimed  to  be  the  original  and  first  inventor.  An  interfer- 
ence was  declared  with  an  unexpired  patent,  No.  238,720, 
granted  to  "Walter  Scott,  March  8,  1881.  A  hearing  was 
had  before  the  examiner  of  interferences,  who  decided  in 
favor  of  Scott  and,  on  appeal  to  the  examiners-in-chief,  that 
decision  was  affirmed.  An  appeal  from  that  decision,  was 
taken  by  Gill  to  the  Commissioner  of  Patents,  who  decided 
that  Gill  was  the  original  and  first  inventor  of  the  improve- 
ments claimed  and  was  entitled  to  a  patent  therefor  ;  and, 
on  June  4,  IHS8,  adjudged  that  Huch  patent  should  issue  to 


,y  Google 


Oct.,  1R84.]  BUTTERWORTH  v.  HOE.  28» 

Opinion  of  Uie  itnuii. 

tlip  If  latofs  fiomposing  the  partnership  of  R.  Hoe  &  Co.,  aa 
a.saigae«8  of  tiill,  the  inventor. 

On  .!nne  14,  1883,  anappeal  was  taken  by  Scott  from  that 
de<!i«ion  of  the  Commissioner  of  Patents  to  the  Secretary  of 
the  Interior,  under  rules  prescribed  by  that  oflScer,  dated 
May  17,  1883,  who  on  March  7,  1884,  reversed  the  decision 
of  the  Commissioner  of  Patents  in  favor  of  GUI,  adjudged 
Scott  to  be  the  original  and  first  inventor  of  the  improve- 
ments claimed,  and  that  Gill  was  not  entitled  to  a  jmtent 
therefor. 

In  hia  return  to  the  alternative  writ,  the  Commissioner  of 
Patents,  admitting  that  he  had  refused,  in  compliance  with 
the  demand  of  the  relators,  to  accept  tlieir  tender  of  the 
final  fee  and  to  prepaid  the  patent  for  signature  and  to  take 
any  further  steps  therein,  declares ;  "That  he  so  refused, 
not  because  he  desired  to  make  fnrtlier  inquiry  or  to  be  fur- 
ther advised  in  that  behalf,  no  motion  or  other  proceeding 
for  rehearing  or  review  had  been  taken  or  was  pending  be- 
fore him  in  that  behalf :  but  that  he  based  his  refusal  and 
does  so  still,  solely  tiiKwi  the  ground  that  the  honorable,  the 
Secretary  of  the  Interior,  had  enteitained  the  appeal 
taken  to  him  from  said  decision  under  the  rales  aforesaid, 
and  had,  in  pursuance  of  said  appeal,  entered  a  decision  re- 
versing that  of  the  Commissioner  of  Patents,  and  awarded 
priority  of  invention  t^)  Waltei-  Scott." 

The  return  jjroceeds  as  follows : 

"  Your  respondent  further  says  that,  for  many  years  and 
until  1881,  it  was  held,  in  pursuance  of  decisions  and  opin- 
ions of  the  honorable  Attorney-General  made  in  that  be- 
half, that  the  honorable,  the  Secretary  of  the  Interior,  had 
and  therefore  has  no  legal  authority  to  review,  on  appeal,  a 
decision  of  the  Commissioner  of  Patents,  wherein  the  Com- 
missioner has  finally  adjudged  an  applicant  to  be  entitled 
to  a  patent  as  prayed  for  in  his  application  ;  in  other  words, 
thjvt  the  judgment  of  the  Commissioner  of  Patents  npon  the 
right  of  an  applicant  to  have  and  receive  a  patent  is  final 
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and  conclusive,  subject  only  to  review  by  the  Supreme 
Court  of  the  District  of  Columbia  bnd  such  other  courts  aa 
hare  jurisdiction  in  tlmt  behalf  and  by  the  Commissioner  ; 
and  the  practice  of  the  Patent  Office  and  the  honorable,  the 
Secretary  of  the  Interior,  conformed  thereto.  This  qu^- 
tion,  however,  was  again  raised  in  the  cases  of  Nicholson  t. 
EMison,  and  Le  Koy  v.  Hopkins,  and  the  honorable,  the 
Attorney -General  of  the  United  States,  to  whom  the  ques- 
tion wa-s  again  referred,  in  an  opiaioo  signed  on  the  20th 
day  of  August,  1881,  held  that  the  honorable,  the  Secretary 
of  the  Interior,  liad  and  could,  on  appeal  to  him,  exercise 
the  jurisdiction  to  review  the  decwion  of  the  Commissioner 
of  Patents  and  control  his  action  in  tliat  behalf ;  and  later 
on,  to  wit :  the  26th  day  of  Februarj-.  1884,  the  honorable 
Secretary,  in  an  official  letter,  {a  copy  of  which  is  hereto  at- 
tached, marked  E,)  advised  your  respondent  that  he,  the 
honorable  Secretary,  had.  in  pursuance  of  the  opinion  of 
the  honorable  Attorney-General,  exercised  jurisdiction  on 
appeal  from  the  judicial  action  of  the  Commissioner  in  de- 
termining questions  devolved  upon  him  by  the  statute. 

"  In  deference  to  that  opinion  and  the  action  of  the  hon- 
orable, the  Secretary  of  the  Interior,  in  the  case  under  con- 
sideration, your  respondent  refused  and  does  refuse  to  a<'-  . 
cede  to  the  demand  of  the  relator.  That,  in  view  of  the  de- 
cisions and  the  uniform  practice  of  the  Commissioners  of 
Patents  and  the  heads  of  the  Department  of  the  Interior, 
prior  to  1881,  doubt  and  uncertainty  have  arisen  touching 
the  legal  obligations  devolving  upon  your  respondent  in  the 
case  under  consideration  and  those  of  like  character. 

"  Your  respondent  further  says  that  if  the  judgment  of 
the  Commissioner  of  Patents,  which  is,  that  the  relator  is 
entitled  to  receive  his  patent  as  prayed  for,  is  final,  and  if 
upon  such  judgment  it  is  the  lawful  duty  of  the  respondent 
to  accept  said  final  fee  and  take  the  necessary  and  proper 
steps  to  prepare  said  jiatent  for  issiie,  as  prayed,  then  your 
i-espondent  has  improi>erly  refused  and  does  improperly  re- 
iia  V.  a.  (M-os. 
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fuse  to  prepare  said  patent  for  issue  ;  bat,  i  f  his  decision  is 
subject  to  review  and  reversal  on  appeal  to  the  honorable, 
the  Secretary  pf  the  Interior,  then  snch  refusal  on  the  part 
of  your  respondent  to  accept  said  fee  and  prepare  said  pat- 
ent for  issue  is  right  and  proper." 

The  return  of  the  Commissioner  also  sets  out  as  exhibits, 
the  decision  of  his  predecessor  in  office  awarding  priority 
of  invention  to  GiU  and  adjudging  him  to  be  entitled  to  a 
patent ;  the  appeal  of  Scott  to  the  Secretary  of  the  Int-erior ; 
the  rules  governing  such  appeals  as  adopted  and  promul- 
gated by  that  officer ;  the  decision  on  that  appeal  by  the 
Secretary  commnnicated  by  letter  to  the  Commissioner,  re- 
versing the  decision  of  the  Commissioner  and  awarding  pri- 
ority of  invention  to  Scott,  and  a  subsequent  letter  of  the 
Secretary  to  the  Commissioner,  dated  Februaiy  26,  1884,  in 
•  which  he  states  that  at  the  request  of  his  predecessor.  Mr. 
Kirkwood,  in  connection  with  the  case  of  Nicholson  r,  Edi- 
son and  LeRoy  v.  Hopkins,  the  Attorney-General  consid- 
ered the  question  as  to  the  extent  of  the  Hui)em3ory  author- 
ity of  the  Secretary  over  the  acts  of  the  Commissioner  and, 
in  an  opinion  dated  August  20,  1881,  reached  the  conclusion 
that  the  final  discretion  in  all  matters  relating  to  the  grant- 
ing of  patents  is  lodged  in  the  Secretary  of  the  Interior ; 
that  Secretary  Kirkwood  concurred  in  that  opinion  and. 
from  that  time  to  the  present,  appeals  from  the  judicial 
action  of  the  Commissioner  of  Patents  have  been  considered 
by  the  Secretary  of  the  Interior ;  that  the  attention  of  Con- 
gress was  particularly  directed  to  this  new  practice  in  the 
annual  rejKirt  of  the  Secretary  of  the  Interior  for  1881,  and 
that  there  has  not  aini-e  been  any  legislative  expression  of 
dissent  from  the  interpretation  the  existing  law  had  re- 
ceived ;  an<l  that  he  does  not  feel  justified  in  discontinuing 
a  practice  which  he  finds  thus  established. 

It  is  clear  enough  that  if  the  action  of  the  Commissioner 
of  Patents,  in  the  matter  of  controversy,  is  subject  to  the 
order  of  the  Secretary  of  the  Interior,  the  judgment  of  the 
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Supreme  Court  of  the  Dietrict  of  Colombia  mnst  be  reversed  ; 
for  mandamus  evidently  will  not  lie  to  compel  a  pablio 
officer  to  do  a  particular  thing  which  his  superior  in  au- 
thority lias  lawfully  ordered  him  not  to  do. 

The  direct  and  immediate  question,  therefore,  for  our  de- 
termination, is,  whether  the  Secretary  of  the  Interior  had 
power  by  law  to  revime  and  reverse  the  action  of  the  Com- 
missioner of  Patents  in  awartiing  to  Gill  priority  of  inven- 
tion and  adjudging  him  entitled  to  a  patent. 

The  authority  and  power  claimed  for  the  Secretary  of  the 
Interior  are  asserted  and  maintained  upon  tliese  general 
grounds :  that  he  is  the  head  of  the  department  of  which 
the  Patent  Office  is  a  bureau  ;  that  the  Secretary  is  charged 
by  section  441,  Rev.  Stat.,  with  the  supervision  of  public 
businea^  relating  to  patents  for  inventions,  in  the  same 
terms  and  in  the  same  sense  as  in  the  cases  of  the  various  • 
other  subjects  which  in  that  section  are  classed  together,  to 
wit :  the  census,  the  public  lands,  the  Indians,  pensions, 
and  bounty  lands,  the  custody  and  distribution  of  publica- 
tions, etc.  ;  that,  by  sec.  4883,  it  fa  required  that  idl  ]uitents 
shall  be  signed  by  the  Secretary,  as  the  resjmnsible  i-epre- 
sentative  of  the  government,  in  whose  name  the  grant  is 
made,  and  countersigned  by  the  Commissioner  of  Patents, 
only  to  attest  the  act  of  his  .superior ;  that,  by  section  481, 
while  the  Commissioner  is  i-eqiiired  to  superintend  oi-  per- 
form all  duties  respecting  the  granting  and  issuing  of  pat- 
ents directed  by  law,  it  is  thereby  also  provided  that  it 
mustbe  under  the  direction  of  the  Secretary  of  the  Inteiior — 
a  clause  to  be  read,  it  is  argued,  as  if  it  were  expressly  in- 
serted as  a  qualification  of  eveiy  statutory  duty  imposed 
upon  the  Commissioner ;  that^  by  section  483,  the  regula- 
tions which,  from  time  to  time,  the  Commissioner  may  es- 
tablish for  the  condjict  of  proceedings  in  the  Patent  Office, 
are  subject  to  the  approval  of  the  Secretary ;  that,  by  sec- 
tion 487,  the  reasons  for  the  refusal  of  the  Commissioner  to 
recognize  any  person  as  a  patent  agent,  either  generally  or 
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in  any  particular  case,  are  subject  to  the  approval  of  the 
Secretary ;  that  this  general  relation  of  official  sabordina- 
tion,  with  the  accompanying  powers  of  supervision  and  di- 
rection, extends  to  all  the  official  acts  of  the  Commissioner, 
without  r^ard  to  any  distinction  between  those  which  are 
merely  ministerial  and  those  which  are  judicial  in  their  na- 
ture ;  and  that  such  superviBion  and  direction  may  be  ex- 
erted at  any  stage  of  a  proceeding,  in  the  discretion  of  the 
Secretary,  whether  in  advance  or  during  its  progress  or  after 
its  termination,  and  embraces,  therefore,  the  mode  of  ap- 
peal, thongh  no  appeal,  in  express  tenuB,  is  actually  given. 

And  it  \&  clMmed  that  this  conclusion  is  strengthened  by 
tbe  analogy  of  the  other  bureaus,  forming  parts  of  the  va- 
rious Executive  Departments  of  the  government,  like  that, 
for  example,  of- the  General  Land-Office,  the  Commissioner 
of  which  is,  by  law,  subjei^t  to  the  supervision  of  the  Secre- 
tary of  the  Interior,  in  respect  to  which  it  was  decided,  in 
Magwire  t.  Tyler,  1  Black,  195,  approved  and  affirmed  in 
Snyder  -e.  Sickles,  98  U.  S.  2()3,  that  the  power  of  supervis- 
ion and  appeal  vested  in  the  Secretary  extends  to  all  mat- 
ters relating  to  the  Cteneral  lAind-Office,  and  is  co-exten- 
sive with  the  authority  of  the  Commissioner  to  adjudge. 

In  reference  to  this  argument  from  the  analogy  of  the  gen- 
eral relation  of  the  heads  of  executive  departments  to  their 
bureau  officers,  it  may  as  well  be  observed,  in  this  connec- 
tion, that,  although  not  without  force,  it  wiU  be  very  apt  to 
mislead,  unless  particular  regard  is  had  to  the  nature  of  the 
duties  intrusted  to  the  several  bureaus,  and  critical  atten- 
tion is  given  to  the  language  of  the  statutes  defining  the 
jurisdiction  of  the  chief  and  his  subordinates,  and  the  spe- 
cial relation  of  subordination  between  them  respectively; 
for  it  will  be  fonnd,  on  a  careful  examination,  too  extensive 
and  minute  to  be  entered  upon  here,  that  the  general  rela- 
tion between  them,  of  superior  and  inferior,  is  varied  by  the 
most  diverse  provisions,  so  that  in  respect  to  some  bureaus 
the  connection  with  the  department  seems  almost  clerical 
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and  one  of  mere  obedience  to  direction,  while  in  that  of 
others  the  action  of  the  officer,  although  a  subordinate,  is 
entirely  independent  and,  so  far  as  executive  control  is  con- 
cerned, concluaive  and  irreversible.  And  in  respect  to  the 
particular  illustration  drawn  from  the  relation  of  the  Gen- 
eral Land-Office  to  the  Department  of  the  Interior,  the  lan- 
guor of  the  section  of  the  Revised  Statntes  (sec,  453)  de- 
scribes the  duties  of  the  Commissioner,  to  be  performed 
under  the  direction  of  the  Secretary,  as  executive  duties, 
while  those  which  relate  to  tlie  decision  of  questions  of 
private  right  under  the  pre-emption  laws,  being  quasi  judi- 
cial, are  made  by  section  2273  expressly  subject  to  an  ap- 
peal, first  from  the  register  and  receiver  to  the  Commissiooer, 
smd  from  him  to  the  Secretary.  Lyttle  v.  Arkansas,  9  How, 
314;  Barnard  d.  Ashley,  18  How.  43.  Each  case  must 
governed  by  its  own  text,  upon  a  full  view  of  all  the  statu- 
tory provisions  intended  to  express  the  meaning  of  the  Leg- 
islature. 

To  determine  that  intention  of  the  Legislature,  in  reference 
to  the  principal  question  in  the  present  case,  it  becomes  im- 
portant, in  the  first  place,  to  obtain  a  clear  idea  of  tlie  nature 
and  extent  of  the  jurisdiction  involved  in  the  claim,  that  all 
the  official  acts  of  the  Commissioner  of  Patents  are  subject 
to  the  direction  and  superintendence  of  the  Secretary  of  the 
Interior. 

If  the  Secretary  is  charged  by  law  with  the  performance 
of  snch  a  duty,  he  is  bound  to  fulfil  it.  It  is  imperative,  not 
discretionary.  He  cannot  discharge  it,  according  to  the  in- 
tention of  the  statute,  in  a  manner  either  arbitrary  or  per- 
functory. \VTiile  it  may  be  admitted  that,  so  far  as  the  pub- 
lic alone  have  an  interest  in  the  proper  performance,  by  the 
Commissioner,  of  his  duties  in  the  administration  of  his 
bureau,  the  Secretary  mightsatisfy  his  duty  of  direction  and 
superintendence  by  prescribing  general  rules  of  conducting 
the  public  business  and  securing,  by  general  oversight^  con- 
formity to  them;  yet.  on  the  other  hand,  it  must  also  be 
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admitted  that  whenever  a  private  i>er8onacqtures  by  law  a 
personal  interest  in  the  performance  by  the  Commissioner  of 
any  ant,  he  thereby  also  acquires  an  individual  interest  in 
the  direction  and  supervision  of  the  Secretary,  to  correct  any 
error,  or  supply  any  omission  or  defect  in  its  performance, 
tending  to  his  injury.  It  is  a  nuixim  of  the  law,  admitting 
few  if  any  exceptions  that  everj-  diity  laid  upon  a  public 
officer,  for  the  benefit  of  a  privat-e  person,  is  enforceable  by 
judicial  process.  So  that  the  Secretary  would  be  bound, 
upon  proper  application,  in  every  such  instance,  to  inquire 
into  and,  if  necessary,  redress  the  allt^^  grievance.  And 
hence  the  official  duty  of  direction  and  supervision  on  the 
part  of  the  Secretary  implies  a  correlative  right  of  appeal 
from  the  Commissioner,  in  every  case  of  complaint,  although 
no  such  appeal  is  expressly  given.  Such,  indeed,  is  the 
practical  construction  put  by  the  Secretary  himself  upon  his 
own  powers  and  duties;  for  the  rules  governing  appeals  to 
the  Secretary  of  the  Interior  in  patent  oases,  made  part  qf 
the  retam  here,  assume  the  equal  right  of  all  parties  to  the 
proceeding,  whether  ex  parte  or  otherwise,  to  obtain  his  re- 
view of  the  action  of  the  Commissioner,  not  only  in  the  final 
judgment  but  upon  all  interlocutory  questions  material  to 
the  matter,  to  the  decision  of  which  exceptions  have  been 
duly  taken  daring  the  pi-t^ress  of  the  inquiry. 

It  is  further  to  be  observed,  in  the  same  connection,  that 
if  the  power  and  duty  of  the  Secretary,  in  directing  and 
superintending  the  performance,  by  the  Commissioner,  of 
his  duties  and  those  of  all  other  subordinates  in  the  bureau, 
may  be  exercised  in  the  form  of  appeal,  it  may  also  be  exer- 
cised in  any  other  mode,  in  the  discretion  of  the  Secretary ,  suit- 
able to  theend  in  view;  for,  if  directing  and  superintending  in- 
clnde  review  by  appeal  after  a  decision,  they  may  as  well  em- 
brace dictating,  either  in  advance  of  action  or  from  time  to 
time,  during  its  course  and  progress.  So  that  it  follows,  in 
every  case  of  an  application  for  a  patent  or  for  a  reissue  or  for 
an  extension  or  in  cases  of  an  interference,  the  Secretary  may 
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direct  the  matter  to  l»e  heard  before  himself  and,  thereupon, 
farther  direct  what  decision  shall  be  rendered  in  each  matter 
by  the  Commissioner,  so  as  to  meet  bis  approval.  This 
right  of  interposition,  at  any  stage  of  the  proceeding,  is  ex- 
plicitly maintained  in  the  opinion  of  Attorney-General  of 
Angust  20,  1881.  which  was  made  the  basis  for  the  reversal 
of  the  previoKH  pi-actice  of  the  department  in  this  particular, 
as  will  ujipear  by  the  following  extract: 

"  Prom  the  right  and  power  of  the  Seci-etary  to  withhold 
his  signature  fix)m  the  patent,  unless  he  is  satisfied  of  the 
claimant's  title  thereto,  plainly  follows  an  equal  light  to 
direct  the  ConiiniBsioner,  while  the  proceedings  are  pending, 
to  receive  an  amendment  which  will  open  up  a  line  of  evi- 
dence that  may  throw  light  on  that  title." 

We  are  led,  therefore,  immediately  to  inquire  whether 
such  a  construction  of  phrases,  employed  in  establishiiig  the 
organization  of  the  Patent  Office  aa  a  bureau  in  the  Depart- 
ment of  the  Interior,  is  justified  by  a  view  of  the  whole  leg- 
islation in  pari  materia,  and  consistent  with  the  integrity 
of  the  system  of  the  statutes  in  relation  to  letters  patent  for 
new  and  useful  inventions. 

The  general  object  of  that  system  is  to  execute  the  inten- 
tion of  tluit  clause  of  the  Constitution,  Art.  I,  sec.  VIII, 
which  confei-s  upon  Congress  the  power  "To  promote  the 
progress  of  science  and  useful  arts,  by  securing  for  limited 
times,  to  authors  and  inventors,  the  exclusive  right  to  their 
respective  writings  and  discoveries."  The  legislation  based 
on  this  provision  regards  the  right  of  property  in  the  in- 
ventor as  the  medium  of  the  public  advantage  derived  from 
his  invention;  so  that  in  every  grant  of  the  limited  monop- 
oly two  interests  are  involved,  that  of  the  public,  who  are 
the  grantors,  and  that  of  the  patentee.  There  are  thus  two 
parties  to  everj-  application  tor  a  patent,  and  more,  when, 
as  in  case  of  interfering  claims  or  patents,  other  private  in- 
terests compete  for  preference.  The  questions  of  fact  arising 
in  this  field  find  theii'  answers  in  every  depjirtment  ot  phy- 


^yGoQgle 


Oct,  J884.]  BUTTERWOKTH  v.  HOE.  S9T 

Opinion  of  the  court. 

sioal  science,  in  every  branch  of  mechanical  art;  the  ques- 
tions of  law,  necessary  to  be  applied  in  the  settlement  of 
this  class  of  public  and  private  rights,  have  founded  a  spe- 
cial branch  of  technical  jurisprudence.  The  investigation  of 
every  claim  presented  involves  the  adjudication  of  disputed 
questions  of  fact,  upon  scientific  or  I^al  principles,  and  is, 
therefore,  essentially  judicial  in  its  character  and  requires 
the  intelligent  judgment  of  a  trained  body  of  skilled  officials, 
expert  iu  the  various  branches  of  science  and  art,  learned  in 
the  history  of  invention,  and  proceeding  by  fixed  rules  to 
systematic  conclusions. 

Accordingly,  it  is  provided  in  the  statutes,  R.  S.  sec. 
4893,  that,  on  the  tiling  of  any  application  for  a  patent,  the 
Ck>mmissioner  shall  cause  an  examination  to  be  made  of  the 
alleged  new  invention  or  discovery;  and  if,  on  examination, 
it  shall  appear  that  the  claimant  is  justly  entitled  to  a  pat- 
ent under  the  law,  and  that  the  same  is  sufficiently  useful 
and  important,  the  Commissioner,  not  the  Secretary,  shall  is- 
soe  a  patent  therefore,  although  it  must  be  signed  by  the  Secre- 
tary. The  claim  is  examined  in  the  first  instance  by  a  primary 
examinerassigued  to  the  class  to  which  it  belongs;  if  twice  re- 
jected by  him,  the  applicant  is  entitled  (R.  S.  sec.  49(>9)  to 
appeal  from  his  decision  to  that  of  the  board  of  examiners- 
in-chief,  constituted  a  tribunal  for  that  purpose;  and  from 
their  decision  if  adverse,  he  may  appeal  to  the  Commissioner 
in  person.  R.  S.  sec.  4910.  If  dissatisfied  with  his  decision, 
the  party,  except  in  cases  of  interference,  in  respect  to  which 
another  provision  is  made,  hereafter  to  be  considered,  may 
appeal  to  the  Supreme  Court  of  the  District  of  Columbia. 
R.  S.  sec.  4911.  To  that  appeal  the  Commissioner  is  a  for- 
mal party,  the  court  acting  only  on  the  evidence  adduced 
before  him  and  confining  its  revision  to  the  points  set  forth 
in  the  reasons  of  appeal.  A  certificate  of  ite  proceedings 
and  decision  is  to  be  returned  to  the  Commissioner  and  en- 
tered of  record  in  the  Patent  Office,  and  shall  govern — so  the 
statute  says — the  farther  proceedings  in  the  case,  but  with- 
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out  precluding,  it  continues,  any  i)erson  interested  from  the 
right  to  contest  tlie  validity  of  such  patent  in  any  court 
wliePein  the  same  may  be  called  in  question. 

It  is  evident  that  the  appeal  thus  given  to  the  Supreme 
(tourt  of  the  District  of  Columbia  from  the  decision  of  the 
Commissioner,  is  not  the  exen^ise  of  ordinary  jurisdiction  at 
law  or  in  equity  on  the  part  of  that  court,  but  is  one  step  in 
the  statutory  proceedingunderthe  patent  laws  whereby  that 
tribunal  is  inter])08ed  in  aid  of  the  Patent  Office,  though  not 
subject  to  it.  Its  adjudication,  though  not  binding  upon 
any  who  choose  by  litigation  in  courts  of  general  jurisdic- 
tion to  question  the  validity  of  any  i>atent  thus  awarded  is, 
nevertheless,  conclusive  upon  the  Patent  Office  itself,  for,  as 
the  statute  declares,  R.  8.,  sec.  4914,  it  ''shall  govern  the 
further  proceedings  in  the  case."  The  Commissioner  can- 
not question  it.  He  is  bound  to  record  and  obey  it.  His 
failure  or  refusal  to  execute  it  by  appropriate  a«tion  would 
undoubtedly  be  corrected  and  supplied  by  saitable  judicial 
process.  The  decree  of  the  court  is  the  final  adjudication 
upon  the  question  of  right;  everything  after  thatdependent 
upon  it  is  merely  in  execution  of  it;  it  is  no  longer  matter  of 
discretion  but  has  become  imperative  and  enforceable.  It 
binds  thewholedepartnient,  the  Secretary  as  wellas  the  Com- 
missioner, for  it  has  settled  the  question  of  title,  so  that  a  de- 
mand for  the  signatures  necessary  to  authenticate  the  formal 
instrument  and  evidenceof  grantmaybeenforced.  It  binds 
the  Secretary  by  acting  directly  upon  the  Commissioner,  for 
it  makes  the  action  of  the  latter  linal  by  requiring  it  to  con- 
form to  the  decree. 

Congress  has  thus  provided  four  tribunal^  for  hearing  ap- 
plications for  patents,  with  three  successive  appeals,  in 
which  the  Secretary  of  the  Interior  is  not  included,  giving 
jurisdiction,  in  appeals  from  the  Commissioner,  to  a  judi- 
cial body,  independent  of  the  department,  as  though  he  were 
the  highest  authority  on  the  subject  within  it.  And  to  say 
rh:it.  under  the  name  of  direction  ajid  superintendence,  the 
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Secretary  may  annul  the  decision  of  the  Supreme  Conrt  of 
the  Distiict,  Bitting  on  appeal  from  the  Commiesioner,  by 
directing  the  latter  to  disi'egard  it,  la  to  construe  a  statute 
so  as  to  make  one  part  repeal  another,  when  it  is  evident 
both  were  intended  to  co-exist  without  confiict. 

The  inference  is  that  an  appeal  is  allowed'  from  the  decis- 
ion of  the  Commisaioner  refusing  a  pitent,  not  for  the  pur- 
pose of  withdrawing  that  decision  fn)m  the  reviey  of  the 
Secretary,  under  his  power  to  direct  and  superintend,  but 
because,  without  that  appeal,  it  wa-s  intended  that  the  de- 
cision of  the  Commissioner  should  stand  as  the  final  judg- 
ment of  the  Patent  Office  and  of  the  Executive  Department, 
of  which  it  is  a  part. 

As  already  stated,  the  case  of  inteJ-ferences  is  expressly 
excepted  by  sec.  4911  from  the  appeals  allowed  to  the  Su- 
preme Court  of  the  District.  EWther  provision,  covering 
snch  and  also  all  other  cases  in  which  an  application  for  a 
patent  has  been  refused,  either  by  the  Commissioner  of  Pat- 
ents or  by  the  Supreme  Court  of  the  District,  is  found  in  B, 
S. ,  sec.  4915.  It  is  thereby  provided  that  the  applicant  may 
have  remedy  by  bill  in  equity.  This  means  a  proceeding  in 
a  court  of  the  United  States  having  original  equity  jurisdic- 
tion under  the  patent  laws,  according  to  the  ordinary  course 
of  equity  practice  and  procedure.  It  is  not  a  technical  ap- 
peal from  the  Patent  Office,  like  that  authorized  in  sec. 
4911,  confined  to  the  case  as  made  in  the  record  of  that  of- 
fice, but  is  prepared  and  heard  upon  all  competent  evidence 
adduced  and  npon  the  whole  merits.  Such  has  been  the 
uniform  and  correct  practice  in  the  circuit  courts.  Whipple 
V.  Miner,  15  Fed.  Rep.  117;  Ex  parte  Squire,  3  Ban.  &  A. 
133;  Butler  t.  Shaw,  21  Fed.  Rep.  321.  It  is  provided  that 
the  court,  having  cognizance  thereof,  on  notice  to  adverse 
parties  and  other  due  proceedings  had,  may  adjudge  that 
such  applicant  is  entitled,  according  to  law,  to  receive  a  pat- 
ent for  his  invention,  as  specified  in  his  claim,  or  for  any 
part  thereof,  as  the  facts  in  tlie  case  may  apjieai-.     And  such 
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adjadication,  if  it  be  in  favor  of  the  right  of  the  applicant, 
shall  anthorize  the  Commissioner  to  issue  sach  patent  on  the 
applicant  filing,  in  the  Patent  Office,  a  copy  of  such  adjudi- 
cation, and  otherwise  complying  with  the  requirements  of 
.  law.  And  in  all  cases  where  there  is  no  opposing  party,  a 
copy  of  the  bill  shall  be  served  on  the  Commissioner,  and  all 
the  expenses  of  the  proceeding  shaU  be  paid  by  the  appli- 
cant, whether  the  final  decision  is  in  his  favor  or  not. 

It  thus  appears  that,  as  in  cases  of  other  applications  for 
a  patent  refused  by  the  Commissioner,  the  judgment,  on  a 
direct  appeal,  of  the  Supreme  Court  of  the  District  is  sub- 
stituted for,  and  becomes  the  decision  of,  the  Patent  Office, 
so  here,  in  cases  of  interference,  where  the  Commissioner 
has  rejected  an  application  for  a  patent,  the  decree  of  the 
Circuit  Court  of  the  United  States  governs  the  action  of  the 
Commissioner,  and  requires  him,  in  case  the  adjudication 
is  in  favor  of  the  complainant,  to  issue  the  patent  as  de- 
creed to  him.  It  certainly  cannot  be  successfully  claimed 
that,  to  a  writ  of  mahdamiis  issued  out  of  a  court  of  com- 
petent jurisdiction,  commanding  the  Commissioner  of  Pat- 
ents to  record  and  execute  the  judgment  of  the  Supreme 
Court  of  the  District,  reversing  on  an  appeal  his  decision 
refusing  a  patent  in  any  case  other  than  an  interference,  or 
the  decree  of  a  circuit  court  of  tbe  United  States  In  any 
case  under  section  4915,  R.  S.,  requiring  a  patent  to  be  is- 
sued to  the  claimant,  it  would  be  a  sufficient  answer  that 
he  had  been  directed  by  the  Secretary  of  the  Interior  not  to 
do  so.  If  not,  it  must  be  and  is  because  the  decision  of  the 
Commissioner,  as  originally  rendered,  or  that  correction  of 
it,  required  by  tbe  judicial  proceedings,  specified  in  the  two 
sections  of  the  statutes  referred  to,  is  final  and  conclusive 
upon  the  department. 

This  conclusion  is  strengthened  by  the  provisions  of  sec- 
tion 4918,  R.  S.  It  is  there  enacted  that,  in  case  a  patent 
is  actually,  though  erroneously,  issued,  interfering  with 
another,  any  jx^rson  interestetl  in  any  one  of  them  or  in  the 
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working  of  the  invention  claimed  under  either  of  them,  may 
have  relief  against  the  interfering  patentee,  and  all  parties 
interested  under  him,  by  suit  in  equity  against  the  owners 
of  the  interfering  patent ;  and  the  coui-t,  on  notice  to  ad- 
verse parties  and  other  due  proceedings  had  according  to 
■the  course  of  equity,  may  adjudge  and  declare  either  of  the 
])atent8  void  in  whole  or  In  part  or  inoperative  or  invalid, 
in  any  particular  part  of  the  United  States,  according  to  the 
interest  of  the  parties  in  the  patent  or  the  invention  pat- 
ented ;  of  course,  without  prejudice  to  the  rights  of  any 
person,  except  the  jmrties  to  the  suit  and  those  deriving 
•  title  under  them,  subsequent  to  the  rendition  of  the  judg- 
ment. 

Thus,  every  case  is  fully  pi-ovided  for,  both  when  the 
Commiasioner  wrongfully  refuses  to  issue  a  patent,  and 
when,  in  cases  of  interference,  he  eiToneousIy  issues  one; 
and  that,  by  means  of  judicial  proceedings,  through  tribu- 
nals distinct  from  and  independent  of  the  Patent  Office,  the 
integrity  and  force  .of  whose  judgments  would  be  annulled, 
if  not  i-egarded  a.s  conclusive  upon  the  Commissioner,  nol- 
withstanding  any  power  of  direction  and  superintendence 
on  the  part  of  the  Secretary,  which  is»  therefore  necessarily 
excluded. 

The  law  gives  express  appeals  from  the  decision  of  the 
Commissioner  or,  in  cases  where  technical  appeals  are  not 
given,  other  modes  of  review  by  judicial  process.  It  gives 
no  such  appeal  from  him  to  the  Secietary.  If  it  exists,  it 
is  admitted  it  is  only  by  an  implication,  which  discovers  an 
appeal  in  the  power  of  direction  and  superintendence.  That 
power  does  not  necessarily,  ex  vl  termini,  include  a  techni- 
cal appeal ;  and  the  principle  applies  that  whei-e  a  special 
proceeding  is  expressly  ordained  for  a  particular  purpose 
it  is  presumably  exclusive.  It  is  clear  that  when  the  ap- 
peal is  expressly  authorized  from  the  Commissioner  to  the 
court,  either  directly  or  by  means  of  an  original  suit  in 
equity,  another  appeal  to  the  Secretary  on  the  name  matter 
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is  excluded  ;  and  do  ivaaon  cun  be  assigned  for  allo^^'iDg  an 
appeal  from  the  Coraniissioner  to  the  Secretary  in  cases  in 
which  he  is  by  law  iwjnii'ed  to  exercise  his  judgment  on 
disputed  questiouM  of  law  and  fact,  and  in  which  no  ap|>ea) 
is  allowed  to  the  courts,  that  would  not  equally  extend  it 
to  those  in  wliich  such  appeals  are  provided,  for  all  aiv 
equally  embraced  in  the  general  authority  of  dii-ection  and 
superintendence.  That  includes  all  or  does  not  extend  to 
any.  The  true  conclusion,  therefore,  is,  that  in  matters  of 
this  description,  in  which  the  action  of  the  Commissioner 
is  quasi  judicial,  the  fact  that  no  appeal  is  expressly  given 
to  the  Secretary  is  conclusive  that  none  is  to  be  implied. 

The  conclusion  is  eonfinuetl  liy  a  review  of  the  history  of 
l^fislation  on  the  point. 

The  first  statute  on  the  subject  of  patents.  Act  of  1790,  ch. 
7,  1  Stat.  109,  authorized  their  issue  by  tlie  Secretorj-  of 
State,  the  Secretary  for  the  Department  of  War,  and  the 
Attorney -General,  or  any  two  of  them,  "  if  they  shall  deem 
the  invention  or  discovery  sufficiently  useful  and  import- 
ant." 

The  Act  of  1793,  ch.  11,  which  next  followed,  1  Stat.  318. 
authorized  them  to  be  issued  by  tlie  Secretai-y  of  State,  upon 
the  certificate  of  the  Attoi-ney-General  that  they  are  con- 
formable to  the  act.  The  9th  section  of  the  statute  pro- 
vided for  the  case  of  interfering  applications,  which  were 
to  be  submitted  to  the  decision  of  arbitrators,  chosen  one 
by  each  of  the  paities  and  the  third  appointed  by  the  Sec- 
retary of  State,  the  decision  or  award  of  two  of  whom  should 
be  final  as  resi>ect8  the  granting  of  the  patent. 

This  continued  to  be  the  law  until  the  passage  of  the  Act 
of  1836,  ch.  367,  5  Stat.  117,  creating  in  the  Department  of 
State,  the  Patent  OfBce,  "the  chief  officer  of  which  shall 
be  called,"  it  says,  "the  Commissioner  of  Patents,"  and 
"whose  duty  it  shall  be.  under  the  direction  of  the  Secre- 
tary of  State,  to  superintend,  execute,  and  |jerform  all  such 
acta  and  things  touching  iuid  i-eK[HH'tiiig  tlie  granting  and 
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issuing  of  patents  for  new  and  useful  discoveries,  inven- 
tions, and  improvements  as  are  herein  provided  for  or  sliall 
hereafter  be  by  law  directed  to  be  done  and  performed," 
&o.  By  that  act  it  was  declared  to  be  the  duty  of  the  Com- 
missioner to  issue  a  patent  if  he  "  shall  deem  it  to  be  suffi- 
ciently useful  and  important,"  the  very  discretion  previously 
vested  in  the  three  heads  of  Departments  by  the  Act  of 
1790 ;  and,  in  case  of  his  refusal,  the  applicant  was  (sec.  7) 
secured  an  appeal  from  his  decision  to  a  Board  of  Examin- 
es, to  be  composed  of  three  disinterested  persons,  appointed 
for  that  purpose  by  the  Secretary  of  State,  one  of  whom, 
at  leasts  to  be  selected,  if  practicable  and  convenient  for  his 
knowledge  and  skill  in  the  particular  art,  manufacture,  or 
branch  of  science  to  which  the  allied  invention  apper- 
tained, 'llie  decision  of  this  board  being  certified  to  the 
Commissioner,  it  was  declared  that  "he  shall  be  governed 
thereby  in  the  further  proceedings  to  be  had  on  such  appli- 
cation." A  like  proceeding  by  way  of  appeal,  was  pro- 
vided in  cases  of  interferences.  By  the  16Ui  section  of  the 
act  a  remedy  by  bill  in  equity,  as  now  given  in  sections  4915 
and  4918,  B.  S.,  was  given  as  between  interfering  patents 
or  whenever  an  application  shall  have  been  refused  on  an 
adverse  decision  of  a  Board  of  Examiners.  By  the  11th 
section  of  the  Act  of  1839,  ch.  88,  5  Stat,  at  L.  354,  as  mod- 
ified by  the  Act  of  1862,  ch.  107,  10  Stat.  75,  it  was  pro- 
vided that  in  all  cases  where  an  appeal  was  thus  allowed 
by  law  from  the  decision  of  the  Commissioner  of  Patents  to 
a  Board  of  Elxaminers,  the  party,  instead  thereof, -should 
have  a  right  to  appeal  to  the  Chief  Justice  or  to  either  of 
the  assistant  judges  of  the  Circuit  Court  of  the  United 
States  for  the  District  of  Columbia ;  and  by  section  10  the 
provisions  of  the  16th  .section  of  the  Act  of  1836  were  ex- 
pended to  all  cases  where  patents  are  refused  for  any  reason 
whatever,  either  by  the  Commissioner  or  by  the  Chief  Jus- 
tice of  the  District  of  Columbia,  upon  appeals  from  the  de- 
cision of  the  Commissioner,  as  well  as  where  the  same  shall 
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have  be«i  refused  on  account  of  or  by  reason  of  mterferenoe 
with  a  previously  existing  patent. 

In  this  state  of  legislation,  the  Patent  Office,  by  the  Act 
of  1849,  ch.  108,  9  Stat.  395,  was  transferred  to  the  Depart- 
ment of  the  Interior,  the  Secretary  of  which,  it  was  en- 
acts, "  shall  exercise  and  perform  all  the  acts  of  sapervision 
and  appeal,  in  regard  to  the  office  of  Commissioner  of  Pat- 
ents, now  exercised  by  the  Secretary  of  State;"  which  lan- 
guage, so  far  at  least  as  appeals,  strictly  so-called,  are  con- 
cerned, was  without  force,  as  no  appeals  had  ever  been 
given  from  any  decision  of  the  Commissioner  to  the  Secre- 
tary of  State,  unless  that  can  be  called  so,  which,  by  sec.  7  of 
the  Act  of  1836,  5  Stat,  at  L.  120,  was  to  be  determined  by 
a  Board  of  Examiners,  appointed  prc>  re  nata,  by  the  Sec- 
retary of  State,  and  for  which,  as  we  have  seen,  an  appeal 
to  the  Chief  Justice  of  the  Circuit  Court  of  the  District  of 
Columbia  had  been  substituted  by  the  Act  of  1839,  S  Stat. 
354. 

The  Act  of  1861,  ch.  88,  12  Stat.  24«,  created  the  office  of 
Examiners-in-Chief,  "for  the  purpose  of  securing  greater 
uniformity  of  action  in  the  grant  and  refusal  of  letters  pat- 
ent," to  be  composed  of  persons  of  competent  legal  knowl- 
edge and  scientific  ability,  whose  duty  it  shall  be,  un  the 
written  petition  of  the  applicant  for  tbat  purpose  being 
filed,  to  revise  and  determine  upon  the  validity  of  decisions 
made  by  examiners  when  adverse  to  the  grant  of  letters 
patent ;  and  also  to  revise  and  determine,  in  like  maimer, 
upon  the  validity  of  the  decisions  of.  examiners  in  interfer- 
ence cases,  and  when  required  by  the  Commissioner,  in  ap- 
plications for  the  extension  of  patents,  and  to  perform  such 
other  duties  as  may  be  assigned  to  them  by  tlie  Commis- 
sioner ;  that,  from  their  decisions,  appeals  may  be  taken  to 
the  Commissioner  of  Patents  in  person,  upon  pajment  of 
the  fee  hereinafter  prescribed  ;  that  the  said  Examiners-in- 
Chief  shall  be  governed  in  their  action  by  the  rules  to  be 
prescribed  by  the  Commissioner  of  Patents." 
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The  Art-  of  July  8, 1 870, 16  Stat.  198,  revised,  consolidated, 
and  amended  the  statutes  then  in  force  on  the  subject,  and 
the  substance  of  its  provisions,  material  to  the  present  in- 
quiry, have  been  carried  into  the  existing  revision. 

It  will  be  observed  that  the  judgment  and  discretion, 
vested  by  the  original  patent  law  of  1790,  in  a  majority  of 
the  three  executive  officers,  the  Secretary  of  State,  the  Sec- 
retary for  the  Department  of  War,  and  the  Attomey-Gten- 
eral,  who  were  authorized  to  oanse  letters  patent  to  issup, 
"  if  they  shall  deem  the  invention  or  discovery  sufficiently 
useful  and  important,"  was  transferred  by  the  Act  of  1836, 
sec.  7,  to  the  Commissioner  of  Patents,  it  being  made  his 
duty  to  issue  a  patent  for  the  invention,  if  he  shall  deem  it 
sufficiently  useful  and  imx>ortant ;  and  is  continued  in  him 
by  section  4893  R.  S.,  the  language  being,  that  he  shall 
cause  an  examination  to  be  made  of  the  alleged  new  inven- 
tion, ^'  And  if  on  surh  examination  it  shall  appear  that  the 
claimant  is  justly  entitled  to  a  patent  under  the  law  and 
that  the  same  ia  sufficiently  useful  and  important,  the  Com- 
missioner shall  issue  a  patent  therefor." 

It  thus  appears,  not  only  that  the  discretion  and  judg- 
ment of  the  Commissioner,  as  the  head  of  the  Patent  Of- 
fice, is  substituted  for  that  of  the  head  of  the  department, 
but  also  that  that  discretion  and  jadgmentare  not  arbitrary, 
bafare  governed  by  fixed  rules  of  right,  according  to  which 
the  title  of  the  claimant  appears  from  an  investigation,  for 
the  conduct  of  which,  ample  and  elaborate  provision  is 
made  ;  and  that  his  discretion  and  judgment,  exercised  upon 
the  material  thus  provided,  are  subject  to  a  review  by  judi- 
cial tribunals  whose  jurisdiction  is  defined  by  the  same  stat- 
ute. In  no  event  (jould  the  direction  of  the  Secretary  of  the 
Interior  extend  beyond  the  terms  in  which  it  is  vested,  that 
is,  to  the  duties  to  be  performed  under  the  law  by  the  Com- 
missioner. Tlie  snpervision  of  the  Secretary  cannot  change 
those  duties  nor  require  them  to  be  performed  by  another, 
nor  does  it  authorize  him  to  substitute  his  discretion  and 
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jadgment  for  that  of  the  Commissioner,  when,  by  law,  the 
Commissioner  la  required  to  exercise  his  own,  and  when 
that  judgment,  unless  reversed  in  the  special  mode  pointed 
ont  by  judicial  process,  is,  by  law,  the  condition  on  which 
the  right  of  tlie  claimant  is  declared  to  depend.  The  con- 
clusion cannot  be  resisted  that,  to  whatever  else  supervision 
and  direction  on  the  part  of  the  head  of  the  department  may 
extend,  in  respect  to  nmtters  purely  administrative  and  ex- 
ecutive, they  do  not  extend  to  a  review  of  the  action  of  the 
Commissioner  of  Patents  in  those  cases  in  which,  by  law, 
he  is  appointed  to  exercise  his  discretion  judicially.  It  ia 
not  consistent  with  the  idea  of  judicial  action  that  it  should 
be  subject  to  the  direction  of  a  superior,  in  the  sense  in 
which  that  authority  ia  conferred  upon  the  head  of  an  ex- 
ecutive department  in  reference  to  his  subordinates.  Such 
a  subjection  takes  from  it  the  quality  of  a  judicial  act. 
That  it  was  intended  that  the  Commissioner  of  Patents,  in 
issuing  or  withholding  patents,  in  reissues,  interferences, 
and  extensions,  should  exercise  quasi  judicial  fonctions,  is 
apparent  from  the  nature  of  the  examinations  and  decisions 
he  is  required  to  make,  and  the  modes  provided  by  law, 
according  to  which,  exclusively,  they  may  be  reviewed. 

Such  has  been  the  uniform  construction  placed  by  the  de- 
partment itself  upon  the  laws  defining  the  relation  of  its 
executive  head  to  the  Commissioner  of  Patents.  No  in- 
stance has  been  cited  in  which  the  right  of  the  Secretary  to 
reverse  such  action  of  the  Commissioner  in  granting  or  with- 
holding a  patent  has  been  claimed  or  exercised  prior  to  that 
based  upon  the  opinion  of  Attorney -General  MacVeagh  in 
1881.  The  jurisdiction  had  been  previously  expressly  dis- 
claimed, in  1876,  by  Secreteiy  Chandler,  9  Off.  Gaz.  403,  and 
by  his  immediate  successor,  Mr.  Schurz,  in  1877,  1878,  and 
1879,  12  OfE.  Gaz.  475 ;  13  Off.  Gaz.  771 ;  16  Off.  Gaz.  220. 

Some  question  is  made  as  to  the  remedy.  We  think, 
however,  that  mandamus  will  He  and  that  it  was  properly 
directed  to  the  Commissioner  of  Patents.     He  bad  fully 
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ezerciaed  his  jodgment  and  diacretion  when  he  decided  that 
the  relators  were  entitled  to  a  patent.  The  duty  to  prepare 
it,  to  lay  it  before  the  Secretary,  for  his  si^atnre,  and  to 
countersign  it,  were  all  that  remained  and  they  were  ail 
purely  ministerial.  ■  These  duties  he  had  failed  and  refused 
to  perform  merely  out  of  deference  to  the  claim  of  the  Sec- 
retary to  revise  and  set  aside  the  decision  on  the  merits  in 
favor  of  the  relators.  This  we  have  held  not  to  be  a  valid 
excuse.  The  case  &lls  clearly  within  the  principles  acted 
upon  in  Comr.  of  Patents  r.  Whiteley,  4  Wall.  522  [7  Am. 
&  Eng.  442.] 

The  remedy  by  bill  in  equity  under  section  4916  is  not 
appropriate,  because  it  applies  only  when  the  Commissioner 
decides  to  reject  an  application  for  a  patent,  on  the  ground 
that  the  appUcant  is  not,  on  the  merits,  entitled  to  it.  So 
that,  if,  in  such  a  caae,  a  decree  for  a  patent  could  be  con- 
sidered, ex  propria  vigare,  as  equivalent  to  a  patent,  or 
could  be  enforced  by  direct  process  in  execution  of  it,  nev- 
ertheless, the  present  is  not  a  case  where  such  a  bill  would 
lie. 

It  is  suggested  that  the  writ  was  erroneously  awarded,  by 
the  court  below,  on  the  ground  that  the  decision  of  the 
Clommissioner  of  Patents,  in  fovor  of  issuing  the  patent  to 
the  relators,  was  erroneous  in  law  upon  its  face.  But  that 
question  does  not  arise  upon  this  record.  We  have  ad- 
judged that  it  belongs  exclusively  to  the  Commissioner  to 
decide  the  question  for  himself,  whether  a  patent  ought  to 
issu^.  The  statute  points  out  the  remedy  for  a  party  ag- 
grieved by  his  error,  if  he  has  decided  erroneously.  It  is 
not  by  an  appeal  to  the  Secretary ;  nor  can  the  question  be 
presented  in  such  a  proceeding  as  the  present. 

T}ie  judgment  of  the  Supreme  Court  (^  the  District  qf 
Colvm^ria  U,  oontequentlyy  affinaed. 
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JAMES  H.  MORRIS,  AND  HIRAM  W.  SMITH  AND 
.  SJNA  E-  SMITH,  Executors  of  John  P.  Smith,  Deceased, 
■  APPELLANTS,  v.  JOHN  S.  McMILLIN,  JOHN 
SCHAPPER,  AND  ROBERT  B.  MILLER  AND  MARY 
B.  MILLER,  AdminiBtrators  of  Huoh  Campbell,  De- 


lia u,  s.  34«-34a    Oct.  Term,  18S4. 

[Bk.  28,  L.  ed.  702;  S8  0.  O.  »51.) 

Ai^ed  November  6,  6,  1884.     Decided  November  17,  1884. 

Particular  patent  construed  and  held  wantwig  inpatentabU  inven- 
tion. 

1.  Letters  patent,  No.  63,917,  granted  April  16,  1667,  to  John  S. 
McMillin,  for  an  Improvement  in  applying  Steam  Power  to 
the  CapstanB  of  Steamboats  and  other  Craft,  for  "  Rotating  a 
cspHtan  placed  on  deck  of  a  boat  by  means  of  an  auxiliary  en- 
gine, when  said  engine  and  capetan  are  placed  forward  of  the 
ateam  boilere  of  said  boat,  eubstantially  as  hereinbefore  de- 
scribed and  for  the  purposes  set  forth," construed;  held,\a  view 
of  the  fact  that  the  only  field  of  invention  ieft  for  the  patent 
to  cover  was  the  application  by  the  old  and  familiar  arrange- 
ments of  shafts  and  cog-wheels  of  the  power  of  an  auxiliary 
engine  to  a  capstan  instead  of  a  windlass;  that  it  involved  only 
the  ordinary  judgment  and  skill  of  a  trained  mechanic  and  was 
void  for  want  of  patentable  invention,     (p.  315.) 

[Citetloiia  in  the  tqumoti  of  ttie  court:] 

Atlantic  Works  t.  Bradjr,  107  V.  a  192  \U  Am.  A  Eng.  380.]    p.  317. 
Fennajlvania  B.  E.  Co.  e.  Truck  Works,  110  U.  a  490  [p.  148  ««(«.]    p. 

3ie. 

Hailes  V.  Van  Wormer,  30  WkII.  353  [9  Am.  A  Eng.  340.]    p.  3ia 
Phillips  «.  Detroit,  111  U.  a  604  [p.  26»  an/e.]     p.  318. 
HotehkiBB  t).  Greenwood,  II  How.  248  [5  Am.  A  Eng.  310.]    p.  319. 
niUIipe  D.  Page,  24  How.  164  [7  Am.  A  Eng.  97.]    p.  319. 
Bmitb  o.  Nichols,  21  Wall.  113  [9  Am.  A  Eng.  436.]    p.  319. 
DDDbar  V.  Meyers,  94  U.  S.  187  [11  Am.  &  Eng.  69.]    p.  319. 
Heald  t>.  Km,  104  U.  a  737  [13  Am.  A  Eng.  400.]    p.  3ia 
■  See  Expiaoation  ot  Notes,  page  III. 
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Appeal  from  the  Circuit  Court  of  the  United  States  for 
tlie  Western  District  of  Pennsylvania. 

The  history  and  taxis  of  the  case  appear  in  the  opinion  of 
the  conrt. 

Messrs.  Howland  Cox  and  George  Shiras,foT  appellants: 

The  patent  Ja  invalid  for  want  of  novelty,  because  it  was 
obvious  at  the  time  of  the  supposed  invention  thatacaps^n 
coald  be  rotated  by  means  of  an  auxiliary  engine  when  the 
capstan  and  engine  were  both  forward  of  the  boilers  of  the 
boat. 

"  It  is  plain  that  the  improvement  described  in  the  patent 
was  within  the  menial  reach  of  anyone  skilled  in  the  art  to 
which  the  patent  relates,  and  did  not  require  invention  to 
devise  it,  bat  only  the  use  of  ordinary  judgment  and  me- 
chanical skill."  Phillips  v.  Detroit,  HI  U.  S.  607  [p.  260 
avite.'] 

"  The  application  of  an  old  process  or  machine  to  a  similar 
or  analogous  subject  with  no  change  in  the  manner  of  the 
application,  and  no  result  substantially  distinct  inits  nature, 
will  not  sustain  a  patent  even  if  the  new  form  of  result  has 
not  been  contemplated." 

Penn.  R.  R.  Co.  t.  Loco.  Engine  Truck  Co.,  110  U.  S.  490 
[p.  148  ante^"]  and  cases  there  cited. 

Appellees  contend  that  the  fact  that  McMiUin's  applica- 
tion of  steam  power  was  at  once  adopted  and  used  is  a  proof 
of  its  patentability.  The  same  argument  has  been  repeatedly 
urged  in  this  court  in  vain.  It  could  not  be  more  sharply 
defined  than  it  was  in  Rubber  Tip  Pencil  Co.  b.  Howard,  20 
Wall.  498  [9  Am.  &  Eng.  390  ;]  the  line  drawn  in  that  case 
has  not  been  moved .  In  concluding  the  opinion  of  the  court 
in  that  case  the  Chief  Justice  writes :  ' '  The  idea  of  this  pat- 
entee was  a  good  one  but  his  device  t«  give  it  effect,  though 
useful,  was  not  new ;  consequently  he  took  nothing  by  his 
patent." 

Messrs.  W.  BaknoeU  and  O.  H.  Christy,  for  appellees: 
It  may  appear  Mti-ange  that  the  now  obvious  desirability  of 
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operating  the  capstan  by  other  than  man  power  had  not  led 
to  the  practical  application  of  st«um  i>ower  for  this  purpose, 
hot  the  fact  is  that  such  waa  not  the  case,  and  that  prior  to 
the  invention  of  McMillin,  it  never  had  been  done,  or  if  ac- 
tually attempted,  of  which  there  is  no  proof  whatever,  the 
attempt  bad  been  abandoned  as  impracticable. 

This  fact,  we  submit,  is  the  best  answer  to  the  suggestion 
of  lack  of  invention,  and  the  obvious  character  of  the  im- 
provement. For  years  the  want  had  been  felt  as  imperative, 
there  stood  the  capstan  and  there  was  the  steam  engine,  and 
why  waa  it  that  until  1854  the  two  had  never  been  con- 
nected ?  There  must  have  been  some  reason  for  this,  and 
the  very  fact  is  strong  and  persuasive  evidence  that  inven- 
tion was  needed  to  overcome  the  difficulty. 

The  almost  universal  introduction  of  McMUlin's  invention 
instead  of  the  useless  devices  alleged  to  anticipate  it,  and 
which  the  public  were  free  to  use  is  another  persuasive  argu- 
ment to  prove  its  novelty,  while  it  is  absolute  proof  of  its 
utility. 

The  fact  that  the  mechanical  means  employed  to  accom- 
plish a  new  result  are  in  themselves  old  and  well  known 
does  not  detract  from  the  merit  of  an  invention  ;  mechanical 
skill  may  devise  means  to  overcome  a  mechanical  difficulty, 
but  it  is  the  province  of  the  inventor  to  accomplish  a  new 
result  by  the  use  and  adaptation  of  simple  mechanical  de- 
vices placed  in  such  new  relation  as  to  secure  the  perform- 
ance of  a  double  function  by  apparatus  which  was  originally 
designed  to  perform  one  function  only.  Dederick  v.  Cas- 
sell,  20  O.  G.  1233. 

Although  the  ingredients  in  a  construction  may  have  beeD 
in  the  most  common  and  extensive  use,  yet  if  they  have 
never  been  combined  together  in  the  manner  stated  in  the 
patent,  the  invention  of  the  combination  is  patentable. 

Ryan  r.  Goodwin,  3  Sumn.  614;  Seymour  v.  Osborne,  11 
Wall.  516  [8  Am.  &  Eng.  290.] 


,y  Google 


J.5.J!^jni!lan, 


,y  Google 


,  Google 


Oct,  1884.]  MORllIS  v.  HcMILLIN.  31S 

Opinion  of  U)«  uourt. 

Mr.  Justice  Woods  delivered  the  opinion  of  the  court : 

The  bill  was  filed  a^nst  the  appellants  to  restrain  the  in- 
fringement of  letters  patent  granted  to  John  S.  McMiUin, 
one  of  the  appellees,  dated  April  16,  1867,  for  "a  new  and 
useful  improvement  in  applying  steam  power  to  the  capstans 
of  steamboats  and  other  crafts,"  The  invention  as  described 
generally  in  the  specification  consisted  "  in  connecting  the 
capstan  with  the  freight  hoisting  engine  or  other  engine  of 
steamboats,  by  means  of  shafts  and  cog-wheels,  so  as  to  op- 
erate the  capstan  by  steam  power  instead  of  hand  power,  as 
has  been  generally  used  heretofore." 

The  specification  then  proceeded  : 

' '  The  following  is  the  descriptive  part  of  the  specification, 
which  will  be  readily  understood  by  reference  to  the  accom- 
panying drawings,  in  which  the  same  letters  refer  to  like 
parts  in  each : 

"  A  is  the  deck ;  A',  the  boiler  deck  ;  B,  the  capstan ;  C, 
the  hoisting-engine ;  P,  the  wooden  frame-work  of  the  en- 
gine ;  D,  the  engine-shaft ;  E  E,  the  hoisting-rollers,  con- 
nected with  engine-shaft  by  the  cog-wheels,  a  and  b  ;  G  is  a 
vertical  shaft  extending  from  the  hold  of  the  boat  to  the 
cargo- wheel  shaft,  g.  With  the  latter  it  is  connected — the 
bevel-wheels,  ed;  H  is  a  horizontal  shaft  in  the  hold  of  the 
boat  at  the  middle  bulkhead,  extending  from  the  vertical 
shaft,  G,  to  the  capstan,  B.  Withtheformeritisconnectedby 
the  bevel-wheels,  e^,  and  with  the  latter  by  the  bevel-wheels, 
g  k.  The  capstan  is  permanently  fastened  to  ita  shaft,  J. 
The  vertical  shaft,  G-,  is  so  arranged  that  it  can  be  lifted  or 
lowered  by  means  of  a  set -screw,  I,  whereby  the  bevel-wheels, 
c  d  and  e/,  can  be  set  out  or  in  gear  at  leisure,  interrupting 
or  establishing  the  connection  with  the  engine.  K  K  are  the 
bearings  of  the  shaft ;  i  i  are  hooks,  which  can  be  taken  off 
and  the  cargo-wheel  shaft  lifted  aside,  so  that  any  of  the 
hoisting-roUers  may  be  disengaged." 

"  The  operation  is  as  follows,  viz.:  when  the  engine  is  set 
in  motion,  the  same  is  communicated  by  the  described  shafts 
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and  wheels  to  the  capstan.  The  line  is  thrown  over  the  cap- 
stan aa  usual  and  one  man  to  pay  off  the  lineand  another  to 
attend  the  engine  are  all  the  hands  necessary  in  the  opera- 
tion.'" 

Tlie  claim  was  as  follows : 

"  Rotating  a  capstan  placed  on  deck  of  a  boat  by  means 
of  an  auxiliary  engine,  and  capstan  and  engine  are  placed  for- 
ward of  the  steam  boilers  of  said  boat,  substantially  as  here- 
inbefore described  and  for  the  purposes  set  forth." 

The  first  application  for  the  patent  sued  on  was  filed  July 
23,  1866.  Its  claim  waa  for  the  application  of  the  steam- 
power  bf  a  hoisting  or  other  engine  of  steamboats  or  other 
crafts,  to  the  capstan,  by  communicating  the  power  of  the 
engine  to  the  capstan  by  means  of  the  shafts,  Q  and  H,  and 
the  bevel-wheels,  c,  d,  e,/,  g,  A,  or  by  any  other  means.  This 
application  was  rejected.  On  February  7, 1866,  the  applica- 
tion was  amended  by  Btriking  out  the  claim  originally  made 
and  substituting  the  following  ;  "  I  do  not  claim  the  appli- 
cation of  steam-power  to  the  capstan  as  a  principle,  but 
what  I  do  claim  is :  the  arrangement  and  combination  of 
machinery  employed  to  communicate  rotary  motion  to  the 
capstan  from  the  hoisting  or  other  engine  of  steamboats  and 
other  crafts,  namely,  the  shafts,  G  and  H,  and  the  bevel- 
wheels,  c,  d,  e,f,  (?,  andA,"  etc.  This  amended  application 
was  also  rejected,  and  no  change  therein  was  made  until  Feb- 
ruary 4,  1867,  when  it  was  stricken  out  and  the  claim  of  the 
patent  sued  on  was  substituted  by  way  of  amendment.  Dur- 
ing all  this  time,  the  drawings  and  .'fpecificationa  of  the  first 
application  remained  unchanged  and  are  embodied  in  the 
letters  patent. 

One  of  the  defences  relied  on  by  the  appellants  to  defeat 
the  patent  was,  that  it  was  invalid  for  want  of  novelty  and 
patentability.  Upon  final  hearing,  the  Circuit  Court  ren- 
dered a  decree  for  the  complainants  and  the  defendants  ap- 
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(a)  We  are  of  opinion  that  the  patent  is  open  to  the  &t«l 
objection  that  the  device  covered  thereby  did  not,  in  view 
of  the  state  of  the  art,  involve  the  exercise  of  invention  and 
was,  therefore,  not  patentable. 

The  simple  working  of  a  capstan  by  means  of  steam  is  not 
claimed,  but  in  the  amended  specification  filed  February  7, 
1866,  is  expressly  disclaimed.  The  capstan  and  the  nuxil- 
iary  engine  are  both  old,  the  device  consieting  in  an  ai- 
rangement  of  Hhafte  and  cog-wheels  by  which  the  power  of 
the  engine  is  applied  to  the  capstan,  was,  as  averred  in  the 
answer,  in  common  public  use  in  flonr  and  grist  mills,  and 
cotton  and  woolen  factories,  long  pnor  to  the  alleged  inven- 
tion of  McMiUin.  The  testimony  shows  that  both  capstans 
and  aaxiliary  engines  have  been  commonly  placed  forward 
of  the  boilers  of  the  boat  and  that,  as  early  as  the  yeai- 1847, 
an  auxiliary  engine  had  been  used  for  rotating  a  windlass  ; 
botli  the  engine  and  the  windlass  being  forward  of  the 
boilers. 

In  view  of  these  facts,  which  are  either  matters  of  common 
knowledge  or  well  established  by  the  evidence,  the  only  field 
of  invention  left  for  the  patent  to  cover  was  the  application, 
by  the  old  and  familiar  arrangement  of  shafts  and  cog-wheels, 
of  the  power  of  an  auxiliary  engine  to  a  capstan  instead  of  a 
windlass.  A  capstan  differs  from  a  windlass  in  this  respect 
only,  that  its  barrel  or  shaft  is  vertical  while  that  of  the 
windlass  ia  usually  horizontal.  It  is  plain,  therefore,  that 
no  such  ingenuity  as  merited  the  issue  of  a  patent  was  re- 
quired for  this  improvement,  but  only  the  ordinary  judg- 
ment and  skill  of  a  trained  mechanic. 

The  following  cases  illustrate  the  grounds  upon  which  we 
base  this  conclusion : 

It  was  said  by  Mr.  Justice  Bradley,  in  delivering  the  judg- 
ment of  this  court  in  Atlantic  Works  V.  Brady,  107  U.  8. 
192  [14  Am.  &  Eng.  380.]     "The  process  of  development  in 


in}  11'JU.R  bcginfl opinion  bi-m  iirm^xing  "  He  inated  th<^  facU  in  tbclbr^ci>- 
iag  Ui^iuge,  and  cnntiDiied  ;  " 
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maniifactures  creates  a  constant  demand  for  new  appliances 
which  the  skill  of  ordinary  head  workmen  and  engineers  is 
generally  adequate  to  devise  and  which,  indeed,  are  the 
natural  and  proper  out-growth  of  such  deyelopment  Ea4;h 
step  forward  prepares  the  way  for  the  next,  and  each  is 
usually  taken  by  spontaneous  trials  and  attempts  in  a  hun- 
dred different  directions.  To  grant  to  a  single  party  a  mon- 
opoly of  every  slight  advance  made,  except  where  the  exer- 
cise of  invention  somewhat  above  ordinary  mechanical  or 
engineering  skill  is  distinctly  shown,  is  unjust  in  principle 
and  injiuious  in  its  consequences." 

In  the  case  of  Penn.  Raihtjad  7>.  Locomotive  Truck  Works, 
110  U.  S.  490  [p.  148  aTde^}  Mr.  Justice  Gray,  speaking  for 
the  court,  declared  it  to  be  the  result  of  the  decisions  of  the 
court  that ' '  The  application  of  an  old  process  or  machine  to 
a  similar  or  analogous  subject,  with  no  change  in  the  manner 
of  application  and  no  result  substantially  distinct  in  its  na- 
ture, will  not  sustain  a  patent,  even  if  the  new  form  of  result 
has  not  been  befove  contemplated." 

In  Hailes  ».  Van  Wormer,  20  WaU.  363  [9  Am.  A  Eng. 
340,]  where  the  patentee  had  taken  a  fire-pot  from  one  stove, 
a  flue  from  another,  and  a  coal  Ireaervoir  from  the  third  and 
had  put  them  into  a  new  stove,  where  each  fulfilled  the  of- 
fice it  had  fulfilled  in  its  old  situation  and  nothing  more,  the 
patent  was  held  void  for  want  of  invention. 

In  the  case  of  Phillips  ».  Detroit,  lllU.  S.  604[p.269a7t/ff,J 
the  patent  sued  on  was  for  an  impiwement  In  street  and  other 
highway  pavements.  The  improvement  consisted  in  using 
round  blocks  of  wood,  formed  of  the  sections  of  small  trees 
set  vertically  upon  a  foundation  of  sand  or  gravel,  and  fill- 
ing the  spaces  between  the  blocks  with  sand  or  gravel.  The 
court  said  that  the.  use  of  blocks,  such  as  were  described,  set 
vertically,  was  old,  that  the  foundation  was  old  and  the  use 
of  filling  between  the  blocks  was  old,  and  that  the  only 
thing  left  for  the  patent  to  cover  was  the  brin^g  together, 
in  the  construction  of  a  pavement,  of  these  three  old  and 
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Notea  and  citationa. 

well-kuown  elements  ;  and  held  that  this  did  not reqnii-e in- 
vention and  that  the  patent  was  void.  See,  also,  Hotchkiss 
V.  Greenwood,  11  How.  248  L5'Ani.  &  Eng.  240;]  Phillips  />. 
Page,  24  How.  164  [7  Am.  &  Eng.  97;]  Smith  c.  Nichols,  21 
WaU.  112  [ft  Am.  &  Eng.  426;]  Dunbar  v.  Meyere,  94  V.  S. 
187  [11  Am.  &  Eng.  69;]  Heald».  Rice,  104  U.  S.  737,  754- 
756  [13  Am.  &  Eng.  460.] 

Upon  the  ground  stat^,  we  think  the  letters  patent  upon 
which  this  suit  is  based  are  void. 

77ie  decree  of  the  Circuit  Court,  hy  which  the paientwas 
sustained,  must,  thertfore,  he  reversed  and  the  cause  re- 
manded with  directions  to  dismiss  the  bill;  and  it  is  so 
ordered.  » 

119  B.  8.  S49. 


.  Analogous  use: 

See  PeDnBylvania  R.  R.  Co,  v.  Locomotive  Eagine   Safety 
Truck  Co.,  110  IT.  S.  4ft0  [p.  148  ante,]  Dote.- 


In  salt  t 

No.  63,917.     McMillin.  J.  S.     April  16,  1867.     CapsUnfl. 
Othbb  9dit8  on  Sahb  Patsnt  : 

McMillin  V.  Barclay,  1871.     4  Brewster,  275;  fi  Fish.  189;  aPitts. 

Rep.  877. 
McMillin  v.  Reee,  1880.     1  Fed.  Rep.  723;  5  Ban.  A  Ard.  26fl;  17 

O.  G.  1222;  9  Reporter,  544. 
MoMillin  V.  St.  Louis  A  Vicksbnrg  Anchor  Line,   1884.     22  Fed. 

Rep.  169. 
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HjUabua. 

LOUIS  H.  MAHN,  APPELLANT,  d.  HENRY  G.  HAR- 
WOOD AND  HARRISON  HARWOOD,  Executors  of 
Habrisoh  Haewood,  Deceased,  and  HENRY  Qt.  HAR- 
WOOD AND  HARRISON  HARWOOD,  Jr.,  Trading 
as  H.  Harwood  &  Sonb.* 

Ua  D.  S.  Sa4-a0».    OoC  Term.  18S4. 

[Bk.  S8,  L,  ed.  666;  30  0.  O.  667,] 

Affirming  Ibid,  3  Ban.  &  Ard.  filA. 

Sabmitted  October  16,  1884.     Decided  November  3,  1884. 

Particular  palent  construed.  ReiMue  with  enlarged  daima,  Cont' 
miationer^i  decision.  Reasonable  and  unreasonable  delay  in  re- 
issuing — general  ruU. 

1 1.  Letters  pat«Dt,  No.  127,098,  for  Ball  Covers,  issued  to  James  H. 
Osgood,  May  21,  1872,  reissued  as  No.  7,040,  April  11,  1876, 
hdd,  invalid  as  to  the  new  and  enlarged  claims,  because  there 
was  unreasonable  delay  in  applying  for  it,  the  -only  object  of 
the  reissue  being  to  enlarge  the  claims,     (p,  334.) 

f  3.  The  principles  announced  in  the  case  of  Miller  c.  Brass  Co.,  104 
U.  S.  350  [13  Am,  &  Eng.  303,]  in  reference  to  reismiing 
patents  for  the  purpose  of  enlarging  the  claims,  reiterated  and 
explained,    (p.  887.) 

f  3.  It  was  not  intended  in  that  case  to  question  the  conclusiveness, 
in  suits  for  infringement,  of  the  decisions  of  the  Commissioner 
of  Patents  on  matters  of  fact  necessary  to  be  decided  before 
issuing  the  patent,  except  as  the  statute  gives  specific  de- 
fences ;  but  those  defences  are  not  the  only  ones  that  may  be 
made  ;  if  it  appears  that  the  Commissioner  has  granted  or  re- 
issued a  patent  without  authority  of  law,  this  will  be  a  good 
defence ;  as  where  the  thing  patented  is  not  a  patentable  in- 
vention, or  where  a  reissue  is  for  a  different' invention  from 
that  described  in  the  original  patent,  etc.     (p.  337.) 

t  4.  A  patent  cannot  be  lawfully  reissued  for  the  mere  purpose  of 
enlar^ng  the  claim,  unless  there  has  been  a  clear  mistake  in- 
•  See  RxplanHttoii  of  Not*?**,  pafre  III. 
t  Head-not«i  by  Mr.  Justice  Bradley. 
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advertentty  committed  in  the  wording  of  the  claim,  and  the  ap- 
plication for  reiBsae  is  made  within  a  reasonably  abort  time- 
Wbether  tbere  has  been  each  an  inadvertent  mistake  is,  in 
general,  a  matter  of  fact  for  the  Commissioner  to  decide  ;  but 
whether  the  application  is  made  in  reasonable  time  is  matter 
of  law,  which  the  court  may  determine  by  comparing  the  re- 
issued patent  with  the  original  and,  if  necessary,  with  the 
records  in  the  Patent  Office  when  presented  by  the  record, 
(p.  339.) 

t  ft.  The  application  for  a  reissue  in  snch  oases  must  be  made  within 
a  reasonable  time,  because  the  rights  of  the  public,  conceded 
by  the  original  patent,  are  directly  affected  and  violated  by 
an  enlargement  of  the  claim  ;  and  the  patentee's  continued  ac- 
quiescence in  the  public  enioymentof  such  right  for  an  un- 
reasonable time  justly  deprives  him  of  all  right  to  a-  reissue, 
and  the  Commissioner  of  lawful  authority  to  grant  it.  (p. 
342.) 

t  6.  No  invariable  rule  can  be  laid  down  as  to  what  is  a  reasonable 
time  within  which  the  patentee  must  seek  for  the  correction 
of  a  claim  which  he  considers  too  narrow.  It  is  for  the  court 
to  judge  in  each  case,  and  it  will  exercise  proper  liberality 
towards  the  patentee.  But  as  the  law  charges  bim  with  no- 
tice of  what  his  patent  conUuns,  he  will  be  held  to  reasonable 
diligence.  By  analogy  to  the  rule  as  to  the  effect  of  public 
use  before  an  application  for  a  patent,  a  delay  of  more  than 
two  years  would,  in  general,  require  special  circumstances  for 
its  excuse,     (p.  343.) 

f  7.  As  in  the  present  case,  there  was  a  delay  of  nearly  four  years, 
and  the  original  patent  was  plain,  simple,  and  free  from  ob- 
Bcnrity,  it  was  hdd  that  the  delay  in  seeking  a  correction  by 
reissue  was  unreasonable,  and  that  the  Commissioner  had, 
therefore,  no  authority  to  grant  it ;  and  the  patent  was  held 
invalid  so  far  as  the  claims  were  broader  than  those  in  the 
ori^nal  patent     (p.  343.) 
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[Citatiomi  in  the  opinion  oftbe  coart :] 

HiUer  p.  Bnug  Co.,  104   tl.  8.  350  [13  Am.  ft  Eog.   3D3.]     pp.  331,340, 
342,  349. 

StoddMd  «.  Ouunbera,  3  How.  284.     p.  337. 

Eftton  r.  Salisbnrr,  21  How.  428.    p.  338. 

Beidurt  v.  Felpe,  6  Wall.  160.    p.  338. 

8U*«r  •.  Lkdd,  7  WaU.  218.    p.  338. 

UMderv.  Norton,  11  WaU.  442.     p.  33& 

Best  c.  Polk,  18  W>i1.  112.    p.  338. 

Morton  V.  Nebraska,  21  WaU.  860.    p.  338. 

Railroad  Co.  n.  Uaited  Bt«tca,  92  U.  S.  73a    p.  SSa 

Newliall  v.  SaiiRer,  93  U.  &  761.    p.  338. 

Sberaum  v.  Bnick,  83  U.  a  SOS.    p.  33a 

Brawn  v.  Piper,  91  U.  S.  37  [10  Am.  &  Eng.  273.]    pt-33a 

GlDe  Co.  V.  Dpton,  97  U.  B.  3  [11  Am.  &  Eng.  468]     p.  338. 

Dnnbor  n.  Meters,  84  U.  a  187  [11  Am.  &  Eng.  69.]    p.  338. 

Atlautio  Works  c.  Biady,  107  U.  a  192  [14  Am.  &  ^.  380.]    p.  33& 

Slawaoa  c.  Railroad  Co.,  107  U.  a  652  [14  Am.  &  Eng.  475.]     p.  338. 

KiDg  f.  Gallnn,  109  U.  B.  198  [14  Am.  &  Eng.  S69.]    p.  838 

Burr  T>.  Dnryee,  1  Wall.  631  [7  Am.  A  EDg.  224.]     p.  338. 

Gill  r.  WelU.  23  Wall.  1  [9  Am.  &  Eng.  471.}     p.  338. 

Collar  Co.  i:  Vmi  Deuaenj  33  Wall.  530  [10  Am.  &  Eng.  166.]    p.  338. 

Wood  Paper  Patent,  33  Walt.  566  [10  Am.  &  Eng.  189.]    p.  338. 

LeggeU  V.  Avery,  101  U.  8.  256  [12  Am.  A  Bng.  369.]     p.  338. 

James  r.  Campbell.  104  U.S.  366  [13  Am.  A  Eng.  341.]    p.  338.      ' 
[DiaaentinK  opinioii:] 

United  States  r.  Stooe,  2  Wall.  696.     p.  346. 

Uaited  States  v.  Throckmorton,  96  U.  S.  70.     fp-  346,  348. 

Howry  «.  Wbitoey,  14  Wall.  434  [8  Am.  A  Eng.  506.]    pp.  345,  348. 

Smith  «.  Goodyear  D.  T.  Co.,  93  U.  a.  486  [11  Am.  A  Eng.  1.]    p.  346. 

Api)eal  from  the  Circuit  Court  of  the  United  States  for 
the  District  of  Massachusetts. 

Tlie  bill  in  this  case  was  filed  in  the  court  below,  by  the 
appellant,  to  recover  damages  alleged  to  have  resulted  from 
the  infringement  of  certain  reissued  letters  patent. 

The  court-  below  having  entered  a  decree  dismissing  the 
hill,  the  complainant  apjiealed  to  this  court. 

Tlie  facts  of  the  case  are  stated  by  the  court. 

The  specifications  and  drawings  of  Oagood'a  letters  patent 
are  as  follows : 
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JAMES  H.  OSGOOD,  OF  BOSTON,  MASriACHUSBTTS, 

Ikpbotement  in  Modes  of  Ooverino  Rounded  Arti- 
cles WITH  Leatheb. 

SpeoifioatioB  formiog  part  of  Letters  Patent,  Na  1 2  7,098,  dated 
May' SI,  1872. 

Knmo  aU  men  by  these  preseJUa  : 

That  I,  James  H.  Osgood,  of  Boston,  in  the  State  of  Mas- 
sachusetts, have  invented  a  new  and  useful  Method  of  Cov- 
ering Rounded  Articles  with  Leather,  suitable  for  the  mann- 
foctore  of  base-balls  and  other  similar  articles,  of  which  the 
foUowing  is  an  accorate  specification : 

The  nature  of  the  invention  conaiats,  first,  in  the  employ- 
ment of  a  new  stitch  which  I  call  the  "double  herring-bone 
secured  stiteh,"  whereby  only  one  atitchof  thecovenngcan 
be  broken  at  a  time ;  second,  in  the  employment  of  a  binder 
of  leather  next  the  yam  of  a  base-ball,  or  as  a  first  cover  to 
other  ronnd  articles,  so  stitched  and  put  on,  that,  the  onter 
covering  when  applied  shall  have  its  seama  at  right  angles 
or  brei&ing  joints  with  the  eeams  of  the  said  first  cover ; 
third,  in  making  the  leather  covers  of  a  hemispherical  shape 
by  compression  and  crimping  in  properly-shaped  molds 
with  plungers,  while  wet,  after  which  they  are  dried  in 
shape  and  then  softened  by  moistare,  stretched  on,  and 
sewed. 

tn  the  accompanying  drawing  the  invention  is  illustrated 
by  a  game  ball.  This  ball  is  made  in  the  usual  way  with  a 
robber  or  cork  core,  and  yam  tightly  wound  on  tUl  the  ball 
is  of  proper  size.  Stout  leather  is  then  cut  to  proper  shape 
to  form  one  hemisphere  of  the  cover,  and  is  thoroughly  wet, 
and,  while  wet,  put  into  a  hemispherical  mold,  preferably 
of  wood,  and  strongly  compressed  therein  by  a  hemispheri- 
cal plunger  closely  fitting  the  mold.  It  is  then  allowed  to 
remain  in  the  mold  till  somewhat  dry.  the  compression  it- 
self removing  considerable  -water  by  pressure.  The  edges 
of  the  hemisphere  ore  then  trimmed,  and  the  leather  laid 
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by  eo  aa  to  become  thoroughly  hard  and  dry.  When  it  is 
dry  and  it  is  desirable  to  coTer*a  ball,  two  of  these  hemis- 
pheres of  leather  are  taken,  moistened  enough  to  make 
.  them  flexibte,  while  still  retaining  their  shape,  and  being 
softened  at  the  edges  sufficient  to  admit  of  working  a  needle 
through  them.  This  drying  to  shape  and  subsequent  soft- 
ening is  requisite,  because  when  first  molded,  the  leather 
dries  unevenly  ;  and  in  fitting  on  the  covers,  it  is  requisite 
to  have  only  the  edges  soft  for  sewing,  while  the  dishing 
part  should  be  only  flexible.  Two  of  these  hemispheres  are 
then  placed  upon  the  yam  ball  and  are  drawn  into  place  by 
sewing  them  as  follows :  A  thread  of  suitable  length  is 
taken,  having  a  needle  at  each  end.  The  needles  are  passed 
from  below  np  through  the  leather,  the  thread  drawn  tight 
on  both  sides,  crossed,  and  tied  in  a  "square  or  reefing 
knot,"  by  which  means  tlie  two  threads  are  looped  around 
each  other.  The  needles  are  then  passed  under  the  leather, 
up  through  it,  the  threads  again  drawn  up,  again  knotted, 
and  this  repeated  until  the  leather  is  all  sewed  on.  The 
usual  stitch  for  these  purposes  is  made  with  a  single  thread 
carried  up  through  the  leather,  across  the  seam,  and  under 
the  leather  on  the  other  side,  up  through  it,  across  under, 
up  through,  across,  and  so  on,  making  the  "herring-bone" 
stitch.  This,  it  will  be  seen,  is  a  sort  of  "  double  herring- 
bone" knotted,  only  the  thread  which,  starts  on  a  given 
side,  by  the  knotting,  never  crosses  to  the  other  side.  Al- 
most any  knot  used  for  fastening  the  ends  of  rope  together 
will  serve  for  the  knot  in  this  case,  but  the  "  square  knot " 
or  the  "Carrick  bend  or  weaver's  knot"  would  be  the  one 
most  generally  adopted,  and  probably  the  best. 

This  form  of  stitch  is  illustrated  at  Pig.  2,  where  a  and 
b  are  the  two  threads,  c  and  (2,  the  two  leather  sides,  and  Tc, 
the  knots. 

This  stitch  will  not  rip,  for  each  stitch  is  independently 


The  ball  is  now  fit  to  be  used,  but  is  not  suitable  for  the 
very  hardest  usage.    I  call  this  cover  so  pnt  on  the  first 
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cover  or  "binder."  I  now  take  two  other  hemispheres  of 
leather,  place  them  npon  the  ball  so  covered  with  the  first 
cover,  after  tlmt  has  dried,  in  such  a  way  as  to  have  their 
seam  break  jointfi  with  the  seam  of  the  covers  already  on, 
and  sew  them,  as  before,  with  the  "double  herring-bone 
stitch  knotted." 

This  constraction  is  shown  at  Figure  1,  where  A  is  the 
binder,  ar,  its  seam,  and  B  is  the  outer  cover,  and  y,  its  seam. 

By  this  construction  I  save  sewing,  because  the  seam  ia 
the  line  of  a  great  circle,  and  not,  as  is  usual,  a  meander- 
ing line  sufficiently  long  to  make  two  great  circles.  I  .thus 
put  my  two  envelopes  on  the  ball  with  only  the  amount  of 
sewing  now  used  for  one.  I  also  secure  a  perfectly  spheri- 
cal form  by  molding  the  leather  first.  I  also  have  leather 
to  resist  the  strain  in  every  direction.  The  seams  cannot 
rip. 

The  illustration  given  is  that  of  a  base-ball,  but  the  stitch 
is  equally  applicable  to  the  sewing  of  rav-hide  covers,  to 
pack  or  military  saddles,  or  to  any  strained  covering  of 
leather.  The  method  of  molding  or  shaping  the  leather  and 
then  drying  it  before  attempting  to  tit  it,  moistening  it 
while  fitting  only  slightly  is  also  applicable  to  all  leather 
coverings,  as  of  harness,  buckles,  and  trimmings,  panniers, 
axe  and  shovel  slings,  and  the  like. 

I  claim,  and  desire  to  secure  by  Letters  Patent — 

1.  A  ball  exterior,  composed  of  two  crimped  hemispher- 
ical corers,  A  and  B,  having  their  respective  seama,  x  and 
y,  break  joints,  substantially  as  set  forth. 

2.  In  combination  with  a  ball  whose  exterior  is  composed 
of  two  hemispherical  covers,  A  and  B,  with  their  respective 
seams,  x  y,  breaking  joints,  I  claim  the  double  herring-bone 
stitch  formed  of  two  threads,  in  the  manner  herein  set  forth. 

JAMES  H.  OSGOOD. 


L.  H.  Mahn, 
Thos.  Wm.  Claekb. 
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JAMES  H.  OSGOOD,  OP  BOSTON,  MASS.,  ASSIGNOR 
TO  LOUIS  H.  MAHN. 

Improvement  in  Covering   Rounded   Abticles    with 
Leathee.* 

Specification  forming  part  of  Letters  Patent,  Ko.  137,098,  dated  May 
SI,  1872;  Reissue,  No.  7,04-6,  dated  April  11,  1876;  application 
filed  March  17,  ie7«. 

To  aU  whom  it  may  concern :  ■ 

Be  it  known  that  I,  James  H.  Osgood,  of  Boston, 
in  the  coanty  of  Suffolk,  and  State  of  Massachusetts, 
have  invented  a  new  and  useful  Improvement  in  covering 
Base- Balls  and  other  similar  articles;  and  I  do  hereby  de- 
clare the  following  to  be  a  full,  clear,  and  exact  description 
of  the  invention,  such  as  will  enable  others  skilled  in  the  art 
to  which  it  pertains  to  make  and  use  it,  reference  being  had 
to  the  accompanying  drawings  which  form  a  part  of  this 
specification. 

The  nature  of  my  invention  consists,  first,  in  the  cover  of 
a  base-ball  formed  of  two  pieces  of  leather  suitably  secored 
to  each  other;  second,  the  seams  of  a  tmse-liall  united  by  the 
double  herring-bone  knotted  lock-stitch  ;  third,  a  base-ball 
covering  consisting  of  an  outer  and  an  inner  covering  ap- 
plied to  the  ball  independently  of  each  other;  fourth,  abaae- 
ball  covering  consisting  of  independent  onterand  inner  cov- 
erings made  of  hemispherical  sections,  the  seams  of  the  in- 
ner and  outer  covers  arranged  relatively  to  .each  other  to 
break  joints. 

In  the  accompanying  drawing,  the  invention  isillostrated 
by  a  game-ball.  Tliis  ball  is  made  in  the  usual  way,  with  a 
rubber  or  cork  core,  and  yam  tightly  wound  on  till  the  ball 
is  of  proper  size.  Stout  leather  is  then  cut  to  proper  shape 
to  form  one  hemisphere  of  the  cover,  and  is  thoroughly  wet, 
and,  while  wet,  put  into  a  hemispherical  mold,  preferably  of 

*  The  draningH  of  this  reisBne  are  identical  with  those  of  the  origiiul.     [p. 
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wood,  and  strongly  compressed  therein  by  a  hemiBpLerical 
plnnger,  clt^ly  ijttmg  the  mold.  It  is  then  allowed  to  re- 
malD  in  the  mold  till  somewhat  dry,  the  compression  itself 
■  removing  considerable  water  by  pressure.  The  edges  of  the 
hemisphere  are  then  trimmed,  and  the  leather  laid  by  so  as 
to  become  thoroughly  hard  and  dry.  When  it  is  dry  and  it 
is  desirable  to  cover  a  ball,  two  of  these  hemispheres  of 
leather  are  taken,  moistened  enough  to  make  them  flexible, 
while  still  retaining  their  shape,  and  being  softened  at  the 
edges  sufficient  to  admit  of  working  a  needle  through  them. 
This  drying  to  shape  and  subsequent  softening  is  requisite 
because,  when  first  molded,  the  leather  dries  unevenly;  and 
in  fitting  on  the  covers  it  is  requisite  to  have  only  the  edges 
soft  for  sewing,  while  the  dishingipart  should  be  only  flex- 
ible. Two  of  these  hemispheres  are  then  placed  upon  the 
yam-ball,  and  are  drawn  into  place  by  sewing  them  as  fol- 
lows :  A  thread  of  suitable  length  is  taken,  having  a  needle 
at  each  end.  The  needles  are  paseedfrom  below  np through 
the  leather,  the  thread  drawn  tight  on  both  sides,  crossed, 
and  tied,  ina  "  square  or  reefing  knot,"  by  which  means  the 
two  threads  are  looped  aronnd  each  other.  The  needles  are 
th&Q  passed  under  the  leather,  np  through  it,  the  threads 
again  drawn  up,  again  knotted,  and  this  repeated  until  the 
leather  is  all  sewed  on.  The  usual  stitch  for  these  purposes 
is  made  with  a  single  thread  carried  up  through  the  leather, 
across  the  seam  and  under  the  leather  on  the  other  side,  np 
through  it,  across  under,  up  through,  across,  and  ao  on, 
making  the  "herring-bone"  stitch.  This,  it  will  be  seen,  is 
a  sort  of  "  double  herring-bone  "  knotted,  only  the  thread, 
which  starts  on  a  given  side  by  the  knotting,  never  crosses 
to  the  other  side.  Almost  any  knot  used  for  fastening  the 
ends  of  rope  together  will  serve  for  the  knot  in  this  case,  bat 
the  "square  knot  "or  the  "  Carrick  Bend  or  weaver's  knot" 
would  be  the  one  most  generally  adopted,  and  probably  the 
best.  This  form  of  stitch  is  illustnited  at  Pig.  2,  where  a 
and  b  are  the  two  threads,  f  and  rf,  the  two  leather  sides,  and 
k,  the  knots.    This  stitch  will  not  rip,  for  each  stitch  is  in- 
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dependently  fastened.  The  ball  is  now  fit  to  be  used,  but 
is  not  suitable  for  the  very  liardest  usage.  I  call  tMa  cover 
so  put  on  the  first  TOver,  or  "binder.''  I  now  take  two 
other  hemispheres  of  leather,  place  them  upon  the  ball  bo 
covered  with  the  first  cover,  after  that  has  dried,  in  such  a 
way  as  to  have  their  seam  break  joints  with  the  seam  of  the 
covers  already  on,  and  sew  them,  as  before,  with  the  "dou- 
ble herring-bone  stitch  knotted."  This  fonstruction  is 
shown  at  Fig.  1,  where  A  is  the  binder,  x,  its  seam,  and  B 
is  the  outer  cover,  and  y,  its  seam.  By  tliis  construction  I 
siive  sewing,  because  the  seam  is  the  line  of  a  great  circle, 
and  not,  as  is  usual,  a  meandering  line  sufficiently  long  to 
make  two  great  circles.  I  thus  put  my  two  envelopes  on 
the  ball,  with  only  the  amount  of  sewing  now  used  for  one. 
I  also  secure  a  perfectly  spherical  form  by  molding  tlie 
leather  first.  I  also  have  leather  to  resist  the  strain  in  every 
direction.     The  seams  cannot  rip. 

The  illustration- given  is  that  of  a  base-ball,  but  the  stitch 
is  equally  applicable  to  the  sewing  of  rawhide  covers,  to 
pack  or  military  saddles,  or  to  any  strained  covering  of 
leather.  The  method  of  molding  or  shaping  the  leather  and 
then  drying  it  before  attempting  to  fit  it,  molsteningit  while 
fitting  only  slightly,  is  also  applicable  to  all  leather  cover- 
ings, an  of  harness,  buckles,  and  trimmings,  panniers,  ax  and 
shovel-slings,  and  the  like. 

Having  fully  described  my  invention,  what  I  claim,  and 
desire  to  secure  by  Letters  Patent,  is— 

1.  A  base-ball  cover  formed  of  two  pieces  of  leather,  se- 
cured to  each  other  by  asingle  seam,  substantially  as  and 
for  the  purpose  specified, 

2.  A  base-ball  cover  having  its  seam  united  by  the  double 
herring-bone  knotted  lock-stitch,  substantially  as  and  for 
the  purpose  specified. 

3.  The  covering  of  a  base-ball  consisting  of  an  outer  and 
an  inner  covering,  each  of  which  is  composed  of  two  pieces 
of  leather,  and  applied  to  the  ball  independently  of  each 
other,  substantially  as  and  for  the  purpose  specified. 
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4.  A  base-ball  covering  composed  of  iodepeadent  inner 
and  cater  coverings,  made  up  of  hemispherical  sections,  the 
seams  of  the  inner  and  outer  covers  arranged  relatively  to 
each  other,  to  break  joints,  substantially  as  and  for  the  pur- 
pose specified. 

JAMES  H.  OSGOOD. 


Geo.  E.  Lovett, 
W.  N.  Reed. 

Messrs.  Thos.  Wm.  Clarke,  H.  A.  Seymour,  and  Henry 
W.  (iameti,  for  appellant : 

By  comparison,  it  will  be  seen  that  Osgood  has  not  en- 
laj^ed  his  invention  in  the  reissue,  and  has  hardly  enlarged 
the  scope  of  his  claims  libei-ally  construed. 

The  court  below  erred  in  saying  that  the  balls  of  the  New 
England,  Cutter,  Ring,  and  Hiot  construction  are  "covered 
with  two  covers  of  leather  in  substantially  the  mode  of  the 
patent."  'fhe  error  here  is  that  the  fitted  and  sewed  covers 
which  were  not  wet  and  strained  on  and  shrunk  down  to  the 
interior  are  said  to  be  substantially  like  the  covers  which 
were  strained  on,  although  the  straining  on  and  teking  the 
stretch  out  of  the  leather  is  essential  to  the  service  required 
of  the  plaintiff's  ball  and  of  the  balls  complained  of. 

The  second  error  is  that  it  says  no  new  effect  is  produced 
by  the  strained  double  cover  of  the  hard  yam  ball  from  that 
of  the  slack  double  cover  of  the  New  England  soft  balls,  or 
of  the  gimpings  balls  :  Becaase  the  strained  double  («ver 
alone  keeps  the  yam  ball  in  shape;  and  in  the  soft  ball  the 
yam  must  be  sewed  to  the  covers  or  to  itself  for  this  end, 
and  the  gimpings  ball  can  not  be  kept  in  useanyway. 

Hence,  by  a  slight  change  not  indicated  by  prenous 
knowledge  of  the  art,  the  hard  yam  ball  which  with  a  single 
cover  lost  Its  shape,  and  which  could  not  be  sewed  as  the 
New  England  soft  balls  were  to  presen-e  it,  was  enabled  to 
retain  its  shape  in  hard  use.  and  build  iip  a  sjreut  industry 
of  making  each  year  more  than  i?HK),000  worth  of  goods. 
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The  improTemeDt  was  not  obvioas ;  and  if  not  obrioas  it 
was  iiatentable. 

Mr.  J.  E.  MaynadAer^f&r  appellees: 

The  appellees  submit  that  the  reissue  is  void  on  conapari, 
son  witli  the  original. 

The  only  claim  alleged  to  be  infringed  is  the  third  claim 
of  the  reissue.  But  the  proof  is  overwhelming  that  the 
<IoubIe  covers  used  by  the  defendants  since  the  Osgood  pat- 
ent do  not  differ  at  all  fi-om  the  double  covers  used  by  the 
defendants  many  yeai-s  l>efore  the  date  of  Osgood's  alleged 
invention. 

In  conclusion  the  defendants  submit :  That  the  first  and 
third  claims  of  the  reissue  are  void  for  want  of  novelty  and 
because  they  are  for  an  invention  not  described,  suggested, 
nor  substantially  indicated  in  the  original  patent. 

Mr.  Justice  Bkadlet  delivered  the  opinion  of  the  coui-t: 
This  suit  was  brought  on  a  patent  relating  to  leather  covers 
of  "base-balls  and  other  similar  articles."  The  patent  was 
originally  issued  to  one  James  H.  Osgood,  of  Boston,  under 
date  of  May  21st,  1872.  The  bill  states  that  Osgood  after- 
wards assigned  this  i>ateut  to  Louis  H.  Mahn,  the  complain- 
ant below,  appeUant  here.  On  the  11th  of  April,  1876,  it 
was  reissued,  and  the  suit  is  brought  on  the  reissue  against 
the  Harwoods,  charging  -infringement.  Except  in  stating 
the  nature  of  the  invention  and  the  claims,  the  specifications 
of  the  original  and  reissued  patents  are  precisely  alike.  The 
description  and  accompanying  drawings  are  not  changed. 

Briefly  stated,  the  specification  describes  a  leather  ball- 
cover  composed  of  two  hemispherical  parts,  each  being 
molded  into  form  when  in  a  wet  state  and,  after  being  dried, 
sewed  together  on  to  the  ball  by  a  peculiar  stitch,  called  a 
"double  herring-bone  stitch  ;■'  then  a  second  cover,  made 
in  precisely  the  same  manner  and  sewed  on  tu  the  ball,  out- 
side of  the  first  cover,  in  such  manner  that  the  stitches  of 
the  two  covers  may  cross  each  other  at  right  angles. 
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In  the  original  patent  it  is  statetl  that  the  nature  of  the 
invention  consists  :  first,  in  the  employment  of  a  new  stitch, 
called  the  "doable  herring-bone  secured  stitch,"  whereby 
only  one  stitch  can  be  broken  at  a  time  ;  second.  In  the  em- 
ployment of  a  binder  of  leather  next  the  yam  of  a  base-ball, 
or  as  a  first  cover  to  other  round  articles,  so  stitched  and  put 
on  that  the  outer  covering  when  applied  shall  have  its  seams 
at  right  angles  or  breaking  joints  with  the  seams  of  the  first 
cover ;  third,  in  making  the  leather  covers  of  a  hemispheri- 
cal shape,  by  compression  and  crimping  in  properly  shaped 
molds  with  plungers,  while  wet,  after  which  they  are  dried 
in  shape,  and  then  softened  by  moisture,  stretched  on  and 
sewed.  The  claims  of  the  original  patent  are  the  two  foi- 
lowing,  namely: 

"  1.  A  ball  exterior,  composed  of  two  crimped  hemispheri- 
cal covers,  A  and  B,  having  their  respective  seams,  x  and  y, 
break  joints,  substantially  as  set  foi-th. 

"2.  In  combination  with  aball  whose  exterior  is  composed 
of  two  hemispherical  covers,  A  and  B,  with  their  respective 
seams,  x  and  y,  breaking  joints,  I  claim  the  double  herring- 
bone stitch  formed  of  two  threes,  in  the  manner  herein  set 
forth." 

The  letters  A-  and  B,  in  the  drawing,  designate  the  two 
covers,  one  outside  of  the  other  ;  and  the  letters,  x  and  y, 
designate  the  i-espective  stitches  of  those  covers. 

The  whole  invention  claimed,  therefore,  in  the  original 
patent,  was :  first,  the  two  leather  covers,  (an  outside  one 
and  an  inside  one,)  with  their  respective  seams  crossing  at 
right  angles  ;  and  second,  the  tlouble  herring-l>one  stitch  in 
combination  with  the  two  coveis. 

In  the  reissue  it  is  stated  that  "the  nature  of  the  inven- 
tion consists  :  first,  in  the  cover  of  a  base-bidl  formed  of  two 
pieces  of  leather  suitably  secured  to  eachother ;  second,  the 
seams  of  a  base-ball  united  by  the  double  herring-bone 
knotted  lock-stitch;  third,  a  base-ball  covering  consisting  of 
an  outer  and  an  inner  covering  applied  to  the  ball  independ- 
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eotly  of  each  other ;  fourth,  a  base-ball  covering  coiiaisting 
of  independent  outer  and  inner  coverings  mode  of  hemis- 
pherical sections,  the  seuuia  of  the  inner  and  onter  covers 
arranged  relatively  to  each  other  to  break  joints  ;"'  and  this 
reissue  has  the  four  following  claims,  namely  : 

"1.  A  base-ball  cover  formed  of  two  pieces  of  leather,  se- 
cured to  each  other  by  a  single  seam,  substantially  as  and 
for  the  purpose  specified. 

"  2.  A  base-ball  cover  having  its  seam  united  by  the  dou- 
ble herring-bone  knotted  lock-stitch,  substantially  as  and 
for  the  purpose  siiecified. 

"  'A.  The  covering  of  a  base-ball  consisting  of  an  outerand 
an  inner  covering,  each  of  which  is  composed  of  two  pieces 
of  leather  and  applied  to  the  ball  independently  of  each 
other.  substantiaJly  as  and  for  the  purpose  si>ecified. 

"  4.  A  base-ball  covering  composed  of  independent  inner 
and  outer  coverings,  made  up  of  hemispherical  sections,  the 
seams  of  the  inner  and  outer  covers  arranged  relatively  to 
each  other,  to  break  joints,  substantially  as  and  for  the  pur- 


It  is  apparent  that,  in  the  reissue,  the  claim  of  invention 
is  greatly  enlarged.  The  patentee  claims  therein  :  first,  any 
and  every  single  base-ball  cover,  formed  of  two  pieces  of 
leather,  fastened  together  by  a  single  seam,  substantially  as 
and  for  the  purpose  described  ;  second,  any  and  every  base- 
ball cover  having  its  seam  united  by  the  double  herring-bone 
stitch,  substantially,  etc. ;  third,  everj'  and  any  use  of  two 
covers  on  a  base-ball,  each  made  of  two  pieces  of  leather, 
and  applied  to  the  ball  independently  of  each  other,  sub- 
stantially, etc.  The  fourth  claim  is  nearly  equivalent  to  the 
tirat  claim  of  the  original  patent.     The  others  are  all  new. 

It  is  clear,  therefore,  on  the  face  of  the  patents,  that  the 
only  object  of  the  reissue  was  to  enlarge  the  claims.  The 
description  was  not  altered  in  the  least.  The  claims  in  the 
original  patent  were  clear  and  explicit,  one  of  them  being 
substantially  retained  in  the  reisaae.     Nothing  was  altered, 
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nothing  was  changed,  bnt  to  multiply  the  claims  and  to 
make  them  broader.  And  this  was  done,  not  for  the  benefit 
of  the  original  patentee  but  for  that  of  his  assignee;  and  was 
done  after  the  lapse  of  nearly  four  years  f  i-om  the  granting 
of  the  original  patent.  The  case  seems  to  come  clear!  y  with  - 
in  the  principles  laid  down  in  Miller  r.  The  Brass  Co.,  104  V. 
S.  350  [13  Am.  &  Eng.  303.]  and  if  we  were  right  in  the  con - 
clusion-s  arrived  at  in  tliat  case,  we  do  not  see  how  we  can 
sustain  the  patent  sued  on  in  this.  The  counsel  for  the  ap- 
pellant seems  to  be  aware  of  this  and.  in  his  argument, 
directs  his  efforts  mainly  to  attiick  the  principles  there  ex- 
presHed,  although  they  have  been  fi-equently  reiterated  in 
subsequent  oases.  We  deem  it  proper,  tlierefore,  to  siiy, 
once  for  all,  that  the  viewsannouncedin  Miller  r.  Bi-assCo., 
on  the  snbject  of  reiasiiing  patents  for  the  purjwse  of  ex- 
panding and  enlarging  the  cLiim,  were  deliberately  expressed 
and  are  still  adhei'ed  to.  As  the  reasttns  for  those  views 
wei-e  quite  fully  gone  into  at  that  time,it  is  unnecessary  to 
nji>eat  them  at  large.  A  few  additional  observations  will 
suffice. 

It  wa.s  not  intended  then  and  is  not  now.  to  question  the 
conci  iiaivenes.s,  in  suits  for  infringements  of  patents,  of  the 
decisions  of  the  Comniissionei'  on  questions  of  fact  nec*«- 
sary  to  be  decided  before  issuing  such  patents,  except  as 
tht!  statute  gives  s])erific  defences  in  that  i-egard.  Bat  the 
statutory  defences  are  not  the  only  defences  which  may  lie 
nuwle  against  a  patent.  Where  it  is  evident  that  the  Com- 
missioner, under  a  misconception  of  the  law,  has  exceeded 
Iiis  authority  in  granting  or  i-eissuing  a  iiatent,  there  is  no 
sound  principle  to  prevent  a  party,  sued  for  its  infringe- 
ment, from  availing  himself  of  the  illegality,  independently 
of  any  statutory  permission  so  to  do. 

This  is  constantly  done  in  land  cases  where  patents  have 
been  iasued  which  the  land  officers  had  no  authority  to  is- 
sue, as,  where  the  lands  have  l)een  jireviously  granted,  re- 
ser^-ed  from  sale,  oi-  appropriated  to  other  uses.     Stoddard 
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r.  Chainbei-8,  2  How.  'MS :  Easton  r.  Saliebaiy,  21  How. 
420 ;  Reichart  r.  Felps,  6  Wall.  16(1 ;  SUver  r.  Ladd,  7 
Wall.  219 ;  Meader  p.  Norton,  11  Wall.  442 ;  Best  r.  Polk, 
18  Wall.  112;  Morton  n.  Nebraska,  21  Wall.  660;  Leaven- 
worth B.  K.  Co.  V.  Doited  States,  92  V.  S.  733  ;  Newhall  t. 
Sanger.  Id.  761 ;  Sherman  v.  Buick,  93  L".  S.  209. 

In  Ciises  of  patents  for  inventions,  a  valid  defence  not 
j;iven  bj'  the  statute  often  arises  where  the  question  is, 
whether  the  thing  patented  amounts  to  a  pateutable  inven- 
tion. This  being  a  question  of  law,  the  courts  are  not  bound 
by  the  decision  of  the  Commissioner,  although  he  must 
necessarily  pass  upon  it.  See,  Brown  t.  Piper,  91  U.  S.  38 
flO  Am.  &Eng.  272;]  ftlue  Co.  r.  Upton,  97U.  S.3[U  Am. 
&  Eng.  4r)8;|  Bunbai"  r.  Meyer-s,  94  V.  S.  187,  197  [11  Am. 
&  Eng.  r>9;1  Atlantic  Works  r.  Brady.  107  U.  S.  199  [14 
Am.  &■  Eng.  380;]  Slawson  r.' Grand  St,  R.  B.  Co.,  Id.  652 
[14  Am.  &  Eng.  475  ;]  King  r.  CJallun.  109  U.  S.  101  [14  Am. 
&  Eng.  5fi9.] 

In  this  very  matter  of  reissued  patents  it  has  also  been 
frequently  decided  that  it  is  a  good  defence  in  a  suit  on 
such  a  patent  to  show  that  the  Commis.sioner  exceeded  his 
authority  in  granting  it.  Such  a  defeiice  is  established  by 
showing  that  the  reissued  patent  ia  for  a  <Utferent  inven- 
tion from  that  descrilied  in  the  original  ;  inasmuch  as  the 
statute  declares  that  it  must  be  for  the  same  invention. 
Burr  V.  Diirjee,  1  Wall.  jVil .  r>74  [7  Am.  &  Eng.  224  ;]  Gill 
V.  Wells.  22  Wall.  1  [9  a'iu.  &  Eng.  471  ;]  Collar  Co.  r.  Van 
Deuseii,  23  Wall.  530  [10  Am.,&  Eng.  156  ;J  Tlie  Wood  Paper 
Patent,  Id.  56(J  [10  Am.  &  Eng.  199  ;]  and  many  other  sub- 
sequent cases.  The  same  defence  may  be  established  by 
showing  from  the  i-ecord  that  there  was  no  inadvertence, 
accident,  or  mistake  in  drawing  np  the  specification  of  the 
original  patent:  for  the  statute  only  gives  a  reissue  when 
the  original  is  deEective  by  inadvertence,  siccident,  or  mis- 
take. Thus,  in  Leggett  r."  Avery.  101  V.  S.  2r>9  [12  Am.  & 
Eng.  369,]  the  reissued  patent  embra<wi.a  claim  which  had 
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been  presented  on  the  application  for  the  original  patent 
and  rejected.  It  was  apparent,  therefore,  that  the  omis- 
sion of  that  claim  in  the  original  was  not  and  could  not 
liave  been  the  result  of  inadvertence,  accident,  or  mistake, 
hut  was  the  result  of  design  on  the  i)art  of  the  Commis- 
sioner and  acquiescence  on  the  part  of  the  patentee ;  and 
»o  far  as  that  claim  was  concerned  the  reissued  patent  was 
properly  held  to  be  void.  See,  also,  James  v.  Campbell, 
104  U.  S.  368  [13  Am.  &  Eng.  341.]  The  proper  remedy  of 
the  patentee,  when  a  claim  applied  for  is  rejected,  is  an  ap- 
Ijeal  and  not  an  application  for  a  reissue. 

Such  are  some  of  the  instances  in  which  a  patent,  issued 
t«ntrary  to  law,  is  held  to  be  void.  And  it  is  no  doubt  a 
general  rule  that  where  the  Commissioner  has  exceeded  his 
authority  in  granting  or  reissuing  a  patent,  such  fact  fur- 
nishes a  good  defence  to  a  suit  brought  for  its  infringement. 
There  are  stronger  reasons  for  this  defence  against  patents 
for  inventions,  which  directly  affect  the  citizen,  than  exist 
in  the  (;ase  of  patents  for  land,  which  directly  affect  the 
govermnent  and  only  indirectly  tlie  citizen. 

Now,  in  our  judgment,  a  patent  for  an  invention  cannot 
lawfully  be  reissued  for  the  mere  purpose  of  enlarging  the 
claim,  unl(>sa  there  has  been  a  clear  mistake  inadvertently 
committed  in  the  wording  of  the  claim,  and  the  application 
for  a  reissue  is  made  within  a  reasonably  short  period  after 
the  original  patent  was  granted.  The  granting  of  sach  re- 
issues after  the  lapse  of  long  periods  of  time  is  an  abuse  of 
the  power  and  is  founded  on  a  total  misconception  of  the 
law.  The  Commissioner  of  Patents  has  evidently  pro- 
ceeded, in  these  cases,  on  the  view  that  a  patent  may  be  re- 
issued after  any  lapse  of  time,  for  the  purpose  of  making  a 
broader  claim,  by  merely  showing  that  the  claim  might 
have  been  broader  than  it  was,  and  that  it  was  Inadvert- 
ently made  too  naiTow  at  the  time.  In  this  we  think  he 
has  been  entirely  in  error.  Lapse  of  time  maybe  of  small 
consequence  on  an  application  for  the  reissue  of  apatent  on 
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account  of  a  defective  specification  or  description,  or  where 
the  original  riaim  m  too  broad.  But  there  are  snbatantiai 
reasons,  not  applicable  to  these'  cases,  why  a  claim  cannot 
be  enlarged  and  made  broader  after  an  undue  lapse  of  time. 
The  rights  of  the  public  here  intervene,  which  are  totally 
inconsistent  with  such  tardy  reissues,  and  the  great  oppor- 
tunity and  temptation  to  commit  fraud  after  any  considera- 
ble lapse  of  time,  when  the  circumstances  of  the  original 
application  have  pasned  out  of  mind,  and  the  monopoly  has 
proved  to  be  of  great  value,  make  it  imperative  on  tiie  courts 
as  a  dictate  of  justice  and  public  policy,  to  hold  the  pat- 
entees strictly  to  the  rule  of  reasonable  diligence  in  making 
applications  for  this  kind  of  reissues. 

Conceding  tlmt  it  is  for  the  Commissioner  of  Patents  to 
determine  whether  the  insertion  of  too  narrow  a  claim  arose 
from  inadvertence,  accident,  or  mistake,  (unless  where  the 
matter  is  manifest  from  the  record,)  the  question  whether 
the  application  for  correction  and  reissue  is  or  Is  not  made 
within  reasonable  time  is.  in  most  if  not  all  of  such  cases,  a 
question  wliich  the  court  can  determine  as  a  question  of 
law,  by  comparing  the  i>atent  itself  with  the  original  patent 
and,  if  necessary,  with  the  record  of  its  inception.  The 
reason  for  this  was  fully  explained  in  the  case  of  Miller  v. 
The  Brass  Co.  The  taking  out  of  a  patent  which  has,  as 
the  law  requires  it  to  have,  a  specific  claim,  is  notice  to  all 
the  world,  of  the  most  public  and  solemn  kind,  that  all 
those  parts  of  the  iirt,  machine,  or  manufacture  set  out  and 
described  in  the  specification  and  not  embraced  in  such  spe- 
cific claim,  are  not  claimed  by  the  patentee, — at  least  not 
claimed  in  and  by  that  patent.  If  he  has  a  distinct  patent 
for  other  parts  or  has  made  application  therefor  or  has  re- 
served the  ris;ht  to  make  such  application,  that  is  another 
matter,  nrti  affe<'tiug  the  patent  in  question.  But  so  far  as 
that  patent  is  concerned,  the  claim  actually  made  operates 
in  law  as  a  disclaimer  of  what  is  not  claimed ;  and  of  all 
this  the  law  charges  the  patentee  with  the  fullest  notice.  ■ 
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Then,  what  is  the  situation  {  Tlie  public  is  notified  and 
informed  by  the  most  solemn  act  on  the  part  of  the  pat- 
entee, that  hia  claim  to  invention  is  for  such  and  such  an 
element  ov  combination  and  for  nothing  more.  Of  course, 
what  is  not  claimed  is  public  property.  The  presumption 
is,  and  Hiich  is  generally  the  fact,  that  what  is  not  claimed 
was  not  invented  by  the  patentee,  but  was  known  and  used 
befoi-e  he  made  his  invention.  But,  whet}ier  ko  or  not,  his 
own  act  has  made  it  public  property  if  it  was  not  so  before. 
The  patent  itself,  as  soon  as  it  is  issued,  is  the  evidence  of 
this.  The  public  has  the  undoubted  right  to  use  and  it  is 
to  be  presumed  does  use  what  is  not  specifically  claimed  in 
the  patent.  Every  day  that  passes  after  the  issue  of  the 
patent  adds  to  the  strength  of  this  right  and  increases  the 
barrier  against  subsequent  expansion  of  the  claim  by  a  re- 
issue under  a  pretence  of  inadvertence  and  mistake.  If  any 
snch  inadvertence  or  mistake  "has  really  occurred,  it  is  gen- 
erally easily  discernible  by  an  inspection  of  the  patent  it- 
self ;  and  any  unreasonal)le  delay  in  applying  to  have  it  cor- 
rected by  a  surrender  and  reissue  is  a  just  bar  to  such  cor- 
rection. If  tlie  s].)ecification  is  complicated  and  the  claim  is 
ambiguous  or  involved,  the  patentee  may  be  entitled  to 
greater  indulgence ;  and  of  this  the  court  can  rightfully 
judge  in  each  case.  No  precise  limit  of  time  can  15e  fixed 
and  laid  down  for  ail  cases.  Tlie  courts  will  always  exer- 
cise a  proper  liberality  in  favor  of  the  patentee.  But  in 
any  case,  by  such  delay  as  the  court  may  deem  unnecessaiy 
and  unreasonable,  the  right  to  a  reissue  will  be  regarded  as 
having  been  abandoned  and  lost,  and  the  Commissioner  will 
beheld  tohaveexceededhisauthority ingrantingit.  When- 
ever it  is  manifest  from  the  patent  itself,  compared  witJi 
the  original  patent  and  cognate  documents  of  record,  or 
from  the  facts  developed  in  the  case,  that  the  Commissioner 
must  have  disregarded  the  mles  of  law  by  which  his  au- 
thority to  grant  a  reissue  in  such  cases  is  governed,  the  pat^ 
ent  will  be  considei-ed  as  void  to  the  extent  of  such  ille- 
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gality.  It  is,  then,  a  question  of  law,  not  a  question  of 
fact.  As  before  stated,  the  case  is  entirely  diflferent  from 
that  of  a  reissue  by  reason  of  a  defective  specification  or 
description,  or  on  account  of  the  claim  being  too  broad.  In 
these  oases,  the  public  interest  is  promoted  by  the  change ; 
whilst  a  reissue,  for  the  purpose  of  making  a  claim  more 
broad  and  comprehensive,  is  injurious  to  the  public,  since 
it  takes  from  the  public  the  use  of  that  which  it  previously 
enjoyed,  and  which  the  original  patent  acknowledged  its 
light  to  enjoy.  We  repeat,  then,  if  a  patentee  has  not 
claimed  as  much  as  he  is  entitled  to  claim,  he  is  bound  to 
discover  the  defect  in  reasonable  time,  or  he  loses  all  right 
to  a  reissue  ;  .and  if  the  Commissioner  of  Patents,  after  the 
lapse  of  such  reasonable  time,  undertakes  to  grant  a  reissue 
for  the  purpose  of  coiTecting  the  supposed  mistake,  he  ex- 
ceeds his  power,  and  acts  nnder  a  mistaken  view  of  the 
law  ;  and  the  court,  seeing  this,  has  a.  right ,  and  it  is  its 
duty  to  declare  the  reissue  pro  tanto  void  in  any  suit 
founded  upon  it. 

The  truth  is,  (as  was  shown  in  Miller  v.  The  Brass  Co.,) 
that  this  class  of  cases,  namely  :  reissues  for  the  purpose  of 
enlarging  and  expanding  the  claim  of  a  patent,  was  not 
comprised  within  the  literal  terms  of  the  law  which  created 
the  power  to  reissue  patents.  But  since  the  purpose  of  the 
statute  undoubtedly  was  to  provide  that  kind  of  relief 
which  courts  of  equity  have  always  given  in  cases  of  clear 
accident  and  mistake  in  the  drawing  op  of  written  instru- 
ments, it  may  fairly  be  inferred  that  a  mistake  in  a  patent, 
whereby  the  claim  is  made  too  narrow,  is  within  the  equity 
if  not  within  the  words  of  the  statute.  Yet  no  court  of 
equity,  considering  all  the  interests  involved,  would  ever 
grant  relief  in  soch  a  case  without  due  diligence  and 
promptness  on  the  part  of  the  patentee  in  seeking  to  have 
the  error  corrected.  It  is  just  one  of  those  cases  in  which 
laches  and  unnecessary  delay  would  be  held  to  be  a  bar  to 
such  relief.  And  in  extending  the  equity  of  the  statute  so 
ii>c.s.s«s-3as. 
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as  to  embrace  the  case,  the  courts  should  not  overlook  or 
disregard  the  conditions  on  which  alone  cuarts  of  equity 
would  take  any  action,  and  also  on  which  alone  the  Com- 
missioner of  Patents  has  any  power  fx)  grant  a  reissue. 

As  we  have  already  stated,  no  invariable  rule  can  be  laid 
down  as  to  what  is  reasonable  time  within  which  the  pat- 
entee should  seek  for  the  correction  of  a  claim  which  be 
considers  too  narrow.  In  Miller  ».  The  Brass  Co.,  by  anal- 
ogy to  the  law  of  public  use  before  an  application  for  a  pat- 
ent, we  suggested  that  a  delay  of  two  yeai-s  in  applying'for 
such  correction  should  be  conatrned  equally  favorable  to  the 
public.  But  this  was  a  mere  suggestion  by  the  wjiy  and 
was  not  intended  to  lay  down  any  general  rule.  Neverthe- 
less, the  analogy  ia  an  api)08ite  one,  and  we  think  that  ex- 
cuse for  any  longer  delay  than  that  should  be  made  mani- 
fest by  the  special  circumstances  of  the  case. 

In  the  present  case  there  was  a  delay  of  nearly  four  yeai-s. 
The  application'  for  a  reissue,  tliougli  made  in  the  name  of 
the  patentee  and  signed  by  him,  was  not  made  for  liis  l>eDe- 
fit,  but  for  the  benefit  and  apparently  at  the  instance  of  his 
assignee,  the  present  appellant.  The  specification  is  very 
plain  and  free  from  complexity  and,  as  we  have  already 
stated,  the  claims  in  the  original  patent  were  clear  and  ex- 
plicit. Thei-e  was  no  ambiguity  and  nothing  to  prevent  the 
patentee  from  seeing,  at  once,  on  inspecting  his  patent, 
whether  his  whole  invention  was  claimed  or  not.  We  can 
see  no  possible  excuse  and  none  has  been  attempted  to  be 
shown,  for  allowing  the  jiatent  to  stand  the  length  of  time  it 
did  without  any  attempt  to  have  it  amended.  The  reissue 
was  made  against  law  iipparent  on  its  face,  and  nothing  is 
shown  in  the  record  to  I'emove  this  illegality.  The  case  is 
clearly  within  the  principle  laid  down  in  Miller  v.  The 
Brass  Co.,  and  the  patent  must  l>e  i-egarded  as  void  so  far 
as  the  new  and  exjjanded  claims  are  concerned.  As  this 
leaves  only  the  fourth  claim  to  be  considered  and  as  it  ia 
clear  from  the  evidence  in  the  case  that  the  appellants  did 
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uot  infringe thatclaim,  thf:  dearm  of  tlie  Circuit  Court  ■must 
be  affi-rmed. 

Mr.  Justice  Miller,  dissenting  : 

In  this  case  I  avail  myself  of  tlie  first  occasion  which  has 
fairly  required  it  to  give  expression  to  my  views  in  opposi- 
tion to  those  expressed  by  the  court  in  several  cases  in 
which  reissues  of  patents  have  been  held  invalid. 

The  principle  on  which  the  present  case  is  decided  and 
which,  if  not  the  only  ground  of  that  decision,  is  empha- 
sized in  the  opinion  as  the  controlling  ground,  is  that  of 
laches  in  the  application  for  the  reissue.  It  is  quite  clear 
from  the  opinion,  that  if  in  all  other  resjwwts  the  patentee 
had  been  entitled  to  the  reissue  of  the  patent  on  which  he 
relies  in  this  case,  it  would  give  him  no  protection,  because 
this  court  is  of  opinion  that,  under  the  circnmstajices,  the 
api)lication  for  it  came  too  late. 

This  proposition  of  the  court  does  not  grow  out  of  any 
statute  of  limitation  governing  such  applications  nor  be- 
■  cause  the  original  patent,  and  of  course,  the  reissue  dwa  not 
have  a  considerable  time  to  run-  before  it  expires  by  law, 
but  because  the  court,  applying  tq  the  transaction  as  it  came 
before  the  Commissioner  of  Patents,  the  equitable  doctrine 
of  laches — of  improper  delay — holds  that  on  that  principle 
the  party  came  too  late  and  the  reissue  is  invalid.  The 
distinction  between  the  inatniment  being  void  and  merely 
voidable  is  so  well  known  that  it  can  hardly  be  sujiposed  to 
have  escaped  the  attention  of  the  court,  and  since  the  judg- 
ment in  this  case  can  bind  no  one  but  the  parties  to  it,  thp 
patentee  in  another  suit  on  the  same  patent  against  another 
party,  by  showing  reasonable  excuse  for-  his  delay,  may 
prove  his  patent  to  be  valid,  and  in  that  suit  he  must  re- 
cover, thongh  he  fails  in  this. 

Thus  every  infringer  will  have  the  right  to  retrj-,  when  he 
is  sued,  the  question  of  whether  the  Commissioner  of  Pat- 
ents exercised  a  soand  discretion  in  allowing  the  surrender 
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and  reissue  of  the  patent.  Such  a  doctrine  renders  the  lit- 
bors  of  the  Patent  Office,  with  its  Commissioner  and  corps 
of  trauied  examiners,  of  very  little  value  and  subjects  the 
final  decision  in  favor  of  a  patentee  to  the  re-examination  of 
any  number  of  juries,  on  the  verj'  facts  which  were  passed 
upon  by  the  officers  appointed  by  law  for  the  purpose  of 
deciding  the  questions  necessary  to  the  validity  of  the 
patent. 

The  doctrine  ia  well  established  that  a  grant  by  the  Gov- 
ernment, within  its  lawful  authority,  evidenced  by  a  patent 
under  its  seal  and  the  signature  of  the  Executive,  cannot  be 
impeached  collaterally.  It  must  be  recognized  as  valid  in 
all  courts  when  it  is  introduced  as  evidence  of  the  right 
which  it  confers  and  can  only  be  avoided  by  a  direct  pro- 
ceeding by  way  of  scire  facias  or  bill  in  chancery  to  set 
aside  the  grant  for  some  of  the  i-easons  which  made  its  origi- 
nal issue  a  wrongful  act.  In  such  case  the  Government 
which  issued  the  patent,  by  its  Attorney-General  or  other 
proper  officer,  in  a  court  of  comi)et«nT  jurisdiction,  obtains 
a  decree  setting  the  patent  aside,  whereby  it  is  rendered  of 
no  avail  against  all  persons  interested  in  the  matter,  as  well 
as  the  Government. 

For  decisions  which  establish  this  doctrine,  if  there  could 
be  any  doubt  about  it,  I  refer  to  the  following  cases :  United 
States  V.  Stone,  2  Wall.  526  ;  Same  v.  Throckmorton,  98  V. 
3.  70;  Mowry  v.  Whitney,  14  Wall.  434  [8  Am.  &  Eng. 
506,]  which  is  the  case  of  a  patent  for  invention  and  where 
the  whole  subject  is  fully  discussed. 

Undoubtedly  there  are  cases  of  patents,  with  all  the 
solemn  formalities  attesting  their  validity,  which  are  prop- 
erly rejected  by  the  courts  when  offered  in  evidence  be- 
cause they  show,  upon  their  face,  that  no  authority  existed 
for  their  issue.  The  power  to  grant  the  rights,  which  they 
profess  to  confer,  did  not  exist.  Either  it  did  not  exist  at 
all  or  it  did  not  exist  in  the  officers  or  tribunal  which  issued 
the  patent.     In  such  cases  the  court  can  see,  from  the  face 
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of  the  instrument,  the  nature  of  the  grant-  and  the  power 
which  the  l»w  c-onfers  on  the  officer  who  issaed  it,  that  it  is 
wholly  void  and  that  no  evidence  to  be  now  prodnced,  or 
whi(!h  w)uld  liave  been  produced  before  that  officer,  could 
authorize  the  grant  or  make  it  valid.  Such  an  instrument 
is  void  ab  initio,  is  void  always  and  everywhere,  for  want 
of  power  in  those  who  made  it. 

Can  the  present  caae  come  under  this  exception  f 

Clearly  not.  The  question  of  laches,  of  undue  delay  in 
making  application  to  correct  "  a  mistake,  accident,  or  in- 
adcerteuce,"'  by  reason  of  which  the  patentee  does  not  get 
the  full  benetit  of  his  invention,  must  depend  on  many  cir- 
cumstances which  cannot  appear  on  the  face  of  the  reissued 
(mt^nt.  No  mistitke  ran  be  corrected  until  it  is  discovered. 
The  period  of  this  discovery  is  always  a  matter  of  proof, 
which  may  be  of  the  most  varied  character."  If  the  discov- 
ery of  the  mistake  was  soon  after  the  issue  of  the  patent, 
and  the  delay  defeated  the  right  to  the  reissue,  this  was  a 
matter  into  which  the  Patent  Office  should  inquire.  The 
duty  to  do  -HO  devolved  on  it,  and  the  right  to  decide  it  nec- 
essarily followed.  While  the  dates  of  the  original  patent 
and  of  the  application  for  a  reissue  mjglit  seem  to  show  any 
unreasonable  delay,  this  appearance  might  have  been  re- 
moved by  evidence  which  afforded  a  full  justification  for  it 
Very  long  delays  have  been  justified  by  the  decisions  of 
this  court  when  set  up  as  objections  to  patents.  See  Smith 
fl.  Goodyear  Dental  Vulcanite  Co.,  93  U.  S.  486  [11  Am.  & 
Eng.  1.] 

That  patents  for  inventions  were  intended  by  Congress  to 
liave  this  conclusive  and  unimpeachable  character,  is  mani- 
fest from  the  legislation  on  this  very  point.  Section  4,920 
of  the  Revised  Statutes,  which  was  originally  enacted  in 
1886,  sets  forth  iive  distinct  defences  which  may  be  pleaded 
to  an  action  for  infringement  of  a  patent-right.  They  are 
as  as  follows : 

'*  1.  That,  for  the  purposeof  deceiving  the  public,  the  de- 
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scription  aad  specificatioii  filed  by  the  patentFee  in  the  Pat- 
&it  Office  was  made  to  contain  less  than  the  whole  truth 
relative  to  his  invention  or  discovery,  or  more  than  is  neces- 
sary to  prodnce  the  desired  effect ;  or, 

"  3.  That  he  had  snrreptitionsly  or  nnjxistly  obtained  the 
patent  for  that  which  was  in  fact  invented  by  another,  who 
was  iising  reasonable  diligence  In  adapting  or  perfecting  the 
same ;  or, 

"3.  That  it  had  been  patented  or  described  in  some 
printed  publication  prior  to  his  supposed  invention  or  dis- 
covery thereof ;  or, 

' '  4.  That  he  was  not  the  original  and  first  inventor  or  dis- 
coverer of  any  material  and  substantial  part  of  the  thing 
patented ;  or, 

"6.  That  it  had  been  in  public  use  or  on  sale  in  this  coun- 
try for  more  than  two  years  before  his  application  fora  pat- 
ent or  had  been  abandoned  to  the  public." 

The  statute  also  requires  the  defendant  in  such  cases  to 
give  the  patentee  notice  with  great  particularity  of  the  per-. . 
sons  who  are  prior  inventors  or  have  knowledge  of  prior  use 
of  the  invention  and  when  and  by  whom  it  has  been  used. 

It  will  be  observed  that,  while  these  defences  go  to  the 
validity  of  the  patent,  they  all  resolve  themselves  into  want 
of  novelty  or  of  priority  of  invention  or  discovery,  excepf 
the  first  and  the  last. 

Neither  laches  nor  fraud  is  here  mentioned  as  a  defence 
to  the  Intent. 

Why  were  these  five  points  made  matter  of  defence  by 
statute  ?  And  why  were  no  others  mentioned  ?  The  an- 
swers to  these  two  questions  are  obvious  and  they  are  con- 
clusive of  the  question  before  us. 

The  answer  to  the  first  question  is  that  these  defences  go 
to  impeach  the  patent  and  destroy  its  value  as  evidence  in 
that  case ;  and  by  the  law  as  it  stood  then  and  stands  how 
thiscannotbe  done  without  a  special  statute  to  anl^orize  it 

And  the  reason  why  no  other  grounds  for  impeaching  the 


,y  Google 


348  MAHN  V.  UARWOOU.  [Sup.  Ct. 

DIsMDUng  opinion. 

patrait  were  allowad  to  be  set  ap  in  defence  was  that  Con- 
gress intended  that  all  other  causes  for  impeaching  the  pat^ 
eat  should  be  prosecuted  in  the  usual  mode,  of  scire/ac/'as 
or  bill  in  chancery,  brought  b;  the  proper  law  officers  of 
the  government  to  set  it  aside  and  annul  it. 

If  Congress  had  intended  that  the  patent,  issued  with  all 
the  necessary  formalities,  should  be  assailed  collaterally  for 
every  reason  that  might  have  been  urged  against  its  issue 
originally,  it  would  have  said  so  inshort  terms  and  not  have 
enumerated  particular  or  special  reasons  for  which  it  may 
be  so  attacked. 

That  laches  is  not  one  of  these  reasons,  is  clear  and  af- 
fordM  an  unanswerable  argument  that  it  was  not  intended 
that  it  should  be  a  ground  of  defence  for  its  infringement 
in  such  actions. 

The  careful  and  studied  enumeration  of  matters  going  to 
impeach  the  patent,  where  a  suit  is  brought  to  enfon^e 
rights  granted  by  it,  is  the  strongest  affirmation  that  no 
others  are  admissible  for  that  piirpose  in  that  kind  of  suit. 

In  V.  a.  r.  Throckmorton  the  court  said,  that  "In  so  im- 
jx)rtant  a  matter  as  impeaching  the  grants  of  the  govern- 
ment under  its  seal,  its  highest  law  officer  should  be  con- 
sulteti  and  should  give  the  support  of  his  name  and  author- 
ity to  the  suit." 

In  Mowry  p.  Whitney,  14  Wall.  441  [8  Am.  &.  Eng.  6()6,] 
it  is  said  that  a  suit  by  an  individual  could  only  be  conclu- 
sive in  result  as  between  the  parties,  and  would  leave  the 
instrument  valid  as  to  all  others,  and  the  patentee  might  be 
subjected  to  innumerable  vexatious  suits  to  set  aside  his 
patent  "It  would  seriously  impair  the  value  of  the  title 
which  the  government  grants  after  regular  pro<'eedings  be- 
fore officers  appointed  for  the  purpose,  if  the  validity  of 
the  instrument  by  which  the  grant  is  made  can  be  im- 
peached by  anyone  whose  interest  may  be-affected  by  it  and 
would  tend  to  discredit  the  authority  of  government  in  such 
matters. " 
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If  the  principles  of  the  opinion  in  the  present  case  are 
sound,  then  in  eX'ery  case  where  an  action  at  law  is  brought, ' . 
the  jury  must  sit  in  judgment  on  the  action  of  the  Commis- 
sioner of  Patents,  as  to  the  existence  of  laches  where  that 
is  alleged,  and  as  there  muy  be  a  dozen  jury  trials  in  suits 
against  that  many  different  parties  for  infringing  the  same 
patent,  each  jury  deciding  on  its  own  impression  of  the  evi- 
dence before  it,  the  question  of  the  validity  of  the  reissue 
can  never  be  settled  nor  the  patentee  or  the  public  know 
whether  his  patent  is  valid  or  worthless. 

Such  a  departure  from  the  settled  rules  of  law  as  applica- 
ble to  these  instruments  cannot  be  justified  in  a  cotirt  until 
authorized  by  legislative  power. 

In  several  cases  which  have  preceded  this  one,  especially 
Miller  v.  The  Brass  Co.,  104  U.  S.  350  [13  Am.  &  Eng.  303,] 
where  this  doctrine  has  been  stated  in  the  opinion,  other 
grounds  were  also  given  as  the  foundation  of  the  judgment. 
I  had  hoped,  when  we  came  to  a  case  where  the  question 
must  be  decided,  my  brethren  would  not  adopt  it  on  full 
consideration.  This  must  be  my  apology  for  any  apparent 
acquiescence  in  it  heretofore.  I  am  of  opinion  that  reissued 
patents  are  entitled  to  the  same  consideration  as  other  pat- 
ents issued  by  the  government. 
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Ar^ood  NovemiNT  \.i.  1HU4.     Decided  Uec«inber  S,  1,884. 

Judgment  /or  nominal  (/(images — le/ten  not  a  bar.  Licentee  and 
licensor— Joinder  in  ruit  for  damofft9.  Recovery  of  damages 
gives  no  right  to  eojitinuf  'ise. 

1.  Judgment  for  and  payment  »f  nominal  damages  upon  a  bill  in 

equity  by  a  patentee  without  joininghiBlict-UHet-,  against  one 
who  hae  made  and  sold  a  machine  in  violation  of  the  patent, 
are  no  bar  to  a  bill  in  equity  by  the  patentit?  and  licensee  to- 
gether, for  the  benefit  of  the  licensee,  agaiiiKt  another  pernon 
who  afterward  unce  the  same  mac^hine.     (fi.  35T.) 

2.  A  licensee  of  a  patent  cannot  bring  a  nuit  in  his  own  name  at 

law  or  in  equity,  for  its  infringement  by  a  stranger  ;  an  action 
at  law  for  the  benefit  of  the  licensee  innst  be  brought  in  the 
name  of  the  patentee  alone  ;  a  suit  in  equity  may  be  brought 
by  the  patentee  and  licensee  together,     (p.  3.58.)  ■ 

8.  An  infringer  does  not  by  paying  damages  for  making  and  using 
a  machine  in  infringement  of  a  patent,  acquire  any  right  him- 
self to  the  futiire  use  of  the  maehino.     (p.  359.) 

4.  No  more  does  one  who  pays  damages  for  selling  a  machine  in 
infringement  of  a  patent  acquire  for  himself  or  his  vendee  any 
right  to  use  that  machine,  (p.  350.) 
-  6.  If  one  person  is  in  any  case  exempt  from  being  sued  for  dam- 
ages for  using  the  same  machine  for  the  making  and  selling 
of  which  damages  have  been  recovered  against  and  paid  by 
another  person,  it  can  only  be  when  actual  damages  bave  been 
paid,  and  upon  the  tlieorj'  that  the  plaintiff  has  been  deprived 
of  the  same  properly  by  the  acts  <if  two  wrongdoers  and  has 
received  full  ciimppuBation  from  one  of  them.     (p.  .360.) 

*8ee  ExplHiiiitiott  of  Kotes,  paiK  lU. 
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Gajlerti.  Wilder.  10  Hnw.  477  [ft  Am.  A  Eng.  I8a]     p.  358. 

LittleQeld  r.  Ferrj-,  '21.W>tl1.  -Ja'.  [U  Am.  &  Bag,  446.]     p.  3S8. 

Paper  Bag  Qibm.  103  U.  S.  766  [14  Am.  &  Eng.  129.]     p.  356. 

IbunotODd  V,  Hnnt,  4  fi«ii.  &  Aid.  111.     p.  358. 

Suffitlk  Co.  V.  HaydeD.  3  W*ll.  315  [7  Am.  A  Eng.  406.]    p.  35S. 

AdUDB  V.  Bnrka,  17  W^l.  463  [9  Am.  &  Eng.   67.]    p.  369. 

Boot  V.  Rulwkj'  Co.,  106  U.  a  189  [13  Am.  &  Eog.  656.]     p.  359. 

Needlmm  ti.  Oxley,  8  L.  T.  (N.  S.)  604.     p.  369. 

Needbam  v.  Oxley,  3  New  Bep.  (Eq.  &  Com.  Law,)  388.     p.  368. 

FretuMD  c.  Loe,  9  Ch.  Div.  4R     p.  .'{59. 

Peua  D.  Bibby,  L.  R.  :t  Eq.  308.    p.  360. 

Uorrie  v.  Kobiumn,  3  B.  &  C.  196  ;  5  D.  &  U.  34.     p.  361. 

Bmwmend  i'.  Harrisoii,  L.  R.  6  C.  P.  568.     p.  381. 

Lovqioy  v.  Unmty,  3  Wall.  1.    p.  361. 

Ex  parte  Drake.  5  Ch.  D.  866.    p.  361. 

Appeal  from  the  Circuit  Conrt  of  the  United  States  for 
the  Northern  District  of  Ohio. 

The  history  and  facts  of  the  case  appear  in  the  opinion  of 
the  conrt. 

Messrs.  Wells  W.  Leggett,  M.  D.  Zjeggett,  L.  L.  Leg- 
gett,  and  John  Vrowell,  Jr.,  for  appellmits: 

We  contend  that  the  BirdseU  Manufacturing  Company 
was  not  a  party  complainant  in  the  former  suit  against  the 
Ashland  Machine  Company. 

We  contend  also  that  a  suit  by  John  C.  BirdseU  aijd  the 
BirdseU  Manufacturing  Company  as  complainants  against 
the  same  manufactnring  company  defendant,  could  not  ha,ve 
been  barred  by  said  decree  and  recovery  of  nominal- dam- 
ages, which  was  based  wholly  on  their  non-juinder. 

We  fail  to  And  any  authority  for  the  assumption  that  the 
reco%'ery  of  nominal  damages  in  such  a  case  would  bar  the 
recovery  of  substantial  damages  in  a  suit  brought  by  proper 
parties. 

In-order  to  create  a  bar  there  should  be  a  satisfaction, 
and  the  recovery  of  nominal  damages  under  the  circum- 
stances would  not  be  .satisfaction.    . 

The  courts  have  held  that  a  i-ecovery  for  infringement 
does  not  oi>eratc  to  lict-nsethe  infringing  machine.     Suffolk 
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Co.  t.  Hayden,  3  Wall.  315  [7  Am.  &  Eng.  405 ;]  Sickles  ?». 
Boi^en,  3  Blateli.  635. 

No  license  fee  was  ever  esteblished  aa  to  the  Birdsell  ma- 
chines. They  were  never  made  under  a  license  fee  or  ripon 
royalty.  No  presumption  could  therefore  arise  that,  hav- 
ing recovered  his  license  fee,  the  machine  was  in  effect 'li- 
censed under  the  patent.     Sickles  ».  Bordenj  3  Blatch.  645. 

Even  if  the  Birdsell  Manufacturing  Company  was  a  party 
complainant  in  the  suit  against  the  manufacturers,  and  even 
if  they  had  recovered  substantial  damages,  this  would  con- 
stitute  no  license  to  a  third  party  to  use  the  infringing  ma- 
chine, and  would  be  no  bar  to  this  suit  for  cxintinued  use 
by  a  purchaser. 

Messrs.  Henry  *S'.  Sherman  and  Geo.  WiUep,  for  ap- 
pellees.    [No  britfs  were  filed  f>y  c<y>insel  for  appellees.^ 

Mr,  Justice  Gray  delivei'ed  the  opinion  of  the  court : 

This  was  a  bill  in  equity  for  an  injunction  and  damages 
for  the  infringement  of  a  patent  for  an  improvement  in  ma- 
chines for  threshing  and  hulling  clover  seed.  The  answer 
set  up  a  former  decree  as  an  estoppel.  The  case  was  heard 
in  the  Cii-cuit  Court,  upon  a  statement  of  facta  agreed  by 
the  plirties,  by  which  it  appeared  to  be  as  follows  ; 

Birdsell  was  the  inventor  and  patentee  of  the  improve- 
ment and  granted  to  the  Birdsell  Manufacturing  Company, 
a  eori>oi"atioii  of  which  he  was  the  president  and  active  man- 
ager and  owner  of  a  large  part  of  the  stock,  an  exclusive 
oral  license  to  make,  vend,  imd  use  his  invention  ;  but  did 
not  ffive  it  authority  to  license  others  to  make,  vend,  and 
use.  The  corporation  paid  him  no  royalty,  but  set  apart 
a  sinking  fund  to  defray  the  expense  of  defending  the  pat- 
ent in  the  courts. 

A  former  suit  in  equity  was  brought  by  Birdsell  against 
the  Ashland  Machine  Company  for  an  infringement  of  hia 
]>atent  by  making  and  Helling  large  numbers  of  machines. 
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The  Birdsell  Manufacturing  Company  was  not  made  a  party 
to  that  suit,  but  participated  in  instituting  it  and  carrying 
it  on  till  itii  close.  In  that  siut,  a  perpetual  injunction  was 
decreed,  and  the  case  was  referred  to  a  master,  before  whom 
damages  sustained  by  t^e  Birdsell  Manufacturing  Comjmny 
were  proved  and  claimed,  and  who  reported  that  the  de- 
fendant had  made  no  profita  for  which  it  should  account, 
and  that  if  any  damages  had  been  snstained,  they  had  been 
sustained  by  the  Birdsell  Manufacturing  Company,  a 
stranger  to  the  suit,  and  that  Birdsell,  the  plaintiff, was  en- 
titled to  recover  only  one  dollar,  as  nominal  damages.  The 
Ashland  Machine  Company  afterwards,  pending  that  suit, 
became  insolvent ;  and  a  deci-ee  was  rendered  in  Birdsell's 
favor,  according  to  the  master' s  report,  for  nominal  damaKe:* 
and  for  costs,  which  were  paid  by  that  Company. 

The  pi-esent  suit  was  brought  by  Birdsell  and  the  Birdsell 
Manufacturing  Company  against  Gerhart  Shallot  and  John 
Feikert,  who  had  used  one  of  the  machines  manufactured 
by  the  Ashland  Machine  Company,  and  embraced  in  the 
master's  report  in  the  suit  against  that  company. 

The  Circuit  Court  held  that  in  the  former  suit  the  Bird- 
sell  Manufacturing  Company,  although  not  named  as  a 
party  plaintiff  in  the  bDl,  was  in  i-eality.a  co-plajntiff  with 
Bird.sell,  and  that,  by  the  final  decree  in  that  suit  and  the 
recovery  and  payment  of  nominal  damages,  Birdsell  and 
the  Birdsell  Manufacturing  Company  were,  estopped  to 
maintain  the  present  bill ;  and,  therefore,  difflnissed  the 
bill,  with  costs.     The  plaintiffs  appealed  to  this  court. 

(a)  The  plaintiffs  in  the  present  suit  Birdsell,  the  pat- 
entee, in  whom  is  the  legal  title,  and  the  Birdsell  Manu- 
facturing Company,  his  Ifcensee,  in  whom  is  the  beneficial 
interest,  make  three  objections  to  the  decree  set  up  by  way 
of  estoppel:     1.  That  the  Birdsell  Manufactnring  Company 
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was  not  a  party.  3.  That  the  present  defendants  were  not 
parties.  3.  That  only  nomina)  damages  ware  recovered  and 
paid. 

1.  A  licensee  of  a  patent  cannot  bring  a  suit  in  hiB  o'Wn 
nonie  at  law  or  in  equity,  for  its  infringement  by  a  stranger ; 
an  action  at  law  for  the  benefit  of  the  licensee  mnst  be 
brought  in  the  name  of  the  patentee  alone ;  a  suit  in  equity 
may  be  brought  by  the  patentee  and  the  licensee  together. 
Gayler  v.  WUder,  10  How.  477,  49fi  [5  Am.  &  Eng.  188 ;]  Lit- 
tlefleld  V.  Perry,  21  Wall.  205, 223  [9  Am.  &  Eng.  446 ;]  Paper 
BagCases,  105U.  S.  766,  771  [  14  Am.  &  Eng.  129.]  Inasuit 
in  equity  brought  by  the  patentee  alone,  if  the  defendant 
seasonably  objected  to  the  non-joinder  of  the  licensee,  the 
court  might,  as  Judge  Lowell  did  in  Hammond  «.  Hunt,  4 
Banning  &  Arden,  111,  order  him  to  be  joined.  But  when 
a  suit  in  equity  has  been  brought  and  prosecuted  in  the 
name  of  the  patentee  alone,  with  the  licensee's  consent  and 
concurrence,  to  final  judgment,  from  which,  if  for  too  small 
a  sum,  an  appeal  might  have  been  taken  in  the  naihe  of  the 
patentee,  ib)  we  should  hesitate  to  say  that  the  licensee, 
merely  because  he  was  not  a  formal  plaintiff  in  that  snit^ 
could  bring  a  new  suit  to  recover  damages  against  the  same 
defendant  for  the^same  infringement,  (c) 

2.  It  is  a  more  serious  question  whether  a  decree  in  favor 
of  the  patentee,  upon  a  bUl  in  equity  against  one  person  for 
making  and  selling  a  patented  machine,  is  a  bar  to  a  subse- 
quent suit  by  the  patentee  against  another  person  for  after- 
wards using  the  same  machine  within  the  term  of  the  pat- 
ent. A  license  from  the  patentee,  to  make,  use,  and  sell 
machines,  gives  the  licensee  the  right  to  do  so,  within  the 
scope  of  the  license,  throughout  the  term  of  the  patent  and 
has  the  same  e£fect  upon  the  machines  sold  by  the  licensee 

IISU.  8.  4M-48T. 

(t)  113  U.S.  aabetitn  tea  for  from  bto  e  "neahonld  hesitate  to  saj' that  merelj' 
becaase  the  licenaee  was  not  n  formal  pUiatiff  id  that  sait,  that  a  new  suit 
raald  be  brongbt  to  recover  damages  against  the  eame  defendant  for  the  some 
infHngenieDt, " 
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nnder  anthority  of  his  license  that  a  sale  I)y  the  patentee 
has  upon  machines  sold  by  himself,  of  wholly  releasing 
them  from  the  monopoly  and  discharging  iill  claim  of  the 
■  patentee  for  their  use  by  anybody ;  becanse  such  is  the  ef- 
fect of  the  patentee's  voluntary  act  of  licensing  or  selling, 
in  consideration  of  the  sum  paid  him  for  the  license  or  sale. 
Adams  v.  Burks,  17  Wall.  463  [9  Am.  &  Eng.  87.]  But  an 
infringer  does  not,  by  paying  damages  for  making  and  using 
a  machine  in  infringement  of  a  patent,  acquire  any  right 
himself  to  the  future  use  of  the  machine.  On  the  contrary, 
he  may,  in  addition  to  the  payment  of  damages  for  pust  in- 
fringement, be  restrained  by  injunction  from  further  use 
and,  when  the.whole  machine  is  an  infringement  of  the  i>at- 
ent,  bg  ordered  to  ddiver  it  up  to  be  destroyed.  Suffolk  ■ 
Co.  V.  Hayden,  3  Wall.  315  [7  Am.  &  Eng.  405  ;]  Root  v.  R. 
Co.,  105  U.  S.  189  [13  Am.  &  Eng.  556;]  Needham  r.  Ox- 
ley,  8L.T.(N.  S.)604;S.  C.  SNewRep.  {Eq.&Com.  Law,) 
3^ ;  Frearaon  v.  Loe,  9  Ch.  Div.  48,  67.  No  more  does  one 
who  pays  damages  for  selling  a  machine  in  infringemenf  of 
a  patent,  acquire  for  himself  or  his  vendee  any  right  to  use 
that  machine.  In  the  case  of  a  license  or  a  sale  by  the  pat- 
entee, the  rights  of  the  licensee  or  the  vendee  arise  out  of 
contract  ^th  him.  In  the  case  of  inMngement,  the  liabil- 
ity of  infringers  arises  out  of  their  own  wrongful  invasion 
of  his  rights.  The  recovery  and  satisfaction  of  a  judgment 
for  damages  against  one  wrongdoer  dq^not  ordinarily  con- 
fer, upon  him  or  upon  others,  the  right  to  continue  or  re- 
peat the  wrong. 

This  view  is  in  accord  with  the  judgment  of  Vice-Chan- 
cellor  Wood,  afterwards  Lord  Chancellor  Hatherley,  in  two 
suits  brought  by  a  patentee,  the  one  against  the  manufact- 
urer and  the  other  against  the  user,  where  the  plaintiff 
asked  for  an  injunction  again.st  each,  for  an  account  against 
the  manufacturer  and  for  damages  against  the  user,  and 
declined  to  accept  an  offer  of  the  user  to  pay  him  the  like 
royalties  that  other  persona  paid.  It  was  iirgued  in  he- 
ns K.  S,  447-4M. 
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half  ol  the  user  that  the  patentee  was  not  entitled  to  dam- 
ages against  liim,  a^  well  as  to  an  account  against  the  man- 
ufa<;turei' ;  and  routd  not  have  an  account  against  the  seller 
without  adopting  the  sale,  and,  if  he  adopted  the  sale,  had 
no  right  to  get  anything  from  the  purchaser.  But  the  Vice- 
Ohancellor  held  that  the  plaintiff  was  entitled  to  an  injunc- 
tion, to  an  account,  or,  upon  his  waiving  that,  to  damages 
against  the  manufacturer,  and  also  to  damages  against  the 
user,  and  said  :  "With  regard  to  the  damages,  it  has  never, 
I  think,  been  held  in  this  court  that  an  account,  directed 
against  a  manufacturer  of  a  patented  article,  licenses  the 
tise  of  that  article  in  the  hands  of  all  the  purchasers.  The 
patent  is  a  continuing  patent,  and  I  do  not  see  why  the  ar- 
ticle should  not  l)e  followed  in  every  man's  hand,  until  the 
infringement-  is  got  rid  of.  So  long  as  the  article  Is  used, 
there  is  continuing  damage."  "As  to  the  royalties,  I  can- 
not compel  the  plaintiff  to  accept  the  same  i-oyaJty  from 
these  defendants  as  he  receives  from  others.  I  cannot  in 
tiie  decree  do  less  than  give  the  plaintiff  his  full  right,  and 
I  cannot  bargain  for  him  what  he  may  choose  or  may  not 
choose  to  do.'"  Penn  v.  Bibby.  L.  R.  3  Eq.  3(«  ;  S.  C.  16 
Weekly  Reporter,  192. 

3.  If  one  person  is  in  any  case  exempt  from  tj^ing  sued 
for  damages  for  using  the  same  machine  for  the  making  and 
selling  of  which  damages  have  been  recovered  against  and 
paid  by  another  peison,  it  can  only  be  when  actual  dam- 
ages have  been  paid,  and  upon  the  theory  that  the  plaintiff 
has  been  deprived  of  the  same  property  by  the  acts  of  two 
wrongdoers,  and  has  received  full  compensation  from  one 
of  them.  In  that  view,  the  case  of  the  patentee,  whose 
right  of  property  under  his  patent  had  been  invaded,  would 
be  analogous  to  that  of  one  from  whom  personal  property 
had  been  taken. 

But,  according  to  the  law  of  England,  as  well  as  of 
America,  the  owner  of  a  chattel,  which  others  have  taken  from 
him  and  converted  to  their  own  use,  is  not  deprived  of  his 
111  r.8.  4SS-4S9. 
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property  therein  by  recovering  judgment  for  damages 
against  any  or  all  of  them,  without  actual  satisfaction  by 
somebody.  By  the  law  of  England,  indeed,  as  declared  by 
its  courts,  upon  technical  grounds,  the  owner  of  a  chattel, 
who  has  recovered  judgment  for  its  value  in  trover  against 
one  of  two  joint  tort  feasors,  cmmot,  although  that  judg- 
ment remains  unsatisfied,  bring  a  like  action  against  the 
other  for  the  same  cause.  But,  even  by  that  law,  auch  a 
judgment  against  the  one,  without  satisfaction,  does  not 
vest  the  property  in  the  chattel  in  him,  or  bar  a  subsequent 
action  against  the  other  for  continuing  to  detain  the  chat- 
tel.    Holroyd  aijd  IJttledale.  JJ.,  in  Morris  r.  Robinson, 

5  D.  &  E.  a4,  47,  48 ;  S.  C,  3  B.  &  C.  196,  206,  207 ;  Brins- 
mead  v.  Harrison,  L.  R,,  6  C.  P.  684,  and  L.  R.,  7  C.  P. 
547,  554;  Me  parte  Draffe,  5  Ch.  D.  866.  In  Brinsmead  v. 
Harrison,  Mr.  Justice  Willes  observed  that,  to  say  that 
the  mere  obtaining  judgment  for  nominal  damages  vests  the 
property  in  the  defendant  would  be  an  absurdity.     L.  R., 

6  C.  P.  588. 

By  our  law,  judgment  against  one  joint  tre8i»:88er,  with- 
out full  satisfaction,  is  no  bar  to  a  suit  against  another  for 
the  same  trespass.  Lovejoy  v.  Murray,  3  Wall,  I.  The 
reasons  are  therefore  stronger,  if  possible,  here  than  in 
England  for  holding  that  a  judgment  for  nominal  damages 
against  one_wrongdoer  does  not  bar  a  suit  against  another 
for  a  continuance  of  the  wrong. 

The  result  is  that,  in  any  view  of  the  case,  the  decree  of 
the  Circuit  Court  dismissing  this  bill  was  erroneous  and 
■must  be  reversed. 
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Babcook  A  Wilooz  Co.  v.  Honeerlron  Works,  March,  1888.     34 

Fed.  Rep.  338  ;  43  0.  G.  756. 
TborapsoD  V.  Amerioao  Bank  Note  Co.,  Jane,  1868.     36  Fed.  Rep. 

208. 
American  Bell  Tel.  Co.  v.  Kitsell,  July,  1888.    36  Fed.  Rep.  621. 
Consolidated  Roller- Mill  Co.  v.  Coombs,  July,  1889.     89  Fed.  Rep. 
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In  Text  Books: 
Walker  on  PaU.,  9d  ed.,  1889.  pp.  242,  4Ut). 
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UNION  METALLIC  CARTRIDGE  COMPANY,  AP- 
PELLANT, 7>.  VNITED  STATES  CARTRIDGE  COM- 
PANY." 
UNITED  STATES  CARTRIDGE  COMPANY,  APPEL- 
LANT, V.  UNION  METALUC  CARTRIDGE  COM- 
PANY. 

119  U.  B.  «a4-64&    Oct.  Term,  18S4. 

[Bk.  28,  L.  ed.  eae ;  30  O.  G.  771.] 

Reversing  Ibid,  7  Fed.  Bep.  344. 

Arf^ed  Dcwmber  5,  8,  »,  18B4.     Decided  Devembor  23, 1884, 

Particiikir  putcnf  construed.     Jfisclaimer — its  effect.     Jietsmiefor 
matter  dmclaimed. 

f  1.  Letters  patent.  No.  27,094,  were  issued  to  Ethan  Allen,  Feb- 
ruary 14,  1860,  for  14  years,  for  an  Improvement  in  Machine 
for  making  Percwasion  Cartridge  Cases.  The  patent  was  reis- 
sued in  two  divisioiiB,  No.  1,948,  and  No.  1,949,  May  9,  1865. 
No.  1,048  embraced  tliat  part  of  the  invention  whioh  con- 
cerned the  niei^hanism  for  striking  up  the  hollow  rim  at  one 
stroke.  The  original  patent  and  drawings  showed  such  mech- 
anism to  be  a  moving  die  and  a  fixed  hunter.  In  No.  1,948, 
the  description  was  altered  so  as  to  state  that  the  bunter  might 
be  carried  against  the  die  ;  and  its  two  claims  each  contained 
the  words  "  substantially  as  described."  Aq  extension  of  No. 
1,948  having  been  applied  for,  it  was  opposed,  on  the  ground 
that  such  arrangement  of  a  fixed  die  and  a  moving  bunter  was 
a  new  invention,  interpolated  into  the  reissue.  The  Commin- 
sioner  of  Patents  so  held  and  required  such  new  matter  to  be 
disclaimed,  as  a  condition  precedent  to  tlie  extension.  A  dis- 
claimer was  filed  disclaiming  the  movable  bunter  as  of  the  in- 
vention of  Allen,  No.  1,948  was  then  extended  by  a  certifi- 
cate which  stated  that  a  disclaimer  had  been  filed  to  that  part 
of  the  invention  embracing  such  new  matter.     In  a  suit  in 
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equity  afterwardfl  .brought  on  No.  1, 948,  against  macliines 
having  a  fixed  die  and  a  moving  bunter,  for  infringements 
committed  both  before  and  after  the  exteneion  ;  held,  that  the 
effect  of  the  disclaimer  was  to  exclude  those  machines  from 
the  scope  of  any  claim  in  No.  1,948,  without  reference  to  the 
question  whether  they  contained  mechanical  equivalents  for 
the  moving  die  and  the  fixed  bunter.     (p.  369.) 

f  3.  Allen  had  not,  before  the  granting  of  the  original  patent,  made 
any  machine  in  which  the  die  watt  fixed  and  the  bunter  mova- 
ble ;  and  it  was  never  lawful  to  cover  by  the  claims  of  a  reis- 
sue, an  improvement  made  after  the  granting  of  the  original 
patent,  (p.  387.) 

1 3.  Under  section  S4of  tbe  Act  of  July  8, 1870,  ch.  230, 18  Stat  at 
K,  206,  a  disclaimer  could  be  made  only  by  a  patentee  who 
had  claimed  more  than  that  of  which  he  was  tbe  original  or 
first  inventor  or  discoverer,  and  he  could  make  a  disclaimer 
only  of  such  parts  of  the  thing  patented  aa  he  should  not 
choose  to  claim  or  hold  by  virtue  of  tbe  patent. 
In  BO  discluming  or  limiting  a  claim,  descriptive  matter  on  which 
the  disclaimed  vlum  was  based  might  be  erased  ;  but,  if  there 
was  merely  a  defective  or  insufficient  description,  the  only 
mode  of  correcting  it  was  by  a  reissue,     (p.  888.) 

f  4.  The  decision  in  I^ggett  b.  Avery,  101  IT.  S,  256  [12  Am.  A 
Eng.  369,]  cited  and  applied,     (p.  391.) 

t&.  An  acquiescents  anii  dinclaimcr,  ona  decision  requiring  the  dis- 
claimer as  a  condition  precedent  to  an  extension,  are  as  opera- 
tive to  prpvi-nt  the  afterwards  insisting  on  a  recovery  on  tbe 
invention  diiwlaimed,  as  to  prevent  a  subsequent  reissue  to 
clium  what  was  so  disclaimed,     (p.  392.) 

[Citatious  in  the  opinion  of  the  court :} 

Union  Metallic  Cartridgr  Co.  r.  U.  S.  Cartridge  Co.,  3  Ban.  ft  Ard.  593 ; 

11  O.  G.  1113.  p.  384. 
Leggett  e.  Avery,  101  U.  S.  356  [12  An.  &  Eng.  369.]  pp.  385,  391. 

Cross  appeals  from  the  Circuit  Oonrt  of  the  United  States 
for  the  District  of  Massachusetts. 

The  bill  in  this  case  was  filed  Id  the  court  below,  by  the 
Union  Metallic  Cartridge  Co.,  to  recover  damages,  allied 
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Albumen  t  of  ooansel. 

to  have  resulted  from  the  mMogemeDt  of  certain  letters 
patent,  and  for  an  injonction  and  other  relief. 

The  court  entered  a  final  decree  for  the  complaJDant  for 
$40,367.20,  profits  to  April  23,  1877,  without  damages. 
Whereupon,  both  parties  appealed  to  this  court. 

The  case  is  fuUy  stated  by  the  coort. 

Messrs.  Causten  Brotone  and  Edmund  Wetmore,  for 
Union  MetaZUc  Cartridge  Co. :      • 

In  submitting  to  the  court  our  alignment  for  the  correct- 
ness of  the  decisions  of  the  circuit  judges  we  wish  to  begin 
with  this  proposition :  The  original  patent,  by  its  fair  con- 
stmction,  in  view  of  the  state  of  the  art,  claimed  the  same 
machine  that  the  reissue  does,  and  covered  as  an  infringe- 
ment the  moving  bunter  and  fixed  die,  as  well  as  the  fixed 
bunter  and  moving  die. 

Bearing  in  mind  the  broad  novelty  of  Allen's  invention  as 
the  first  organized  machine  having  a  mandrel  and  a  die  and 
a  banter  BO  constructed  and  held  in  relation  to  each  other, 
and  operated  by  proper  mechanism.  It  is  evident  that 
under  it  Allen  was  entitled  to  cover  unsubstaTdial  changes 
in  the  construction  and  operation  of  the  apparatus  de- 
scribed. 

The  claim  to  "  striking  or  forming  the  hollow  rim  at  one 
stroke  or  operation,  as  above  set  forth  and  described,"  is  to 
be  construed  aa  a  claim  to  the  described  construction  and 
operation  of  parts  for  that  purpose.  Railroad  Co.  z.  Du- 
bois, 12  Wall.  47  [8  Am.  &  Eng.  443;]  Campbell  v.  James. 
104  U.  3.  377  [13  Am.  &  Eng.  341 ;]  Palgier  o.  The  Gatling 
Gun  Co.,  19  Blatch.  392 ;  LuU  v.  Clark,  21  Blatch.  95. 

Allen's  invention  is  to  be  regarded  not  asa  mere  improve-  * 
ment  upon  existing  machines  for  the  same  purpose,  but  as 
the  pioneer  invention  of  its  class,  embodying  principles  of 
construction  and  operation  which  are  fundamental. 

This  being  so,  he  is  entitled  to  a  liberal  construction  of 
his  claim. 

His  original  patent  would  cover  the  defendants'  machine. 
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even  if  it  appeared  that  patentable  devices  were  employed 
in  order  to  make  the  bnnter  more  up  to  the  die,  instead  of 
having  the  die  move  ap  to  the  bnnter.  For  there  wonld 
still  be  the  die  and  the  mandrel  and  the  banter,  all  con- 
structed just  as  In  the  patent. 

Of  course  the  patentee  of  such  special  devices  for  moving 
the  bnnter  instead  of  the  die  would  be  entitled  to  protection 
against  the  unauthorized  use  of  them.  But  his  patent 
could  only  be  for  the  means  by  which  he  had  made  the  hun- 
ter movable  instead  of  the  die. 

See,  Machine  Co.  v.  Murphy,  97  U.  S.  120  [11  Am.  &  Eng. 
494 ;]  Wilson  V.  Bamnm,  2  Pish.  640 ;  Clough  »,  Barker, 
106  U.  S.  166  [14  Am.  &  Eng.  211 ;]  Morey  o.  Lockwood,  8 
Wall.  241  [8  Am.  &  Eng.  78.]  We  also  refer  to  Union 
Paper  Bag  Co.  o.  Binney,  5  Fish.  166 ;  Union  Paper  Bag 
Co.  ».  Union,  8  Fiah.  402 ;  Blake  v.  St^ord,  3  Fish.  296 ; 
Blake  v.  Eagle  Works,  4  Pish.  691 ;  Pike  v.  Prov.  R.  R. 
Co.,  1  Holmes,  445  ;  American  Whip  Co.  v.  Lombard,  4  Cliff. 
495;  Sargent  v.  Lombard,  2  Curtis,  349. 

No  case  in  the  reports  resembles  this  in  the  particular 
upon  which  the  circuit  judges  founded  their  judgment. 

The  reported  cases  in  which  patentees  have  been  held  af- 
fected by  disclaimers  previously  made  by  them,  are  all  cases 
in  which  some  matter  of  fact  was  wmc-eded  against  himself 
by  the  patentee,  and  he  was  not  afterwards  allowed  to  as- 
sert the  contrary  of  the  state  of  fact  so  established  against 
himself  by  such  concession.  In  the  case  at  bar  there  was 
no  concession  of  fact.  There  was  nothing  bot  the  with- 
drawal from  the  specification  of  the  improperly  inserted, 
^clauses,  in  the  most  convenieiU  viay. 

It  might  as  well  have  been  done  by  reissne,  but  for  the 
matter  of  delay  and  expense  and  the  loss  of  existing  rights) 
of  action. 

Messrs.  B.  F.  Butler  a-nd  F.  P.  Fish,  for  United  States 
Cartridge  Co.  : 
It  is  respectfully  submitted  that  the  claim  of  the  original 


,y  Google 


868  CARTRIDGE  00.  v.  CARTRIDGE  00     ( Sup.  Ct. 

Argument  of  counsel. 

patent  to  Allen  is  limited  to  the  combinatioiiof  the  movable 
die  with  ita  retractile  epring,  the  stattonary  bonter,  aiid  the 
mandrel  which  he  showed  and  described  in  his  patent. 

After  the  Allen  patent  was  taken  out,  it  was  discovered    . 
that  a  machine  coDStmcted  according  to  it  was  not  asucoess- 
tul  machine  because  of  certain  defects  ariaing  from  its  pe- 
culiar construction. 

A  new  machine  was  devised,  therefore,  in  which  the  re 
tractile  spring  of  the  die  was  dispensed  with,  and  the  die  it- 
self made  stationary  in  the  machine,  and  the  bunter  moved 
against  the  die  by  means  of  crank  shafts  operating  from  the 
driving  shaft  of  the  machine. 

This  new  machine  has  been  used  in  heading  cartridges  by 
all  the  manufacturers  in  this  country,  including  the  com- 
plainants, whereas  the  ori^nal  Allen  machine  has  never 
been  used  at  all,  except  perhaps  for  a  short  time  by  Allen 
himself  and  the  firm  of  which  he  was  a  member. 

More  than  Hve  years  after  this  machine  was  patented  and 
introduced  into  use,  the  Allen  patent  was  reissued,  for  thfl 
manifest  purpose  of  bringing  within  its  scope  this  new  ma- 
chine. 

In  the  New  York  Belting  &  Packing  Co.  v.  Sibley,  16 
Fed.  Rep.  386,  the  court  said ;  "It  has  been  several  times 
decided  by  the  Supreme  Court  that  disclaimers,  qualifica- 
tions, and  limitations  imposed  upon  a  patentee  by  the  Pat- 
ent Office  are  forever  binding  upon  him  if  he  choose  to  ac- 
cept a  patent  containing  them.  Not  only  are  third  persons 
likely  to  be  misled  to  their  injury  by  any  subsequent  en- 
largement, by  reissue  orbi/a  broad  cojistruction  of  claims 
thus  iTiiended  to  be  limited,  but  these  qualifications  are  con- 
ditions precedent,  without  wliich  there  would  have  been  no 
grant  at  all,  and  of  course  the  grant  most  be  taken  as  it  is 
given." 

This  doctrine  has  been  followed  by  the  Circuit  Court  in  a 
number  of  instances : 

Streit  V.  Lauter,  11  Fed.  Rep.  309 ;  Putnam  p.  Hutchin- 
son, 12  Fed.  Rep.  127 :  Edgarton  v.  Furst,  9  Fed.  Rep.  450; 
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Atlantic  Giant  Powder  Co.  ».  Hidings,  21  Fed.  Rep.  619. 
See  also  Miller  v.  Bridgeport  Brass  Co.,  104  U.  S.  860  [13 
Am.  &  Eng.  303  ;]  Bums  o.  Meyers,  100  U.  S.  671  [V2  Am.  & 
Eng.  342.] 

There  is  no  authority,  whatever  in  the  statute  for  making 
a  disclaimer  for  any  other  porjiose  than  that  of  narrowing 
the  claim. 

It  is  submitted  that,  even  if  there  were  no  statute  author- 
izing disclaimers,  the  paper  filed  by  the  patentee,  aqd  called 
a  disclaimer,  would  constitute  a  solemn  mlmission  and  cov- 
enant on  the  part  of  the  patentee  that  if  the  extension  were 
granted  to  liim  the  patent  should  receive  only  a  limited  con- 
struction, and  that  thereby  the  oomplainants  would  be  pre- 
cluded from  holding  these  defendants  as  infringers. 

The  resemblance  between  the  case  of  I^ggett  v.  Avery, 
101  U.  S.  256  [12  Am.  &  Eng.  369,]  is  close.  The  only  dif- 
ference between  the  cases  is  that  in  Leggett  v.  Avery  it 
could  not  be  contended  that  the  claims  remaining  after  the 
disclaimer  was  filed  were  snsceptible  of  a  construction  that 
would  cover  those  devices  and  constructions  which  were  dis- 
claimed, whereas  in  this  ca.se  they  an?uethat  even  after  the 
disclaimer  they  are  entitled  to  hold  the  devices  disclaimed, 
on  account  of  the  doubtful  phraseology  of  the  patent  as  it 
stands.  In  Leggett  B.  Avery,  therefore,  it  was  deemed  ne»!- 
essary  again  to  reissue  the  patent,  in  order  to  avoid  the  ef- 
fects of  the  disclaimer.  The  court  decided  that  such  a  reis- 
sue was  void  because  the  disclaimer  was  binding  upon  the 
party  making  it. 

Under  this  authority  the  disclaimer  in  this  case  must  be 
binding  to  the  same  extent  as  was  the  case  in  Le^;gett  «. 
Avery. 

Mr.  Justice  Blai'(-iiford  delivered  the  opinion  of  the 
coort : 

Letters  patent  of  the  United  States,  No.  27,094,  were  is- 
snetl  to  Ethan  Allen,  February  14,  1860,  for  fourteen  years, 
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for  an  "  improTement  in  roacbine  for  making  percussion 
cartridge  cases."  A  reissue  of  this  patent  was  grant«^  in 
two  divisions,  No.  1,948  and  No.  1,949,  May  9t.h,  1865,  the 
application  for  the  reissue  having  been  filed  AprU  7t]i, 
1865.  The  specification  of  No.  27,094  set  forth  two  im- 
provements: 1,  an  arrangement  or  mechanism  to  trim  the 
open  end  of  the  case  of  the  cap-cartridge,  to  make  the  arti- 
cles all  alike  and  tnie  ;  3,  striking  up  or  forming  the  swelled 
end  to  form  the  recess  for  the  priming,  as  shown  at  Z,  from 
that  of  Y,  at  one  stroke,  in  distinction  from  spinning  tliem. 
There  were  two  claims  in  No.  27,094:  1,  the  trimming 
mechanism ;  2,  striking  or  forming  the  hollow  rim  at  one 
stroke  or  operation.  In  n^issuing  the  patent,  the  trimming 
mechanism  was  made  the  subject  of  No.  1,949,  and  the 
other  improvement,  the  (subject  matter  of  claim  2  of  No. 
27,094,)  was  made  the  subject  of  No.  1,948.  This  suit  is 
brought  for  the  infringement  of  No.  1,948  alone.  So  much 
of  the  specification  and  claims  of  No.  27,094  as  relates  to 
the  subject  of  No.  1,948,  is  coi>ied  below  on  the  left  hand, 
and  the  specification  and  claims  of  No.  1,948  are  copied  be- 
low on  the  right  hand,  the  parts  of  each  not  found  in  the 
other  being  in  italic : 

Jieissue.     No.  1.948. 
"  Be  it  known  that  I,  Ethan 
Allen,  of  the  city  and  county 
,-  of  Worcester,  and    State  of 
■-  Massachusetts,  have  invented 
>-  certain  new  and  useful   im- 
-  provements  in  macMnery  for 
•-  making  loaded   caps  or  cap 
cartridges  ;  and  I  hereby  de- 
clare the  following  to  be  a  full, 
clear,  and  exact  descriptioD  of 
the  construction   and  opera- 
tion of   the  same,   reference 
being  had  to  the  accompany- 
ing drawings,  in  which  Fif/- 
ure  1  is  a  top  view  or  plan, 
and  Fig.  2  i^  a  side  view,  and 


Original,  No.  27,094. 
"  Be  it  known  that  I,  Ethan 
Alien,  of  the  city  and  county 
of  Worcester,  State  of  Massa- 
chusetts, have  invented  cer- 
tain new  and  useful  improve 
ments  in  machinery  for  mak- 
ing loaded  caps  or  cap  car- 
tridges; and  I  Hereby  oeclare 
the  following  to  be  a  full, 
clear,  ajid  exact  description 
of  the  construction  and  opera- 
tion of  the  same,  reference 
being  had  to  the  accompany- 
ing drawings,  in  which  F^ig. 
i  is  a  top  view  or  plan,  and 
Fig.  2  a  Bide  view  ;  tfte  same 
iiaiT.S.  ean-aas. 
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letters  iridicating  the  same 
parts  in  both. 

My  improvements  relate  to 
the  constiTiction  or  formation 
of  the  case  of  the  cap  car- 
tridge in  the  form  shown  at 
Z,  or  nearly  so,  and  cousist 
*  *  *  in  striking  up  or 
forming  the  swelled  end  to 
form  the  recess  for  the  prim- 
ing, as  shown  at  Z,  from  that 
of  Y,  at  one  stroke,  in  distinc- 
tion from  spinning  them,  as 
has  heretofore  been  done. 

The  constmction  of  my  im- 
provements, as  shown  in  the 
drawings,  is  as  follows :  "Ju 
the  driving  puUey  to  receive 
motion,  and  its  shqft  is  pro- 
vided with  crani:s  or  eccen- 
trics at  each.  end.,  to  which 
the  rods  H  and  H'  connect, 
tfte  sh<\ft  turning  in  suit- 
(Utle  bearings  in  the  frame 
or  base  K.  *  *  *  P  is  a 
slide  receiving  motion  by  H', 
and  moving  in  the  ways,  G,  G, 
carryingthe  mandrel  B,  which 
passes  through  the  movable 
(lie  D,  wA/cA  has  a  spring  to 
Iteep  or  move  it  back  towards 
F,  and  an  enlargement  in  its 
cejiter,  to  facilitate  placing  the 
case  A'  to  be  taken  by  B. 
7%e  end  of  D  next  to  E  has  a 
hole  fitting  on  the  outside  of 
the  case  A.  E  is  a  die  with 
an  adjusting  screw.  Yis  a 
case  as  it  comes  from  the 
press,  and  Z  shows  the  same 
after  being  tTimmed  and  set, 
or,    in   wter    worffs,    gone 


pertains  to  a  machine  which 
is  the  subject  of  another  reis- 
sue of  these  letters  patent. 

My  improvements  relate  to 
the  construction  or  formation 
of  the  case  of  a  metallic  car- 
tridge and  consist  in  an  ar- 
rangement of  mechanism  for 
forming  or  striking  up  the 
swelled  end  to  form  the  re- 
cess for  the  priming,  as  shown 
at  Z,  f  it>m  that  of  Y,  at  one 
stroke  or  operation^  in  dis- 
tinction from  spinning  them, 
as  has  heretofore  been  done. 

The  construction  of  my  im- 
provements, as  shown  in  the 
drawings,  is  as  follows  :  K  is 
the  base  of  the  machine ;  J, 
the  driving  pulley,  which  is 
provided  witn  a  cranJc  or  ec- 
centric, to  which  the  rod  H' 
is  connected  j  F  is  a  slide  re- 
ceiving motion  by  H',  and 
moving  in  ways  G,  G,  carry- 
ing the  mandrel  B,  which 
passes  through  the  die  D ; 
the  die  D  has  a  spring  to  keep 
or  move  it  back  towards  Y, 
and  a  hepper-liie  opening  in 
the  upper  side  to  facilitate 
placing  the  case  A,  to  be 
taken  by  B  and  carried  into 
the  die  D.  The  mandrel  B, 
has  a  shovXder,  a  sufficient 
distance  fro'm  the  end  to  al- 
low it  to  eTiter  the  cartridge 
shell  just  the  right  distance, 
and  leave  enough  metal  to  be 
pulled  into  the  head  of  the 
cartridge.  The  die  D  is  just 
the  right  size  to  be  filled  by 

119  o.  B.  e«ft-eaT. 


,y  Google 


CARTRIDGE  00.  v.  CARTRIDGE  GO.     [Sup.  Ct. 
OpiDloD  of  the  MDrt. 


ikrough  the  foUowing  opera- 
tion, to  toil:    *    *    * 


](f,"  the  case  or  shell,  "i> 
placed  in  D  or  A'  to  be  taken 
on  B  and  carried/orward  un- 
tU  its  end  projects  (sufficient- 
ly to  form  its  r\ra)ovt  of  D, 
when  F,  meeting  D,  carries  it 
with  A  in  that  position  up 
against  E,  which  flattens  the 
eod,  and  forma  the  hollow  rim, 
aa  shown  in  section  at  Z,  Fig. 
2  ;  and,  the  motiou  of  J  con- 
tinuing, the  parts  all  return 
to  their  respective  places, 
ready  for  another,  which,  dur- 
ing the  same  time,  has  been 
prepared  as  before  described ; 
the  finished  case  dropping 
between  the  dies  D  and  E,  or, 
tf  sticking  in  D,  is  punched 
out  by  the  first  motion  of  the 
next  one  and/alls  out  of  Us 
vsay. 

Saving  thus  fully  de- 
scribed my  invention,  what 
I  claim  therein  as  tiew  and 
desire  insecure  byletterspat- 
ent  is    *    *    * 


Second.     I  claim  striking 

1V»  V.  8.  M1-W, 


the  shell  A  when  pressed 
into  it  by  the  punch  or  man- 
drel B.  E  is  a  die  with  an 
adjustable  screw,  and  the 
case  maybe  carried  against 
it  to  form  the  head  or  rim,  or 
that  maybe  carried  against 
the  die  D  by  similar  mech- 
anism, to  F  and  H' ;  Z  is  a 
case  or  shell  after  being  head- 
ed, forming  the  canity  for 
the  fulmiTUUing  powder. 

The  operation  is  asf  allows, 
viz.,  motion,  being  given  to 
pulley  J,  is  comm,unicated 
through  JF  to  F  and  B,  and 
the  cases  or  shells  are  placed- 
in  the  recess  or  in  an  inclined 
tube,  which  feed^s  them  to  the 
puncli  B.  77ie  shell  is  taken 
on  the  punch  B,  and  carried 
through  the  die  D  until  the 
end  projects  snfficiently  to 
form  its  rim,  when  P,  meet- 
ing D,  carries  it  with  Ain  that 
Sosition  up  against  E,  which 
attens  the  ena  and  forms  the 
hollow  rim,  as  shown  in  sec- 
tion at  Z,  Fig.  2;  and,  the 
motion  of  J  continuing,  the 
parts  all  return  to  their  re- 
spective places,  ready  for 
another  shell,  which,  during 
the  same  time,  has  been  pZaccrf 
in  position  as  before  de- 
scribed, and  the  punch  B. 
taking  on  another  shell,  is 
carried  into  the  die  D,  and 
presses  out  tTie  one  before 
headed,  which  drops  between 
the  dies  D  and  E,  wheii  the 
operation  is  repeated  as  be- 
fore. 
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■  or  forming  ike  hollow  rim. 
at  one  strofce  or  operaiion,  as 
aitove  e^  forth  and  de- 
acribedy 


I  claim  the  mandrel  which 
carries  the  cartridge  shell,  in 
combiTiation  with  the  die  D. 
which  admits  the  same,  and 
against  which  the  closed  end 
of  the  cartridge  shell  is  head- 
ed, svbstantvaMy  as  describ- 

Second,  /claim  the  die  J>, 
constructed  and  operating 
for  the  heading  of  cartridge- 
shells,  substantially  as  de- 
scribedy 
The  following  are  the  drawings  of  the  original  and  of  the 


The  Allen  machine,  as  organized  for  heading  and  making 
a  flange  upon  cartridge  shells,  consists  mainly  of  a  mandrel, 
%  die,  and  a  bnnter,  which  are  combined  together  in  order 
to  operate.  The  mandrel  is  a  rod  with  a  shoulder  upon  it, 
the  rod  beyond  the  shoulder  being  of  such  diameter  as  to 
enter  the  cartridge  shell,  which  is  to  be  headed,  with  a  pretty 
close  lit,  and  the  shoulder  being  at  right  angles  to  the  rod, 
and  formed  to  support  the  edge  of  the  shell  at  the  op6n  end 
of  the  cartridge,  during  the  operation  of  heading.  The  die 
is  a  block  of  metal  with  a  holeinjt,  of  just  the  size  of  the 
outside  of  the  shell ;  and  the  axes  of  the  die  and  mandrel 
are  in  the  same  line.  The  bunt«r  is  a  piece  of  metal  so  lo- 
cated that  it  is  opposite  one  end  of  the  die.  The  machine 
is  also  provided  with  a  gutter,  which  is  a  prolongation  of 
the  hole  in  the  die,  but  open  on  top,  into  which  shells  are 
to  be  introduced  prior  to  being  acted  apon  by  the  machine. 
When  an  unheaded  shell  is  placed  in  this  gutter,  with  the 
mandrel  as  far  retracted  from  the  die  as  possible,  the  man- 
drel advances,  inserts  itself  into  the  shell  and  shoves  the 
shell  into  the  die  with  its  closed  end  projecting  beyond  the 
die  a  snfficient  distance  to  afford  metal  from  which  the 
flange  may  be  formed.  In  this  position,  the  outside  of  the 
shell  is  supported  by  tlie  die,  the  inside  of  the  shell  by  the 
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mandrel  and  the  edges  at  the  open  end  of  the  sheU  by  the 
shoulder  on  the  mandrel.  The  die,  mandrel,  andshell  then 
advance  together,  and  the  closed  end  of  the  shell  is  forced 
against  the  bunt«r,  the  shell  being  thus  squeezed  down  so 
as  to  form  the  flange  of  the  cartridge.  The  mandrel  then 
retreats,  and,  as  it  reti-eats,  slips  out  of  the  shell,  leaving 
the  headed  shell  in  the  die  and,  when  the  mandrel  is  fully 
out  of  the  shell,  the  die  is  in  its  old  position.  The  shell 
cannot  follow  the  mandrel,  owing  to  the  fact  that  it  is  now 
headed,  and  that  its  head  is  on  that  side  of  the  die  which  is 
furthest  from  the  mandrel.  After  the  mandrel  has  retreated 
sufficiently  far  from  that  end  of  the  die  which  is  nearest  the 
mandrel,  a  second  unilanged  shell  may  be  placed,  in  the 
gutter.  The  mandrel  then  advances  and  enters  the  shell  as 
before,  and  the  advance  of  this  shell  on  the  end  of  the 
mandrel  drives  out  the  shell  which  has  just  been  headed 
and  was  sticking  in  the  die.  After  this  second  shell  has 
been  driven  far  enough  into  the  die,  it  is  headed  as  the  first 
shell  was,  and  is,  in  turn,  pushed  out  by  a  third  shell ;  and 
so  oD  in  succ^sion.  In  the  operation  of  tlLe  machine,  the 
shell  is  forced  into  one  end  of  the  die  and  expelled  at  the 
other  end,  so  that  the  shell  moves  in  the  same  line  and  in 
the  same  direction  from  the  time  it  is  first  acted  upon  by 
the  mandrel  until  it  is  completely  expelled  from  the  die. 
The  end  of  the  die  farthest  from  the  mandrel  is  the  anvil  or 
rest  against  which  the  shell  is  headed,  by  the  conjoint  action 
of  the  die  and  the  bnnter,  the  flange  being  formed  fully  at 
the  time  when  the  die  and  bunter  are  as  near  as  possible  the 
one  to  the  other. 

The  description  in  the  original  patent  of  the  mechanism 
for  striking  up  or  forming  at  one  stroke  the  swelled  end  to 
form  the  recess  for  the  priming,  describes  the  die  D  as 
movable,  and  as  being  carried  with  the  case  or  shell,  and 
the  mandrel  B  in  it, against  the  stationary  die  E.  This  is  - 
the  description  to  which  the  second  claim  of  the  original 
patent  refers  when  it  claims  "  striking  or  forming  the  hol- 
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low  rim  at  one  atroke  or  operation,  as  above  set  forth  and  . 
described."  The  drawings  represent  that  aiTangement  and  " 
no  other. 

In  the  reissne  it  is  stated  that  the  case  or  shell  may  be 
carried  against  the  die  £  to  form  the  rim,  or  the  die  E 
may  be  carried  against  the  die  I>  by  simitar  mechanism  to 
the  slide  F  and  the  rod  H'.  It  is  also  stated  that  the  cases 
or  sheUs  are  placed  in  the  recess  or  gutter,  or  in  an  inclined 
tube,  which  feeds  them  to  the  punch  or  mandrel  B.  Noth- 
ing was  said  in  the  specification  of  the  original  patent  about 
carrying  the  die  E  against  the  die  D,  or  about  feeding  the 
cases  or  shells  by  an  inclined  tube. 

Allen  having  died,  Sarah  E.  Allen  was  duly  appointed 
his  executris,  in  February,  1871.  In  November,  1873,  she 
applied  to  the  Commissioner  of  Patents  for  an  extension  of 
No.  1,948  and  of  No.  1,949.  The  application  was  opposed 
by  E.  Remington  &  Sons.  Much  testimony  was  taken  on 
both  sides.  The  day  of  hearing  was  February  4th,  1874. 
The  Commissioner  of  Patents  decided  "to  grant  the  exten- 
sion, and  rendered  the  following  decision,  6  Off.  Gaz.  147: 

"This  is  an  application  by  the  executrix  of  the  estate  of 
Elthan  Allen,  for  the  extension  of  reissued  patents  Nbs. 
1,948  and  1,949,  granted  May  9,  1865.  The  original  patent 
was  granted  to  Ethan  Allen,  February  14,  1860,  and  com- 
prehended a  combined  apparatus  for  trimming  the  open 
ends  and  then  lieading  the  closed  ends,  of  blanks  for  form- 
ing metallic  cartridge  shells.  These  operations  are  each 
performed  automatically  but  independently,  by  different 
portionsof  the  machinery.  Reissue  No.  1,948  comprehends 
the  mechanism  for  heading  the  shell,  and  No.  1,949  that  for 
trimming  it.  No  testimony  is  presented  relating  to  the  lat- 
ter, and  it  may  be  dismissed  from  consideration.  Some  in- 
terpolations of  new  matter  appear  in  the  former,  but  they 
have  been  dieclaimed,  rendering  the  scope  of  the  patent  un- 
equivocally that  of  the  invention  originally  described  and 
illustrated  in  drawing  and  model.    The  device  in  question 
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I  of  a  hollow  recessed  sliding  die,  a  reciprocating 
mandrel,  having  a  Hhoulder  permitting  it  to  enter  a  shell 
the  proper  distance  for  heading,  and  a  stationary  hunter, 
organized  into  a  machine  wliich  operates  as  follows :  the 
mandrel  being  withdrawn  into  the  ba«k  portion  of  the  die, 
which  serves  merely  as  a  guide  for  it,  a  shell  with  its  open 
end  to  the  rear  is  placed  in  tlie  recess  of  the  die,  in  the  patli 
of  the  mandrel.  As  the  mandrel  advances,  it  enters  the 
shell  and  carries  it  into  the  die  lintil  Its  closed  end  projects 
a  little  in  front  for  heading.  At  thiij  point  the  stock  of  the 
mandrel  strikes  the  rear  of  the  die  and  carries  it  forward 
until  the  projecting  end  of  the  shell  strikes  a  fixed  anvil 
and  is  headed.  The  mandrel  and  die  then  retreat,  carrying 
the  headed  shell,  the  die  being  forced  back  by  a  spring  to 
its  original  position,  and  the  mandrel  continuing  until  it 
has  withdrawn  from  the  shell  and  passed  *he  feeding  re- 
cess. The  headed  shell  remains  in  the  die  until  it  is  forced 
out  by  the  advance  of  the  next  shell.  This  is  the  machine 
patented,  and  the  claims  of  the  patent  are  as  follows :  *  1. 
The  mandrel  which  carries  the  cartridge  shell,  in  combina- 
tion with  the  die  B,  which  admits  the  same,  and  against 
which  the  closed  end  of  the  cai-tridge  shell  is  headed,  sub-  " 
stantially  as  described.  2,  The  die  D,  constructed' and 
operating  for  tlie  heading  of  cartridge  shells,  substantially 
as  described."  This  was  the  first  successful  organized  au- 
tomatic macliine  for  heading  cartridge  shells.  It  has  un- 
dergone various  improvements,  however,  and,  as  bnDt,  and 
(according  to  the  testimony  of  the  witness  Cook)  used  by 
the  inventor,  it  is  not  now  in  use.  It,  however,  famished 
the  essential  principle  of  construction  which  has  been  main- 
tained in  all  succeeding  heading  machines  of  its  class.  The 
hollow  die  and  reciprocating  mandrel  to  receive  and  carry 
forward  the  shell  to  be  headed,  and  at  the  same  time  force 
out  the  preceding  headed  shell,  are  the  chief  elements  of 
the  machines  which  have  produced  the  vast  quantity  of 
shells  that  have  come  into  the  mai-ket  since  the  ^te  of  this 
IIS  tr.  s.  6si-eaa. 
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inventioii.  The  rear  or  guide  portion  of  the  die  is  omitted 
in  the  present  machines ;  and,  instead  of  a  recess  in  the  die, 
a  special  feeding  device  is  employed ;  also,  instead  of  ad- 
vancing the  die  against  the  anvil,  it  is  now  made  stationary 
and  the  anvU  is  advanced,  the  die  spring  being  transferred 
tfl  it.  Whether  this  latter  modification,  which  is  the  prin- 
cipal one  and  is  admitted  to  effect  materially  superior  re- 
sults in  heading  the  larger  sizes  of  shells,  is  in  legal  contem- 
plation an  equivalent  constmction  mechanically  improved, 
or  a  substantive  invention,  has  been  the  subject  of  much 
contention  in  this  application.  I  am,  however,  so  entirely 
convinced  that  the  matter  introduced  into  the  reissue,  de- 
scribing the  holding  die  as  stationary,  and  the  banter  as 
inovable,  was  new  matter  describing  a  substantially  differ- 
ent invention  from  the  original,  possessing  different  f unc 
tions,  that  I  have  required,  as  a  condition  precedent  to  ex' 
tension,  that  this  new  matter,  together  with  that  of  the  in- 
clined tube  for  feeding,  should  be  absolutely  disclaimed. 
With  such  disclaimer,  the  patent  is  extended." 

With  a  view  to  the  extension,  the  following  disclaimer 
was  filed  on  the  4th  of  February,  1674 : 
"  To  the  Commissioner  of  Patents  : 

Whereas,  reissued  letters  patent  of  the  United  States 
were  on  the  ninth  day  of  May,  A.  D.,  1865,  granted  to 
Ethan  Allen,  of  Worcestier,  in  the  County  of  Worcester, 
State  of  Massachusetts,  numbered  1,948 ;  and  whereas,  the 
Union  Metallic  Cartridge  Company  are  now  the  sole  owners, 
of  said  reissued  letters  patent ;  and  whereas,  Sarah  E.  Al- 
len, of  said  Worcester,  as  the  executrix  of  the  goods  and 
estate  of  said  Ethan  Allen,  is  the  sole  owner  of  any  ex- 
tended term  of  said  letters  patent  which  may  hereafter  be 
granted  ;  and  whereas,  the  Union  Metallic  Cartridge  Com- 
pany, aforesaid  have  an  equitable  interest  in  the  extended 
term  of  said  letters  patent :  now,  therefore  the  said  Union 
Metallic  Cartridge  Company  and  the  said  Sarah  E.  Allen, 
executrix,  as  aforesaid,  respectfully  show  to  the  honorable 
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CommiBsioner  of  Fatentfi,  that,  through  inadvertence,  acci- 
dent, or  mistake,  the  words  ' '  or  that  may  be  carried  against 
the  die  D  by  similar  mechanism  to  P  and  H'"  were  in- 
serted in  the  descriptive  part  of  said  reissued  letters  patent, 
No.  1,948,  which  words  were  not  in  the  deecriptiTe  part  of 
the  original  letters  patent  of  said  Ethan  Allen ;  and  there- 
upon your  petitioners  disclaim  the  said  movable  die  E  as 
being  of  the  invention  of  said  Ethan  Allen,  except  in  so  far 
aa  the  same,  by  fair  construction,  may  be  deemed  the  me- 
chanical equivalent  of  the  die  E  described  and  shown  in 
said  original  letters  patent  and  the  drawing  thereof :  And 
whereas,  the  said  reissued  letters  patent.  No.  1,948,  in  the 
descriptive  part  thereof,  contain  the  words  **  or  in  an  in- 
clined tube,"  which  words  are  not  found  in  the  descriptive 
part  of  the  original  letters  patent  of  said  Ethan  Allen,  but 
said  words  were  introduced  into  the  specification  of  said  re- 
issued letters  patent  by  inadvertence,  accident,  or  mistake, 
your  petitioners  disclaim  such  inclined  tube  as  being  of  the 
invention  of  the  said  Allen. 

Sarah  E.  Allen,  Exeeatria;, 
Union  Metallic  Cartridge  Co., 
M.  Hartlky,  PresiderU." 

The  following  additional  disclaimer  was  filed  on  the  13th 
of  Febroary,  1874 : 
"  To  €ke  Honorable  the  Commissioner  of  Patents  : 

Whereas,  reissued  letters  patent  of  the  United  Statea 
were,  ontheninthday  of  May,  A.  D.  1866,  granted  to  Ethan 
Allen,  of  Worcester,  in  the  County  of  Worcester,  and  State 
of  Massachusetts,  numbered  1,948;  and  whereas,  the  Union 
Metallic  Cartridge  Company,  of  Bridgeport,  State  of  Con- 
necticut, are  now  the  sole  owners  of  said  reissned  letters 
patent ;  and  whereas,  Sarah  E.  Allen,  of  said  Worcester,  as 
the  executrix  of  the  goods  and  estate  of  s^d  Ethan  Allen, 
is  the  sole  owner  of  any  extended  term  of  said  letters  patent 
which  may  be  granted :  now,  therefore,  the  Union  Metallic 
Cartridge  Company  and  Sarah  E.  Allen,  executrix,  as  af  ore- 
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said,  resi>ectfiUly  show  to  the  honorable  Commissioner  of 
Patents,  that,  through  inadvertence,  accident,  or  mistake, 
the  words  "  or  that  may  be  carried  against  the  die  D  by 
similar  mechanism  to  P  and  H' "  were  inserted  in  the  de- 
scriptive part  of  said  reissued  letters  patent.  No.  1,948, 
which  words  were  not  in  the  descriptive  part  of  the  original 
letters  patent  of  said  Ethan  Allen ;  and  thereupon  your  pe- 
titioners disclaim  the  said  movable  die  E  (called  a  bunter) 
as  being  of  the  invention  of  said  Ethan  Allen,  thus  leaving 
the  description  of  said  die  E  the  same  as  shown  in  the 
original  letters  patent  and  the  drawings  thereof ;  and  where- 
as, the  said  reissued  letters  patent  numbered  1,948,  in  the 
descriptive  part  thereof,  contain  the  words  "or  in  an  In- 
clined tube,"  which  words  are  not  foond  in  the  descriptive 
part  of  the  original  letters  patent  of  said  Ethan  Allen,  but 
said  words  were  introduced  into  the  specification  of  said  re- 
issued letters  patent  by  inadvertence,  accident,  or  mistake, 
your  petitioners  disclaim  said  inclined  tube  as  being  of  the 
invention  of  said  tlthan  Allen.  This  disclaimer  is  absolute 
and  is  filed  as  an  additional  disclaimer  to  that  filed  Feb* 
mary  4,  A.  D.  1874,  in  which  certain  reservations  were 
made. 

Ukion  Metallic  Cartridge  Co.  * 

M.  Habtiet,  President. 

Saeah  E.  Allen,  BxeeutHs. 
New  York,  February  9,  1874." 
The  certificate  of  extension  of  No.  1,948  was  as  follows': 
"  Whereas,  upon  the  petition  of  Sarah  E.  Allen,  of  Wor- 
cester, Massachusetts,  executrix  of  the  estate  of  E^han  Al- 
len, deceased,  for  the  extension  of  the  patent  granted  to 
said  Ethan  Allen  February  14,  1860,  and  reissued  May  9, 
1865,  numbered  1,948,  for  "  machine  for  making  cartridge 
cases,"  the  undersigned,  in  accordance  wi'th  the  Act  of  Con- 
gress approved  the  8th  day  of  July,  1870,  entitled  "An  Act 
to  Revise,  Consolidate,  and  Amend  the  Statutes  Relating  to 
Patents  and  Copyrights"  (the  stud  Sarah  E.  Allen,  execu- 
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trix,  having  filed  a  "disclaimer"  to  that  part  of  the  inven- 
tion embraced  in  the  foUowing  words:  "or  that  may  be 
carried  against  the  die  D  by  similar  mechanism  to  F  and 
H' ;"  also  the  words  "or  inan  inclined  tube;")  did,  on  this 
thirteenth  day  of  February,  1874,  decide  that  said  patent 
ought  to  be  extended :  Now,  therefore,  I  Mortimer  D.  leg- 
gett,  Commissioner  of  Patents,  by  virtue  of  the  power  vested 
in  me  by  said  Act  of  Congress,  do  renew  and  extend  the 
said  patent,  and  certify  tlmt  the  same  is  hereby  extended 
for  the  term  of  seven  years  from  and  after  the  expiration  of 
the  first  term,  viz. :  from  the  fourteenth  day  of  February, 
1874  ;  which  certificate  being  duly  entered  of  record  in  the 
Patent  Office,  the  said  patent  has  now  the  same  effect  in 
law  as  though  the  same  liad  been  originally  granted  for  the 
term  of  twenty-one  years. 

In  testimony  whereof,  I  have  caused  the  seal  of  the  Pat- 
ent Office  to  be  hereunto  affixed  this  thirteenth  day  of  Peb- 
roary,  1874,  and  of  the  Independence  of  the  United  States 
the  ninety-eighth. 

[SEAL.]  M.  D.  Leggett,  Commissioner. 

Sarah  E.  Allen,  executrix,  having  on  the  2lBt  of  Feb- 
mary,  1874,  assigned  her  title  to  the  extended  term  of  No. 
1,948,  to  the  Union  Metallic  Cartridge  Company,  it  brought 
this  suit  in  equity  against  the  United  States  Cartridge  Com- 
pany, on  the  18th  of  March,  1874,  for  the  infringement  of 
No.  1,948.  The  bill  alleged  an  assignment  by  the  execu- 
trix to  the  plaintiff,  of  her  title  to  No.  1,948,  on  the  10th  of 
February,  1871 ;  an  assignment  by  the  plaintiff  to  her,  on 
the  7th  of  February,  1874,  of  all  of  its  title  to  No.  1,948 ;  the 
extension ;  and  the  assignment  of  the  extended  term.  The 
assignments  above  mentioned  have  been  duly  proved.  The 
bill  makes  no  reference  to  any  disclaimer. 

The  machine  of  the  defendant  has  the  die  D  stationary 
and  the  die  E,  or  hunter,  movable,  and  it  has  an  inclined 
tube  for  feeding.  The  die  D,  the  mandrel  B,  and  the  hun- 
ter E  are,  as  tools,  the  same  as  those  in  the  plaintiff's  ma- 
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idune.  The  mandrel  enters  the  shell,  poshes  it  into  the  die 
B,  snpports  it  on  the  inside  while  it  is  being  headed,  and 
the  unheaded  shell  expels  the  headed  shell  from  the  die 
B,  as  in  the  plaintiff's  machine.  The  die  Xt  supports  the 
outside  of  the  shell  while  it  is  being  headed,  and  the  end  of 
that  die  acts  as  an  anvil  against  which  the  flange  is  formed 
by  the  joint  operation  of  such  anvil  and  the  hunter, '  as  in 
the  plaintlflTs  machine.  The  flange  is  fully  formed  at  the. 
time  when  the  end  of  the  die  D  and  the  hunter  are  as  close 
together  as  the  operation  of  the  machine  will  permit  them  to 
be,  which  is  true,  also,  of  the  plaiutifTs  machina  In  the 
defendant's  machine,  as  in  the  plaintiff's,  the  unheaded 
shell  enters  at  one  end  of  the  die  J),  and  is  expelled  from 
the  other  end  and  moves  always  in  the  same  direction  with 
relation  to  the  die  D,  from  the  time  tliat  the  mandrel  first 
takes  charge  of  it,  until,  after  being  headed,  it  is  expelled 
from  the  die.  Bat,  in  the  defendant's  machine  the  die  D 
stands  still  and  the  bnnter  moves  towards  it  to  head  the 
aheU,  while  the  drawings  of  No.  27,094  and  of  No.  1,948 
show  a  stationary  bunter,  and  the  die  D  moving  towards 
it,  to  head  the  shell. 

The  answer  denies  that  the  reissue  was  lawful  and  avers 
that  the  original  patent  was  surrendered  to  claim  inventions 
not  made  by  Allen;  that  the  reissue,  No.  1,948,  isnot  fortiie 
same  invention  as  was  the  original  patent ;  that,  as  the  re- 
issue was  void,  the  extension,  also,  was  void  ;  that  the  Com- 
missioner granted  the  extension  only  on  the  express  condi- 
tion precedent,  that  cerUiin  new  matter  unlawfully  intro- 
duced into  the  reissue,  (as  decided  by  him,)  should  be  abso- 
lutely disclaimed,  and  that  only  upou  such  disclaimer  should 
the  patent  be  extended ;  and  that  said  condition  has  not 
been  complied  with.     It  denies  infringement. 

Proofs  having  been  taken,  the  case  was  heard  before 

Judge  Shepley,  and  he  decided  it  in  favor  of  the  plaintiff, 

'  on  the  13th  of  April,  1877,  and  entered  a  decree  holding  No. 

1,948  to  be  valid  and  to  have  been  infringed,  and  awarded 
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uD  account  of  profits  and  damages,  before  a  master,  tram 
Pebniary  10th,  1871,  except  as  to  the  period  from  Febroarj' 
7,  1874,  to  Pebroary  21,  1874,  and  a  perpetual  injunc- 
tion restraining  the  defendant  from  making,  using,  Or  vend- 
ing "machines  for  heading  cartridge  shells,  baring  a  die, 
mandrel,  and  bunter,"  excepting  five  machines  specially 
named,  the  question  as  to  the  use  of  which  was  reserved  till 
the  master  should  make  his  report.  The  decision  of  Judge 
Shepley,  2  Ban^  &  A.,  fl93,  and  11  Off.  Gaz.,  1113,  says: 
"  In  the  machine  admitted  to  be  used  by  the  defendant  are 
found  substantially  the  same  die,  mandrel,  and  bunter,  oper- 
ating in  the  same  manner  to  form  the  flanged  head  of  the 
cartridge  and  to  expel  the  shell  after  being  headed,  except 
that,  in  defendant's  machine  the  bunter  moves  toward  the 
die  to  head  the  shell,  while  in  the  Allen  machine  the  die 
moves  toward  the  bunter  to  head  the  shell.  The  fact,  as 
proved,  that,  especially  in  the  case  of  cartridges  of  lai^r 
sizes,  there  is  an  advantage  in  having  the  die  stationary, 
while  the  bunter  moves  toward  it,  is  not  sufficient  alone  to 
show  that  this  latter  form  of  the  machine  is  not  an  equiva- 
lent of  the  other,  all  the  elements  of  the  combination  exist- 
ing alike  in  both,  and  acting  alike  in  combination.  It  is 
contended  on  the  part  of  the  defendant,  that  the  action  of 
the  Commissioner  of  Patents,  in  requiring  a  disclaimer  of  so 
much  of  the  reissued  patent  as  claimed  in  s{)ecific  terms  the 
use  of  the  movable  biinter  and  the  stationary  die,  as  an 
equivalent  for  the  movablff  dieand,  the  fixed  bunter,  before 
granting  an  extension,  is  conclusive  upon  the  complainant, 
but  we  do  not  so  regard  it.  The  patentee,  without  describ- 
ing equivalents,  ia  entitled  to  use  equivalents  and  to  treat 
the  use  of  equivalents  by  others  as  an  infringement,  and 
this,  ujwn  the  evidence  in  the  record,  api)ears  to  be  a  clear 
case  of  such  a  use." 

The  master  made  a  report  as  to  profits,  to  which  excep- 
tionswere  filed  by  both  pai-ties.  On  thehearingof  the  excep- 
tions, the  case  was  reheard  before  Judge  Lowell  on  the 
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qaestioQ  as  to  whether  the  original  decree  shoald  be  re- 
versed. He  rendered  a  decision,  (7  Fed,  Rep.  344,)  in 
which  he  said:  "Allen's  original  patent  described  a  ma- 
chine oi:gani2ed  to  move  a  'die'againsta  'bunter,'  and,  by 
their  contact,  to  form  a  flange  or  head  upon  the  metallic 
cartridge,  which  was  carried  by  the  die.  The  defendant's 
machines  brought  a  movable  banter  against  a  tixed  die. 
This  was  an  improved  form  of  the  machine,  and  was,  per- 
haps, a  patentable  improvement ;  but  it  was  the  same  ma- 
chine and  was  an  undoubted  infringement.  This  improve- 
ment was  invented  by  Allen  himself  but,  after  he  had  ob-  . 
tained  his  patent  and  when  he  asked  for  a  reissue,  he  in- 
serted in  his  description  of  the  mechanism  this  modified  and 
improved  fonn.  The  Commissioner  required  him  to  dis- 
claim this  part  of  his  description,  aa  a  conditio^  precedent 
to  granting  the  reissue.  Judge  Shepley  held  that  the  dis- 
claimer did  not  prevent  the  patentee  from  enjoining  the  ase 
of  machines  having  this  improvement.  It  is  now  argued 
and,  certainly,  with  much  force,  that  Leggett  v.  Avery,  101 
U.  S.  256  [12  Am.  &  Eng.  369,]  holds  the  patentee  to  this 
disclaimer,  as  an  estoppel.  I  appreciate  the  argument,  bat 
■do  not  consider  myself  bound  to  reverse  Judge  Shepley's 
decision,  which  I  shoald  not  feel  at  liberty  to  do  unless  my 
mind  were  entirely  satisfied  that  he  was  wrong.  No  one 
can  doubt  that  if  apatenteeobtalnsa  patent  upon  his  solemn 
admission  of  certain  facts,  he  shall  never  thereafter  be  per- 
mitted to  controvert  them.  This  is  Leggett  v.  Avery.  Judge 
Shepley,  th'oagh  giving  his  opinion  before  that  case  was  de- 
cided, could  not  have  overlooked  this  point.  I  understand 
him  to  decide,  that  the  admission  in  this  case  was  not  of  a 
fact  of  invention,  but  of  the  propriety  of  inserting  a  certain 
claose  in  the  descriptive  part;  of  the  specification ;  and  if 
this  were  not  so,  still,  if  the  patentee's  invention  and  his 
patent  rightly  included  this  form,  as  an  equivalent,  it  was  a 
mere  nullity,  like  an  admission  of  taw,  to  confess  that  it  did 
not  include  it.     This  Is  the  idea  shortly  expressed  by  Judge 
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Shepley ;  and  I  do  not  see  any  necessary  conflict  between  it 
and  the  decisionof  the  Supreme  Court." 

The  exceptions  of  both  parties  were  overruled,  and  a  de- 
cree was  entered  for  the  plaintiff  for  $40,367.26,  profitH  to 
April  23d,  1877,  without  damages.  From  this  decree  both 
parties  have  appealed  to  this  court,  but  the  plaintiff  waived 
ite  appeal,  at  the  bar. 

{a)  Many  questions  were  discussed  at  the  hearing  which 
we  deem  it  unnecessary  to  consider,  because  we  are  of  opin- 
ion that  the  disclaimer  made  has  the  effect  to  so  limit  the 
constmction  of  the  claims  of  the  reissue  that  the  defendant' s 
machine  cannot  be  held  to  infringe  those  claims.  The  op- 
position to  the  extension  proceeded,  among  other  things,  on 
the  ground  that  reissue  No.  1,948  was  so  worded  as  to  cover 
a  machine  having  a  stationary  die  and  a  movable  bunter, — 
one  not  within  the  language  or  the  scope  of  the  original 
patent,  not  indicated  therein  as  the  invention  of  Allen,  and 
not  described,  and  a  substantially  new  and  different  inven- 
tion. That  the  Commissioner  intended  that  the  extension 
should  not  be  granted  unless  there  should  be  a  disclaimer 
of  all  claim  to  have  No.  1,948  cover  a  machine  with  a  sta- 
tionary die  and  a  movable  bunter,  and  that  the  second  dis- 
claimer filed  was  such  a  disclaimer,  and  that  the  patent  ex- 
tended cannot  be  held  to  be  onfi  which  covers,  by  any  claim, 
the  defendant's  machine,  is,  we  think,  entirely  clear. 

The  Commissioner,  in  his  decision,  says  that  the  "inter- 
polations of  new  matter"  in  No.  1,948  "have  been  dis- 
claimed," and  that  such  disclaimer  renders  ""the  scope  of 
,the  patent  unequivocally  that  of  the  invention  originally 
described  and  illustrated  in  drawing  and  model."  The  dis- 
claimer is  referred  to  as  limiting  the  scope  of  the  patent, 
that  is,  the  extent  of  its  claims,  and  as  reducing  such  scope 
and  extent  to  what  the  drawings  and  model  illustrated, 
ii>ii.s.«u-e4ft. 

(a)  113n.S.b^DaapinioDber«,  prefixing  "He recited  theractsabove stated, 
and  contlnned ;"  ■ 

The  prcMding  pages  of  (he  opinion  appear  tm  Htatenient  in  113  U.  8.     Ed. 
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namely :  a  movable  die  and  a  stationary  bunter,  to  the  ex- 
clusion of  a  stationary  die  and  a  movable  bnnter.  The  Com- 
missioner adds  that  it  had  been  the  subject  of  much  conteD' 
tion,  in  the  application  for  the  extension,  whetherthe  modi- 
fication of  having  a  stationary  die  and  a  movable  anvil. 
which,  he  said,  it  was  admitted,  effected  materially  su 
perior  results  in  heading  the  larger  sizes  of  shells,  was, 
in  I^al  contemplation,  an  equivalent  construction  me- 
chanically improved,  or  a  substantive  invention :  and  that 
he  is  so  entirely  convinced  that  the  matter  introduced  into 
the  reissue,  describing  the  holding  die  as  stationary,  and 
the  bnnter  as  movable,  was  new  matter  describing  a  sub- 
stantially different  invention  from  the  original,  possessing 
different  functions,  that  he  had  required,  as  a  condition  pre- 
cedent to  extension,  that  this  new  matter  should  be  abso- 
lutely disclaimed.  The  new  matter  introduced  into  the  re- ' 
issue  in  respect  to  the  moving  of  the  bnnter  or  die  E  was 
introduced  into  the  descriptive  part,  by  inserting  the  words, 
"or  that"  (the  die  E)  "may  be  carried  against  the  die  I) 
by  similar  mechanism  to  F  and  H',''  but  it  was  also  inti-o- 
duced  into  the  two  claims,  by  the  use  of  the  words  "sub- 
stantially as  described,"  in  those  claims. 

This  reissue  took  place  under  §  13  of  the  Act  of  July  4th, 
1836,  chap.  3fi7,  6  Stot.  122,  which  provided  for  a  surrender 
and  the  issuing  of  a  new  patent  "lor  the  same  invention." 
"in  accordance  with  the  patentee's  corrected  description 
and  specification."  This  provision  was  repeated  in  §  53  of 
the  Act  of  July  8th,  1870,  cliap.  230, 16  Stat.  205,  now  section 
4916  of  the  Revised  Statutes,  with  the  additional  enactment 
that  "  no  new  matter  shall  be  introduced  into  the  specifica- 
tion." But  where  new  matter  was,  even  before  the  Act  of 
1870,  introduced  into  the  description,  and  in  such  manner 
as  to  enlarge  the  claim  and  cause  the  patent  to  be  not  "  for 
the  same  invention,"  the  reissae  was  invalid,  to  the  extent 
that  it  was  not  for  the  same  invention. 

Tt  is  quite  clear  thjit  Allen  had  not,  before  the  granting 
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of  the  original  patent,  made  any  machine  in  which  the  die 
D  was  stationary  and  the  banter  movable.  If  that  arrange- 
ment was  a  new  improv^neof  of  the  original  invention  and 
was  invented  by  Allen  and  after  the  date  of  the  original 
patent,  he  could  under  §  13  of  the  Act  of  1836,  have  had  u 
"  description  and  specification  "  of  it  annexed  to  the  origi- 
nal description  and  si)ecification,  on  like  proceedings  as  in 
the  case  of  an  original  application,  and  it  would  have  had 
"the  same  effect,  in  law,"  from  "the  time  of  ita  being  an- 
nexed and  reronled,"  ■'  aa  though  it  had  been  embraced  in 
the  original  description  and  specification  ;"  or  he  could  have 
applied  for  a  new  patent  for  the  improvement.  Such  last 
named  provision  of  g  13  of  the  Act  of  1836  was  repealed  by 
the  Act  of  1870,  and  was  not  re-enacted  therein,  nor  is  it 
found  in  the  Revised  Statutes.  But  it  was  never  lawful  to 
cover,  by  the  claims  of  a  reissue,  an  improvement  made 
after  the  granting  of  the  original  patent. 

The  statute  in  force  in  i-egard  to  disclaimers,  when  the 
disclaimera  were  filed  in  this  case,  was  section  B4  of  the  Act 
of  1870,  which  provided,  "That  whenever,  through  inad- 
vertence, accident,  or  mistake  and  without  any  fraudulent 
OP  deceptive  intention,  a  patentee  has  claimed  more  tlian 
that  of  which  he  was  the  original  or  first  inventor  or  discov- 
erer, his  patent  shall  be  valid  for  all  that  part  which  is  truly 
and  justly  his  own,  provided,  the  same  is  a  material  or  sub- 
stantial part  of  the  thing  patented  ;  and  any  such  patentee, 
his  heirs  or  assigns,  whether  of  the  whole  or  any  sectional 
interest  therein,  may,  on  payment  of  the  dutj^  required  by 
law,  make  disclaimer  of  such  parts  of  the  thing  patented  as 
he  shall  not  choose  to  claim  or  hold  by  virtue  of  the  patent 
or  assignment,  stating  therein  the  extent  of  his  interest  in 
such  patent ;  said  disclaimer  shall  be  in  writing,  attested  by 
one  or  more  witnesses,  and  recorded  in  the  Patent  Oflice, 
and  it  shall  thereafter  be  considered  as  part  of  the  original 
specification,  to  the  extent  of  the  interest  possessed  by  the 
claimant  and  by  those  claiming  under  him  after  the  record 
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thereof."  This  word  "claimant"  is  an  evident  error,  for 
"  disclaimauC,"  as  "  disclaimant "  is  the  word  used  in  §  7 
of  the  Act  of  March  3d,  1837,  ch.  45,  5  Stat.  193,  which  was 
the  first  statute  providing  for  a  disclaimer.  This  error  is 
perpetuated  in  §  4917  of  tlie  Revised  Statutes. 

It  is  a  patentee  who  "has  claimed  more  than  that  of 
which  he  was  the  original  or  first  inventor  or  discoverer," 
and  only  "such  patentee,"  or  his  assigns,  who  can  make  a 
disclaimer ;  and  the  disclaimer  can  be  a  disclaimer  only  "of 
such  parts  of  the  thing  patented  as  he  shall  not  choose  to 
claim  or  hold  by  virtue  of  the  patent  or  assignment."  A 
disclaimer  can  be  made  only  when  something  has  been 
claimed  of  which  the  patentee  was  not  the  original  or  first 
inventor,  and  when  it  is  intended  to  limit  a  claim  in  respect 
to  the  thing  so  not  originally  or  first  invented.  It  is  tane, 
that  in  so  disclaiming  or  limiting  a  claim,  descriptive  mat- 
ter on  which  the  disclaimed  claim  is  based,  may,  as  inci- 
dental, be  erased,  in  aid  of  or  as  ancillary  to  the  disclaimer. 
But  the  statute  expressly  limits  a  disclaimer  to  a  rejection 
of  something  before  claimed  as  new  or  as  invented,  when  it 
was  not  new  or  invented  and  which  the  patentee  or  his  as-  - 
signee  no  longer  chooses  to  claim  or  hold.  It  is  true  that 
this  same  end  may  be  reached  by  a  reissae,  when  the  pat- 
entee has  claimed  as  his  own  invention  more  than  he  had  a 
right  to  claim  as  new,  but,  if  a  claim  is  not  to  be  rejected 
or  limited,  but  there  is  merely  "a  defective  or  insoffieient 
specification,"  that  is,  description,  as  distinguished  from  a 
claim,  the  only  mode  of  correcting  it  was  and  is  by  a  re- 
issue. 

It  is  apparent  that  the  Commissioner,  when  he  said  that 
the  disclaimer  affected  the  "  scope  of  the  patent"  and  that 
the  matter  introduced  into  the  reissue  was  new  matter,  de- 
scribing a  substantially  different  invention  from  the  origi- 
nal, possessing  different  functions,  and  that  he  had  re 
quired  it  to  be  absolutely  disclaimed,  as  a  condition  prece- 
dent to  extension,  meant  that  he  liad  required  such  new 
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matter,  that  ie :  the  arrangement  of  a  stationary  die  and  a 
movable  buQter,  to  be  disclaimed,  as  an  invention  of  Allen, 
covered  by  the  reissue. 

What  was  donewas  in  accordance  with  this  view.  In  the 
first  disclaimer,  that  of  February  4th,  1874,  it  is  said,  that, 
by  inadvertence,  accident,  or  mistake,  the  words,  "or  that 
may  be  carried  against  the  die  D  by  similar  mechanism  to 
P  and  H'"  were  inserted  in  the  descriptive  part  of  No. 
1,948,  and  were  not  in  the  descriptive  part  of  the  original 
patent.  Thereupon,  the  petitioners  disclaim,  not  such  de- 
scriptive words,  as  a  description  merely,  but  they  disclaim 
"  the  movable  die  E  as  being  of  the  invention  of"  Allen, 
but  with  tiiis  limitation  or  reservation,  "  except  in  eo  far  as 
the  same,  by  fair  constructioQ,  may  be  deemed  the  mechan- 
ical equivalent  of  the  die  E  described  and  shown"  in  the 
original  patent  and  its  drawings.  It  was  sought  to  reserve 
the  question  of  the  mechanical  equivalency  of  the  stationary 
die  and  movable  hunter  with  the  movable  die  and  stationary 
bunter,  and  not  have  the  disclaimer  absolutely  reach  and 
cover  the  former,  but  still  leave  the  claims  to  cover  it.  But 
this  was  evidently  not  satisfactory  to  the  Commissioner,  and 
he  required  a  further  disclairaer.  So  the  one  of  February 
13th,  1874,  was  filed,  which  states,  on  it»face,  that  it  "is 
absolute  and  is  filed  as  an  additional  disclaimer"  to  the 
first  one,  in  which  certain  reservations  were  made.  In  this 
second  disclaimer,  the  language  aa  to  the  inserted  words  is 
the  same  as  in  the  first,  and  the  statement  of  disclaimer  is, 
that  the  "petitioners  disclaim  the  said  movable  die  E 
(called  a  bunter)  as  being  of  the  invention"  of  Allen,  "thus 
leaving  the  description  of  said  die  E  the  same  as  shown  in 
the"  original  patent  and  drawings.  The  reservation  was 
expunged.  The  effect  of  the  disclaimer  was  to  limit  the 
claims  of  the  reissue  to  a  machine  with  the  stationary  die 
E,  shown  in  t^e  original  patent  and  drawings,  and  to  pre- 
vent their  any  longer  covering,  even  if  they  had  before  cov- 
ered, a  movable  die  E,  or  bunter. 
Ita  V.  s.  Ms-a44. 
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Such  was  the  effect  of  the  diHclaimer  on  the  reissue,  with- 
out reference  to  the  extension.  But,  the  certificate  of  ex-  , 
tension  itself  states,  that  the  executrix  had  "filed  a  dis- 
claimer to  that  iMirtof  the  inveDtion  embraced  in  the  follow- 
ing words  :  "or  that  may  be  carried  against  the  die  D  by 
similar  mechanism  to  F  and  H',"  and  what  is  extended  is 
No.  1,948,  with  such  disclaimer.  After  an  extension  has 
been  obtained  on  the  condition  precedent  of  making  such 
disclaimer,  the  disclaimer  cannot  be  held  inoperative  as  re- 
spects the  extended  term. 

We  regard  this  case  as  falling  within  the  principles  laid 
down  in  Leggett  v.  Averj-,  101  U.  S.  256  [12  Am.  &  Eng. 
369.]  There  the  original  patent  was_  issued  in  October, 
1860.  It  was  surrendered  and  reissued  in  June,  1869,  and 
extended  in  October,  1874.  As  a  condition  of  obtaining  the 
extension,  the  patentee  disclaimed  thesjiecific  claims  which 
the  defendants  in  the  suit  were  charged  with  infringing, 
the  extension  having  been  opposed,  and  the  Commissioner 
having  refused  to  grant  it  unless  the  patentee  would  aban- 
don all  but  one  of  the  six  claims  of  the  reissue,  there  hav- 
ing be»^n  but  one  claim  in  the  original  patent.  This  was 
done,  and  the  extension  was  granted  for  only  one  of  the 
six  claims,  which  one  the  defendants  had  not  infringed. 
Three  days  after  the  extension  was  granted  a  reissue  was 
applied  for,  including  substantially  the  claims  which  had 
been  thus  disclaimed.  The  reissue  was  granted,  two  of  the 
claims  in  it  being  for  substantially  the  same  inventions 
which  had  been  so  disclaimed  before  the  extension,  and  for 
different  inventions  from  the  invention  secured  by  the  pat- 
ent as  extended.  A  reference  to  the  record  of  the  case  in 
tMs  court  shows  that  the  Commissioner  decided  "  '  ' 
extension  would  be  granted  provided  the  disclaimi 
be  filed,  and  that  the  disclaimer  concluded  with  tl 
"reserving  right  to  reissue  in  proper  form."  T 
held  that  the  Commissioiner  erred  in  allowing  in  tl 
reissue  claims  which  had  been  expressly  disclaimed 
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the  validity  of  slich  claims  had  been  considered  and  decided 
with  the  acquiescence  and  express  disclaimer  of  the  pat- 
entee ;  .and  that  this  was  a  fatal  objection  to  the  validity  of 
the  second  reissue. 

The  acquiescence  and  disclaimer  mn.st  be  regarded  as 
equally  operative  to  prevent  those  who  hold  the  reissue  iti 
suit,  whether  in  respect  to  the  time  before  or  after  the  ex- 
tension, from  being  heard  to  allege  that  persons  who  use 
machines  with  a  stationary  die  I>  and  a  movable  hunter 
E  infringe  the  claims  of  the  reissue.  The  disclaimer  was 
one  of  the  fact  of'invention.  It  conld  not  lawfully  be  any-, 
thing  but  a  disclaimer  of  the  fact,  either  of  original  inven- 
tion or  of  first  invention.  It  was  not  merely  the  expunging 
of  a  descriptive  part  of  the  specification,  involving  only  the 
propriety  of  inserting  such  descriptive  part  in  the  speciiica- 
tion,  but  it  was  a  disclaimer  of  all  claim  based  on  such 
descriptive  part,  because  the  claims  were  made  to  cover 
such  descriptive  part  by  the  words  "  sabstantially  as 
described,"  in  the  two  claims.  The  question  of  fact  is  not 
open  now  aa  to  whether  Allen  invented  at  any  time  the  sta- 
tionary die  D  and  movable  hunter  E,  or  as  to  whether  it 
was  or  is  or  could  be  a  mechanical  equivalent  for  the  mova- 
ble die  D  and  stationary  hunter  E,  because  those  ques- 
tions are  concluded  by  the  disclaimer. 

It  is  conceded  by  the  plaintiff,  that  if,  by  the  operation  of 
the  disclaimer,  it  is  estopped  to  say  that  a  stationary  die 
D  and  a  movable  bnnt«r  E  are  the  equivalent  of  the  mov- 
able die  D  and  the  stationary  hunter  E,  the  defendant  does 
not  infringe. 

The  decree  of  the  CiTuu.it  Court  is  reversed,  with  costs  to 
the  United  States  Cartridge  Company,  on  both  appeals, 
and  the  case  is  remanded  to  thai  court,  toith  direction  to 
dismiss  the  bill,  with  costs. 

119  IT.  B.  644-««S. 
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.  DbolAtmer  in  reisBue,  its  effect : 

Elastic  Fabrics  Co.  v.  Smith,  (Divisiooal  reissue,)  100  U. 

S.  110  [IS  Am.  AEng.  377.] 
MoMurray  v.  Mallory,  111  U.*S.  97  [p.  171  ante.] 
Hurlbart  v.  SchiUinger,  130  U.  8. 456  ;  see  also. 
Packing  Co.  Cases,  lOS  U.  S.  966  [14  Am.'  &  Eng.  49.] 


.  Act  1837,  Hcc.  7  ;  Act  1870,  see.  54  ;  R.  S.  sec.  4917.     1 
pose  of  a  disclaimer : 
Silsby  V.  Foote,  14  How.  318  [5  Am.  &  Eng.  411.J 
Dunbar  v.  Meyers,  94  U.  S.  187  [11  Am.  A  Eng.  6ft.] 
Collins  Co.  V.  Coes,  130  U.  S.  56  ;  and  see, 
MoMarray  v.  Mallory,  111  U.  S.  97  [p.  171  atite.] 
Hailes  v.  Albany  Stove  Co.,  123  IT.  S.  S8S. 
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No.  37,094.     Allen,  E.     February  14,  1860.     Reissue,  No. 
1,948,  May  9,  18S6.     Cartridge  Case  Machine. 
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Union  Metallic  Cartridge  Co.  v.  U.  S.  Cartridge  Co.,  1877.     2  Ban. 

Jb  Ard.  593;  11  O.  O.  1113. 
Union  Metallic  Cartridge  Co.  v.  U.  8.  Cartridge  Co.,  1881.    7  Fed. 

Rep.  344. 
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TORRENT  AND  ARMS  LUMBER  COMPANY,  PLAIN- 
TIFF IN  ERROR,  V.  ALEXANDER  RODGERS.* 

llfl  U.  S.  600-660.    Oct.  Term,  18M, 

[Bk.  38,  L.  «d.  B42  i  30  O.  G.  448.] 

Argned  November  25,  1884,     Decided  December  33,  1884. 

J'iirticuiar  patent  conttmed.  Jieisme  for  difftrtnt  invenHon.  Rer 
Ustie  to  cover  intervening  accrued  rights  of  t/iird parties. 

1.  Where  in  an  action  at  law  for  the  infringement  of  the  reissued 
patent  of  Esau  Torrent,  it  was  pleaded  that  the  patentee  and 
the  plaintiff  atijustly  obtained  ench  reissue  for  that  which  was 
not  included  in  the  original  patent,  and  was,  in  fact,  invented  by 
John  Torrent,  who  was  using  reasonable  diligence  in  adapting 
and  perfecting  the  same,  and  had  filed  an  application  for  a  patent 
therefor,  with  the  knowledge  of  the  patentee  and  the  plaintiff 
prior  to  the  application  upon  which  the  reiasned  pat«nt  had  is- 
sued at  a  date  earlier  than  that  of  the  patent  to  John  Torrent, 
and  that  the  invention  described  in  John  Torrent's  patent  had 
been  pat  in  nse  at  the  pUoe  where  all  the  parties  lived,  and  on 
the  trial  the  plaintiff  bad  put  in  evidence  the  I^u  Torrent 
original  and  reissued  patents,  and  asserted  infringement  of  the 
first  claim  only  of  the  reissue,  which  claim  was  not  found  in 
the  original  patent,  and  also  put  in  evidence  of  infringement 
of  said  first  claim,  and  the  defendant  had  put  in  evidence  the 
later  patent  of  John  Torrent,  and  evidence  that  the  supposed 
infringing  machines  were  made  in  accordance  therewith,  and 
the  defendant  then  requested  the  court  to  instruct  the  jury  to 
bring  in  a  verdict  for  the  defendant,  which  instruction  the 
court  refused  to  give,  heM,  that  this  was  error  on  the  part  of 
the  court,  because  such  first  claim  was  void.     (p.  403.) 

3.  Where  upon  comparison  of  the  original  letters  patent,  No.  8t,- 
433,  E.  Torrent,  August  25,  1868,  Turning  Machine,  and  its 
reissue,  No.  6,487,  July  15,  1873,  it  was  apparent  that  the  in- 
vention had  been  originally  for  the  turning  of  togs  on  tbeir 
own  axes  on  a  log-carriage,  and  the  reissued  patent  had  been 

"See  Explanation  of  Notes,  page  III. 
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expanded  to  embrace  the  rolling  of  logs  from  place  to  place 
on  the  log-deck  or  from  the  log-deck  upon  the  carriage,  and 
in  M)  doing  required  the  omission  of  parts  essential  in  turning 
logs  on  their  axes  wben  upon  the  carriage,  held,  that  this  in- 
volved not  only  a  change  of  purpose,  of  location  of  parts,  of 
the  manner  of  operation,  but  of  effect  produced,  and  this  in- 
volved a  change  of  mechanism,  and  therefore  the  reissue  cov- 
ered a  different  invention  from  that  described  in  the  original 
patent,  and  the  first  claim  based  upon  such  change  was  void, 
(p.  410.) 

3.  Where  each  of  the  claims  of  the  original  patent,  No.  81,432,  E. 

Torrent,  August  26,  1868,  Turning  Machine,  was  for  a  combi- 
oation  of  operative  elements,  and  the  new  claim  in  the  reissue. 
No.  6,487,  July  16,  1873,  was  for  a  single  element  only,  with- 
out reference  to  its  operating  mechanism,  and  the  operation  of 
this  element  had  been  changed  in  the  reissue,  held,  that  this 
claim  was  enlarged  so  as  to  include  an  invention  not  described 
or  included  in  the  original  patent,     (p.  412.) 

4.  Where  an  original  patent.  No.  81,432,  E.  Torrent,  August  26, 

1868,  Turning  Machine,  was  reissned  after  a  lapse  of  nearly 
five  years,  and  the  reissue,  No.  5,487,  July  15,  1873,  included 
an  invention  not  described  in  the  original  patent,  which  was 
described  in  a  prior  application  by  another  party  who  obtained 
s  patent.  No.  141,739,  J.  Torrent,  August  12, 1873,  Log  Turner, 
after  the  date  of  the  reissue,  /leld,  that  it  might  fairly  be  in- 
ferred that  the  purpose  of  the  reissue  was  to  include  the  in- 
vention described  in  the  later  patent,  and  that  the  first  claim 
of  the  reissue  was  void,  as  coming  within  the  rule  adopted  by 
the  court  in  various  decisions,  particularly  in  the  case  of 
Clements  v.  Odorless  Company  [p.  44  ante,]  McMurray  v. 
Hallory  [p.  171  ante,]  And  Mahn  v.  Harwood  [p.  322  ante,] 
(p.  413.) 

[CitataoDB  in  the  opinion  or  the  ooart:] 

Gill  V.  WelLs  22  W»ll.  1  [9  Am.  &  Eng.  471]     p.  413. 

The  Wood  Paper  Patent,  23  Wall.  266  [10  Am.  &  Eng.  199.]    p.  413. 

Powder  Co.  r.  Powder  Works,  98  U.  S.  128  [12  Am.  &  ^xg.  201.]    p.  413. 

Ball  V.  Langles,  102  U.  H.  128  [12  Am.  &  Eng.  506.]     p.  413. 

James  e.  Campbell,  104  U.  S.  366  [13  Am.  &  Eng.  341.]     p.  413. 

Heald  r.  Rice.  104  U.  S.  TJ7  [13  Am.  &  F.tig.  460.]    p.  4ia 
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Miller  *.  Bnm  Co.,  104  D.  6.  350  [13  Ara.  A  Eag.  303.]    p.  4ia 
Johnam  r.  BailnMd  Co.,  105  U.  a  539  [14  Am.  &  £ng.  19.]    p.  413. 
BkPtz  >.  Fnnti,  106  U.  a  160  [13  Am.  A  Eog.  542:]    p.  413. 
Wing  r.  ABthcmjr,  106  U.  8.  ]42[14  Am.  &  Eng.  188.]     p.  413. 
Clemeuta  r.  Odorlen  Co.,  109  U.  8.  S41  [p.  44  n>>f«.]    p.  414. 
HcMnirar  n.  Malloi?,  Ill  U.  a  06  [p.  171  awle.]     p.  414. 
Uahiiv.  Uantood,  113  0.  8.  354[p.332(»>te.]     p.  414. 

In  error  to  the  Circuit  Court  of  the  United  Statea  for  the 
Western  District  of  Michigan. 

The  history  and  facts  of  the  caseappear  in  the  opinion  of 
the  court. 

The  specification  and  drawings  of  the  John  Torrent  let- 
ters patent  are  as  follows : 


JOHN  TORRENT,  OP  MUSKEGON,  MICHIGAN. 

Improvement  in  Log-Tuhneks. 

Specification  forming  part  of  Letters  Patent  No.  141,739,  dated 
August  12,  18T3  ;  application  filed  Januarr  29,  16T3. 

7b  ail  whom  it  vmy  concern : 

Be  it  known  that  I,  John  Torrent,  of  Muskegon,  county 
of  Muskegon,  and  State  of  Michigan,  have  invented  certain 
Improvements  in  Log- Turners,  The  following  description, 
taken  in  connection  with  the  accompanying  plate  of  draw- 
ings, hereinafter  referred  to,  forms  a  full  and  exact  specifi- 
cation, wherein  are  set  forth  the  nature  and  principles  of 
the  invention,  by  which  the  same  may  be  distinguished  from 
others  of  a  simiter  class,  together  with  such  parts  thereof  aa 
are  claimed  as  new  and  are  desired  to  i»e  secured  by  Letters 
Patent  of  the  United  States. 

My  invention  relates  to  that  class  of  appliances  which  are 
mmle  use  of  in  saw-mills  for  the  purpose  of  rolling  the  logs 
upon  the  carriage  ;  and  the  nature  thereof  c^insists  in  cer- 
tain improvements  in  the  details  of  the  construction  of  the 
same,  hereinafter  shown  and  described. 
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In  the  accompanying  plate  of  drawings,  which  illustrate 
my  invention  and  fonn  a  part  of  the  specification  thereof, 
in  which  corresponding  parts  are  illuatrated  by  similar  let- 
ters, Figure  1  is  a  side  view  of  a  log-rolling  device,  partly 
in  section. 

In  the  drawing  referred  to,  the  toothed  bar  designated  A 
is  hinged  or  pivoted  at  ita  lower  end  to  the  upright  shaft 
B,  in  order  that  it  may  adjust  itself  in  proper  position  to 
take  hold  of  the  log  and  roll  it  to  and  on  the  carriage  of  the 
saw-mill. 

As  the  toothed  bar  is  raised  the  teeth  take  hold  of  the 
log  and  roll  it  to  and  on  the  carriage,  after  which  it  may  be 
lowered  and  again  made  to  adjust  itself  to  the  next  1<^  to 
be  moved. 

The  said  toothed  bar  is  raised  or  lowered  by  means  of  a 
chain  attached  to  the  upright  shaft  B,  which  slides  np  and 
dovm  in  proper  guides  or  ways.  The  said  chain  is  led 
through  a  sheave,  D,  and  over  a  spool  or  roller,  upon  which 
it  may  be  wound  by  proper  mechanism. 

The  inclined  ways  H  are  provided  with  stops  h,  which 
cause  the  logs  rolled  thereon  to  assume  a  proper  position  to 
be  acted  on  by  the  said  toothed  bar. 

Having  described  the  construction  and  operation  of  my 
invention,  I  will  state  what  I  claim,  and  desire  to  secure  by 
Letters  Patent,  in  the  following  clauses : 

1.  The  toothed  bar,  the  bottom  of  which  is  pivoted  to  an 
nprigbt  reciprocating  shaft,  as  described. 

2.  The  combination  of  the  inclined  ways  provided  with  a 
stop,  h,  the  toothed  bar.  tlie  upright  shaft,  and  the  chain 
led  through  a  sheave  and  operated  by  a  cylindrical  shaft, 
as  described. 

In  testimony  that  I  claim  the  forgoing  I  have  hereunto 
set  my  hand  this  18th  day  of  January,  1873. 

JOHN  TORRENT. 

Witnesses: 

John  J.  O'Leaey, 
Wm.  McLaughlin. 
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Messrs,  Ber^'amin  l'\  Thurston,  Ji.  A.  Parker,  and 
Oeorge  W.  J>yer^  for  plaintiff  in  error  : 

Tbe  Hrst  claim  in  the  reissue  covers  an  invention  not  ijes' 
cribed  or  shown  in  the  original  patent. 

This  change  in  the  specificatioD  is  not  a  simple  change  of 
purpose,  or  a  new  use  of  the  same  mechanism,  but  is  a  snb- 
stantial  change  of  the  original  invention.  See  Mathews  v. 
Machine  Co.,  106  U.  S.  64  [13  Am.  &  Eng.  501 ;]  Clements 
».  Odorless  Co.,  109  U.  S.  641  [p.  44  uTite  ;]  Burr  v.  Duryee, 
1  Wall.  531  [7  Am.  &  Eng.  224 ;]  Russell  v.  Dodge,  93  U. 
S.  460  [10  Am.  &  Eng.  496  ;]  Collar  Co.  v.  Van  Deusen,  23 
Wall.  530  [10  Am.  &  Eng.  156  ;]  American  Middlings  Pari- 
fier  Co.  V.  Atlantic  Mnfg.  Co.,  4  Baa.  &  Ard.  148;  N.  Y. 
Bung  and  Bushing  Co.  ».  Hoflfman,  23  O.  Q.  1461 ;  CurtiM  ■ 
V.  Branch,  4  Ban.  &  Ard.  189  ;  Carlton  v.  Bokee,  17  Wall. 
463  [9  Am.  &  Eng.  .91 ;]  iSill  ©.  Wells,  22  W^l.  34  [9  Am. 
&Eng.  471;]  McMorray  B.  Mallory,  111  U.  S.  97  [p.  171 
ante.] 

The  delay  in  applying  for  a  patent  was  inexcusable,  as 
the  error  indicated  by  the  variation  of  the  two  patents  was 
apjiarent  on  inspection  of  the  original  patent. 

Miller  v.  Brass  Co.,  104  U.  S.  360  [13  Am.  &  Eng.  303  ;J 
Bantz  V.  Prantz,  105  U.  S.  160  [13  A.m.  &  Eng.  542.] 

Mr.  C.  C.  OkaTiiberlain',  for  defendant  in  error : 

There  can  be  no  presumption  of  law  that  the  Commis- 
sioner  acted  impi-operly,  or  upon  an  improper  showing  iti 
granting  this  reissue.  The  presumptions  are  the  other  way. 
Under  section  4916  of  U.  S.  Rev.  Stat.,  the  reissued  letters 
were  admissible,  their  rejection  would  have  been  error. 

Yale  Lock  Mnfg.  Co.  v.  Scovill  Mnfg.  Co.,  18  Blatch.  248. 

No  new  matter  was  introduced  into  the  corrected  specifi- 
cation of  the  reissued  letters  patent,  its  claims  were  "in  ac- 
cordance with  the  corrected  specifications,"  and  under  the 
section  of  the  statute  quoted  the  reissued  patent  and  its' 
f'lnims  were  valid,  and  such  as  that  section  entitled  the 
plaintiff  to  have. 
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Mr.  Justice  Woods  delivered  the  opinion  of  the  court : 

This  was  an  action  at  law  brought  June.26, 1879,  by  Alex- 
ander Rodgers,  the  defendant  in  error,  against  The  Torrent 
and  Arms  Lumber  Company,  the  plaintiff  in  error,  to  re- 
cover damages  for  the  infringement  of  reissued  letters  pat- 
ent for  "  a  new  and  improved  machine  for  rolling  saw-logs," 
dated  June  26,  1873,  granted  to  Rodgers  as  the  assignee  of 
Baau  Torrent,  the  original  patentee.  The  Lumber  Company 
pleaded  the  general  issue,  with  notice  that,  among  other 
things,  it  would  give  in  evidence,  and  insist  in  its  defence, 
' '  That  the  said  patentee  and  his  assignee,  the  plaintiff,  un- 
justly  obtained  the  reissued  patent  for  matters  and  princi- 
ples embraced  in  such  reissue  not  included  in  the  original 
patent  or  specification  therefor,  and  for  what  wasih  fact  in- 
vented by  another,  to  wit :  John  Torrent,  of  the  city  of 
Muskegon,  who  was  using  reasonable  diligence  in  adapting 
and  i)erfecting  the  same,"  that  John  Torrent  "Made  his  ap- 
plication for  a  patent  therefor  on  January  29,  1873,  and  his 
patent  was  granted  August  12,  1873,  and  the  plaintiff  and 
his  assignee  had  knowledge  prior  to  the  application  for  such 
reissne  of  the  aforesaid  application  for  patent  by  the  said 
John  Torrent ;  and  the  said  principles  so  patented  by  the 
said  John  Torrent  had  (by  him)  been  used  at  the  city  of 
Muskeg(m,  aforesaid,  by  said  John  Torrent  and  others." 

Upon  the  trial  in  the  circuit  court,  Rodgers.  to  maintain 
the  issue  on  his  part,  introduced  in  evidence  the  ori^nal 
letters  patent,  dated  August  96,  1868,  granted  to  Esau  Tor- 
rent for  "a  new  and  improved  machine  for  rolling  saw- 
logs,"  the  assignment  of  said  letters  patent  by  the  patentee 
to  Rodgers,  and  the  reissued  letters  patent  granted  to  Rod- 
gers as  the  assignee  of  Torrent,  applied  for  June  25,  1873, 
and  issued  and  dated  July  16,  1873. 

The  specification  and  claims  of  the  original  and  reissued 
patents  were  both  illustrated  by  the  annexed  drawings. 

The  original  specification  is  here  reproduced,  so  as  to  show 
the  changes  made  in  tlie  reissue.  Theimrts  in  italics  ax^  found 


,y  Google 


404    TORRENT  Ac.  LUMBEK  go.  B.  RODGEKS.    [Sup.  Ot. 

Opinion  of  the  court 

in  the  reiBsue  and  not  in  the  original,  and  the  parta  inclosed 
in  brackets  are  found  in  the  original  and  not  in  the  reissue : 

"Be  it  known  Hiat  I,  Esau  Torrent,  of  Muskegon,  in  the 
county  of  Muskegon  and  State  of  Michigan,  have  invented 
a  new  and  improved  machine  for  ^urntTi^  (rolling  saw)  logs ; 
and  I  do  hereby  declare  that  the  following  is  a  full,  clear, 
and  exact  description  thereof,  which  will  enable  others 
skilled  in  the  art  io  which  it  appertains  to  make  and  use 
the  same ;  reference  being  had  to  the  accompanying  draw- 
ings forming  (a)  part  of  this  specification : 

Figure  1  is  a  side  view  of  my  improved  machine,  parts  of 
the  frame  being  broken  away  to  show  the  conatmction. 

Pig.  2  is  a  detail  sectional  view  of  the  same  taken  through 
the  line,  xx,  of  Figure  1. 

Similar  letters  of.  reference  indicate  corresponding  parts 
in  the  different  figures  of  the  drawing. 

My  invention  has  for  its  object  to  furnish  an  improved 
device  for  turning  or  rolling  logs  to  or  upon  the  carriage  of 
circular  or  other  saw-mills,  which  shall  be  simple  in  con- 
stmction,  eflectSve  in  operation,  and  conveniently  operated ; 
and  it  consists  in  the  application  /or  that  purpose  of  a 
toothed  bar,  connected  with  meaTis  for  giving  it  the  neces- 
sary moveToent ;  and,  further,  in  the  coustmctiou  and  com- 
bination of  the  various  parts,  as  hereinafter  more  fully  des- 
cribed. 

"A  represents  (a  part  of)  the  frame  work,  and  B  (repre- 
sents) the  log  carriage  of  a  (an  ordinary)  saw-mill  (about 
the  construction  of  which  parts  there  is  nothing  new.) 

"  C  is  a  (an  upright)  bar  having  teeth,  &  attached  to  its 
forward  side,  and  which  (moves  up  and  down  between  the 
posts  D,  attached  to  the  frame  A,)  has  a  vertical  as  well 
as  horizontal  movement,  controlled  by  suitable  guides. 

"The  lower  end  of  the  toothed  arm  C  is  pivoted  to  and 
between  two  blocks  E,  which  moves  up  and  down  in  groovw 
in  the  inner  sides  of  the  posts  D,  as  shown  in  Figure  2,  and 
in  dotted  lines  in  Figure  1. 

lia  O.  8.  Ml-SAS. 
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' '  This  constructaon  enables  the  upper  end  of  the  (upright) 
bar  C  to  move  back  and  forth  to  adjust  itself  to  the  size  of 
the  log  to  be  rolled  or  turned  upon  the  carriage  B,  and  also 
to  enable  the  teeth  c'  to  pass  the  log  when  the  bar  is  de- 
scending. 

"To  the  rear  side  of  the  lower  end  of  the  bar  0  is  at- 
tached, or  upon  it  is  formed,  a  block,  arm,  or  projection  c", 
to  which  is  attached  the  end  of  the  rope  or  chaiu  F,  by 
means  of  which  the  said  (upright)  bar  C  is  raised  to  turn 
the  log. 

"  This  manner  of  attaching  the  hoisting  chain  forces  the 
upper  end  of  the  said  bar  C  forward,  causing  the  teeth  c' 
to  take  a.flrm  (firmer)  hold  upon  the  log  to  be  roDed. 

"The  chain  or  rope  P  passes  over  a  pulley  G,  secured 
in  a  proper  position  (immediately)  boieath  a  log  deck  H, 
and  thence  down  to  the  barrel  or  dram  I  upon  (of)  th^ 
Khaft  J,  to  which  one  (its)  end  o/  it  is  securely  attached. 

*'  Upon  (To)  the  shaft  J  is  also  attached  the  large  fric- 
tion pulley  K,  to  which  motion  is  given  by  the  small  fric- 
tion pulley  L,  secured  upon  (attached  to)  the  shaft  M,  to 
which  shaft  is  also  attached  the  pulley  N,  by  means  of 
which  motion  is  communicated  to  the  apparatus  hx>m  the 
driving  power  of  the  mill. 

"  One  end  of  the  shaft,  M,  works  in  stationary  bearings 
attached  to  or  connected  with  the  frame  of  the  mill,  and  its 
other  end  works  in  bearings  secured  upon  (attached  to)  the 
bridge  tree  O,  one  end  of  which  is  pivoted  to  the  frame  A, 
and  the  other  (end  of  which)  rests  upon  the  cam  P,  of  the 
cam-shaft  Q,  so  that  by  means  of  said  cam-shaft  the  bridge- 
tree  O  may  be  raised  or  lowered  to  bring  the  friction-pul- 
ley L  into  oi'  remove  it  from  contact  with  the  friction-pul- 
ley K. 

"  R  is  a  brake-bar  which  may  be  made  of  wood  or  other 
suitable  material.  One  end  of  tkis  (the)  brake-bar  (R)  is 
pivoted  to  the  frame  A  or  (to)  some  other  snitable  support-, 
and  its  other  end  is  connected  with  one  (the)  end  of  the 

119  u.  8. « 


,y  Google 


408    TORRENT  &c.  LUMBER  CO.  v.  RODGERS.     [Sup-  Ct. 

<)|iiiilon  of  tbe  court. 

bridge-tree  O  by  the  bar  H,  so  that  an  the  Mctiotk-pulley 
L  is  moved  away  rrum  the  (friction)  pulley  K  the  brake 
may  be  applied  to  the  friction-pulley  K,  either  to  hold  the 
bat  C  statiomiry  or  to  allow  it  to  descend  with  any  desired 
rapidity. 

"  To  one  end  of  the  cam-shaft  Q  is  attached  a  lever  or 
arm  T,  having  a  weight  U  suspended  from  its  end,  which 
may  be  r^rnlatedaoastohold  thefriction-puUey  L  against 
the  (friction)  pnlley  K  with  any  desired  force. 

"  The  lever  or  arm  T  may  be  operated  to  thi-ow  the  fric- 
tion-pulley L  into  or  ont  of  gear  with  the  friction-pulley 
K,  by  means  of  levers  or  cords,  as  may  be  desired  or /ouTid 
Toost  convenient. 

"  Having  thus  described  my  invention,  (what)  I  claim  as 
new  and  desire  to  secure  by  letters  patent  (is) : 

"  1.  TSe  toothed  bar  herein  descTibed,operaimg substan- 
tialtij  in  the  manner  and  for  the  purpose  specified. 

"(1)  2.  The  toothed  bar  C,  pivoted  at  its  lower  end  be- 
tween the  blocks  B,  which  are  adapted  to  slide  in  vertical 
grooves  formed  in  the  posts  B,  whereby  the  said  bar  C  is 
rendered  vertically  movaJ)le  and  capable  of  adjustment  to 
suit  logs  of  different  sizes,  substantially  as  herein  set 'forth 
(and  shown). 

"3.  The  eom6/7ia<«m  (arrangement)  of  the  pivoted  brake 
R,  connection  S,  and  pivoted  bridge-tree  O,  (in  which  is 
formed  the  outer  bearing  for  shaft  m,)  substantially  as 
herein  shown  and  described,  (whereby  pulley  L  is  removed 
from  contact  with  pulley  K,  and  the  brake  brought  into 
contact  with  the  latter  and  vice  versa  simultaneously,  as 
herein  set  forth.) 

"  (2)  4.  The  combination  with  (and  arrangement  with  re- 
lation to)  the  bar  C,  of  the  cord  or  chain  P,  pulley  G,  shaft 
J,  dram  I,  friction-pulleys  tC  L  and  adjustable  shaft  M,(^l) 
svbstaniicdly  as  set  forth  (and  shown). 

"(4)5.  The  combinaiion  (arrangement)  of  the  cam  P 
and  shaft  (P)  Q  arid  weighted  arm  T,  with  (relation  to) 

119  tr.  8.  MS-M4. 
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the  connected  brake  and  bridge-tree,  to  operate  as  and  for 
the  purpose  described." 

It  appeared  by  the  bill  of  exceptions  that  the  only  claim 
of  the  reissued  patent  upon  which  the  plaintiff  relied  or 
which  was  considered  under  the  instructions  of  the  court  to 
the  jury,  was  the  first  claim.  The  plaintifE  relied  simply 
upon  the  infringement  of  the  toothed  bar  and  its  mode  of 
operation.  He  did  not  allege  infringement  of  any  combina- 
tion claim,  or  of  the  device  or  any  of  its  parta,  by  which  the 
movement  of  the  toothed  bar  was  produced. 

The  plaintiff  also  introduced  evidence  tending  to  show,  as 
he  claimed,  .infringement  by  the  defendant  of  the  first 
claim  of  the  reissued  patent,,  and  evidence  tending  to  show 
the  damages  snstained  by  him  by  reason  of  such  Infringe- 
ment. 

The  defendant,  to  sustain  his  def encee,  introduced  in  evi- 
dence letters  patent  '*  for  certain  improvements  in  log  turn- 
ers" iaaned  to  John  Torrent,  dated  A^^gu8t  12,  1873,  upon  his 
application  therefor  filed  January  39, 1873.  In  this  patent, 
a  wedge-shaped  tooth-bar  is  shown  hinged  at  its  lower  end 
to  an  npright  shaft>  in  order  that  it  might  adjust  itself  in 
proper  position  to  take  hold  of  a  log  and  roll  it  to  and  on 
the  carriage  of  a  saw-mill.  '  The  apparatus  was  shown  in 
combination  with  inclined  ways  upon  the  log  deck,  pro- 
vided with  a  stop  to  hold  back  the  logs  which  lay  side  by 
side  in  a  series  on  the  log  deck,  and  it  was  intended  that  the 
log-tnming  device  should  separate  the  last  log  in  the  series 
from  the  others,  and  roll  it  over  from  the  deck  upon  the 
carriage.  The  first  claim  of  the  patent  was  "the  toothed 
bar,  the  bottom  of  which  is  pivoted  to  an  npright  recipro- 
cating shaft,  as  described."  The  specification  of  the  pat- 
ent was  illustrated  by  the  annexed  drawing,  (o) 

The  defendant  then  introduced -evidence  tending  to  show 
that  the  machine,  the  use  of  which  by  him  was  chained  by 
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the  plaintiff  to  be  an  infrmgement  on  his  reissued  letters 
patent,  was  constructed  according  to  the  patent  of  John  Tor- 
rent, just  described. 

The  evidence  having  been  closed,  the  defendant  asked  the 
court  to  charge  the  jury : 

' '  That,  in  view  of  the  pleadings  and  proof  and  the  claims 
and  disclaimers  of  the  plaintiff  regarding  the  portion  of  his 
patent  claimed  to  be  infringed,  the  jury  are  instructed  to 
render  a  verdict  for  the  defendant." 

The  court  refused  to  give  this  chai:ge.  After  receiving  the 
charge  of  the  court  'upon  the  case,  as  presented  by  the 
pleadings  and  evidence,  the  jury  returned  a  verdict  for  the 
plaintiff  for  $960,  on  which  the  court  rendered  judgment. 
The  writ  of  error  in  this  case  brings  np  that  Judgment  for 
review, 

(b)  The  refusal  of  thecourt  to  direct  the  jury  to  return  a 
verdict  for  the  defendant  is,  among  other  things,  aaeigned  for 
error.  We  think  the  charge  requested  should  have  been 
given,  because,  in  our  opinion,  the  first  claim  of  the  reissued 
patent,  which  is  the  only  one  that  the  plaintiff  insisted  had 
been  infringed,  is  void. 

The  testimony  showed  that  it  was  the  practice  in  saw- 
mills to  "  slab"  the  logs  after  they  were  placed  on  the  car- 
riage, that  is,  to  saw  off  slabs  on  two  or  four  sides  of  the 
log.  To  accomplish  this  it  was  necessary  that  the  log  should 
be  turned  on  the  carriage.  An  inspection  of  the  drawings 
-  and  specification  of  Esau  Torrent's  original  patent  shows 
that  his  device  was  for  the  turning  of  logs  upon  their  axes 
when  placed  upon  the  carriage  of  a  saw-mill,  so  that  the 
opposite  parts  of  the  log  might  be  successively  presented 
to  the  saw  and  slabs  cut  therefrom.  It  was  no  part  of  the 
purpose  of  the  contrivance  to  roll  the  log  from  one  place  to 
another,  as  from  one  part  of  the  log  deck  to  another,  or 
from  the  log  deck  to  the  carriage.     On  the  contrary,  the 

I  heic  pr«fiiiDg  "  He  recited  the  facts  as  above 
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drawing  shows  that  the  device  was  so  made  as  to  prevent 
the  rolling  of  the  log  from  one  place  to  another.  This  was 
accomplished  by  knees  considerably  higher  than  the  diam- 
eter of  the  log,  against  which  the  log  was  pressed  and  which 
held  it  in  position  and  formed  patt  of  the  means  by  which 
the  log  was  made  to  revolve  on  its  ^is.  When  placed  in 
contact  with  the  knees,  the  log  was  in  the  right  position  to 
be  subjected  to  the  action  of  the  saw.  It  is  not  possible, 
with  this  device,  to  roll  the  log  from  one  place  to  another 
except  by  raising  it,  if  that  could  be  done,  to  the  top  of  the' 
knees  and  tnmbling  it  over  them  to  the  other  side ;  and,  if 
this  were  done,  it  wonld  defeat  the  object  of  the  invention 
by  moving  the  log  off  the  carriage  and  away  from  the  saw. 

In  the  i-eissne,  the  specification  is  modified  so  as  to  make 
a  radical  change,  not  only  in  the  purpose  bnt  in  the  mech- 
anism of  the  invention.  In  the  original  patent,  the  inven- 
tion was  declared  to  be  an  improved  device  for  taming  or 
rolling  logs  npon  the  carriage  of  a  saw-mill.  In  the  reissue, 
the  invention  was  declared  to  be  a  device  for  turning  or 
rolling  logs  to  or  upon  the  carriage.  The  device,  as  de- 
scribed in  the  reissued  patent^  is  adapted,  not  only  to  turn 
logs  on  their  axes  bnt  to  roll  them  from  one  place'  to 
another,  as  from  one  part  of  the  log  deck  to  another,  or 
from  the  log  deck  to  und  upon  the  carriage.  This  requires 
a  change  of  mechanism.  To  turn  a  Ic^  when  on  the  car- 
riage without  change  of  its  location  requires  that  the  toothed 
bar  should  be  placed  as  closely  as  possible  to  the  side  or 
within  the  side  of  the  carriage,  and  there  must  be  knees  to 
prevent  a  change  in  the  location  of  the  log.  To  roll  a  log 
to  the  carriage  or  to  roll  a  log  from  the  log  deck  upon  the 
carriage,  the  toothed  bar  must  be  at  a  distance  from  the 
raiTJage  at  least  as  great  as  the  diameter  of  the  log,  and  the 
slot  in  which  it  works  must  be  extended  accordingly,  and 
the  knees  are  not  only  unnecessary  but  would  be  an  ob- 
struction to  the  operation  of  the  device. 

The  movement  of  a  toothed  bar  in  turning  a  log  on  a  car- 
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riage,  against  the  resistance  of  the  knees,  is  necessarily  in 
the  same  plane,  while  the  movement  of  a  toothed  bar  in 
rolling  a  log  toward  or  upon  a  carriage  Is  necessarily  in  con  • 
stantly  changing  planes,  as  the  bar  follows  the  changing 
position  of  the  log. 

The  change  of  the  specificatioii,  therefore,  includes  an 
omission  of  the  knees,  a  change  in  the  location  of  the  toothed 
bar,  a  change  in  its  movements  and  a  change  in  the  effect 
produced  by  its  movements.  Tlie  i-eissue,  consequently, 
covers  a  different  invention  from  that  described  in  the  origi- 
nal patent.  It  embraces  a  diflerent  machine,  intended  for 
different  purposes  and  performing  different  functions,  from 
that  described  In  the  original  patent. 

When  we  turn  to  the  claiins  of  the  reissued  patent  we 
find  a  corresponding  enlai'gement  of  the  scope  of  the  pat- 
ent. The  claims  of  the  original  patent  are  substanttally  re- 
produced in  the  reissued  patent,  except  that  a  combination 
instead  of  an  arrangement  of  thedifferentjMrtswasclaimed. 
But  a  new  claim  is  added,  namely,  the  first,  which  is  as  fol- 
lows: "The  toothed  bar  herein  described,  operating  sub- 
stantially in  the  manner  and  for  the  purpose  described." 

Each  of  the  claims  of  the  original  patent  was  for  a  com- 
bination. But  the  first  claim  of  the  reissue  covers  the 
toothed  bar,  operating  substantially  in  the  manner  described, 
without  reference  to  the  mechanism  by  which  it  was  moved, 
segregated  from  the  combination  and  claimed  as  a  distinct 
invention  of  the  patentee. 

The  operation  of  the  toothed  bar  is  enlarged  in  the  first 
claim  of  the  reissue.  In  the  original  patent  it  was  used  in 
connection  with  the  knees  set  upon  the  log  caniage  to  pre- 
vent the  log  changing  its  place  and  to  aid  in  giving  the  log 
a  rotary  motion  on  its  axis.  In  the  first  claim  of  the  reis- 
sne,  construed  in  connection  with  the  changed  e5)ecification, 
the  toothed  bar  may  be  used  with  or  wiUiout  liie  knees. 
The  knees  are  used  when  the  toothed  bar  is  employed  for 
revolving  the  log  on  its  asis,  and  they  are  omitted  when  the 

II»C.a.M7-M8. 
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tootiied  bar  is  used  for  rolling  the  log  orer  and  inoring  it 
from  one  place  to  another.  Both  the  specification  and  claims 
of  the  leissae  are  enlarged  to  inclade  an  invention  not  de- 
scribed or  incladed  in  the  original  patent. 

The  application  of  John  Torrent  for  his  patent  dated  Aa- 
goat  12,  ISTd,  was  filed  January  29,  1873.  The  invention 
covered  by  his  patent  was  the  alleged  infringing  machine 
used  by  the  defendant.  After  the  patent  of  John  Torrent 
had  been  applied  for  and  Mb  invention-  fully  described  in 
his  application,  and  nearly  five  years  after  the  grant  of  the 
original  letters  patent  to  Esan  Torrent,  the  latter  applied 
for  the  reissue  with  its  exftanded  specificatioD  and  claims. 
The  reissue  was  clearly  intended  to  forestall  John  Torrent's 
invention  and  include  it  in  the  claim^  of  the  reissued  pat- 
ent of  Elsau  Torrent.  We  find,  therefore,  that  the  specifi- 
cation and  first  claim  of  the  reissue  was  an  enlargement  of 
the  claims  of  the  original  patent,  and  covered  an  invention 
not  covered  or  described  therein  ;  that  the  reissue  was  not 
applied  for  until  nearly  five  years  after  the  date  of  the  orig- 
inal patent  and  not  until  another  inventor  bad  made  a  sub- 
stantial advance  in  the  art  to  which  the  original  patent  be- 
longed, which  the  assignee  of  the  original  invention,  it  may 
be  fairly  inferred,  desired  to  include  in  the  monopoly  of  his 
patent  and  that  he  sought  to  accomplish  this  by  its  reissue. 
The  first  claim  of  the  reissued  patent  was,  therefore,  void. 
This  conclusion  is  sustained  by  many  decisions  of  this  court, 
some  of  which  may  be  found  in  the  following  cases :  Gill 
».  Wells.  22  Wall.  1  [9  Am.  &  Eng.  471 ;]  The  Wood  Paper 
Patent,  23  Wall.  268  [10  Am.  &  Eng.  199  ;]  Powder  Co.  v. 
Powder  Works,  98  U.  S.  126  [12  Am.  &  Eng.  201 ;]  Ball  v. 
Iflugles,  102  U.  S.  128  [12  Am.  &  Eng.  5()8;]  James??. 
Campbell,  104  U.  S.  356  [18  Am.  &Eng.  341 ;]  Heald  v.  Rice, 
104  U.  S.  rS7  [13  Am.  &  Eng.  460 ;]  Miller  v.  Brass  Co.,  104 
U.  S.  360  [13  Am.  &  Eng.  303 ;]  Johnson  p.  R.  R.  Co.,  106 
U.  S.  639  [14  Am.  &  Eng.  19 ;]  Bantz  v.  Frantz,  106  IT.  S. 
160  [13  Am.  &,  Eng.  542  ;1  Wing  v.  Anthony.  106  IT.  3,  142 
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[14  Am.  &  Eng.  188.]  Especial  attention  is  called  to  three 
decisions  of  this  court  which  are  peculiarly  apposite.  Clem- 
ents V.  Odorless  Excavating  Co.,  109  U.  S.  641  [p.  44  ante;] 
McMnrray  v.  Mallory,  111  U.  S.  97  [p.  171  arUe,]  and  Mahn 
V.  Harwood,  113  U.  3.  354  [p.  333  ante,]  decided  at  the 
present  Term. 

It  follows,  from  the  views  we  have  expressed,  that  the 
plaintiff  below  failed  to  show  any  canae  of  action  against 
the  defendant.  7%e  court  should,  ther^ore,  have  charged 
the  Jury,  as  requested,  to  return  a  verdict  for  the  d^end- 
ant.  Its  T^usal  to  do  so  was  error,  for  which  the  judg- 
ment must  be  reversed,  tohich  is  accordingly  done,  and  the 
cause  is  remanded  to  the  Circuit  Court,  with  instructions 
to  grant  a  new  trial. 
119  o.  B.  «•«■ 
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DAVID  p.  HOLLISTER,  Collector  of  Internal  Revenue, 
APPELLANT,  v.  BENEDICT  AND  BURNHAM  MAN- 
UFACTURING COMPANY.* 

us  V.  6.  IW-7a    Oct.  lerm,  ISM. 

[Bk.  28,  L.  ed.  901.] 

Reversing  Benedict  &  Buraham  Mnfg.  Co.  v.  Hollieter,  5  Ban.  A 
Ard.  136. 

Argued  November  1 1,  12,  1884.     Decided  January  5,  1886. 

Govemtnenl  cannot  use  patent  without  owner's  consent.  Court  of 
Claims.  Jurisdiction.  Particular  patent  construed  and  held  want- 
ing in  inve^on.    UtUit^  as  evidence  of  invention. 

1.  The  right  of  the  patentee,  under  United  States  letters  patent,  is 
exclnsive  of  the  United  States  Oovemment  and  stands  on  the 
footing  of  all  other  property,  the  right  to  which  was  secnred, 
as  against  the  GloveT.ment  by  the  constitutional  guaranty 
which  prohibits  the  taking  of  private  property  for  public  use 
without  compensation,     (p.  428.) 

3.  SonMe  that  if  the  right  of  the  patentee  was  acknowledged,  and, 
without  his  consent,  an  officer  of  the  Government,  acting  under 
legislative  authority,  made  use  of  the  invention  in  the  discharge 
of  his  official  duties,  it  would  seem  to  be  a  clear  case  of  the 
exercise  of  the  right  of  eminent  domain,  upon  which  the  law 
would  imply  a  promise  of  compensation,  an  action  on  which 
would  lie  within  the  jurisdiction  of  the  Court  of  Claims, 
(p.  428.) 

3.  Claim  1  of  letters  patent.  No.  93,391,  E.  A.  Locke,  August  3, 
1869,  Revenue  Mark  for  "  A  stamp,  the  body  of  which  is  made 
of  paper  or  other  material,  and  having  a  removable  slip  of 
metal  or  other  material,  displaying  thereon  a  serial  number  or 
other  specific  identifying  mark  upon  the  stub,  and  so  attached 
that  the  removal  of  such  slip  must  mutilate  or  destroy  the 
stamp,*'  construed  to  be  in  view  of  the  state  of  the  art  for  de- 
taching that  portion  of  the  stamp  with  the  double  effect  of  de- 
stroying the  stamp  by  mutilation  and  preserving  the  identity 
■See  Rxj^lanation  at  Notes,  page  IIL 
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of  the  package  on  whioh  it  liad  been  first  placed  as  all  that  re- 
mained to  constitute  the  invention,  and  heid  to  be  for  an  im- 
provement involving  mechanical  skill  only,  notwithstanding 
its  great  utility  over  devices  previously  in  use.  (p.  431.) 
4.  An  increase  of  utility  beyond  what  had  been  attained  by  devices 
previously  in  use,  in  cases  of  doubt,  is  uHually  regarded  as  de- 
termining the  question  of  invention.  But  in  the  present  case 
we  are  not  able  to  ^ve  it  such  effect,     (p.  432.) 

CCitationa  in  the  opinion  of  the  court :] 

Janus  «.  Campbell,  104  U.  B.  366  [13  Am.  &  Eag.  341.]  p.  428. 
United  Statoa  «,  Great  Falls  Hufg.  On,,  112  U.  S.  645.     p.  428. 

Appeal  ^m  the  Circait  Court  of  the  United  States  for 
the  District  of  Connecticut. 

The  bill  in  this  case  waa  filed  in  the  court  below  by  the 
appellee,  to  restrain  the  defendant  from  the  use  of  certain 
revenue  stamps,  alleged  to  be  an  infringement  of  certain  let- 
ters patent,  and  for  an  acconnting. 

The  court  entered  a  decree  for  complainant,  granting  a 
perpetual  injunction  and  referring  the  case  to  a  master  to 
take  an  account. 

By  the  final  decree  the  court  confirmed  the  report  of  the 
master,  awarding  nominal  damages  to' the  complainant. 
Whereupon,  the  defendant  appealed  to  this  court. 

The  facta  are  stated  by  the  court 

Mr.  Wm.  A.  Maury,  Assistant  AUomey-Oeneral,  for 


The  result  of  an  analysis  of  the  patent,  in  so  far  as  respects 
the  imputation  of  infringement,  is  that  the  claim  of  Locke 
must  be  narrowed  down  to  the  device  of  a  removable,  iden- 
tifying mark  or  label,  the  act  of  removing  which  effects  a 
p^ial  mutilation  of  the  stamp  that  prevents  a  second  use 
of  it. 

Is  this  device  patentable  ?  We  submit  that  it  is  not ;  as 
being  wholly  wanting  in  the  element  of  novelty.  It  haa 
been  anticipated. 
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The  claimed  inventioii  does  not  rise  to  the  dignity  of  an 
invention,  and  is  therefore  not  patentable. 

We  call  the  attention  of  the  court  to  the  cases  of  Hailes 
V.  Van  Wormer,  20  Wall.  354  [9  Am.  &  Eng.  'Md ;]  Robber 
tip  Pencil  Co.  v.  Howard,  30  Wall.  498  [9  Am.  &  Eng. 
390.] 

The  resnlt  of  Locke's  invention  as  expressed  in  the  claim, 
is  not  a  prodnct  of  the  combination  into  which  the  remova- 
ble slip  enters,  except  so  far  as  it  serves  the  purpose  of  iden- 
tifying marks,  nor  is  the  device  to  give  his  idea  of  checks 
and  connter-checks  effect,  new. 

It  mast  be  conceded  that  we  do  not  use  the  manvfaetured 
aTticle  of  the  Locke  patent ;  our  stamp  differs  essentially  in 
its  construction  and  mode  of  use.  We  deny  liability  even 
if  we  use  an  old  device,  by  itself,  which  enters  into  his  com- 
bination. 

The  stamp,  viewed  as  a  whole,  does  not  show  anything 
new  or  useful,  either  in  cancellation  or  in  the  kind  of  iden- 
tifying marks  ;  it  is  not  a  mechanical  appliance  nor  a  com- 
bination of  any  parts  resulting  in  a  new  and  useful  whole, 
either  in  functions  or  as  a  manufacture. 

Messrs.  Stephen  W.  KeUogg  and  John  8.  Beach,  for  ap- 
pellee : 

The  court  did  not  err  in  holding  the  device  to  be  patenta- 
ble for  it  is  new. 

The  patent  is  prima  facie  evidence  of  the  novelty  of  the 
invention  therein  described,  and  the  defendant's  evidence 
fails  to  disturb  this  presumption. 

The  opinion  of  the  Circuit  Court  disposed — and  we  sub- 
mit., rightly  disposed — of  the  defence  of  want  of  novelty,  in 
this  wise :  "  An  attempt  was  made  to  attack  the  Locke  pat- 
ent for  want  of  novelty,  but  the  two  antedating  patents, 
viz. ;  the  English  patent  of  Edward  ^Vilkins,  dated  Novem- 
ber 13,  1861,  and  the  patent  of  Albert  Mann,  dated  Septem- 
ber 3, 1867,  refer  to  devices  so  manifestly  unlike  the  Locke 
stamp,  thatfnrther  examination  is  unnecessary." 
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The  device  ia  a  useful  one. 

While  courts  will  refuse  to  take  jurisdiction  in  any  suit 
in  which  a  sovereignty,  national  oratate,  is  made  defendant 
without  its  consent,  their  jurisdiction  is  not  ousted  because 
an  individual  defendant  claimB  that  he  did  the  wrongful 
act  in  an  official  capacity  and  under  orders  of  the  govern- 
ment. He  must  show  not  only  that  what  he  did  he  did 
officially,  but  that  he  did  it  lawfully. 

It  is  no  defence  for  the  defendant  to  set  np  "that  the 
only  way  he  has  used  revenue  stamps  as  complained  of  by 
the  petitioner  is  in  the  supply  and  sale  of  the  same  as  col- 
lector of  internal  revenue."  He  does  not  thereby  oust  the 
Court  of  its  jurisdiction.  Because  he  has  in  so  doing  unlaw- 
fully and  without  authority  of  law  appropriated  and  used 
property  belonging  not  to  the  United  States  but  to  the 
plaintifE,  just  as  if  he  had  trespassed  upon  land  patented  to 
theplaintiif  as  a'private  purchaser. 

Here,  as  in  United  States  v.  Lee,  the  sole  issue  is  as  to 
title  to  property.  It  is  the  validity  of  the  grant  which  is 
in  issue  on  this  appeal,  and  nothing  else.  See  also  Camp- 
bell ti.  James,  104  U.  S.  356  [13  Am.  &  Eng.  341 ;]  Cun- 
ningham V.  New  Brunswick  &  Macon  R.  R.  Co.,  109  U.  S. 
446. 

Mr.  Justice  Matthewh  delivered  the  opinion  of  the 
court: 

This  is  a  bill  in  equity  to  enjoin  the  allied  infringement 
of  letters  patent,  No.  93,391,  issued  to  Edward  A.  Locke  for 
certain  improvements  in  identifying  revenue  marks  or  labels, 
dated  August  3,  1869,  the  appellees  being  assignees  of  the 
patentee,  and  the  appellant,  the  Collector  of  Internal  Rev- 
enue for  the  Second  Collection  District  of  Connecticut. 

The  specification  and  claims,  with  the  accompanying 
drawings,  are  as  follows : 

"This  invention  is  designed  more  especially  for  use  in 
sealing  liquor-casks  with  identifying  marks  or  labels  forrev- 

.    lis  C.  8.  •O.Sl. 
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enno  purposes,  and  iii  sach  a  manner  that,  while  truly  des- 
ignating the  contents  of  the  cask,  or  giving  such  other  indi- 
cation as  may  be  demanded,  they  cannot  be  fraudulently  re- 
moved. 

"Figure  1  representa  a  printed  paper  revenue  stamp,  the 
circular  portion  at  the  right  hand  being  the  stamp  proper, 
which  is  applied  to  the  cask  or  box,  and  the  portion  at  the 
left  hand  being  the  '  stub,'  or  that  poi-tion  retained  by  the 
government  official.  Figure  2  represents  a  separate  strip, 
which  is  shown  in  Fig.  1  as  attached  at  its  left  end  to  the 
stub  of  the  paper  stamp  proper,  in  such  manner  that  its 
coupons  may  be  readily  cut  off  and  permanently  affixed  to 
the  stamp  proper  when  ihe  latter  is  secured  to  the  cask. 
Fig.  8  represents  a  metallic  piece  or  strip,  shown  as  de- 
tached, and  before  being  applied  to  the  stamp. 

"  The  main  body  of  the  sheet  of  paper  being  printed  sub- 
stantially as  shown,  so  as  to  designate,  by  a  letter  of  the 
alphabet  or  othOTwiae,  the  appropriate  series,  and  with 
blanks  for  the  particnlar  number  of  each  series,  and  also 
with  a  number  indicating  numbers  of  gallons,  etc.,  in  tens, 
has  also  a  series  of  numbers,  from  one  to  nine,  inclusive, 
any  one  of  which  may  be  punched  out  by  the  proper  offi- 
cial, in  accordance  with  the  actual  number  of  gallons  con- 
tained in  the  vessel.  Thus,  if  126  be  the  proper  number  of 
gallons,  and  120  be  the  whole  number  printed  upon  the  par- 
ticular stamp,  the  officer,  in  order  to  indicate  126,  would 
punch  through  the  digital  number  6,  both  upon  the  circular 
stamp  and  upon  its  '  stub '  or  counter-check. 

'  'The  piece  shown  in  Figure  3 1  prefer  to  make  of  thin  metal, 
because  more  readily  embossed  or  impressed  with  perma- 
nent or  ineffaceable  characters,  and  because  leas  destructi- 
ble in  handling  and  transmission,  after  it  shall  have  been 
torn  away  frOm  the  stamp.  This  piece,  also  shown  in  part 
in  Fig.  1,  may  be  conveniently  made  of  oblong,  or  any  ap- 
propriate form,  its  conditions  being  merely,  so  far  as  con- 
cerns its  shape,  that  it  he  of  sufficient  size  to  extend  beyond 
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the  opening  made  in  the  paper  for  the  esqxtsnre  of  the  let- 
ters and  fignres  made  on  it,  and  be  capable  of  being  retained 
in  its  place  between  the  paper  and  another  backing  piece  of 
paper,  the  two  pieces  of  paper  being  gummed  together  for 
this  purpose.  This  backing  piece  I  prepare  with  dried  gum 
on  its  outer  face,  that  the  stamp  may  be  always  ready  by 
merely  moistening  the  gum  for  instant  application  to  the 
cask. 

"The  strip  shown  in  Fig.  2 1  secure  in  part  to  the  left  side 
of  the  paper,  by  gimiming  its  remaining  portion,  upon 
which  are  coupons  for  the  unite,  being  dry  gammed  on  its 
under  side,  bo  that  when  the  proper  number  of  gallons  has 
been  determined,  the  officer,  upon  cutting  off  the  coupon  at 
the  figure  designating  the  unit  or  digital  number  required, 
may,  by  moistening  it,  instantly,  and  without  cutting  or  in- 
juring the  stamp,  apply  it  to  the  stamp,  while  the  stub  or 
remaining  portion  of  the  slip  will  correspondingly  indicate 
thereon  just  what  has  been  so  detached  and  applied  to  the 
stamp.  Thus,  to  indicate  126  gallons,  130  being  the  whole 
number  of  the  stamp,  the  coupon  slip  is  cut  off  between  the 
number  6  and  7,  and  the  piece  so  cut  off  is  moistened  on 
the  back  and  permanently  attached  to  the  face  of  the  stamp, 
the  6  being  the  significant  figure  of  the  coupon. 

"The  mode  of  applying  a  stamp  so  made  to  a  cask  may  be, 
by  way  of  greater  protection  against  liability  to  damage  or 
accident,  as  shown  and  described  in  my  patent  No.  58,847 — 
that  is,  by  boring  a  shallow  depression  in  the  wood  of  the 
cask  or  case,  and  after  affixing  the  stamp  by  its  gam  to  the 
bottom  of  this  depression,  then  placing  over  it  a  ring  having 
down-turned  edges  and,  by  pressing  the  same,  forcing  ita 
outer  edge  into  tlie  wood.'  Or  the  wood  may  have  an  an- 
nular groove  cut  therein  to  receive  the  edge  of  the  ring 
when  so  forced  home. 

"  Instead  of  making  the  removable  piece  out  of  metal,  or 
of  making  it  in  a  piece  separate  from  the  stamp,  it  may  be 
made  of  the  same  piece  of  paper  of  which  the  stamp  is  com- 
iis  u.  s.  6a-«s. 
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posed,  by  simply  having  its  outline  perforated  after  the 
manner  of  i>ostage  stamps,  but  ungummed  at  its  back,  so 
as  i-eadily  to  be  torn  away  and  detached  from  the  stamp. 

"Although  I  have  shown  and  described  a  lining  paper,  be- 
tween which  and  the  stamp  or  surfcice  paper  the  metal  slip 
is  held,  yet  I  may  dispense  with  such  lining  and  employ  a 
thicker  paper  for  the  stamp,  the  metal  strip  in  such  case,  if 
preferred,  being  confined  or  held  to  it  by  having  its  ends 
pass  through  slits  made  in  the  paper  for  such  puipose.  Or 
the  metal  piece  may  have  points  or  ijrojectiona  at  its  ends 
or  comers,  or  elsewhere,  which  may  be  forced  or  ijassed 
through  the  paper  and  clinched  on  the  under  side. 

' '  For  the  purpose  of  readily  separating  the  circular  stamp 
from  the  sheet,  I  perforate  it  about  its  periphery  vrith  any 
suitable  slits,  cuts,  or  openings  adapted  to  tlie  thickness  or 
texture  of  the  pax>er,  I  also  prefer  to  have  the  stamps  pre- 
pared with  blanks  and  dotted  fines,  on  which  the  collector, 
ganger,  and  storekeeper  may  place  their  signatures,  as 
shown  in  Figure  1. 

"  It  is  to  be  understood  that  the  metallic  or  other  sUp,  the 
stub  or  check  part  of  the  stamp  pai)er,  and  also  the  stub  of 
the  coupon  piece,  are  all  to  be  consecutively  numbered  alike 
for  each  alphabetical  series,  the  capital  letter  A  inthedraw- 
ings  indicating  the  alphabetical  series,  and  the  number  im- 
mediately to  the  right  thereof  indicating  a  number  in  the 
consecutive  numbers  of  such  series. 

"For  convenience  I  prefer  to  have  the  stamps,  after  being 
printed,  bound  up  in  book  form,  after  the  manner  of  mer- 
chants' or  bankers'  check-books,  so  that  each  stamp,  as  cut 
out,  shall  leave  in  the  book  its  corresponding  marginal  piece 
or  stub,  having  thereon  a  record  of  letters,  figures,  marks, 
etc.,  according  with  those  upon  such  stamps. 

"I  claim — 

"  1.  A  stamp,  the  body  of  which  is  made  of  paper  or  other 
suitable  material,  and  having  a  removable  slit  of  metal  or 
other  materia],  displaying  thereon  a  aerial  nunil>er  or  other 
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specific  identifying  mark  corresponding  with  a  similar  mark 
upon  the  stub,  and  so  attached  that  the  removal  of  ««ch  slip 
must  mutilate  or  destroy  the  stamp. 

"  2.  In  a  paper  revenue-stamp  for  indicating  the  contents 
of  a  cask,  and  having  thereon  a  number  designating  the 
number  of  gallons  or  other  measure,  providing  the  stamp, 
and  also  its  stub  or  check-piece,  with  corresponding  digital 
numbei's,  to  In?  punclietl  out  to  indicate  the  ttnits,  substMi- 
tially  as  descrit)ed. 

"  3.  In  conibinati«m  witli  a  paper  stamp  having  a  check- 
piece  or  stub,  from  which  it  is  detached  when  applied  for 
use,  a  coupon  slip,  whose  coupons  are  to  be  secured  to  the 
fac«  of  the  stamp,  as  and  for  the  purpose  described." 

The  following  is  a  copy  of  the  face  of  the  tax  paid  inter- 
nal revenue  stamp  used  by  the  appellant  and  claimed  to  be 
an  infringement  of  the  patent : 

Removable  part  is  indicated  by  [dotted]  lines. 

As  described  by  the  complainaot's  witnesses,  this  stamp 
"  Is  composed  of  a  single  thickness  of  paper,  on  the  face  of 
which  the  number  and  regpbtering  marks  are  conveniently 
placed.  On  the  back  of  this  stamp  is  a  piece  of  paper  some- 
what wider  than  the  surface  on  which  the  number  and  reg- 
istering marks  are  printed.  The  two  edges  of  this  back 
piece  are  caused  to  adhere  to  the  back  of  the  stamp,  one 
above  and  tlie  other  l>elow  that  portion  of  the  surface  which 
indicates  the  number,  contents,  etc.  The  back  of  the  stamp, 
between  the  two  edges  of  this  strip  or  back  piece,  is  free  and 
loose.  The  object  of  this  is  that  when  the  back  of  the  stamp  is 
coated  with  adhesive  material  and  attached  to  the  barrel, 
that  portion  of  the  surface  of  the  stamp  which  is  covered 
by  the  strip  or  back  piece  will  not  adhere  to  the  barrel ; 
hence,  after  the  stamp  is  secured  to  the  barrel  that  portion 
of  the  stamp  on  which  are  the  registering  marks  may  be  re- 
moved and  preserve  the  marks  and  figui-es  thereon,  the  re- 
moval of  that  part  defacing  the  stamp  a-s  well  as  preserving 
■  the  record ;  ami  thi!<  ran  !»»■  done  becauw  that  portion  of 
ii8V.a.«4-aH. 
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the  stamp  which  is  removed  is  pievented  from  adhering  to 
the  barrel.  To  remove  this  portion  it  is  only  necessary  to 
separate  that  portion  from  the  body  at  its  two  edges." 

This  is  marked  in  the  record  as  Complainant's  Exhibit 
Hollister  Revenue  Stamp. 

The  present  controversy  relates  to  the  first  claim  of  the 
Locke  patent,  in  respect  to  which  alone  the  decree  appealed 
from  established  an  infringement.     It  is  aa  follows : 

"  A  stamp,  the  body  of  which  is  made  of  paper  or  other 
material,  and  having  a  removable  slip  of  metal  or  other  ma- 
teiial,  displaying  thereon  a  aerial  number  or  other  specific 
identifying  mark  corresponding  with  a  similar  mark  upon 
the  stub,  and  soattached  that  the  removal  of  such  slip  must 
mutilate  or  destroy  the  stamp." 

One  of  the  defences  relied  on  by  the  appellant  is  thus 
stated  in  the  answer  and,  in  matter  of  fact,  is  by  stipulation 
admitted  to  be  true : 

"First.  That  any  and  all  acts  complained  of  in  said  bill 
by  the  said  petitioner  as  done  by  the  respondent  were  done 
and  performed  by  him  in  the  discharge  of  his  duties  as  Col- 
lector of  Internal  Revenue  for  the  United  States  for  a  desig- 
nated collection  district  of  the  State  of  Connecticut,  and  by 
direction  of  the  Commissioner  of  Internal  Revenue,  an 
officer  of  the  Treasury  Department  of  the  United  States  ; 
that  any  revenue  stamps  by  him  used  have  been  furnished 
by  the  Bureau  of  Intenial  Revenue,  of  which  said  Commis- 
sioner is  the  official  head,  for  use  in  the  discharge  of  said 
duties  as  collector,  and  the  same  have  been  used  solely  as  a 
means  of  collecting  the  taxes  due  to  the  United  States, 
which  said  taxes  have  been  imposed  by  the  laws  of  the 
United  States,  and  the  manner  of  said  collection,  as  followed 
by  said  collector,  regulated  and  authorized  by  such  laws ; 
that  said  respondent  has  acted  as  such  collector  by  virtue  of 
legal  appointments  thereto  by  the  President  of  the  United 
States,  duly  coniirmed  by  the  Senate  of  the  United  States, 
for  and  during  all  the  times  mentioned  in  said  bill  of  com- 
plaint." 
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It  waa  authoritatively  declai-ed  in  James  c.  Campbell,  104 
U.  3.  356  [13  Am.  &  Eng.  ;m1,J  that  the  right  of  the  pat- 
entee, under  letters  patent  for  an  invention  granted  by  the 
United  States,  waa  exclusive  of  the  Government  of  the 
United  States  as  well  as  of  all  others,  and  stood  on  the  foot- 
ing of  all  other  property,  the  right  to  which  was  secured,  as 
against  the  government,  by  the  constitutional  guaranty 
which  prohibits  the  taking  of  private  property  for  public 
use  without  compensation ;  but  doubta  were  expressed 
whether  a  suit  could  be  sustained, .  such  as  the  present, 
against  public  officers,  or  whether  a  suit  upon  an  implied 
promise  of  indemnity  might  not  be  prosecuted  against  the 
United  States  by  name  in  the  Court  of  Claims.  If  the  right 
of  the  patentee  was  acknowledged  and,  without  his  consent, 
an  officer  of 'the  government,  acting  under  legislative  au- 
thority, made  use  of  the  invention  in  the  dischar^ge  of  his 
official  duties,  it  would  seem  to  be  a  clear  case  of  the  exer- 
cise of  the  right  of  eminent  domain,  upon  which  the  law 
would  imply  a  promise  of  compensation,  an  action  on  whicli 
would  lie,  within  the  jurisdiction  of  the  Court  of  Claims, 
such  as  was  entertained  and  sanctioned  in  the  case  of  United 
States  V.  Great  Falls  Manufacturing  Co.,  decided  at  the 
present  term,  112  U.  S.  646.  And  it  may  be,  that,  even  if 
the  exclusive  right  of  the  patentee  were  contested,  such  an 
action  might  be  brought  in  that  court,  involving  all  ques- 
tions relating  to  the  validity  of  the  patent ;  but,  as  we  have 
concluded  to  dispose  of  the  present  appeal  upon  other 
grounds,  it  becomes  unnecessary  to  decide  the  question  aris- 
ing up(m  this  defence.  It  is  referred  to  only  for  the  pur- 
pose of  excluding  any  inference  that  might  be  drawn,  from 
our  passing  it  over  without  notice. 

The  course  of  business  in  the  collection  of  the  revenue 
upon  distilled  spirits,  so  far  as  the  use  of  these  stamps  is 
involved,  is  explained  by  Mr.  Chapman,  a  witness  for  the 
defendant  below,  who  had  been  chief  of  the  irtamp  division 
in  the  Internal  Revenue  Office.     He  says : 
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"After  spirits  have  been  produced  they  are  drawn  fittui 
the  cistern  into  the  barrels,  and  there  is  attached  to  e^h 
barrel  a  stamp,  called  a  warehouse  stamp,  together  with 
certain  marks  and  brands  pat  on  simultaneouslj;  with  the 
stamp ;  this  stamp  ia  an  oblong  piece  of  paper,  properly  en- 
graved, with  blanks,  in  which  are  inserted  the  numbers  of 
^e  package,  the  number  of  wine  and  proof  gallons  con- 
tained therein,  name  of  the  distiller,  location  of  the  distil- 
lery, and  are  signed  by  the  storekeeper  and  gauger  on  duty 
at  the  distillery  ;  this  stamp  is  merely  used  as  a  check  and 
does  not  represent  a  tax ;  the  stamp  consists  of  but  one 
piece  of  paper,  about  three  by  two  inches,  and  is  attached 
by  paste  or  other  adhesive  material,  and  by  tacks  at  the 
comer  and  center,  by  the  gauger  on  duty  at  tlie  distillery  ; 
this  stamp  (warehouse)  has  been  in  use  from  1868  to  the  . 
present  time,  and  no  change  has  been  made  in  the  construc- 
tion of  the  same  ;  the  only  changes  being  in  the  quality  and 
kind  of  paper  used  and  the  designs  of  the  engraving. 

"The  package  is  then  removed  to  the  bonded  warehouse 
of  the  distillery,  where  it  remains  until  the  distiller  files 
with  the  collector  of  the  district  a  paper,  called  an  entry  for 
withdrawal ;  this  paper  is  accompanied  by  the  amount  of 
the  tax  upon  the  spirits  contained  in  the  package  ;  the  col- 
lector thereupon  fills  out,  signs  and  forwards  to  the  gauger 
the  tax-paid  stamp,  which  is  a  piece  of  paper  nearly  square, 
u{)on  the  face  of  which  is  engraved  the  body  of  the  stamji. 
together  with  nine  coupons,  of  which  stamp  and  coupons, 
with  the  stub  which  remains  in  the  books  from  which  the 
stamp  is  cut,  Complainant's  Exhibit  Hollister  Revenue 
Stamp  is  a  copy. 

Prom  1868  until  about  1871  this  stamp,  which  has  always 
been  called  the  tax  paid  stamp,  was  constructed  of  two 
pieces  of  paper :  before  the  stamp  was  printed,  the  paper 
of  which  the  body  of  the  stamp  was  composed  was  perfo- 
rated with  a  round  aperture,  about  one  and  a  half  inches  in 
diameter :  to  the  back  of  the  paper  was  then  attached,  by 
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paste  or  mucilage,  a  piece  of  tissue  paper,  completely  cov- 
ering said  apertore ;  the  stamp  was  then  printed,  the  eo- 
graving  coveting  both  the  body  of  the  paper  and  so  much 
of  the  tissue  paper  as  appears  through  the  aperture.  From 
about  1871  to  1876  the  stamp  was  composed  of  but  ooe  piece 
of  pax>eT,  the  use  of  the  tissue  paper  and  the  aperture  hav- 
ing been  abandoned.  In  August  1871,  tiiere  was  added  to 
the  tax-paid  stamp  a  piece  of  paper,  which  was  pasted  by- 
its  edges  upon  the  back  thereof,  aa  shown  in  Complainant's 
Exhibit  Hollister  Revenue  Stamp.  Stamps  of  the  latter 
character  have  been'  !n  oae  from  August  1676,  to  this  date. 

"On  receipt  of  the  tax-paid  stamps  by  the  ganger,  he 
proceeds  to  afilx  them  to  the  head  of  the  barrel,  together 
with  certain  marks  and  brands ;  he,  together  with  the  store- 
keeper, having  first  signed  the  same  at  the  places  indicated 
in  Complainant's  Exhibit  HoUister  Revenue  Stamp.  The 
ganger  puts  this  stamp  on  the  barrel -by  means  of  some  ad- 
hesive material  and  tacks ;  he  then  cancels  it  by  the  use  of 
a  stencil-plate,  imprinting  across  the  face  of  the  stamp  and 
extending  over  each  side  uiM>n  the  head  of  the  barrel  waved 
lines ;  he  also  imprints  upon  the  head  with  a  stencil-plate 
his  name  and  official  designation.  The  whole  surface  of  the 
stamp  is  then  varnished  with  a  transparent  varnish ;  no  . 
varnish  can  be  used  which  is  oily  enough  to  affect  the  paste. 

"The  package  is  then  removed  from  the  warehouse  and 
passes  into  the  custody  of  the  distiller  or  owner.  If  the 
owner  desires  to  purify  the  contents  of  tiie  package  it  is 
then  taken  to  the  establishment  of  a  duly  authorized  recti- 
fier of  distilled  spirits.  The  rectifier  then  notifies  the  col- 
lector of  the  district  that  he  desires  to  dump,  for  rectifica- 
tion, the  contents  of  certain  specified  packages ;  whereupon, 
the  collector  directs  a  ganger  to  proceed  to  the  rectifying 
establishment  and  gauge  the  specified  packages.  When 
the  packages  are  ganged,  the  ganger  is  required  by  r^ula- 
tions  to  cut  from  the  tax-paid  stamp  a  designated  portion 
thereof,  and  transmit  the  same  to  the  collector,  with  a  re- 
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port  of  his  operations.  The  pitckages  are  tlifo  dumped  into 
the  tubs  of  the  rectifier,  and  the  identity  (jf  their  contents 
lost.     *        •        * 

"The  portion  of  the  tax-paid  stamp  detached  or  cut  and 
forwarded  by  the  ganger,  as  heretofore  described,  includes 
the  serial  nnmber  of  the  stamp,  the  date  on  which  the  tax 
was  paid,  and  the  number  of  proof  gallons  ;  the  number  ot 
the  cask,  the  location  of  the  warehouse,  and  the  person  or 
firm  to  whom  delivered,  and  the  nignature  of  the  collector  ; 
the  part  so  cut  out  is  over  the  paper  back." 

The  employment  of  the  paper  backing  in  the  stamp  "used 
by  the  appellant,  whereby  the  part  to  be  cut  out  is  prevented 
from  adhering  to  the  head  of  the  barrel,  and  the  arrange- 
ment of  a  part  of  the  stamp  so  as  to  identify  the  package 
with  that  described  in  the  stab,  the  removal  of  which  de- 
stroys l^e  stamp  so  that  It  cannot  be  used  again,  (Constitutes 
the  alleged  infringement  of  the  first  claim  of  the  Locke  jMit- 
ent,  which  covers  every  stamp  within  that  description. 

The  counsel  for  the  appellee  describes  "  the  Ijocke  stemp 
as  a  combination  of  three  parts :  1st,  a  part  which  is  de- 
signed to  become  a  stub  when  the  stamp  proper  is  separated 
therefrom  and  displays  a  serial  number ;  2d,  a  constituent 
part  of  the  stamp  proper  which  is  designed  for  permanent 
attachment  to  the  barrel ;  3d,  a  constituent  part  of  the  stamp 
proper  displaying  the  same  identifying  serial  pumber  as 
the  stub,  which  i>art,  after  the  stamp  pntper  has  been  af- 
fixed to  the  barrel,  bears  such  relation  to  the  permanent 
part,  that  it  can  be  so  removed  therefrom  as  to  retain  its  own 
Integrity,  but  mutilates  and  thereby  cancels  the  stamp  by 
its  removal." 

In  this  combination  it  will  not  be  questioned  that  the  first 
and  second  elements  were  well  known,  and  that  the  third, 
so  far  as  its  contents  are  identical  with  those  on  the  stub,  is  not 
new.  Tlie  question  tonis  on  that  feature  of  the  third  element 
whereby  a  removable  part  of  the  stamp  proper,  the  contend 
of  which  identify  the  stamp  with  the  stub  after  the  stamp 
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has  been  attached,  can  be  so  removed  as  to  retain  its  own 
integrity,  but  mutilates  and  thereby  cancels  the  stamp  by 
its  removal. 

This  IB  what  we  ascertain  to  be  the  precise  idea  embodied 
in  the  invention  described  and  claimed  in  the  patent,  and 
which,  although  we  find  to  be  new  in  the  sense  that  it  had 
notbeen  anticipated  by  any  previous  invention,  of  which  it 
coald  therefore  be  declared  to  be  an  infringement,  yet  is  not 
such  an  improvement  as  is  entitled  to  be  regarded  in  the 
sense  of  the  patent  laws  as  an  invention. 

In  reachingthis  conclusion  we  have  allowed  itsdue  weight 
to  the  presumption  in  favor  of  the  validity  of  the  patent 
arising  from  the  action  of  the  Patent  Office  in  granting  it ; 
and  we  have  not  been  unmindful  of  the  fact,  abundantly 
proven  and  indeed  not  denied,  that  the  adoption  of  the 
present  tax-paid  stamp  in  lieu  of  that  previously  in  use  by 
the  Internal  Revenue  Bureau,  has  proven  ita  superior  utility 
in  the  prevention  of  frauds  upon  the  revenue.  The  testi- 
mony on  that  point  of  the  Commissioner  of  Internal  Reve- 
nue from  his  official  reports  is  quite  conclusive.  In  his  re- 
port for  1875  he  mentions  the  adoption  of  ' '  new  r^alations 
in  r^ard  to  the  use  of  tax  paid  stamps,  by  which  a  portion 
of  the  stamp  is  cut  out  at  the  time  of  dumping  and  returned 
with  the  gauger's report,"  and  says :  "This  effectually  de- 
stroys the  stamp  and  prevents  its  re-use,  while,  at  the  same 
time,  a  sufficient  amount  of  the  engraving  is  shown  upon 
the  slip  to  determine  whether  the  stamp  is  genuine  ;"  and, 
in  1876,  that  official  reported  that  "the  plan  of  requiring 
the  return  of  a  portion  of  the  tax-paid  stamps,  whenever  a 
package  to  which  it  is  attached  is  dumped  for  rectification, 
has  been  found  to  be  such  a  valuable  prevention  of  fraud 
that  it  has  been  extended  to  include  all  stamps  for  rectified 
spirits  and  wholesale  liquor  dealers'  stamps. 

"These  three  varieties  of  stamps  for  distilled  spirits  are 
now  prepared  at  a  tritiing  additional  cost,  with  a  paper  back 
affixed  to  each  in  such  a  way  that  the  portion  of  the  stamp 

lt9D.S.tO-11. 
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oontaining  all  the  important  data  can  be  cut  therefrom  and 
filed  with  the  commissioner  or  collector,  thus  furnishing 
conclusive  evidence  of  the  destruction  of  the  stamp  (render- 
ing its  re-use  impossible,)  and  furnishing  also  evidence  as  to 
the  contents  of  the  package  bearing  the  stamp. 

"  It  is  believed  that  this  system  affords  the  government  a 
very  eflectual  protection  against  the  perpetration  of  frauds 
in  connection  with  Uie  collection  of  the  tax  on  distilled 
spirits." 

Such  an  increased  utility,  beyond  what  had  been  attained 
by  devices  previously  in  use,  in  cases  of  doubt,  is  usually 
regarded  as  determining  the  question  of  invention.  But  in 
the  present  case  we  are  not  able  to  give  it  such  effect. 

No  change,  it  will  be  observed,  was  made  in  the  character 
of  the  stamp,  so  far  as  the  relation  between  the  stamp 
proper  and  the  stub  is  concerned,  nor  in  the  identifying 
marks  which  constituted  the  written  and  printed  matter 
upon  both ;  and  the  expedient  of  using  a  paper  backing 
which  prevented  the  adhesion  to  the  package  of  the  x>art  in-, 
tended  to  be  detached  and  removed,  it  is  manifest,  would 
be  adopted  by  any  skilled  person  having  that  end  in  view. 

The  idea  of  detaching  that  portion  of  the  stamp,  with  the 
double  effect  of  destroying  the  stamp  by  mutilation  and 
preserving  the  evidence  of  the  identity  of  the  package  on 
which  it  had  been  first  placed  in  use,  which  is  all  that  re- 
mains, to  constitute  the  invention,  seems  to  as  not  to  spring 
from  that  intuitive  faculty  of  the  mind  pat  forth  in  the 
search  for  new  results  or  new  methods,  creating  what  had 
not  before  existed,  or  bringing  to  light  what  lay  hidden 
from  vision ;  but,  on  the  other  hand,  to  be  the  suggestion  of 
that  common  experience  which  arose  spontaneously  and  by 
a  necessity  of  human  reasoning,  in  the  minds  of  those  who 
had  become  acquainted  with  the  circumstanoee  with  which 
they  had  to  deal.  Cutting  out  a  portion  of  the  stamp,  as  a 
means  of  defacing  and  mutilating  it,  so  as  to  prevent  a  sec- 
ond use,  was  matter  of  common  knowledge  and  practice, 

tlS  V.  S.  71>T>. 
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before  the  date  of  this  patent ;  and  cutting  ont  a  partictdar 
portion,  on  which  the  identifying  marks  had  been  previously 
written  or  printed,  was  simply  cutting  a  stab  from  the 
stamp,  instead  of  catting  the  stamp  from  the  stub,  as  before. 
So  that,  when  the  frequency  and  magnitude  of  the  frauds 
upon  the  revenae,  committed  by  the  removal  of  tax-paid 
stamps  from  packages  on  which  they  had  been  originally 
placf^  by  the  officer  to  others  surreptitiously  substituted  for 
them,  or  by  emptying  the  packages  of  their  original  con- 
tent's and  fraudulently  refilling  them  with  spirits  on  which 
no  tax  had  been  paid,  attracted  the  general  attention  of  the 
revenue  department,  the  answer  to  the  problem  of  preven- 
tion was  found  by  immediate  inference  from  the  existing 
regulations,  in  the  adoption  of  the  expedient  now  in  ques- 
tion. As  sooD  as  Che  mischief  became  apparent,  and  the 
remedy  was  seriously  and  systematically  studied  by  those 
competent  to  deal  with  the  subject,  the  present  regulation 
was  promptly  su^ested  and  adopted,  just  aa  a  skilled  me- 
,chanic,  witnessing  the-  performance  of  a  machine,  inade- 
quate, by  reason  of  some  defect,  to  accomplish  the  object 
for  which  it  had  been  designed,  by  the  application  of  his 
common  knowledge  and  experience,  perceives  the  reason  of 
the  failure,  and  supplies  what  is  obviously  wanting.  It  is 
but  the  display  of  the  expected  skill  of  the  calling,  and  in- 
volves only  the  exercise  of  the  ordinary  faculties  of  reason- 
ing upon  the  materials  supplied  by  a  special  knowledge, 
and  the  facility  of  manipulation  which'  results  from  its  ha- 
bitual and  intelligent  practice  ;  and  is  in  no  sense  the  crea- 
tive work  of  that  inventive  faculty  which  it  is  the  purpose 
of  the  Constitution  and  the  patent  laws  to  encourage  and 
reward. 

On  this  ground  the  decree  of  the  Circuit  Court  is  reversed 
and  the  cause  remanded,  with  directions  lo  enter  a  decree 
disTtiissing  the  hill ;  and  it  is  soord-ered. 
iisu.  e.ia-is. 
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Notcai 

1.  Goveniment  cannot  use  patent  without  compensation  : 

United  States  v.  Bums,  12  Wall.  346  [8  Am.  A  Eng.  458.] 
Cammeyer  v.  Newton,  84  U.  S.  225  [11  Am.  &  Eng.  88.] 
James  v.  Campbell,  104  U.  S.  356  [13  Am.  <&  Kng.  341.] 
United  States  ».McKeever,  23  O.  G.  1630  [14  Am.  A  Eng. 

414.] 
United  Sutes  v.  Palmer.  128  V.  S.  262. 


2.  Coart  of  ClaiiDB — ^jurisdiction  : 

'    United  States  v.  Bums,  12  Wall.  246  [8  Am.  &  Eng.  498.] 
James  V.  Campbell,  104  U.  S.  366  [13  Am.  &  Eng.  341.] 
United  States  v.  McKeever,  23  O.  G.  1630  [14  Am.  &  Eng. 

414.] 
United  States  v.  Palmer,  128  U.  S.  262. 


4.  Utility  without  inTention  is  not  patentable : 
Thompson  v.  Bois«e)ier,  114  U.  S.  1. 
Ganlnert).  Hers,  tl8  U.  S.  180. 


No.  93,391.   Locke,  E.  A.    August  3, 1869.    Revenue  Stamp 
for  Barrels. 

Othbb  Sum  ON  Sah E  Patbut  : 

Benedict  A  Bamham  Mnfg.  Co.  ».  Hollister,    a  Ban.  A  Ard.  186. 
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In  Text  Books: 
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JOHN  S.  ROWELL  AND  IRA  ROWELL,  APPEL- 
LANTS,  c.  EDMUND  J.  LINDSAY  AND  WILLIAM 
LINDSAY.* 

113  U.  8.  OT'IM.    Oct.  Term,  1884. 

[Bk.  28,  L.  ed.  906;  31  O.  G.  120.] 

Aflirming  It>id,  10  Bias.  ai7. 

Argued  I>ect;inber  16,  16,  1884.     Decided  January  S,  1886. 

(,'ltiim  to  combinatioH.     Single  eletitent.     Parlicutar  patent  con- 
utraed,  limited,  aixl  not  infringed.     Equivalent. 

1.  Where  it  was  contended  that  the  patent  covered  one  of  the  sep- 
arate elements  which  entered  into  the  combination,  held,  that 
as  none  of  the  separate  elementB  of  which  the  combination  was 
eomp<»ed  were  claimed  as  the  invention  of  the  patentee,  there- 
fore none  of  them  standing  alone  were  included  in  the  mo- 
nopoly of  the  patent,     (p.  453.) 

9.  A  patent  for  a  combination  ii;  not  infringed  bytthe  use  of  any 
smaller  number  of  its  elements,  either  separately  or  in  connec- 
tion with  others  differing  in  form  and  arrangements  from  those 
for  which  they  are  substituted,  unless  the  substituted  elements 
are  mechanical  equivalentH  and  are  well  known  to  be  such  at 
the  time  the  patent  was  granted,     (p.  454.) 

3.  The  claim  of  reissned  letters  patent.  No.  3,009,  J.  S.  and  I.  Row- 
ell,  March  31,  1868  (original.  No.  56,102,  July  3,  1866,)  for  an 
Improved  Cultivator,  which  covered  the  combination  of  a 
beam,  shank,  braco-bar,  and  bolt,  constnied  and  limited  in 
view  of  the  prior  state  of  the  art,  in  order  to  sustain  it  sub- 
stantially to  the  form  described.  Held,  in  view  of  the  fact 
that  one  of  the  purpOHCc  of  plaintiff's  brace-bar  was  to  strengthen 
the  shank,  and  thus  decrease  the  quantity  of  material  in  it ; 
and  that  the  curvi;d  tup  of  defendant's  shank,  constructed  under 
letters  patent,  No.  152,706,  J.  II.  and  J.  W.  Tliomas,  June  30, 
1874,  Seeding  Machine,  which  was  alleged  to  bean  equivalent, 
did  not  perform  this  material  function,  but,  on  the  contrary, 
Vquired  an  imreasi'  of  the  quantity  of  material;  that  bence  it 
*Sw  KxplnnHtinii  of  Xotet,  jwge  III. 
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waa  not  au  equivalent,  and  tbere  was  no  infriDgemeht  from  iu 
use  in  coonection  with  the  other  elements  of  plaintiff's  combi- 
nation, (p.  455.) 
4,  Where  infringement  is  alleged,  a  device  in  one  patented  combi- 
natioa,  to  be  equivalent  of  a  device  in  another,  must  perform 
the  same  functions,     (p.  456.) 

[CitatiofiB  in  the  opinion  of  the  court:] 

The  Corn-Planter  Patent,  23  Wall.  181  [10  Am.  A  Eng.  ].]     p.  463. 
Merrill  V.  YeomaOB,  S4  U.  S.  568  [11  Am.  &  Eng.  203.]    p.  454. 
Watei-Meter  Co.  v.  Deeper,  101  U.  S.  332  [12  Am.  &  Eng.  3S0.]     p.  464. 
Uiller  v.  Brass  Co.,  104  U.  5.  350  [13  Am.  &  Eng.  303.]  p.  454. 
Pron(j  V.  Bnggles,  16  INtt.  336  [4  Am.  &  Eng.  351.]     p.  464. 
StimpaoD  t.  R  4  S.  B.  R.  Co.,  10  How.  329  [5  Am.  &  Eng.  129.]     p.  455. 
Eames  c.  Godfrey,  1  Wall.  78  [7  Am.  &  Eng.  15ft.]    p.  455. 
Bejmonr  r.  Oabome,  11  Wall.  516  [8  Am.  &  Eng.  200.]     p.  455. 
Dunbar  v.  Meyers,  94  U.  S.  187  [11  Am.  &  Eng.  69.]     p.  455. 
Fnller  c.  Yentzer,  »4  TJ.  S.  288  [11  Am.  &  Eng.  138.]     p.  456. 
Gould  T.  ReeB,  15  Wall.  187  [9  Am,  &  Eng.  38.]     p.  455. 
ImhaeuBer  v.  Buerk,  ml  U.  8.  S47  [12  Am.  &  Eog,  443.]     p.  455. 

Appeal  from  the  Circuit  Court  of  the  United  States  for 
the  Eastern  District  of  Wisconsin. 

The  bill  in  this  caae  was  tiled  in  the  court  below,  by  the 
appellants,  to  recover  damages  alleged'  to  have  resulted  from 
the  infringement  of  certain  letters  patent,  and  for  an  in- 
junction. 

The  court  below  having  entered  a  decree  dismisaing  the 
bill,  10  Bis8.  217, 19  Oft.  Qax.  1666,  6  Fed.  Rep.  290,  the  oom- 
plainant  appealed  to  this  court. 

The  case  is  stated  by  the  court. 

Mr.  James  J.  Dick,  for  appetlaTtts  : 

A  combination  is  patentable  though  it  includes  the  same 
elements  as  a  prior  patent,  if,  in  fact,  the  combination  ia 
new  and  useful  and  substantially  different. 

Fuller  r.  Yentzer,  94  XI.  S.  297  [11  Am.  &  Eng.  138.] 

If  an  old  ingredient  performs  some  substantially  new  and 
different  function,  and  was  not  known  at  the  date  of  com- 
plainant's patent  as  a  proper  substitute,  it  would  be  i>at- 
entable. 
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Reea  v.  Gould,  6  Fish.  106 ;  King  v.  Louisville  Cement 
Co.,  6  Fisli.  336;  Seymour  t.  Osborne,  H  Wall.  555  [8  Am. 
&  Bug.  290 ;]  The  Collins  Co.  v.  Coea.  3  Fed.  Rep.  227. 

And  if  complainant' 8  slotted  beam  should  be  considered 
an  equivalent  to  some  other  dence — yet  if  it  was  not  known 
to  ordinary  mechanics  as  an  equivalent,  it  is  considered  a 
new  dlBCovety  and  patentable.  Woodward  v.  Morrison,  6 
Fish.  357 ;  Reea  v.  Gould,  6  Pish.  106. 

It  is  submitted  that  the  slotted  wooden  beam  A,  used 
for  the  purposes  designated  in  the  complainant's  combina- 
tion, is  a  new  intention  in  and  of  itself,  for  the  reasons 
atoove  given,  as  well  as  in  the  following :  "New  and  use- 
ful results  are  obtainable  by  the  use  of  the  wooden  slotted 
beam.  And  a  new  and  different  force  or  effect  is  obtained 
by  the  use  of  the  slotted  wooden  beam,  in  combination  with 
the  tooth,  from  that  given  by  the  separate  parts.  And  that 
by  the  union  of  these  parts  a  new  and  useful  result  is  ob- 
tained."    See 

Smith  ».  Goodyear  D.  V.  Co.,  93  U.  S.  496  [11  Am.  & 
Eng.  1 ;]  Hicks  v.  Kelsey,  18  Wall.  670  [9  Am.  &  Eng.  150  ;  | 
Strauss  b.  King,  2  Fed.  Rep.  236 ;  Pearl  r.  Appleton  Co., 
3  Fed.  Rep.  160. 

Messrs.  E.  E.  Wood  amd  E.  Boyd,  for  appellees : 
'  Complainant's  claim  cannot  be  construed  broadly  to  cover 
a  wooden  clamping  beam  in  combination  with  any  form  of 
cultivator  tooth. 

"It  is  conclusively  settled  that  where  a  patentee  claims 
as  hia  invention  only  the  combination  which  he  describes, 
the  separate  parts  which  constitute  the  combination  are  to 
be  re^^rded  as  old  or  common  and  public.'" 

Com-Planter  Patent  23  Wall.  224  [10  Am.  &  Eng.  1.] 

The  same  rule  is  stated  in  Miller  v.  Brass  Co..  104  U.  S. 
853  [13  Am.  &  Eng.  303.] 

Defendants  have  not  employed  a  well-known  substitute 
for  the  Rowell  brace-bar  C,  but  have  employed  a  peculiar 
shape  of  shank  and  position  of  clamping  bolt,, gripped  be- 
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tween  the  jaws  of  the  beam,  ao  tliat  the  teeth  may  he  I'ead- 
ily  aligned  against  the  bolt,  which  prevent  it  from  being 
carried  out  by  bark  thrusts.  This  difference  is  substantial 
and  material.  Defendants,  therefore,  do  not  employ  an 
equiraleut  for  the  curved  brace-bar  of  the  Rowell  patent, 
but  employ  a  device  which  is  distinguishable  therefrom, 
and  not  an  equivalent,  as  stated  in  Gould  v.  Bees.  16  Wall. 
187  [9  Am.  &  Eng.  39.]  •'  But  the  rule  is  otherwise,  if  the 
ingredient  substituted  was  a  new  one,  or  performed  a  sul)- 
stantially  different  function,  or  wa.s  not  known  iit  the  date 
of  the  plaiutilTs  patent  as  a  proper  substitute  for  the  one 
omitted  from  his  patented  combination.  Whei-e  the  de- 
fendant in  conBtructing  his  machine  omits  entirely  one  of 
the  ingredients  of  the  plaintiffs  combination,  without  sub- 
stituting another,  he  does  not  infringe  ;  but  if  he  substituli- 
another  in  the  place  of  the  one  omitted,  which  is  new,  or 
which  performs  a  substantially  different  function,  or  if  it 
was  old  bat  not  known  at  the  date  of  plaintiff's  patent  as  ii 
proper  substitute  for  the  omitted  ingredient,  then  he  does 
not  infringe."  See  also,  Gill  v.  Wells,  22  Wall.  1  [9  Am. 
&  Eng.  471.] 

This  case  is  not  unlike  the  case  of  Pronty  v.  Haggles,  16 
Pet.  336  [4  Am.  &  Eng.  351,]  where  the  court  held  that  un- 
less both  functions  should  be  performed,  to  wit :  the  brace 
and  draft,  the  claim  was  not  infrhiged.  In  the  case  at  bar, 
the  peculiar  form  of  the  Roweli  brace  was  to  serve  for  both 
brace  and  draft. 

In  defendant's  device  there  is  nothing  to  brace  or 
strengthen  the  shank.  The  form  of  the  shank  is  made  to 
serve  for  draft  alone.  It  does  not  infringe,  therefore,  the 
combination  specified  in  the  claim  of  complainants  patent, 

Mr.  Justice  Woods  delivered  the  opinion  of  thef  coort : 

The  appellants,  John  S,  Rowell  and  Ira  Rowell,  were  the 

plaintiffs  in  the  Circuit  Court.    They  brought  their  bill  in 

equity  against  Edmund  J.  Lindsay  and  William  Lindsay, 
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the  appellees,  to  restrain  the  iufringemeDt  of  reissaed  let- 
ters patent,  No.  2,909,  dated  Marcli  31,  1868,  granted  to  the 
plaintiffs  for  "anew  and  improved  cultivator."  The  in- 
vention was  illustrated  by  the  annexed  drawings  and  was 
described  in  the  specification  as  follows  : 

"Figure  1  is  a  side  elevation  of  the  tooth,  in  a  beam 
shown  in  longitadinal  section. 

"  Fignre  2  is  a  top  view  of  the  beam,  with  the  tooth  in 
position. 

"  This  invention  consists  in  applying  to  the  shank  of  the 
tooth  a  curved  brace  bar,  the  npper  end  of  which  passes 
through  a  slot  or  mortise  in  the  beam  and  is  held  in  position 
by  a  clamping  bolt,  which  passes  transversely  through  the 
slot  or  mortise  near  the  brace-bar  and  forces  the  aides  of  the 
beam  together  against  the  brace-bar,  so  as  to  clamp  it  in 
any  required  position,  and  thereby  adjust  the  tooth  in  any 
inclination,  at  the  same  time  allowing  it  to  yield  to  immov- 
able obstacles  without  breaking. 

"In  the  drawings,  A  represents  one  of  the  beams  of  a 
cultivator;  B,  the  shank,  pivoted  at  b  ;  B  ,  the  tooth;  C,  a 
curved  brace-bar,  extending  in  the  arc  of  a  circle  outward 
and  upward  from  the  tear  side  of  the  shank  B,  and  its 
npper  end  passing  vertically  throngh  a  longitudinal  slot  or 
mortise,  a,  in  the  beam  A;  and  T>  a  bolt,  passing  trans- 
versely through  the  slot  or  mortise  and  having  a  head,  d,  on 
one  end,  and  a  nut,  d',  on  the  other,  by  which  the  side  walls 
of  the  slot  or  mortise  can  be  clamped  against  the  brace-bar 
with  any  required  force,  thereby  holding  the  latter  in  posi- 
tion when  operating  in  the  iield. 

"It  is  evident  that  in  a  device  thus  constructed  and  oper- 
ating, the  brace-bar  C  can  be  so  clamped  that  the  tooth 
'  will  retain  its  position  when  working  in  arable  soil,  but  will 
yield  when  coming  in  contact  with  an  immovable  obstacle, 
and  pass  over  it  without  breaking,  the  shank  turning  back 
upon  its  pivot,  ft,  and  the  brace-bar  being  forced  up  through 
the  slot.     The  same  aiTangement  also  allows  the  shank  to 
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be  adjasted  in  any  position  for  deep  or  shallow  (cultivating. 

"  Having  thus  described  our  invention,  what  we  claim  aa 
new  and  desire  to  secure  by  letters  patent,  is : 

"The  combination  of  the  slotted  beam  A,  shank  B, 
brace-bar  C,  and  bolt  D,  when  the  parts  are  constructed 
and  arranged  tooperateas  and  forthe  purposes  herein  speci- 
fied." 

The  answer  of  the  defendants,  among  other  defences,  de- 
nied infringement  of  the  letters  patent.  The  plaintiffs  con- 
tended that  infringement  of  their  lettras  patent  was  made 
out  by  the  evidence,  which  tended  to  show  that  the  defend- 
ants constructed  and  sold  seeding  machines  made  according 
to  the  specification  of  letters  patent  granted  to  John  H. 
Thomas  and  Joseph  W.  Thomas,  dated  June  30,  1874,  for 
"  an  improvement  in  sowing  machines."  This  invention  re- 
lated to  the  dr^-bars  and  shovel  standards  of  broad-cast 
seeders,  and  consisted  mainly  in  the  manner  of  attaching 
the  standards  to  the  drag-bar.  The  invention  can  be  readily 
understood  from  the  annexed  drawings,  by  which  the  speci- 
fication was  illustrated. 

The  bar  A  ia  cut  so  as  to  leave  a  slit  in  the  rear  end  as 
at  A*  to  receive  the  shank  of  the  shovel  C.  This  ia  secured 
in  the  slit  by  the  bolt  D.  Another  threaded  bolt  is  passed 
through  the  bar  A  in  ench  place  as  to  sustain  the  shovel 
when  in  proper  position.  The  ends  of  the  bifurcated  bai' 
are  drawn  down  by  the  bolt  B  or  by  the  united  action  of 
the  bolts  E  and  D  until  clamped  against  the  standard  of  the 
shovel  with  such  force  that  the  friction  shall  maintain  the 
shovel  in  position  while  passing  through  mellow  earth,  but 
not  so  tight  but  that  it  will  yield  to  an  excessive  resistance 
before  force  enough  is  applied  to  break  the  shovel.  The 
advantages  of  the  invention  are  thus  stated  :  "  By  the  form 
^ven  to  the  standard  we  obtain  not  only  the  gripe  on  the 
pivoted  end,  but  also  agripe  against  the  sides  of  the  stand- 
ard, so  that  from  its  form  it  must  be  moved  in  the  direction 
of  its  length.     A  much  less  restraining  force  will  then  hold 
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the  standaid  with  requisite  tenacity.  Onr  device  has  its 
distingaiBhiiig  feature  in  that  constraction,  as  shown,  by 
which  the  shank  ia  itself  so  bent  as  to  give  effect  to  the 
doable  action  of  the  joint  at  the  eye  and  the  compressing- 
bolt  E.  By  making  it  in  one  piece  its  construction  is 
greatly  cheapened  as  compared  with  that  class  where  an 
arm  has  to  be  welded  into  the  shank." 

The'  claim  of  this  patent  was  as  follows :  "  In  combina- 
tion with  the  drag  bai'  A,  bifurcated  at  A',  the  curved 
shovel  standard  C  bent  as  shown  and  pivoted  by  a  bolt  at 
I)  and  clamped  by  bolt  E,  sabstantially  as  shown  and  de- 
scribed." 

Upon  iinal  hearing  npon  the  pleadings  and  proofs  the  cir- 
cuit conrt  dismissed  the  bill  (a)  and  the  plaintiffs  appealed. 

The  evidence  shows  that  the  shanks  or  standards  of  plows, 
cultivators  and  seeding  machines  have  been  used  in  a  g^eat 
variety  of  forma.  In  some  the  upper  end  of  the  brace  en- 
tered the  beam  in  the  rear  and  in  others  in  front  of  the 
shank.  In  some  the  upper  end  of  the  shank  and  the  brace 
were  so  formed  and  united  as  to  present  an  elliptical  figure. 
Many,  perhaps  the  majority,  were  without  braces.  In  some  - 
the  upper  end  of  the  shank  was  made  with  a  head  in  the 
form  of  an  elliptical  or  circular  plate,  called  an  enlarged 
head.  This  performed  the  function  of  a  brace.  The  patent 
of  the  plaintiffs,  therefore,  stands  on  narrow  ground  and,  to 
sustain  it,  it  must  be  so  construed  as  to  confine  it  substan- 
tially to  the  form  described  in  the  specification. 

The  patent  of  the  plaintiffs  is  for  a  combination  only. 
None  of  the  separate  elements  of  which  the  combination  is 
composed  are  claimed  as  the  invention  of  the  patentee,  there- 
fore none  of  them  standing  alone  are  included  in  the  mo- 
nopoly of  the  patent.  As  was  said  by  Mr.  Justice  Bradley 
in  the  case  of  the  Corn-Planter  Patent,  23  Wall.  224  [10 
Am.  &  Eng.  1:]  "When  a  patentee  after  describing  a  ma- 
chine, claims  as  his  invention,  a  certain  combination  of  ele- 
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menta,  or  a  certain  device,  or  part  of  the  machine,  this  is 
an  implied  declaration  as  conclusive,  bo  for  as  that  patent 
is  concerned,  as  if  it  were  expressed,  that  the  specific  com- 
bination or  thing  claimed  is  tlie  only  port  which  the  pat- 
entee regards  as  new.  True,  he  or  some  other  person  may 
have  a  distinct  patent  for  portions  not  covered  by  this,  but 
that  will  speak  for  itself.  So  far  ae  the  patent  in  question 
is  concerned,  the  remaining  parts  are  old  or  common  and 
public."  See,  also,  Merrill  v.  Yeomans.  94  U.  S.  573  [11 
Am.  &  Eng.  203 ;]  Water-Meter  Co.  v.  Desper,  101  U.  S. 
332  [12  Am.  &  Eng.  380  ;J  Miller  v.  Brass  Co.,  104  U.  S.  350 
[13  Am.  &  Eng.  303.]  These  authorities  dispose  of  the  con- 
tention of  the  plaintiffs'  coimeel  that  their  patent  covers  one 
of  the  separate  elements  which  enters  into  the  combination, 
namely,  a  slotted  wooden  beam,  because,  as  they  contend, 
that  element  is  new  and  is  the  original  invention  of  the  pat- 


The  patent  being  for  a  combination,  there  can  be  no  in- 
fringement unless  the  combination  is  infringed.  In  Prouty 
V.  Ruj^les,  16  Pet.  3:^6  [4  Am.  &  Eng.  361,]  it  was  said ; 

' '  This  combination,  composed  of  all  the  parts  mentioned 
in  the  specification,  and  arranged  with  reference  to  each 
other  and  to  other  parts  of  the  plow  in  the  manner  therein 
described,  is  stated  to  be  the  improvenient,  and  is  the  thing 
patented.  The  use  of  any  two  of  these  parts  only,  or  of 
two  combined  with  a  third  which  is  sabstantially  different 
in  form  or  in  the  manner  of  its  arrangement  and  connection 
with  the  others,  is,  therefore,  not  the  thing  patented.  It 
is  not  the  same  combination  if  it  substantially  differs  from 
it  in  any  of  its  parts.  The  jogging  of  the  standard  into  the 
I>eam  and  its  extension  backward  from  the  bolt  are  both 
treated  by  the  plaintiffs  as  essential  parts  of  their  combina- 
tion for  the  purpose  of  brace  and  draJft.  Consequently,  the 
use  of  either  alone  (ft)  would  not  be  the  same  improvement 
nor  infringe  the  patent  of  the  plaintiffs."     To  the  same  ef- 
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feet  Bee,  also,  Stimpsonc.  B.  8.  R  R.  Co.,10tlow,  339  [5  Am. 
&  Eng.  129 ;]  Eamea  v.  Godfrey,  1  Wall.  78  [7  Am.  &  Eng. 
■168;]  Seymour  ».  Osborne,  11  Wall.  516  1 8  Am.  &  Eng. 
290  ;]  Dunbar  v.  Meyers,  94  U.  S.  187  [11  Am.  &  Eng.  69 ;] 
Puller  V.  Yentzer,  Id.  388  [11  Am.  &  Eng.  138.] 

But  this  rule  is  subject  to  the  qualification,  that  a  combi- 
nation may  be  infringed  when  some  of  the  elements  are  em- 
ployed and  for  the  others  mechanical  equivalents  are  used 
which  were  known  to  be  such  at  the  time  when  the  patent 
was  granted.  Seymour  v.  Osborne,  ubi  supra;  Gould  t. 
Rees,  16  Wall.  187  [9  Am.  &Eng.  39  ;]  Imhaeuaerr.  Buerk, 
101  U.  S.  647  [12  Am.  &  Eng.  443.] 

In  the  light  of  these  principles  we  are  to  inquire  whether 
the  defendants  use  the  combination  described  in  the  patent 
of  the  plaintiffs.  The  contention  of  the  defendants  is  that 
the  brace-bar,  which  is  one  of  the  elements  of  the  combina- 
tion covered  by  the  patent  of  the  plaintiffs,  is  not  nor  is  its 
equivalent  found  in  the  machines  made  and  sold  by  them. 
It  ia  plain,  upon  an  inspection  of  the  drawings,  that  the  de- 
fendants dp  not  use  a  brace-bar  similar  in  shape  or  position 
to  that  described  in  the  plaintiffs'  patent. 

But  the  plaintiffs  insist  that  the  top  of  the  shank,  curved 
as  shown  in  the  Thomas  patent,  is  the  equivalent  of  the 
brace-bar  forming  one  of  the  elements  of  their  invention  ; 
and  as  the  contri\-ance  of  the  defendants  embodies  this  equiv- 
alent device  in  combination  with  all  the  other  elements  cov- 
ered by  the  plaintiffs'  patent,  that  the  infringement  is  es- 
tablished. Whether  the  first  mentioned  device  is  the  equiv- 
alent of  the  latter  is  the  question  for  solution.  We  think 
the  contention  of  the  defendants  that  it  is  not  is  well 
grounded.  The  specification  and  drawings  of  the  plaintiffs' 
patent,  and  the  testimony  of  the  plaintiffB'  witnesses,  show 
that  one  purpose  of  the  brace-bar,  used  in  the  plaintifb' 
combination,  was  to  strengthen  and  support  the  shank  be- 
tween the  tooth  and  the  beam.  The  use  of  the  brace-  bar 
enabled  the  plaintiffs  to  make  the  shank  with  less  material 
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and,  at  the  same  time,  to  increase  its  strength.  This  fanc- 
tion  is  not  performed  by  the  curved  portion  of  the  shank 
used  by  the  defendants,  wliich  has  not  the  slightest  ten- . 
dency  to  support  and  strengthen  the  shank  between  the 
tooth' and  the  beam,  where  the  greatest  strain  comes.  On 
the  contrary,  the  defendants,  by  reason  of  the  absence  of 
the  brace-bar,  are  forced  to  make  their  shank  of  laiger  di- 
ameter than  tliat  used  by  the  plaintiifs  in  order  to  give  it 
the  requisite  strength  to  prevent  bending.  Instead  of  stiff- 
ening the  shank  between  the  tooth  and  the  beam,  it  rather 
brings  an  increased  strain  upon  that  part  of  the  shank.  We 
iind,  therefore,  that  tlie  curved  upper  part  of  the  shank 
used  by  defendants  does  not  perform  one  of  the  materiiJ 
functions  of  the  brace-bar  of  the  plaintiffs'  combination. 
It  cannot,  therefore,  be  the  equivalent  of  the  latter.  For 
where  one  patented  combination  is  asserted  to  be  an  in- 
fringement of  another,  a  device  in  one  to  1t>e  the  equivalent 
of  a  device  in  the  other  most  perform  the  same  functions. 

As,  therefore,  there  is  one  element  of  the  plaintiffs'  pat- 
ented combination  which  the  defendants  do  not  use  and  for 
which  they  do  not  employ  an  equivalent,  it  follows  that 
they  do  not  infringe  the  plaintiffs'  patent.  The  decree  of 
the  OiTcuit  Court,  which  dismissed  the  plaiTiiiffs''  biU, 
■must  iher^ore  be  afflrmed  ;  aiid  it  is  so  ordered. 
USD.  a.  io»-io4. 

Notes  1 

2.  A  combiniitioii  not  infringed  by  use  of  less  than  all  its  parts — 

by  omission  of  an  element : 
Prouty  V.  Buggies,  16  Pet.  336  [4  Am.  A  Eng.  361.) 
StimpBon  v.  Railroad  Co.,  10  How.  399  [4  Am.  &  Eng. 

398.] 
Silsby  V.  Foote,  20  How.  378  [6  Am.  &  Eng.  388.] 
McConniok  v.  Talcott,  20  How.  402  [6  Am.  &.  Eng.  410.J 
Eamea  v.  Godfrey,  1  Wall.  78  [7  Am.  A;  Eng.  168.] 
Case  V.  Brown,  2  Wall.  3.10  [7  Am.  A  Eng.  360.] 
Gould  ti.  Rees.  1.5  Wall.  J«7  fft  Am.  &  Eng.  39.] 
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Oarratt  v.  Seibert,  Bk.  31  L.  ed.  956  [9  Am.  A  Eng.  161.] 
Dunbsr  v.  Meyers,  94  U.  S.  187  [11  Am.  &  Eng.  89.] 
Schumaoher  v.  Cornell,  96  IT.  S.  S4ft  [11  Am.  &  Eog.  443.] 
Water-Meter  Co.  v.  Deap6r,  101  U.  S.  383  [13  Am.  A  Eng. 

380.]" 
Wicke  V.  Oetrum,  103  U.  S.  461  [18  Am.  &  Eng.  114.] 
Gage  V.  Herring,  107  U.  S.  640  [14  Am.  &  Eng.  454.] 
Blake  «.  City  of  Francisco,  113  U.  S.  679  [p.  635  pott.] 
Peters  w.  Active  Mnfg.  Co.,  139  U.  S.  530. 


Not  infringed  by  substitution  of  new  element : 

Prouty  V.  Buggies,  16  Pet.  336  [4  Am.  &  Eng.  351.] 
Brooks  V.  Fieke,  15  How.  31S  [6  Am.  &  Eng.  15.] 
Gonid  V.  Rees,  16  Wall.  187  [9  Am.  A  Eng.  39.] 
Puller  v.  Yentzer,,94  U.  8.  299  [11  Am.  &  Eng.  176.] 
McMurray  ».  Mallory,  111  U.  S.  97  [p.  171  ante.] 
Electric  Signal  Co.  v.  Hall  R.  R.  Co.,  114  U.  S.  87  [16 

Am.  3b  Eng.  1.] 
Sharp  V.  Reiaener,  119  U.  S.  631. 
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Not  infringed  by  different  device : 

Washing-Machine  Co.  v.  Young,  13  Am.  A  I^ng.  316. 
Wollensak  v.  Reiher,  115  U.  S.  67. 
Field  V.  De  Comean,  116  U.  S.  187. 
Shepard  v.  Camgan,  116  U.  S.  693. 
Yale  Look  Co.  v.  Sargent,  117  U.  S.  378. 


Infringed  by  substitation  of  known  equivalent : 

Prouty  V.  Raggles,  16  Pet.  336  [4  Am.  A  Eng.  351.] 
Imhaenser  v.  Buerk,  101  U.  8.  647  [12  Am.  &  Eng.  443.] 


Infringed  by  Bale  of  part  with  intent  to  procure  infringement 
(license  to  use  once  only :) 
Cotton-Tie  Co.  v.  Simmons,  106  TJ.  S.  89  [14  Am.  A  Eng. 
1S9.] 
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Patent  In  suit  t 

No.  56,102.     Rowell,  J.  S.  «fc  I.     July  3, 1866 .     Reissue  No. 
2,909.     March  31,  1868.     Cultivator, 

Other  Suits  on  Same  Patent  : 

Rowell  t».  Lindsay,  1661.     10  Bies.  217  ;   6  Fed.  Bep.  290  ;   19  O. 
G.  1506. 


In  Supsbmb  Coubt  is  : 

Voss  V.  Fisher,  1885.     US  TJ.  S.  213  ;  Bk.  28  L.  ed.  976. 

Blake  v.  San  Francisco,  1886.     113  U.  S.  679;  Bk.  28  L.  ed.  1070. 


In  Ciecuit  Coubts  in: 

Abbott  V.  Hoole  Mnfg.  &  Baggage  Check  Co.,  February,  1886.    3 

O.  G.  1661. 
Peard  v.  Johnson,  April,  1885.     23  Fed.  Rep.  607;  3fi  O.  G.  8»6. 
Traversf.  Palmer,  April,  1886.     23  Fed.  Rep.  611;  31  O.  G.  38i 
La  Rne  v.  Western  Electric  Co.,  July,  1886.     26  Fed.  Rep.  85;  3 

O.  G.  453. 
I>eary  v.  Hohenstein,, February,  1889,     37  Fed.  Rep.  680. 
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S  Abb.  Pat.  Laws,  1886,  p.  358. 

Walker  on  Pats.,  2d  ed.,  1889.  pp.  270,  272. 
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CONSOUDATED     SAFETY-VALVE    COMPANY     OF 

HARTFORD,     CONNECTICUT,      APPELLANT,      v. 

CROSBY  STEAM  GAGE  AND  VALVE  COMPANY.* 
CONSOLIDATED     SAFETY-VAL"\^    COMPANY    OF 

HARTFORD,      CONNECTICUT,      APPELLANT,     v. 

CROSBY  STEAM  GAGE  AND  VAL\^  COMPANY. 

lis  V.  B.  I(l7-t7»,     Oct.  Term.  ISS4. 

[Bk.  28,  L.  ed.  939;  30  O.  O.  991.] 

Rt'versing  Ibid,  7  Fed.  Rep.  768. 

Argued  Decemlx^r  10, 11,  1684,     Decided  January  19,  188d. 

Particular  patents  eoiuiirned  and  in/ringed.     Sufficient  description. 

fl.  Letters  patent.  No.  58,294,  granted  to  (reorge  W.  Richardson, 
September  25, 1 866,f  or  an  Improvement  in  Steam  Safety- Valve«, 
are  valid. 

Under  the  claim  of  that  patent,  namely  ;  "  A  eafety-valve,  with 
the  circular  or  annular  flange  or  lip  c  c,  constructed  in  the 
manner  or  Aubstantially  in  the  manner  ahown,  so  as  to  oper- 
ate as  and  for  the  purpose  herein  described,"  the  patentee  is 
entitled  to  cover  a  valve  in  vhich  are  combined  an  initial  Btka, 
an  additional  area,  ahuddling  chamber  beneath  the  additional  ' 
area  and  a  strictured  orifice  leading  from  the  huddling  cham- 
ber to  the  open  air,  the  orifice  being  proportioned  to  the  strengtli 
of  the  spring,  as  directed. 

Richardson  was  the  first  person  who  made  a  safety-valve  which, 
while  it  automatically  relieved  the  pressure  of  steam  in  the 
boiler,  did  not,  in  effecting  that  result,  reduce  the  pressure  to 
such  an  extent  as  to  make  the  use  of  the  relieving  apparatus 
practically  impossible,  because  of  the  expenditure  of  time  and 
fuel  necessary  to  bring  up  the  steam  again  to  the  proper  work- 
ing standard. 

His  valve  was  the  first  which  had  the  strictured  orifice  to  retard 
the  escape  of  the  sleam,  and  enable  the  valve  to  open  with  in- 

*  Sea  Explanation  of  Notes,  page  III. 
t  Head  notm  b^  Mr.  Justice  Blatchfoid. 
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creasing  power  against  the  spring,  and  close  suddenly,  with 
small  loss  of  pressure  in  the  boiler,     (p.  46i.) 

f  3.  The  direction  given  in  the  patent,  that  the  flange  or  Up  is  to  fap 
separated  from  the  valve  seat  by  about  one  sixty-fourth  of  an 
inch  for  an  ordinary  spring,  with  lesa  space  for  a  Btrong  spring 
and  more  fpace  for  a  weak  spring,  to  regulate  the  escape  of 
steam,  as  required,  is  a  sufficient  description,  as  matter  of  law, 
and  it  is  not  shown  to  be  insuffioient,  as  a  matter  of  fact, 
(p.  481.) 

f3.  Letters  patent,  No.  85,963,  granted  to  said  Richardson,  January 
19,  1869,  for  an  improvement  in  safety-valves  for  steam  boil- 
ers or  generators,  are  valid. 
Under  the  claim  of  that  patent,  namely:  "  The  combination  of 
the  surface  beyond  the  seat  of  the  safety-valve,  with  the  means 
herein  described  for  regulating  or  adjusting  the  area  of  the 
passage  for  the  escape  of  steam,  substantially  as  and  for  the 
purpose  described,"  the  patentee  is  entitled  to  cover  the  com- 
bination with  the  surface  of  the  huddling  chamber  and  the 
strictured  orifice,  of  a  screw  ring,  to  be  moved  up  or  down  to 
obstruct  such  orifice  more  or  less,  iu  the  manner  described, 
(p.  487.) 

f  4.  The  patents  of  Richardson  are  infringed  by  a  valve  which  pro- 
duces the  same  effects  in  operation  by  the  means  described  in 
*  Richardson's  claims,  although  the  valve  proper  is  an  annulus 
and  the  extended  surface  is  a  disc  inside  of  the  annulut,  the 
Richardson  valve  proper  being  a  disc  and  the  extended  furface 
^n  anntiltu  surrounding  the  disc;  and  although  the  valve 
proper  has  two  ground  joints,  and  only  the  steam  which  passes 
through  one  of  them  goes  through  the  stricture,  while,  in  the 
Richardson  valve,  all  the  steam  which  passes  into  the  air 
goes  through  the  stricture;  and  although  the  huddling  cham- 
ber is  at  the  center,  instead  of  the  circumforence,  and  is  in  the 
seat  of  the  valve,  under  the  head,  instead  of  in  the  head,  and 
the  stricture  is  at  the  circumference  of  the  seat  of  the  valve, 
instead  of  being  at  the  circumference  of  the  head.     (p.  488.) 

f  6.  The  fact  that  the  pnor  patented  valves  were  not  used.'and  the 
speedy  and  extensive  adoption  of  Richardson's  valve,  snpport 
the  conclusion  as  to  the  novelty  of  the  latter,     (p.  489.) 

1 6.  Suits  in  equity  having  been  begun,  in  1879,  for  the  infringement 
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of  the  two  patentH,  aud  the  Circuit  Court  having  dismisaed  the 
bille,  this  court,  in  reversing  the  decrees,  after  the  first  patent 
had  expired  but  not  the  second,  awarded  accounts  of  profits 
aod  damages  as  to  both  patents  and  a  perpetual  injunction  as 
to  the  second  patent,     (p.  490.) 

Appeals  from  the  Circuit  Court  of  the  United  States  for  the  . 
District  of  Maaeachusetts. 

The  history  and  facts  of  the  case  folly  appear  in  the  opin- 
ion of  the  court. 

Messrs.  T'homas  Wm.  Clarke  and' B.  F.  BtitleT,foT  ap- 
pellant : 

The  safety  valves  announced  previously  to  the  time  of 
Richardson  were  not  suited  to  accomplish  what  wasdesired, 
which  was  to  open  for  the  purpose  of  relieving  the  boUer, 
and  then  to  clase  again  at  a  pressure  as  nearly  as  possible 
equal  to  that  at  which  the  valve  opened. 

Richardson  accomplished  the  work  that  was  desired,  and 
no  other  person  is  shown  to  have  accomplbhed  it;  nor  can 
you  do  this  work  from  previous  plans  without  departing 
from  the  instruction  which  they  gave  and  chan^ng  their 
designs  in  the  direction  of  Richardson's  instructions,  made 
after  the  time  Richardson  had  given  his  instructions. 

After  a  practical  safety  valve  had  been  reached  by  Rich- 
ardson it  was  comparatively  easy,  as  shown  by  Waterman's 
testimony,  to  make  another  valve  on  different  lines,  substan- 
tially conforming  in  work  to  Richardson's.  But  before 
Richardson  had  done  the  work  nobody  had  succeeded  in 
accomplishing  the  result  desired, — to  make  a  commercially 
valuable  automatic  safety  valve  in  which  there  was  an  initial 
area,  an  additional  area,  a  huddling  chamber  beneath  the 
additional  areji,  and  a  strictured  orifice;  nor  did  they  know 
that  the  size  of  stricture  and  proportion  of  parts  were  the 
keys  of  the  situation. 

What  Crosby  did  was  to  turn  the  Richardson  valve  inside 
out.  Instead  of  putting  the  expansion  chamber  beneath  the 
geometric  circumferential  area,  he  placed  it  beneath  the 
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geometric  central  area;  instead  of  placiog  it  io  the  head  of 
the  valve,  he  placed  it  in  the  seat  of  the  valve  immediately 
below  the  head ;  instead  of  making  the  strictnre  at  the  cir- 
oumferential  edge  of  the  head  of  the  valve,  he  made  the 
htrictare  low  down  on  the  circumference  of  the  seat  of  the 
valve. 

There  is,  therefore,  a  clear  infilngement  of  the  Richard- 
son  patent  of  1866  by  the  use  of  obvious  and  known  equiva- 
lents, in  the  same  way,  because  the  law  of  pro])ortions,  .ra- 
tios, &c.,  of  parta  is  all  followed  and  with  like  results. 

The  case  of  Bovill  -n.  Moofp,  Davis  Pat.  Cas.  403,  refers 
to  the  well-known  case  of  Watt  p.  Homblower,  in  which 
the  Watt  engine  was  turned  upside  down  and  inside  out, 
but  all  the  material  parts  retained  and  operating  in  the  way 
described  by  Watt.  The  rule  of  law  for  this  case  is  a  con- 
sideration of  duties,  dynamic  properties,  and  results,  not  a 
i'onsideration  of  mei-e  shapes  and  postures,  regardless  of 
I>roportions,  pressures,  powers,  and  strain-n.  Blanchard  t. 
Beers,  2  Blatch.  418;  McCormick  t>.  Seymour,  2  Blatch. 
246 ;  Sickles  v.  Borden,  2  Blatch.  641 ;  Howe  v.  Williams, 
2  Pish.  416. 

The  rule  of  law  to  be  applied  in  this  case  is,  perhaps,  more 
thoroughly  stated  in  the  English  case  of  Otto  a.  Linfoid,  46 
L.  T.  R.  35,  than  any  where  else.  See  also  Clough  c.  Bar- 
ker, 106  U.  S.  167  [14  Am.  &  Eng.  211.] 

Messrs.  Benj.  F.  Thurston,  Joshua  H.  MiUett,  and 
Clemetit  H.  HiU^/or  appellee: 

The  defendants'  valve  is  not  an  infringement  in  any  re- 
spect of  the  alleged  Richardson  patent,  but  is  wholly  differ- 
ent in  principle  and  method  of  construction,  and  is  an  inde- 
pendent invention  for  which  letters  patent,  now  owned  by 
the  defendants,  were  granted  to  George  H,  Crosby,  January 
26,  187R,  and  Februarj-  23,  1876. 

Mr.  Burnett  in  his  testimony  states :  "  The  Crosby  valve 
is  more  effective  for  its  size,  it  is  more  iroiii|)a<'t,  occupies 
less  room,  and  is  commercially  more  valuable." 
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Kichardaon's  device  was  directly  in  tlie  line  of  his  prede- 
cessors, and  there  isn't  a  hint  anywhere  or  by  anybody  for 
nearly  fourteen  years  and  until  the  defendants  put  in  their 
case,  that  Richard.son  contemplated  any  radical  change 
from  his  predecessora  in  this  field  of  manufacture.  Crosby, 
on  the  other  hand,  departs  entirely  from  the  old  method. 
He  has  no  extension  or  increased  area  outside  of  the  ground 
joint ;  he  does  not  catch  and  Jiold  or  hvddle  the  steam  after 
it  has  passed  the  ground  joint ;  the  escaping  steam  does  not 
act  with  additional  force  after  it  has  lift^  the  valve  ;  he 
obtains  no  secondary  use  of  the  steam,  the  ground  joint  ia  as 
free  as  that  of  the  common  safety  valve.  The  steam,  after  it 
has  lifted  the  valve,  escapes  with  ereZ/rc  freedom.  No  second 
use  is  made  of  it ;  no  secondary  foi-ce  obtained  f  mm  it. 

But  he  has  a  second  valve,  independent  of  and  having  no 
connection  with  the  first,  except  to  take  its  initial  move- 
ment from  it,  which  does  not  use  the  steam  escaping  from 
the  primary  valve  or  subtract  from  the  steam  escaping  from 
the  primary  valve,  but  ^kes  its  steam  directly  from  the 
boiler  at  boiler  pressure  and  uses  it  at  boiler  pressure,  or 
when  the  outlets  are  opened  it  uses  the  steam  at  a  pressure 
slightly  reduced  from  boiler  pressure. 

The  alleged  invention  described  by  Richardson  in  his 
specifications  and  claimed  by  him  in  his  letters  patent  was 
anticipated  by  Ritchie,  by  Webster,  substantially  by  Hart- 
ley and  by  Waterman,  but  it  is  not  infringed  by  the  defend- 
ants' valve,  which  is  different  in  every  respect,  in  form,  in 
function,  in  combination,  and  in  action. 

The  claim  that  Mr.  Forbes  puts  f^rth  that  Ricbardson  in- 
vented "  size  and  proportion  of  parts,"  is  made  for  the  first 
time  after  proof  that  Richardson  has  been  anticipated  a.s 
above.  It  is  not  sustained  by  the  evidence  ;  and  if  it  were 
the  invention  secured  by  Richardson's  patent,  thecomplain- 
ants  have  signally  failed  to  show  that  the  defendants'  valve 
infringes  this  new  claim  ;  but  their  theory,  if  true,  conclu- 
sively proves  the  dissimilarity  of  the  Richardsqn  and  Crosby 
valve. 
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Mr.  Justice  Blatchfobd  delivered  the  opinion  of  the 
court : 

On  the  27th  of  May,  1876,  the  Consolidated  Safety- Valve 
Conipany,a  Connecticut  corporation,  brought  a  suit  inequity, 
in  the  Circuit  Court  of  the  United  States  for  the  District  of 
MassachaBetts,  against  the  Crosby  Steam  Gts^  and  Valve 
Company,  a  Massachusetts  corporation,  for  the  infringe- 
ment of  letters  patent,  No.  58,294,  granted  to  Geor;ge  W. 
Richardson,  September  25th,  1866,  for  an  improvement  In 
steam  safety-valves.  The  specification  of  the  patent  is  as 
follows : 

"  Be  it  known  that  I,  George  W.  Richardson,  of  the  city 
of  Troy,  in  the  county  of  Rensselaer,  in  the  State  of  New 
York,  have  invented  a  new  and  useful  improvement  on  a 
safety-valve  for  steam-generators,  and  I  do  hereby  declare 
that  the  following  is  a  full,  clear,  and  exact  description  of 
the  construction  and  operation  of  the  same,  reference  being 
had  to  the  annexed  drawings,  making  a  part  of  this  specifi- 
cation, in  which  Figure  1  is  an  end  view  of  my  improved 
safety-valve  and  its  seat,  as  seen  from  the  bottom  ;  Fig.  2  is 
an'end  view  of  the  v^ve  alone,  as  seen  from  the  bottom;  Fig. 
3  is  a  vertical  section  at  x  x.  Fig.  1,  of  the  valve  and  seat 
in  position ;  Pig.  4  is  a  vertical  section  at  y  y,  Fig.  2,  of 
the  valve  alone.  Similar  colors  and  letters  of  reference  in- 
dicate corresponding  parts  in  the  several  fibres.  A  A  is 
the  head  of  the  safety-valve ;  B  B  B  B  are  wings  to  guide 
the  valve  into  its  seat,  E  B ;  e  c  is  a  circular  or  annular 
flange  or  lip,  extending  over,  slightly  below,  and  fitting 
loosely  around,  the  outer  edge  of  the  valve  seat  E  E ;  D  D 
is  a  circular  or  annular  chamber,  into  which  the  steam  im- 
mediately passes  when  the  valve  lifts  from  its  seat  at  the 
ground  joint  F  P ;  E  E  is  the  valve  seat ;  P  P  is  the 
ground  joint  of  the  valve  and  seat ;  P,  is  the  countersink  or 
center  upon  which  the  point  of  the  stud  extending  from  the 
scale  lever  rests,  in  the  usual  manner.  The  nature  of  my 
invention  consisfc*  in  increasing  the  area  of  the  head  of  the 

llflU.  S.1B*. 


,y  Google 


488      SAFETY- VALVE  00. «.  STEAM  GAGE  OO.  [Sup.  Ct. 

Opinion  of  tbe  court 

common  safety- valve  outside  of  its  ground  joint,  and  termi- 
nating it  in  such  a  way  as  to  form  an  increased  resisting 
surface,  against  which  the  steam  escaping  from  the  genera- 
tor shall  act  with  additional  force  after  it  has  lifted  the 
valve  from  its  seat  at  the  ground  joint,  and  so,  by  overcom- 
ing the  rapidly  increasing  resistance  of  the  spring  or  scales, 
insure  the  lifting  of  the  valve  still  higher,  thus  ajlording  so 
certain  and  free  a  passage  for  the  steam  to  escape  as  effectu- 
ally to  prevent  the  bursting  of  the  boiler  or  generator,  even 
when  the  steam  is  shut  off  and  the  damper  left  open. 

"  To  enable  others  skilled  in  the  art  to  make  and  use  my 
invention,  I  will  proceed  to  describe  its  construction  and 
operation :  to  the  head  of  the  common  safety-valve,  indi- 
cated by  all  that  portion  of  Pig.  2  lying  within  the  second 
circle  from  the  common  center,  I  add  what  is  indicated  by 
ail  that  portion  lying  onteide  ot  the  said  circle,  in  about  the 
proportion  shown  in  the  figure.  A  transverse  vertical  sec- 
tion of  this  added  portion  is  indicated  in  Fig.  4,  by  those 
portions  of  the  figure  lying  outside  of  the  dotted  lines  pp 
pp,  while  all  that  portion  lying  within  the  dotted  lines 
pp,  pp,  indicates  a  transverse  vertical  section  of  the  com- 
mon safety-valve  alone.  This  increased  area  may  be  made 
by  adding  to  a  safety-valve  already  in  use,  or  by  casting  the 
whole  entire.  I  terminate  this  addition  to  the  head  of  the 
valve  with  a  circular  or  annular  flange  or  lip,  c,  c,  which  pro- 
jects beyond  the  valve  seat  E  EJ,  Pig.  3,  and  extends  slightly 
below  its  outer  edge,  fitting  loosely  around  it,  and  forming 
the  circular  or  annular  chamber  D  D,  whose  transverse  sec- 
tion, shown  in  the  figure,  may  be  of  any  desirable  form  or 
size.  This  flange  or  lip  c  c,  fitting  loosely  around  the  valve 
seat  E  E,  is  separated  from  it  by  about  ,V  of  an  inch,  for 
an  ordinary  spring  or  balance.  For  a  strong  spring  or  bal- 
ance this  space  should  be  diminished,  and  for  a  weak  spring 
or  balance  it  should  be  increased,  to  regulate  the  escape  of 
the  steam,  as  required.  Instead  of  having  the  flange  or  lip 
c  c  project  beyond  and  extend  below  and  around  the  outer 
lis  D.  B.  ia»-iat. 
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edge  of  the  valve  seat,  as  shown  in  Fig.  3,  a  similar  result 
may  be  obtained  by  having  the  valve  seat  itself  project  be- 
yond the  outer  edge  of  the  valve  head,  and  terminating  it 
with  a  circolar  or  annalar  flange  or  lip,  extending  slightly 
above,  and  fitting  loosely  around,  the  outer  edge  of  the 
flange  or  lip  c  c  of  the  valve  head  ;  bnt  I  consider  the  con- 
straction  shown  in  Fig.  3  preferable.  With  my  improved 
safety-valve,  constructed  as  now  described  and  attached  to 
the  generator  in  the  nstial  way,  the  steam,  escaping  in  the 
direction  indicated  by  the  arrows  in  Fig.  3,  first  lifts  the 
valve  from  ita  seat  at  the  ground  joint  F  F,  and  then,  pass- 
ing into  the  annular  chamber  D  D,  acts  against  the  in- 
creased snrface  of  the  valve  head,  and  by  this  means,  to- 
gether with  its  reaction  produced  by  being  thrown  down- 
wards upon  the  valve  seat  G  E,  it  overcomes  the  rapidly 
increasing  resistance  of  the  spring  or  balance,  lifts  the  valve 
stilt  higher,  and  escapes  freely  into  the  open  air,  until  the 
pressure  in  the  generator  is  reduced  to  the  degree  desired, 
when  the  valve  will  be  immediately  closed  by  the  tension  of 
the  spring  or  balance.  The  escape  of  the  steam  by  means 
of  this  safety-valve  is  so  certain  and  free,  that  the  pressure  of 
the  steam  in  the  generator  or  boiler  will  not  inci'ease  beyond 
the  point  or  d^p^e  at  which  the  valve  is  set  to  blow  off." 

The  claim  of  the  patent  is  this :  "What  I  claim  as  my 
impi-ovement,  and  desire  to  secure  by  letters  patent,  is  a 
safety-valve  with  the  circular  or  aunular  fiange  or  lip  c  c, 
constnicted  in  the  manner  or  substantially  In  the  manner 
shown,  so  as  to  operat*  as  and  for  the  purpose  herein  de- 
scribed." 

On  the  2d  of  June,  1879,  the  same  plaintiff  brought  a  suit 
in  equity,  in  the  same  court,  against  the  same  defendant, 
for  the  infringement  of  letters  patent  No.  85,963,  granted 
to  the  same  Gteorge  W.  Richardson,  January  19th,  1869, 
for  aji  improvement  in  safety-valves  for  steam  boilers  or 
generators.  So  much  of  the  specification  of  the  patent  as 
is  involved  in  this  suit  is  as  follows : 
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"Be  it  known,  that  I,  (Jeorge  William  Riuhardaon,  of 
Troy,  in  the  State  of  New  York,  have  invented  certain  new 
and  useful  improvements  in  safety-valves  for  steam  boilers 
or  generators  ;  and  I  do  hereby  declare  that  the  following 
is  a  full,  clear,  and  exact  description  thereof,  reference 
being  had  to  the  accompanying  drawings  making  part  of 
this  specification,  in  which  Figure  1  is  a  vertical  section  of 
the  safety-valve  and  its  connections,  taken  in  the  plane  of 
the  axis  of  the  valve-stem ;  Pig.  2,  a  horizontal  section 
taken  in  the  plane  of  the  line  A  a  of  Fig.  1,  and  Fig.  3 
another  horizontal  section  at  the  line  6  b,  of  Fig.  1.  Fig. 
4  is  a  vertical  section  taken  in  the  plane  of  the  axis  of  the 
valve,  representing  a  modification  of  my  said  invention ; 
and  Fig.  6,  a  horizontal  section  thereof,  taken  in  the  plane 
of  the  line  C  c  of  Fig.  4.  My  said  invention  relates  to  im- 
provements in  the  invention  described  in  letters  patent 
granted  to  me,  and  bearing  date  the  25th  day  of  September, 
1866,  which  said  patented  invention  relates  to  a  means  for 
providing  a  more  free  escape  for  the  steam  than  could  be 
obtained  by  safety-valves  as  qpnstructed  prior  thereto,  and 
to  insure  the  keeping  of  the  valve  open  until  the  pressure 
of  the  steam  in  the  boiler  or  generator  falls  below  the  pres- 
sure which  was  required  to  open  it ;  the  said  means  so  pat- 
ented consisting  in  forming  the  valve  with  a  surface  outside 
of  the  ground-joint,  for  the  escaping  steam  to  act  against, 
the  said  surface  being  surrounded  by  a  projecting  or  over- 
lapping lip,  rim,  or  flange,  leaving  a  narrow  escape  for  the 
steam  when  the  valve  is  opened,  but  which,  although  of 
greater  diameter  than  the  valve-seat,  by  reason  of  the  said 
lap,  presents  a  less  area  of  opening  for  the  escape  of  steam 
than  is  produced  at  the  valve-aeat,  so  that  the  steam  which 
escapes  through  the  area  between  the  valve  shall  exert  pres- 
sure against  the  said  surrounding  surface,  and  thereby  not 
only  open  the  valve  completely,  but  hold  it  up  until  the 
pressure  of  the  st^am  in  the  boiler  tails  below  the  pressure 
by  which  the  valve  was  oj)ened. 
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"  One  part  of  my  present  invention  relatf»  to  a  means  for 
regulating  or  adjusting  the  area  of  the  apei-tnre  for  the  es- 
cape of  the  steam  after  acting  on  the  said  surface  outside  of 
the  valve-seat,  so  that  the  valve  may  be  set  to  close  at  any 
desired  pressure  below  the  pressure  which  will  open  it ;  and 
this  part  of  my  invention  consists  in  making  the  aperture 
or  apertures  for  the  escape  of  the  steam,  after  it  has  acted 
on  the  said  surface  outside  of  the  valve-seat,  adjustable. 
*       *       * 

"I  will  firet  describe  the  preferred  mode  of  application 
of  my  said  invention,  as  represented  in  Figs.  1,  2,  and  3  of 
the  accompanying  drawings.  In  the  said  figures,  a  repre- 
sents the  valve-seat,  which  is  to  be  attached  to  a  steam 
boiler  or  generator  in  the  usual  or  any  other  suitable  man- 
ner, and  which  is  formed,  in  the  usual  manner,  with  a 
beveled  seat  from  the  valve  6,  fitted  thereto  by  what  is 
well  known  aa  a  '  ground -joint.'     »        •        * 

"  It  is  desirable  that,  so  soon  as  the  pressure  of  the  steam 
in  the  boiler  or  generator  reaches  the  pressure  at  which  it 
should  be  relieved,  the  safety-valve  should  open  wide  for 
the  free  escape  of  steam,  and  that  the  valve  should  remain 
open  until  the  pressure  in  the  boiler  is  reduced  below  the 
pressure  by  which  the  valve  was  opened,  and  that  it  should 
be  so  organized  that  the  engineer  may  be  able  to  adjust  it 
so  that  it  will  close  at  any  desired  number  of  pounds  pres- 
sure below  the  pressure  at  which  it  was  opened.  To  ac- 
complish these  results  was  the  main  object  of  my  said  in- 
vention. 

"To  the  upper  surface  of  the  vaive  I  secure  a  cap-plat*^ 
or  aivnulus,  m,  formed  with  a  downward-projecting  flange, 
71,  at  its  onter  periphery,  leaving  an  annular  space,  o,  all 
around  between  the  outer  periphery  of  the  valve  and  the 
inner  periphery  of  the  flange  n  of  the  said  cap.  And  the 
upper  surface  of  tlie  valve-seat  a  Ls  extended  all  around, 
a  little  beyond  the  outer  jwripherj'  of  the  flange  n  of  the 
cap,  leaving  an  annular  surface,  p,  surrounded  by  an  up- 
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ward-projecting  lim,  q^  the  plane  of  the  upper  edge  of 
which,  when  the  valve  is  closed,  extends  a  short  distance 
above  the  plane  of  the  lower  edge  of  the  flange  n  of  the 
cap.  The  said  cap-plate  m  is  connected  with  the  top  of 
the  valve  by  studs  r  r,  or  cast  with  it,  in  such  manner  as 
to  leave  an  open  space,  >,  between  the  two,  for  the  passage 
of  steam  to  the  central  aperture  t  in  the  cap,  through 
which  steam  can  escape  when  the  valve  is  lifted  from  its 
seat.  This  central  aperture  is  surrounded  by  a  projecting 
cylindrical  flange,  threaded  on  the  outside,  to  which  is  fit- 
ted a  threaded  ring  w,  that  can  be  turned  up  or  down  to 
any  desired  elevation,  and  there  secured  by  a  set  screw,  b. 
The  disk  like  projection  /,  on  the  valve  rod  or  stem  e,  ex- 
tends over  the  said  central  aperture  i  in  the  cap-plate  m, 
and  at  such  an  elevation  that  the  upper  edge  of  the  adjusta- 
ble ring  can  be  set  in  contact  with  it,  or  let  down  so  far  be- 
low it  as  to  leave  sufficient  apace  for  the  free  escape  of 
steam. 

Prom  the  foregoing,  it  will  be  seen  that  when  the  pressure- 
of  steam  in  the  boiler  or  generator  becomes  sufficient  to  lift 
the  valve  from  its  seat,  it  acts  against  the  surface  of  the  an- 
nular space  o  between  the  bevel  of  the  valve-seat  and  the 
do^vnward-projecting  flange  n  of  the  cap,  to  assist  in  lift^ 
ing  and  holding  up  the  valve,  particularly  when  the  valve 
is  borne  down  by  the  tension  of  a  spring  which  presents  an 
increasing  resistance  as  the  valve  is  lifted.  If  tiie  project- 
ing rim  g  were  in  the  same  plane  with  the  lower  edge  of 
liie  flange  n,  the  diameter  of  these  parts  beuig  greater  than 
that  of  the  valve-seat,  on  the  lifting  of  the  viilve  and  cap, 
the  area  of  the  opening  between  the  flange  n  of  the  cap 
and  the  projecting  rim  q  would  be  greater  than  the  area 
of  the  opening  between  the  valve  and  its  seat,  just  in  pro- 
portion as  the  diameter  of  the  one  is  greater  than  the  oliier, 
and  the  steam  escaping  from  the  valve  would  pass  unchecked 
between  the  flange  n  and  rim  q,  and  would  not  exert  any 
force  against  the  surface  of  the  annuUir  space  o;  but,  as 
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the  rim  q  extends  above  the  lower  edge  of  the  flange  n 
of  the  cap-plate,  it  followa  that  the  apertoie  between  the 
valve  and  its  seat,  by  the  lifting  of  the  valve,  Is  always 
greater  than  the  apertore  between  the  flange  n  and  the 
rim  q,  and  hence  the  escaping  steam,  by  its  elastic  force, 
will  act  against  the  surface  of  the  annular  space  o,  to  as- 
sist in.  lifting  and  holding  up  the  valve  nntil  the  pressure 
in  the  boiler  or  generator  falls  below  the  pressure  by  which 
the  valve  was  first  opened.  The  difEerence  between  the 
pressure  against  which  the  valve  will  close  and  the  pressure 
by  which  it  will  be  opened  will  depend  upon  the  distance 
between  the  outer  periphery  of  the  flange  n  of  the  cap- 
plate  and  the  inner  periphery  of  the  projecting  rim  g.  To 
render  this  adjustable,  the  area  of  the  aperture  for  the  es- 
cape of  st^m  beyond  the  valve-seat  must  be  adjustable. 
This  is  effected  by  the  raising  or  lowering  of  the  ring  u.  If 
it  be  set  to  its  lowest  position,  the  steam  escaping  from  the 
valve  will  be  free  to  escape  between  the  top  of  the  valve 
and  the  cap,  through  the  central  aperture,  and  thence  be- 
tween the  upper  edge  of  the  ring  u  and  the  disk  /,  with- 
out materially  aiding  to  lift  or  hold  np  the  valve ;  but  by 
setting  the  ring,  u,  nearer  to  the  under  surface  of  the  disk 
/,  and  thereby  reducing  the  space  for  the  escape  of  ateam, 
it  will  be  caused  to  act,  by  its  elastic  force,  against  the  an- 
nular space  o  of  the  cap-plate,  and  thus  assist  in  lifting 
the  valve  and  holding  it  up. 

"I  have  described  and  represented  this  as  the  simplest 
mode  of  adjusting  the  area  of  the  aperture  for  the  escape  of 
the  steam  after  it  passes  the  valve-seat ;  but  it  wUl  be  obvi- 
■  ous  that  the  same  result  may  be  attained  by  equivalent 
means  ;  such,  for  instance,  as  making  the  ring  g  in  adjust- 
able segments,  so  that  its  diameter  can  be  increased  or  di- 
minished ;  but  this  would  be  more  complicated  than  the 
mode  first  and  fully  described  ;  and  it  will  also  be  obvious 
that  the  devices  for  holding  up  the  valve  may  be  inverted, 
as  represented  in  Figs.  4  and  5  of  the  accompanying  draw- 
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ing»,  in  which  a'  is  the  valve-seat  and  b'  the  valve,  with  its 
beveled  ground- joint.;  the  valve-seat  a'  having  a  flat  annu- 
lar surface  c'  beyond  the  bevel,  and  the  valve  an  annular 
sarface  d',  with  a  downward  projecting  flange  e,  the  lower 
edge  of  which,  when  the  valve  is  closed,  extends  a  little  be- 
low the  plane  of  the  surface  c'  of  the  valve-seat,  and  a  nar- 
row annular  space  being  left  for  the  escape  of  steam  be- 
tween the  inner  periphery  of  the  said  flange  and  the  outer 
periphery  of  the  valve-seat  a',  as  set  forth  in  my  patent 
of  September  36,  1866." 

The  claim  of  the  patent  is  as  follows : 

' '  What  I  claim  as  new  and  desire  to  secure  by  letters 
patent  is,  the  combination  of  the  surface  beyond  the  seat  of 
the  safety-valve,  with  the  means  herein  described  for  r^u- 
lating  or  adjusting  the  area  of  the  passage  for  the  escape  of 
steam,  substantially  as  and  for  the  purpose  described." 

The  answers  in  the  two  suits  set  up  want  of  novelty  and 
cite,  as  anticipating  patents,  three  English  patents :  one  to 
Charles  Ritchie,  No.  12,078,  August  3d,  1848  ;  one  to  James 
Webster,  No.  1,955,  July  12th,  1857;  and  one  to  William 
Hartley,  No.  2,206,  August  19th,  1867;  also,  an  English 
publication  made  in  1868,  called  "The  Artizan."  Infringe- 
ment is  denied,  and  it  is  averred  that  the  valves  which  the 
defendant  makes  and  sells  are  the  inventions  of  George  H. 
Crosby,  and  are  described  in  two  patents  granted  to  him, 
and  owned  by  the  defendant,  one  No.  169,167,  dated  Jan- 
uary 26th,  1876  ;  and  the  other,  No.  160,167,  dated  February 
33d,  1875. 

The  same  proofs  were  taken  in  the  two  suits,  and  they 
were  heard  together  in  the  Circuit  Court.  In  each  suit  that 
court  made  a  decree  dismissing  the  bill,  7  Fed.  Rep.  768, 
and  from  each  decree  the  plaintiff  has  appealed. 

When  Richardson  applied  for  his  patent  of  1866  his  claim 
read  thus  :  "What  I  claim  as  my  improvement  and  desire 
to  secure  by  letters  patent  is,  increasing  the  area  of  the  head 
of  the  common  safety-valve,  outside  of  the  gronnd-joint  F 
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F,  and  terminating  this  addition  with  the  circular  or  annn- 
lar  flange  or  lip  c  c,  constructed  in  the  manner  or  eabstan- 
tially  in  the  manner  shown,  so  as  to  operate  as  and  for  the 
purpose  herein  described."  This  claim  was  rejected  as  de- 
fective, because  not  for  adevice,  and  it  was  amended  to  read 
as  granted. 

in  the  application  for  the  patent  of  186&  there  were  two 
claims.  The  second  related  to  means  for  preventing  the 
guides  and  stem  of  the  valve  "from  binding  and  was  rejected 
as  not  new,  and  stricken  out,  though  the  descriptive  matter 
on  which  it  was  founded  was  retained.  The  first  claim,  as 
applied  for,  was  this :  "  What  I  claim  as  new  and  desire  to 
secure  by  letters  patent  is,  combining  with  the  surface  be- 
yond the  beveled  or  equivalent  seat  of  a  safety-valve,  the 
means  herein  described  or  the  equivalent  thereof,  for  regu- 
lating or  adjusting  the  area  of  the  passage  for  the  escape  of 
steam  beyond  the  bevel  or  equivalent  seat,  substantially  as 
and  for  the  purpose  described."  This  claim  was  amended, 
on  suggestions  made  by  the  Patent  Office,  to  read  as 
granted. 

The  view  taken  by  the  circuit  court,  in  dismissing  the 
bills,  was,  that  some  valves  had  been  made  before  1866, 
which  embodied  the  same  general  principle  as  Richard- 
son's, and  were  of  some  value,  operating  through  the  ex- 
■  pansive  power  of  steam  exerted  upon  an  additional  cham- 
ber outside  of  the  ground-joint ;  and  that  what  Richardson 
did  was  to  so  regulate  the  action  of  the  chamber  outside  of 
the  ground-joint,  by  a  crack  or  opening  between  the  lip  of 
the  valve  and  its  main  body,  that  the  steam  would  be  con- 
fined or  huddled,  when  it  sought  to  escajx*  from  the  cham- 
ber, and  so  the  valve  would  be  held  up  just  long  enough 
and  could  fall  rapidly  before  too  much  steam  was  lost.  But 
the  cases  went  off  on  the  question  of  infringement,  and  the 
Circuit  Court  found  that  while  the  defendant's  valve  em- 
ployed an  additional  surface  to  lift  the  valve  as  soon  as  it 
beg^  to  blow  and  the  pressure  was  regulated  in  part  by  a 
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strictnre,  it  differed  from  the  plaintiff's,  in  that  the  addi- 
tional area  was  not  ontelde  of  the  ground-joint,  but  inside, 
and  was  not  acted  on  independently  of  the  valve  itaelf,  but 
was  a  part  of  it,  and  the  escaping  steam  did  not  act  at  all 
by  impact,  but  wholly  by  expansion.  The  conclusion  was, 
that  as  Richardson  was  not  the  first  to  apply  the  idea  of  an 
additional  area  orof  a  stricture,  he  could  not  enjoin  a  valve 
which  resembled  his  only  in  adopting  such  general  ideas, 
and  that  his  claims  did  not  cover  a  valve  having  the  mode 
of  operation  of  the  defendant's. 

Edward  H.  Ashcroft,  as  assignee  of  William  Naylor,  ob- 
tained reissued  letters  patent  of  the  United  States,  No.  3,- 
727,  dated  November  9th,  1869,  on  the  surrender  of  letters 
patent,  No.  58,963,  iasned  to  said  Naylor,  October  16th, 
1866,  foran  improvement  in  safety-valves.  Ashcroft  brought 
a  suit  in  equity,  in  the  Circuit  Court  of  the  United  States 
for  the  District  of  Massachusetts,  against  the  Boston  and 
Lowell  RaUroud  Company,  for  the  infringement  of  reissue 
No.  3,727.  The  infringement  consisted  in  the  use  of  valves 
constructed  according  to  the  patent  of  1866  to  Richardson. 
The  court  dismisaed  the  bill,  Ashcroft  ».  R.  R.  Co.,  6  Off. 
Gaz.,  736  ;  1  Holmes,  366  ;  1  Ban.  &  A.,  315,  and,  on  an  ap- 
peal to  this  court,  by  the  plaintiff,  the  decree  was  affirmed. 
97  U.  S.  189  [12  Am.  &  Eng.  1.]  In  viewof  an  English  pat- 
ent. No.  1,0^  granted  to  Charles  Beyer,  April  26,  1863,  it. 
was  held  by  this  court,  that  Naylor  was  not  the  first  person 
who  devised  means  for  using  the  recoil  action  of  steam  to 
assist  in  lifting  the  valve,  or  who  invented  the  combination, 
in  a  spring  safety-valve,  of  an  overhanging  downward 
curved  lip,  with  an  annalar  recess  surrounding  the  valve- 
seat,  into  which  steam  is  defiected  as  it  issues  between  the 
valve  and  ita  seat.  In  speaking  of  the  invention  of  Rich- 
ardson, as  described  in  his  patent  of  1866,  this  court  said : 
"His  invention,  as  he  describes  it,  consists  in  increasing  the 
area  of  the  head  of  the  common  safety-valve  outside  of  its 
ground  joint,  and  terminating  it  in  such  a  way  as  to  form 
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an  increaised  resiating  surface,  against  which  the  steHin  es- 
caping from  liie  generator  shall  act  with  additional  force, 
after  lifting  the  valve  from  its  seat  at  the  ground  joint ;  and 
80,  by  overcoming  the  rapidly  increasing  resistance  of  the 
spring  or  scales,  will  insure  the  lifting  of  the  valve  still 
higher,  thus  affording  so  certain  and  free  a  passage  for  the 
steam  to  escape  as  effectually  to  prevent  the  bursting  of  the 
boiler  or  generator,  even  when  the  steam  is  shut  off  and  the 
damper  left  open.  Safety-valves  previously  in  use  were  not 
suited  to  accompHeh  what  was  desired,  which  was  to  open, 
for  the  purpose  of  relieving  the  boiler,  and  then  to  close 
again  at  a  pressure  as  nearly  as  possible  equal  to  that  at 
which  the  valve  opened.  Sufficient  appears  to  show  that 
Richardson  so  far  accomplished  that  purpose  as  to  invent  a 
valve  which  would  open  at  the  ^ven  pressure  to  which  it 
was  adjusted,  and  relieve  the  boiler  and  then  close  again, 
•  when  the  pressure  was  reduced  about  two  and  one-half 
pounds  to  the  inch,  even  when  the  pressure  in  the  generator 
was  one  hundred  pounds  to  the  same  extent  of  surface, 
which  made  it,  in  practice,  a  useful  spring  safety-valve,  as 
proved  by  the  fact  that  it  went  almost  immediately  into 
general  use.  *  *  *  When  the  valve  opens,  the  steam 
expands  and  flows  into  the  annular  space  around  the  ground- 
joint.  Its  free  escape,  which  might  otherwise  be  too  free, 
is  prevented  by  a  stricture  or  narrow  space  formed  by  the 
outer  edge  of  the  lip  and  the  valve-seat.  By  these  means, 
the  steam  escaping  from  the  valve  is  made  to  act,  by  its  ex- 
pansive force,  upon  an  additional  area  outsideof  the  device, 
as  ordinarily  constructed,  to  assist  in  raising  the  valve." 
On  these  views,  it  was  held  by  this  court,  that,  although 
important  functions,  not  very  dissimilar  in  the  effect  pro- 
duced, were  performed  by  the  two  valves  there  in  contro- 
versy, the  means  used  and  the  mode  of  opemtion  were  sub- 
stantially different  in  material  respects. 

In  the  present  case,  the  defendant  has  introduced  in  e'ti- 
dence  the  before  named  English  patents  to  Ritchie,  Web- 
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ster,  and  Hartley,  and  the  Eaglisb  patent  to  William  Nay- 
lor,  No.  1,830,  granted  July  1,  1868 ;  and  also  letters  pat- 
ent of  the  United  States.  No.  10,243,  granted  to  Henry  Wa- 
terman, November  15,  1853,  and  the  reissue  of  the  same, 
No.  2,675,  granted  to  him,  July  9th,  1867.  In  view  of  all 
these  patents  and  of  the  state  of  the  art,  it  appears  that 
Richardson  waa  the  first  person  who  described  and  intro- 
(lui-ed  into  use  a  safety-valve  which,  while  it  automatically 
relieved  the  pressure  of  steam  in  the  boiler,  did  not,  in  ef- 
fecting that  result,  reduce  the  pressure  to  such  an  extent  as 
to  make  the  use  of  the  relieving  apparatus  practically  im- 
possible, becanse  of  the  expenditure  of  time  and  fuel  neces- 
sary to  bring  up  the  steam  again  to  the  proper  working 
standard.  His*v«lve,  while  it  automatically  gives  relief  be- 
fore the  pressnre  becomes  dangerously  great,  according  to 
the  iwint  at  which  the  valve  is  set  to  blow  off,  operates  so 
as  to  automaticalJy  arrest  witli  promptness  the  reduction 
of  pressure  when  the  boiler  is  relieved.  His  pat«nt  of  1866 
gave  a  moderate  range  of  pressure,  as  a  result  of  the  pro- 
portions there  specified,  and  his  patent  of  1869  furnished  a 
means  of  regulating  that  range  of  pressure,  by  a  screw  ring, 
within  those  narrow  limits  which  are  essential  in  the  use  of 
so  subtle  an  agent  aa  steam. 

In  regard  to  all  of  the  above  patents,  adduced  against 
Richardson's  patent  of  1866,  it  may  be  generally  said,  that 
they  never  were,  in  their  day,  and  before  the  date  of  that 
patent  or  of  Richardson's  invention,  known  or  recognized 
as  producing  any  such  result  as  his  apparatus  of  that  pat- 
ent produces,  as  above  defined.  Likenesses  in  them,  in 
physical  stnicture,  to  the  apparatus  of  Richardson,  in  im- 
portant particnlars  may  be  pointed  out,  but  it  is  only  as  the 
anatomy  of  a  corpse  resembles  that  of  the  living  being.  The 
prior  stmctures  never  effected  the  kind  of  result  attained 
by  Richardson's  apparatus,  because  they  lacked  the  thing 
which  gave  aucces*.  They  did  not  have  the  retarding  strict- 
ure which  gave  the  lifting  opportunity  to  the  huddled  steam, 
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combined  with  the  qniclt.  falling  of  the  valve  after  relief  had 
come.  Taught  by  Richardson  and  by  the  use  of  his  appa^ 
ratus,  it  is  not  difficult  for  skilled  mechanics  to  take  the 
prior  structures  and  so  arrange  and  use  them  as  to  produce 
more  or  less  of  the  beneficial  resalts  first  made  known  by 
Richardson!;  but,  prior  to  1866,  though  these  old  patents 
and  their  descriptions  were  accessible,  no  valve  was  made 
producing  any  such  results.  Richardson's  patent  of  1866 
states  that  the  addition  to  the  head  of  the  valve,  terminates 
in  an  annular  lip,  which  fits  loosely  around  the  valve-seat, 
and  is  separated  from  it  by  about  ^  of  an  inch  for  an  ordi- 
nary spring  and  a  less  space  for  a  sti-ong  spring  and  a 
greater  space  for  a  weak  spring,  forming  an  annular 
chamber  and  regulating  the  escape  of  the  steam ;  that 
the  steam,  when  the  valve  is  lifted,  passes  beyond  the 
valve-seat  and  into  the  annular  chamber,  and  acts  against 
the  increased  surface  of  the  valve  head,  and  thus  overcomes 
the  increasing  resistance  of  the  spring  due  to  its  compres- 
sion, and  lifta  the  valve  higher,  and  the  steam  escapes  freely 
into  the  open  air,  until  the  pressure  is  sufficiently  reduced, 
when  the  spring  immediately  closes  the  valve.  It  is  not 
shown  that,  before  1866,  any  known  valve  produced  this 
result.  On  the  contrary,  Richardson  testifies  that  for  about 
twenty  years  before  1866,  he  was  acquainted  with  safety- 
valves  in  practical  use,  by  working  in  the  locomotive  repair- 
shops  of  railroad  companies,  part  of  the  time  as  foreman 
and  as  a  locomotive  engineer,  and  that  he  never,  before  his 
invention,  knew,  in  practical  nse  or  on  sale,  of  any  spring 
loaded  safety-valve,  capable  of  opening  to  relieve  the  boiler 
when  the  working  pressure  was  exceeded,  and  of  automati- 
cally closing  with  a  small  loss  of  working  pressure.  He 
also  says  that  he  was  in  England  for  about  four  months, 
in  1873 ;  bringing  his  valve  to  the  notice  of  officials  in  the 
shops  of  some  of  the  largest  railroad  companies,  {his  valve 
being  one  especially  nseful,  on  locomotive  engines  on  rail- 
roads :)  that,  while  he  was  in  England,  he  found  no  man  who 
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professed  to  be  acquainted  with,  or  to  have  heard  of,  a 
safety-valve  which  would  automatically  open  and  relieve 
the  boiler,  at  a  predetermined  working  pressure,  and  auto- 
matdcally  close  wheu  such  working  pressure  had  beeu 
slightly  reduced,  or  who  admitted  that  such  a  valve  could 
be  made  until  he  had  seen  Richardson's  valve  work  ;  that 
the  master  mechanics  at  the  shops  named  did  not  believe 
he  could  make  a  valve  close  within  twenty-five  pounds  of 
the  blowing  off  point ;  that  he  showed  them  the  working  of 
hia  valve  with  no  excess  beyond  working  pressure,  and 
with  but  from  three  to  five  pounds  reduction  from  a  pres- 
sure of  one  hundred  and  thirty  pounds  per  square  inch  in 
the  boiler ;  that  he  did  not  hear,  in  England,  of  any  of  the 
Ritchie,  Webster,  or  Hartley  valvea,  but  heard  the  Naylor 
valve  blow  ;  and  that,  when  it  blew,  the  steam  rose  several 
pounds  above  the  point  where  it  commenced  to  blow,  and 
it  did  not  close  promptly,  tightly,  or  suddenly.  There  is  no 
evidence  to  contradict  or  vary  the  effect  of  this  testimony. 

Thomas  Adams,  of  Manchester,  England,  who  has 
spent  a  lifetime  in  the  manufacture  and  practical  working 
of  safety-valves,  testifies  that  the  Ritchie  and  Webster 
valves  have  never  been  in  use  practically  in  England,  and 
the  Hartley  only  in  two  or  three  cases,  when  it  was  a  fail- 
are  ;  that  he  himself  has  made  and  applied,  in  England 
about  16,000  of  Richardson's  valves  ;  that  if  loaded  at  120 
pounds  per  square  inch,  his  valve  returns  to  its  seat  with  a 
very  small  loss  of  pressure ;  that  the  Beyer  valve,  loaded 
at  120  pounds,  reduces  the  pressure  thirty  pounds,  before 
returning  to  its  seat ;  and  that  Naylor  s  has  been  super- 
seded by  Richardson's. 

It  appears  to  have  been  easy  enough  to  make  a  safety- 
valve  which  would  relieve  the  boiler,  but  the  problem  was 
to  make  one  which,  while  it  opened  with  increasing  power 
in  the  steam  against  the  Increasing  resistance  of  a  spring, 
would  close  suddenly  and  not  gradually,  by  the  pressure 
of  the  same  spring  against  the  steam.     This  was  a  problem 

11317.  S.lTa-173. 


jiiizBcbyCoo'^lq 


Oct.,  1884.]  SAFETY-VALVE  00.  w.  STEAM  GAGE  00.  483 

Opiniou  ot  the  court 

of  the  reconciliation  of  antagonisms,  which  so  oft«Q  rei-iirs 
in  mechanics  and  without  which  practically  successful  re- 
sults are  not  attained.  What  was  needed  was  a  narrow 
stricture,  to  hold  back  the  escaping  steam,  and  secure  its 
expansive  force  inside  of  the  lip,  and  thus  aid  the  direct 
pressure  of  the  steam  from  the  boiler,  in  lifting  the  valve 
against  the  increasing  tension  of  the  spring,  with  the  result, 
that  after  only  a  small,  but  a  sufficient,  reduction  in  the 
boiler  pressure,  the  compressed  spring  would,  by  its  very 
compression,  obtain  the  mastery  and  close  tlie  valve  quickly. 
This  problem  was  solved  by  Richardson  and  never  before. 
His  patent  of  1869  describes  the  arrangement  and  operation 
of  the  whole  apparatus,  with  l^e  adjustable  ring,  thos : 
when  the  pressure  of  the  steam  lifte  the  valve,  the  steam 
acts  against  the  surface  of  an  annular  space  between  the 
bevel  of  the  valve-seat  and  the  downward  projecting  flange 
of  the  cap-plate,  to  assist  in  holding  up  the  valve  against 
the  increasing  resistance  of  the  spring.  The  aperture  be- 
tween the  valve  and  its  seat  is  always  greater  tlian  that  be- 
tween the  flange  and  the  upward-projecting  rim,  and  thus 
the  steam  in  the  annular  space  assists  in  holding  up  the 
valve  till  the  boiler  pressure  falls  below  that  at  which  the 
valve  opened.  The  difference  between  the  closing  pressure 
and  the  opening  pressure  depends  on  the  distance  between 
the  flange  and  the  rim.  There  is  a  central  aperture  in  the 
cap,  through  which  the  steam  escapes  when  the  valve  is 
lifted,  which  is  surrounded  by  a  projecting  cylindrical 
ilange,  threaded  on  the  outside,  to  which  is  fitted  a  threaded 
ring,  which  can  be  turned  up  or  down  and  seoui-ed  by  a 
set  screw.  By  this  means,  the  area  of  the  aperture  for  the 
escape  of  ateam  beyond  the  valve-seat  is  adjustable,  the 
space  being  lai^est  when  the  ring  is  down  and  smallest  when 
the  ring  is  up. 

Ritchie's  patent,  in  speaking  of  his  valve,  says:  "This 
valve  is  weighted  byahelical  spring  /  (shown  at  Figure  2.) 
of  sufficient  i)ower  according  to  tlie  required  prewaure  of  the 
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steam  ;  and,  when  it  is  intended  to  be  used  us  u  rei«erve 
safety-valve,  I  place  the  apring  around  that  part  of  the  stem 
below  the  valve,  that  is  to  say,  within  the  boiler,  as  shown 
at  Figure  2.  The  advantage  of  this  form  of  coiurtruction  of  ■ 
valve  over  the  oidinary  valve  is  as  follows  :  as  soon  as  the 
pressure  of  the  steam  raises  the  valve  from  its  seat,  the 
flange  h,  being  exposed  to  the  pressure  of  the  steam,  pre- 
sents an  increased  surface,  which  compensates  for  the  in- 
creasing resistance  of  the  helical  spring  i,  until  the  valve 
has  been  raised  to  a  height  equal  to  the  area  of  the  steam- 
way,  when  it  allows  the  steam  or  vapor  to.es(»pe  freely." 
In  an  article  in  "The  Artizan,"  published  in  England,  in 
Jaly,  1858.  signed  by  Ritchie  and  referring  to  his  patent  of 
1848,  it  is  said  of  his  valve:  ■"The  top  area  being  made 
doable  that  of  the  under  side  or  steam-way,  such  a  valve 
would  quickly  reduce  the  pressure  in  the  boiler  to  half  that 
at  which  the  valve  Ufted ;  and,  so,  also,  of  other  propor- 
tions, flence,  it  is  chiefly  suited  for  a  reserved  valve." 
This  shows  the  existence  of  the  very  evil  which  Richardson 
remedied.  Ritchie's  patent  ajid  publication  say  nothing 
about  any  stricture. 

The  evidence  in  the  present  case  shows  satisfactorily  that 
valves  made  in  conformity  with  the  measurements  of  the 
drawing  of  Ritchie's  patent  do,  in  practice,  reduce  the 
pressure  in  the  boiler  to  such  an  extent,  after  that  pressure 
is  properly  relieved  and  before  they  close,  as  to  involve 
great  loss  of  time  and  consumption  of  fuel  before  the  initial 
pressure  is  restored.  The  experimental  valves  pixxluced  by 
the  defendant  an  structures  made  according  to  Ritchie's  pat- 
ent vary  from  the  dimensions  of  his  dniwing,  and  the  va- 
riations are  thoxe  which  result  from  the  instructions  given 
by  Richardson  in  his  patents.  Ritchie  gives  no  infoima- 
tion  how  to  make  a  valve  work  at  a  predetermined  pressure, 
or  how  to  make  it  work  with  a  small  range  of  difl'erence  be- 
tween the  opening  and  closing  pi-essures,  or  how  to  propor- 
tion the  strengt.h  of  the  spring  and  the  size  oi  the  stricture 
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to  each  other.  The  same  thing  is  true  of  the  Webster  and 
the  Hartley  patents. 

The  Webster  patent  shows  a  huddling  chamber  and  a 
strictore.  But  the  evidence  shows  that  ralves  made  with 
the  proportions  shown  in  the  dmwings  of  Webster  work 
with  so  large  a  loss  of  boiler  prtssnre,  before  closing,  as  to 
be  practically  and  economically  worthless.  Webster's  pat- 
ent describes  a  means  of  making  the  area  for  the  escape  of 
steam  adjustable,  consisting  in  adjusting  up  and  down,  on 
a  smooth  valve-stem,  a  sliding  collar  or  flange,  and  fixing 
it  in  place  by  a  set  screw.  But  it  does  not  show  the  screw 
ring  of  Richardson,  with  its  minute  delicacy  of  adjustment 
and  action. 

Nothing  further  need  be  said  as  to  the  Hartley  valve  or 
the  Beyer  valve. 

The  original  patent  to  Waterman  was  issued  in  1863.  His 
attention  had  been  tnmed  to  the  subject  of  saf  ety-'raJves  f  or 
locomotive  engines.  He  invented  what  is  described  in  that 
patent,  bnt  he  testifies  that,  before  1866,  he  never  saw  a 
safety-valve  capable  of  keeping  the  pressure  at  a  point  not 
above  working  pressure,  and  of  relievitig  the  boiler  with  but 
a  small  loss  of  preasare  ;  that  his  valve  would  let  the  stemu 
down  about  fifteen  pounds  and  was  not  practical  for  an  or- 
dinary locomotive ;  and  that  the  Richaxdson  valve,  when 
introduced,  went  at  once  into  general  use.  The  Waterman 
valve  had  a  supplemental  surface,  on  which  the  st«am  acted 
to  aid  in  in  the  raising  of  the  valve  ;  and  this  was  shown  in 
the  drawing  of  Waterman's  original  patent,  bnt  the  specifi- 
cation did  not  describe  it.  Waterman's  original  patent  did 
not  show  the  use  of  a  spiing,  and  prior  to  its  reissue  his 
valve  had  not  been  made  with  a  spring.  After  Richardson 
obtained  his  patent  of  1866,  and  Waterman  knew  of  Rich- 
ardson's valve,  they  combined  the  interests  in  their  two  pat- 
ents, and  the  reissue  of  Waterman's  was  obtained,  with  the 
co-operation  of  Richardson,  he  signing  as  a  witness  the 
specification  of  the  reissue.    That  specification,  granted  in 
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1867,  describes  an  overhanging  part  of  the  valve  as  inci-eaii- 
iag  its  area  outside  of  and  beyond  the  ground  joint,  and  a 
concentric  rim  or  ledge,  which  directs  the  steam  upwanl 
against  such  overhanging  part  of  the  valve,  so  that  the 
valve  is  assisted  in  rising.  The  specification  was  drawn  in 
view  of  Bichaidson^s  patent  and  valve,  and  for  the  purpose 
of  making  a  claim,  which  was  then  made,  and  which  was 
not  in  Waterman's  original  patent,  to  a  combination  of  the 
concentric  rim  or  ledge  with  the  overhanging  part  of  the 
valve.  The  specification  states  that  the  valve  and  its  seat 
are  so  constructed  that  the  escaping  steam  will  act  on  an 
increased  area  of  the  valve  after  it  has  risen  from  its  seat, 
and  strike  the  overhanging  or  projecting  annular  surface 
above,  and  outside  of  and  beyond  the  ground  joint.  It  also 
states  that  a  proper  modification  of  the  overhanging  or  pro- 
jecting annular  surface  will  modify  the  force  of  the  steam  ; 
that,  if  such  surface  be  large,  the  valve  will  be  opened  sud- 
denly and  dischai^  so  much  steam  that  the  pressure  in  the 
boiler  will  be  considerably  reduced  before  the  valve  closes  ; 
that  suchsui-face  may  be  made  so  small  that  but  little  more 
than  Che  surplus  sttiam  will  escape  ;  that  the  success  or  efii- 
ciency  of  the  valve  will  depend  on  a  proper  proportion  be- 
tween the  overhanging  annular  surface  and  the  concentric 
rim  or  ledge,  because,  if  a  free  discharge  of  steam  between 
them  is  allowed,  the  valve  will  not  be  assisted  in  rising ; 
and  if  the  escape  of  steam  is  too  small,  the  valve  will  rise 
too  easily  and  remain  open  too  long,  and  the  steam  will  be 
so  much  reduced  in  pressure  as  seriously  to  impair  the  eco- 
nomical and  efficient  action  of  the  apjiaratus ;  and  direc- 
tions are  given  as  to  the  sizes  of  the  overhanging  part^  and 
of  the  ledge  or  rim  and  of  the  opening,  for  a  valve  of  a 
specified  diameter,  acting  with  aspecified  pressure  of  steam. 
Nothing  of  all  this  was  found  in  the  specification  of  the 
original  Waterman  patent.  It,  therefore,  has  no  effect,  as 
against  Richardson's  patentof  1866,  to  destroy  the  validity 
of  that  patent. 
iisci.>i.i7s.i)e. 
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If  anything  which  Richardson  did  in  respect  to  reissuing 
the  Waterman  patent,  coald,  in  any  event,  affect  the  rights 
of  the  present  plaintiff  under  either  patent  sued  on,  as  to 
which  we  express  no  opinion,  it  is  sufficient  to  say  that  the 
present  defendant  claims,  in  its  answers,  no  benefit  from  any 
action  of  Hichardson's  in  respect  to  theWaterman  patent,  as 
operating  in  its  favor  or  inuring  to  its  benefit,  as  an  equita- 
ble defence  in  these  suits. 

Richardson  is,  therefore,  entitled  to  cover,  by  the  claim 
of  his  patent  of  1866,  under  the  langnage,  "A  safety-valve 
with  the  circular  or  annular  flange  or  Up  c  c,  constructed 
in  the  manner  or  substantially  in  the  manner  shown,  so  as 
to  operate  as  and  for  the  purpose  herein  described,"  a  valve 
in  which  are  combined  an  initial  area,  an  additional  area,  a 
huddling  chamber  beneath  the  additional  area,  and  a  stric- 
tured  orifice  leading  from  the  huddling  chamber  to  the  open 
air,  the  orifice  being  projwrtioned  to  the  strength  of  the 
spring,  afi  directed.  The  direction  given  in  the  patent  is, 
that  the  flange  or  lip  is  to  be  separated  from  the  valve-seat 
by  about  ^  of  an  inch  for  an  ordinary  spring,  with  less 
space  for  a  strong  spring  and  more  space  for  a  weak  spring, 
to  regulate  the  escape  of  the  steam,  as  required.  As  matter 
of  law,  this  'description  is  sufficient,  within  the  rale  laid 
down  in  Wood  v.  Underhill,  5  How.  1  [4  Am.  &  Eng.  551,] 
and  it  is  not  shown  to  be  insufficient,  as  a  matter  of  fact. 

Richardson  is  also  entitled  to  cover,  by  the  claim  of  his 
patent  of  1869,  under  the  language,  "the  combination  of 
the  surface  beyond  the  seat  of  the  safety-valve,  with  the 
means  herein  described,  for  regulating  or  adjusting  the  area 
of  the  passage  for  the  escape  of  steam,  substantially  as  and 
for  the  purpose  described,"  the  combination  with  the  sur- 
face of  the  huddling  chamber  and  the  strictured  oriflce,  of 
a  screw  ring,  to  be  moved  up  or  down  to  obstruct  such  ori- 
fice more  or  less,  in  the  manner  described. 

Tlie  Richardson  patents  have  a  disc  valve,  an  annular 
huddling  chamber,  an  annular  stricture  at  the  outer  ex- 
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tremity  of  the  TodU  from  the  center  of  the  valve,  an  addi- 
tional area  which  is  radially  beyond  the  disc  Talve,  and  a 
cylindrical  steam  way.  Bnt,  before  1866,  an  fttimilsr  fonn 
of  siifety -valve  was  well  known.  Such  a  valve  necessarily 
requires  an  annular  steam  way.  In  the  defendant's  valve, 
complainant's  Exhibit  A,  the  same  effects,  in  operation,  are 
produced  as  in  the  Richardson  valve,  by  the  means  de- 
scribed in  Richardson's  claims.  In  both  structuree,  the 
'valve  Is  held  to  its  seat  by  a  spring,  so  compressed  as  to 
keep  the  valve  there  until  the  pressure  inside  of  the  boiler 
is  sufficient  to  move  the  valve  against  the  pressure  of  the 
spring,  so  that  the  steam  escapes  through  the  ground  joint 
into  a  chamber  covered  by  an  extension  of  the  valve,  in 
which  chamber  the  st«am  acts  expansively  against  the  ex- 
tended surface  and  increases  the  pressure  in  opposition  to 
the  increasing  pressure  of  the  spring,  and  assists  in  opening 
the  valve  wider;  this  chamber,  in  the  defendant' s  valve,  has,  at 
its  termination,  substantially  the  same  construction  as  Rich- 
ardson' s  valve,  namely,  a  stricture  which  causes  the  steam 
to  act,  by  expansive  force,  against  the  extended  surface- of 
the  valve  ;  and  in  both  valves,  after  the  pressure  of  the 
steam  has  been  somewliat  reduced  in  the  boiler,  the  closing 
movement  is  quickened,  as  the  valve  nears  its  seat,  in  con- 
sequence of  the  reduced  pressure  of  the  steam  on  the  ex- 
tended surface,  and  the  valve  cornea  suddenly  to  its  seat. 
In  the  Richardson  valve,  the  valve  proper  is  a  disc,  and  the 
extended  surface  is  an  annuhis  surrounding  the  disc,  while, 
in  the  defendant's  valve,  the  valve  proper  is  an  anmthts, 
and  the  extended  surface  is  a  disc  inside  of  the  anmdiis. 
But  this  is  a  mere  interchange  of  form  between  the  valve 
proper  and  the  extended  surface,  within  the  skill  of  an  or- 
dinary mechanic. 

There  is  one  structuml  difference  between  the  two  valves, 
which  is  now  to  be  mentioned.  In  the  Richardson  valve, 
all  the  steam  which  escapes  into  the  open  air  escapes  from 
the  huddling  chamber,  through  a  stricture  which  is  smaller 
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than  the  apertore  at  the  ground  joint.  In  the  defendant's 
■  valve,  the  valve  proper  has  two  ground  joints,  one  at  the 
inner  periphery  of  the  annvlvs  and  the  other  at  its  cater 
periphery ;  and  only  a  part  of  the  steam,  namely,  that  which 
passes  through  one  of  the  ground  joints,  passes  into  the  hud- 
dling chamber  and  then  throagh  the  stricture ;  the  other 
part  of  the  ste^n  passing  directly  from  the  boiler  into  the 
air,  through  the  other  ground  joint.  But  all  of  that  part 
of  the  steam  which  passes  into  the  huddling  chamber  and 
under  the  extended  surface,  passes  through  the  constriction 
at  the  extremity  of  aach  chamber,  in  both  valves,  the  differ- 
ence being  only  one  of  degree  but  with  the  same  mode  of- 
operation. 

In  the  Richardson  patent  of  1869,  the  stricture  is  regu- 
lat«d  as  to  size  by  an  adjustable  screw-ring.  In  the  defend- 
ant's  valve,  there  is  a  screw-ring  or  sleeve,  which  closes  the 
escape  orifices  from  the  central  chamber,  more  or  less. 

In  the  defendant's  valve,  the  huddling  chamber  is  at  the 
center  instead  of  the  circumference,  and  is  in  the  seat  of 
the  valve  under  the  head,  instead  of  in  the  head,  and  the 
stricture,  inst^id  of  being  at  the  circumference  of  the  head, 
is  at  the  circumference  of  the  seat  of  the  valve.  But  this  is 
only  the  use  of  means  equivalent  to  those  shown  by  Rich- 
ardson, while  the  mode  of  operation  of  the  parts  of  the 
mechanism  is  the  same,  in  their  relation  to  each  other,  and 
the  result  is  the  same. 

Richardson's  invention  brought  to  success  what.prior  in- 
ventors had  essayed  and  partly  accomplished.  He  used  some 
things  which  had  been  used  before,  but  he  added  just  that 
which  was  necessary  to  make  the  whole  a  practically  valua- 
ble and  economical  apparatus.  The  facts  that  the  known 
valves  were  not  used,  and  the  speedy  and  extensive  adop- 
tion of  Richardson's  valve,  are  facts  in  harmony  with  the 
evidence  that  his  valve  contains  just  what  the  prior  valves 
lacked,  and  go  to  support  the  conclusion  at  which  we  have 
arrived  on  the  question  of  novelty.     When  the  ideas  neces' 
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sary  tosuccess  are  mode  known,  and  a  structure  embodying 
those  ideas  is  given  to  the  world,  it  is  easy  for  the  skillful  ■ 
mechanic  to  vary  the  form,  by  mechanism  which  is  equiva- 
lent and  is,  therefore,  in  a  case  of  this  kind,  an  infringement. 
It  follows,  from  these  views,  that  the  decrees  of  the  Cir- 
cuit Court  must  be  reversed,  and  each  case  be  remanded  to 
that  court,  with  a  direction  to  enter  a  decree  sustaining  the 
validity  of  the  patent  sued  on,  and  decreeing  infringement 
and  awarding  an  account  of  profits  and  damages,  as  prayed 
for,  and  to  take  such  further  proceedings  as  may  be  proper 
and  not  inconsistent  with  this  opinion ;  and  with  the  further 
direction,  as  to  the  suit  brought  on  the  patent  of  1869,  to 
ffrant  a  perpetual  injunction,  according  to  the  prayer  (if 
the  bill. 

lis  r.  8.  IT*. 

3,  Sofficieocy  of  description  in  sjwoification  : 

Evans  n.  Elaton,  7  Wheat.  356  [4  Am.  &  Eng.  105.] 
Wood  V.  Underbill,  6  How.  1  [4  Am.  &  Eng.  531.] 
Battin  v.  Ti^gart,  IT  How.  74  [6  Anu  A  Eng.  243.] 
Seymour  v.  Osborne,  11  Wall.  516  [8  Am.  &  Eng.  290.] 
Electric  Mnfg.Co.  v.  Ansonia  Braes  Ck>.,  114  U.  S.  447. 
B^^  u.  -Teant^t,  1  SO  U.  S.  683. 
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Co.,  1881.     7  Fed.  Rep.  768. 
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Fed.  Rep.  319. 
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Kirk  &  Dubois,  August,  1886.     38  Fed.  Rep.  480. 
Thompson  v.  Gildersleeve,  February,  1888.     34  Fed.  Rep.  48;  43 

0.  G.  886. 
Tonduer  v.  Chambers,  January,  1889.     37  Fed.  Rep.  333. 


,y  Google 


492     SAFETY  VALVE  CO.  ».  STEAM  GAGE  00.  tSnp.  CL 

Notea  and  clUtiOB^ 
In  Tkxt  Books  : 
Walker  on  Pats.,  2d  ed.,  1669.  p.  136. 


,y  Google       I 


Oct,  1884.]  V0S8  V.  FISHER. 


WILLIBALD  VOSS,  APPBT.T.ANT  ».  CHARLES  J. 
FISHER.* 

lis  U.  a  aiS-aiB.    OvL.  Term,  1S»4. 

[Bk,  28,  L.  ed.  B76;  30  O.  G.  10B6.] 
Argued  January  15,  1885.     Decided  January  26,  1886. 

ParticuUir  patent  conetrued ;  iflimited,  w  not  infringed ;  if  in- 
fringed, is  wanting  in  novelty. 

I.  Letters  patent,  No.  89,646,  C  J.  Fisher,  May  4,  1889,  Horse 
Collar  Pad,  granted  for  a  device  for  protecting  tlie  necks  of 
horses,  in  which  the  claim  was  "  the  neck-pad  having  an  inner 
lining  of  crimped  leather  and  provided  with  straps  to  allow 
its  being  fastened  to  the  collar,"  the  specification  reciting  that 
"  the  staffing  in  the  pad  is  of  hay  or  any  oth^r  suitable  mat«- 
rial."  The  appellant,  the  defendant  in  a  suit  for  infringe- 
ment, had  made  and  sold,  as  a  substitute  for  a  neck-pad,  asin- 
-  gle  piece  of  crimped  leather  stiffened  by  a  metal  plate,  and 
provided  with  straps  to  fasten  it  to  the  collar,  and  the  evidence 
showed  tliat  such  a  device  had  been  made,  sold,  and  used  by 
many  persons  years  before  date  of  the  patent.  Held,  that  (l) 
if  the  patent  covers  a  combination  including  the  staffed  pad, 
there  is  no  infringement,  for  the  appellant  does  not  use  the 
stuffed  pad  ;  (2)  if  it  covers  only  the  forming  of  the  inner 
lining  of  a  pad  with  crimped  leather,  there  is  no  infringement, 
for  the  appellant  docs  not  use  the  crimped  leather  as  the  in- 
ner lining  of  a  pad ;  and  (3)  if  it  covers  simply  a  piece  of 
crimped  leather  serving  to  protect  the  horse's  neck,  it  is  void 
for  want  of  novelty,     (p.  500.) 

Appeal  from  the  Circuit  Court  of  the  United  States  for 

the  Western  District  of  Michigan. 
The  history  and  facts  appear  in  the 
Statement  of  the  case  by  Mr.  Justice  Woods  : 
This  was  a  suit  in  eqnity  brought  by  Charles  J.  Fisher, 

the  appellee,  against  Willibald  Voss,  the  appellant,  to  re- 

*Roo  R:(ptnnntinn  of  NoteB,  p«fle  III. 
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Strain  the  infringement  by  tlie  latter  of  letters  patent  granted 
to  Fisher,  dated  May  4,  1869,  for  an  improved  neck-pad  for 


The  answer  denied  infringement  and  denied  that  Fisher 
was  the  first  inventor  of  the  patented  improvement. 

Upon  final  hearing  on  the  pleadings  and  evidence,  the 
Circuit  Court  rendered  a  decree  in  favor  of  the  complainant, 
and  the  defendant  appealed. 

The  specification  and  drawings  of  the  letters  patent  re- 
ferred to  in  the  opinion  of  the  court  are  as  follows : 


C.  J.  FISHER,  OP  WAUKON,  IOWA. 

Letters  Patent,  No.  89,646,  dated  May  4,  1869. 

Improved  Neck-Pad  foe  Hokses. 

The  schednle  referred  to  in  these  Letters  Patent  and  making  part 
of  the  same. 

7b  aU  whom  it  may  concern : 

Be  it  known  that  I,  C.  J.  Fisher,  of  Waakon,  in  the 
county  of  Allamakee,  and  State  of  Iowa,  have  invented  a 
new  and  improved  Neck-Pad  for  Horses ;  and  I  do  hereby 
declare  that  the  following  is  a  full,  clear,  and  exact  descrip- 
tion thereof,  which  will  enable  others  skilled  in  the  art  to 
make  and  nse  the  same,  reference  being  had  to  the  accom- 
panying drawings  forming  part  of  this  specification,  in 
which — 

Figure  1  represents  a  plan  or  top  view  of  my  improved 
neck-pad ;  and 

Fig.  3  is  an  edge  view  of  the  same. 

Similar  letters  of  reference  indicate  corresponding  parts. 

This  invention  relates  to  a  new  device  for  protecting  the 
necks  of  horses  between  the  upper  ends  of  the  collar  to  pre- 
vent galling.    For  this  pmrpose  pieces  of  leather,  cloth,  or 
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Other  material  have  heretofore  been  used,  bat  without  the 
desired  success.  Pads  could  not  be  made,  aa  their  inner 
faces  could  not  be  kept  clear  from  wrinkles  or  protuber- 
ances, which  are  more  injurious  than  the  omission  of  a  pro- 
tecting device. 

My  inventioa  consists  in  producing  a  pad  which  may  be 
attached  to  the  collar,  and  which  is  perfectly  smooth  on  the 
underside,  the  leather  used  on  the  under  side  being  crimped 
in  order  to  obtain  the  desired  shape. 

A,  iu  the  drawing,  represents  the  pad.  It  is  so  shaped 
that  it  fits  a  horse' s  neck  between  the  arms  of  the  collar,  it 
being  thick  on  top  and  tapering  toward  the  ends,  as  ia  clearly 
shown  in  Fig.  2. 

The  under  side  of  the  pad  is  formed  by  a  sheet  of  leather 
a,  which  is  crimped  in  order  to  have  its  ends  turned  up 
without  producing  wrinkles ;  the  stuffing  in  the  pad  is  of 
hay,  or  any  other  suitable  material. 

On  the  outer  side  of  the  pad,  near  the  ends  of  the  same, 
are  straps  b  b,  which  are  fitted  around  the  collar  aa  indi- 
cated in  Fig.  2,  to  prevent  longitudinal  displacement  of  the 
pad. 

On  top  of  the  pad  is  arranged  a  strap  e,  under  which  the 
end  straps  ddot  the  collar  may  be  passed,  aa  iu  Pig.  2,  to 
prevent  upward  displacement  of  the  pad. 

I  claim  as  new,  and  desire  to  secure  by  Letters  Patent,  as 
an  article  of  manufacture — 

The  neck-pad,  having  an  inner  lining  of  crimped  leather, 
and  provided  with  straps  &  c,  to  allow  its  being  fastened  to 
the  collar,  as  herein  shown  and  described  for  the  purpose 
specified. 

C.  J.  FISHER. 
Witnesses : 

L.  O.  Beakob, 

A.  J.  BODOERS. 
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Messrs,  E.  A.  West,  L.  L.  Bond.,  0.  H.  Sivumds,  and 
Hiram  A.  Jfletcher,  for  appellant :  , 

The  law  applicahle  to  this  question  of  inJIringemeiit  is  fa- 
miliar. It  is  well  settled  that  a  claim  consisting  of  several 
elements  can  only  be  inf  linged  by  the  use  of  all  the  ingre- 
dients. 

Prooty  V.  Ruggles,  16  Pet.  336  [4  Am.  &  Eng.  8C1 ;] 
Gould  ».  Rees,  16  Wall  187  [9  Am.  &  Eng.  39 ;]  Borr  v. 
Daryee,  1  Wall.  ff73  [7  Am.  &  Eng.  224 ;]  Brooks  p.  Fiske, 
15  Wall.  223  [tf  Am.  &  Eng.  15 ;]  Bailway  Co.  e.  Saylea,  97 
U.  a.  554  [12  Am.  &  Eng.  121.] 

The  reasoning  now  used  to  make  the  Yobs  pad  an  Infringe- 
ment of  tbe  Fisher  patent,  shows  the  patent  to  be  invalid, 
because  there  is  less  difference  between  Fisher's  pad  and 
the  older  art.,  than  between  the  Voss  pad  and  the  Fisher 
pad.  Stuffed  pads  were  old ;  a  single  piece  of  crimped 
leather,  used  aa  a  pad,  waa  old.  If  strengthening  and  stif- 
fening the  single  piece  of  crimped  leather,  by  means  of  a 
properly  shaped  thin  piece  of  metal  secured  tbereto  wae  a 
mere  sa^estion  from  the  Fisher  pad,  it  certainly  did  not 
require  invention  to  make  a  stuffed  pad  having  a  piece  of 
crimx>ed  leather  for  the  purpose  of  providing  a  smooth  on- 
der  surface.  It  was  common  to  crimp  leather  collar  caps 
or  pads  for  the  purpose  of  giving  them  permanently  the  de- 
sired form,  and  the  substitution  in  a  stuffed  pad  of  ancb  a 
piece  of  crimped  leather  as  a,  lining,  instead  of  some  other 
lining,  was  a  mere  matter  of  selection. 

Messrs.  Edward  Taggwit  and  N.  A.  Earle,for  appel- 
lee: 

Mr.  Fisher  invented  the  first  pad  having  an  inner  lining 
of  crimped  leather, — that  is,  it  was  the  first  collar  pad,  hard 
or  soft,  ever  made  in  which  a  single  piece  of  crimped  leather 
for  tbe  inner  lining  was  supported  by  a  backing  of  any  kind. 

The  specification  was  sufficient  to  protect  him  in  what  he 
invented  ;  and  for  that  purpose,  should,  if  necessity  require, 
be  construed  liberally  and  favorably  to  the  inventor. 
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Argument  of  counsel. 

We  deem  the  following  cases  pertinent  to  the  questions 
involved  in  this  suit : 

Blanchard  r.  Beers,  2  Blatch.  411  ;  Tracy  r.  Tracy,  2 
Blatch.  278. 

In  Root  V.  Ball,  4  Mcl^ean,  180,  the  court  says,  referring 
to  the  defendants,  "  If  they  adopt  the  same  principle,  they 
are  guilty," 

In  Winans  r.  Denmead,  15  How.  :-t30  [6  Am.  &  Eng.  107,] 
the  court  held  that  the  defendants  were  infringer,  "first, 
because  the  reasonaMe  presumption  is  that,'having  a  just 
right  to  cover  and  protect  his  whole  invention,  he  intended 
to  do  80.  Haworth  v.  Hardcastle,  Web.  Pat.  Cas.  484  [2 
Am.  &  Eng.  19.]  Second,  because  specifications  should  be 
constmed  liberally,  in  accordance  with  the  Constitution  and 
the  patent  laws  of  the  United  States." .  The  court  further 
says,  "  It  is  not  necessary  that  the  result  be  the  same  in  de- 
gree, it  must  be  the  same  in  kind.^' 

The  patent  should  be  liberally  constmed  to  protect  the 
patentee. 

Grant  v.  Raymond,  6  Pet.  218  [4  Am.  &  Eng.  246  ;]  Bar- 
ker V.  Stowe,  14  O.  Q.  659 ;  Ames  e.  Howard,  1  Sumn.  486; 
Blanchard  e.  Sprague,  3  Snmn.  640 ;  Sarvin  d.  Hall,  1  O. 
Q.  437 ;  Clark  v.  Scott,  2  O.  G.  4 ;  Mnrphy  v.  Eastman,  9 
O.  G.  61. 

Where  one  inventor  precedes  all  others  in  a  particular  de- 
partment, he  acquires  a  monopoly  as  against  all  formal  va- 
riations of  the  same. 

Railway  Co.  v.  Sayles,  15  O.  G.  243  [12  Am.  &  Eng.  121 ;] 
ITnion  Co.  t.  Pultz  &  Walkley  Co.,  15  O.  G.  423. 

A  machine  embodying  the  patented  invention  is  none  the 
less  an  infringement  because  it  contains  improvements  ren- 
dering it  more  eflfeetual  in  operation  than  the  patented  ma- 
chine. Howes  V.  McNeal,  15  O.  G.  608 ;  Bell  v.  Gray,  15  O. 
G.  776;  Olough  b.  GUbert  &  Barker  Mnfg.  Co.,  16  O.  G. 
1008.  See  also,  pe  Plorez  v.  RaynoMs,  14  Blatch.  506 ; 
Stanley  Rule  and  L.  Co.  r.  Bailpy,  14  Blatch.  510  ;  Ameri- 
can Diamond  Rock  Boring  Co.  o.  Sullivan  Machine  Co.,  14' 
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Blatch.  119 ;  Ex  parte  Ewart,  17  O.  G.  448;  Greenleaf  r. 
Yale  Lock  Mnfg.  Co.,  17  O.  G.  625;  Curtis  on  Pats.,  3d 
ed.,  §§  71,  72,  73,  308,  323,  332,  333,  334. 

Mr.  Justice  Woods  delivered  the  opinion  of  the  court:  (a) 

Neck-pads  for  horses,  to  which  the  letters  patent  relate, 
were  made  of  various  kinds  and  used  long  before  applica- 
tion for  the  patent  was  filed.  They  were  attached  to  the 
horse-collar  at  its  upper  end,  immediately  below  the  point 
where  the  two  arms  of  the  collar  are  buckled  together.  They 
rested  on  the  neck  of  the  horse,  and  their  object  was  to  pre- 
vent the  galling  of  the  horse's  neck  by  the  upper  part  of  th« 
collar.  The  improvement  in  neck-pads  covered  by  the  let- 
ters patent  of  the  appellee  was  described  as  follows  in  the 
specification : 

"  This  invention  relates  to  a  new  device,  for  protecting 
the  necks  of  horses  between  the  upper  ends  of  the  coUar,  to 
prevent  galling.  Por  this  purpose,  pieces  of  leather,  cloth, 
or  other  material  have  heretofore  been  used,  but  without 
the  desired  success.  Pads  could  not  be  made,,  as  their  in- 
ner faces  could  not  be  kept  clear  from  wrinkles  or  protu- 
berances, which  are  more  injurious  than  the  omtesion  of  a 
protecting  device. 

"My  invention  consists  in  producing  a  pad  which  may 
be  attached  to  the  collar,  and  which  is  perfectly  smooth  on 
the  under  side,  the  leather  used  on  the  under  side  being 
crimped  in  order  to  obtain  the  desired  shape.  The  pad  iw 
so  shaped  that  it  fits  a  horse's  neck  between  the  arms  of  the 
collar,  it  being  thick  on  top  and  tapering  towards  the  ends. 
The  under  side  of  the  pad  is  formed  by  a  sheet  of  leather, 
which  is  crimped  in  order  to  have  its  ends  turned  up  with- 
out producing  wrinkles  ;  the  stuffing  in  the  pad  is  of  hay 
or  any  other  suitable  material.  On  the  outer  side  of  the 
pad,  near  the  ends  of  the  same,  are  straps  which  are  fitted 
around  the  collar  to  prevent  longitudinal  displacement  of 

USD.  S.«1S-«14. 

(n)  113  U.  8.  iDsertB  "  He  recited  Ihe  facts  m  above  stated,  and  continued" 
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the  pad."  The  claim  was  as  follows;  "The  neck -pad 
having  an  inner  lining  of  crimped  leather,  and  provided 
with  straps  to  allow  its  being  fastened  to  the  collar  as  herein 
shown  and  described  for  the  purpose  specified." 

The  thing  made  and  sold  by  the  appellant  which  was 
charged  to  be  an  infringement  of  the  appellee's  patent,  was 
a  single  piece  of  crimped  leather  having  a  piece  of  sheet 
metal  so  shaped  as  to  fit  it,  riveted  to  its  npper  side  in  or- 
der to  stiffen  it  and  preserve  its  crimped  form,  and  provided 
with  straps  to  fasten  it  to  the  collar. 

The  specification  of  appellant's  patent  describes  a  staffed 
pad.  The  drawing  by  which  itisiUuBtratedshowsastiifled 
pad,  and  the  certified  model  of  the  invention  from  the  Pat- 
ent Ofiice,  exhibited  at  the  hearing,  is  a  stuffed  pad. 

It  is  clear  that  if  the  patent  is  to  be  construed  as  a  com- 
bination consisting  of  a  stuffed  pad,  having  an  inner  lining 
of  crimped  leather  and  straps  to  fasten  the  pad  to  the  col- 
lar, the  appellant  does  not  infringe,  for  he  does  not  nse  one 
of  the  elements  of  the  combination,  namely,  the  stuffed 
pad,  nor  its  equivalent.  Prouty  ».  Rnggles,  16  Pet  336  P 
Am.  &  Eng.  351 ;]  Gould  t.  -Bees,  16  Wall.  187  [9  Am.  & 
Eng.  39;]  Rowell  o.  Lindsay,  113  U.  S.  97  [p,  441  ante,] 
and  cases  therein  cited. 

But  counsel  for  appellee  insists  that  the  patent  waa  not 
intended  to  cover  a  combination,  bnt  merely  the  forming 
of  the  under  side  of  the  pad  by  the  use  of  a  smooth  sheet 
of  leather  crimped  in  ord§r  to  have  its  ends  turned  up  with- 
out producing  wrinkles, 

As  already  stated,  the  appellant  does  not  nse  the  crimped 
leather  as  the  inner  lining  of  a  stuffed  pad.  He  uses  the 
crimped  leather  stiffened  by  a  metal  plate,  as  a  substitute 
for  a  stuffed  pad  with  a  crimped  leather  lining. 

There  is,  therefore,  no  infringement,  unless  the  patent  of 
the  appellee  should  be  construed  to  cover  simply  a  piece  of 
leather,  crimped  to  the  proper  shape  and  having  its  under 
side  smooth  and  free  from  wrinkles,  to  be  used  to  keep  the 

iisiT.8.ai«^ia. 
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apper  part  of  the  collar  from  galling  the  neck  of  the  horse. 
If  the  patent  is  so  GPn»trued  it  must  be  held  void,  for  the 
evidence  in  the  record  is  conclusive  to  show  that  such  a  de- 
vice was  made,  sold,  and  used  by  many  persons  years  before 
the  date  of  the  appellee's  patent. 

The  result  of  these  views  is,  that  the  decree  of  the  CiTcuii 
Court  must  be  reversed  arid  the  cause  remanded,  to  thai 
court,  with  directlmis  to  dismiss  thehUl. 


That  which  tnfrtngea,  if  later,  is  an  anticipation  if  earlier  : 
Cook  V.  Sandusky  Tool  C^o.,  26  O.  G.   1114  [15  Am.  A 

Eng.  120.] 
Peters  v.  Active  Mnfg.  Co.,  139  U.  8.  ftSO  ;  Bk.  sa  L.  ed. 

738, 


Patent  In  snlt  i 

No.  89,646.     Fisher,  C.  J.     May  4,  1869.  Horse-Collar  Pad. 


atedi 

In  CiBCUiT  Courts  in  : 

Travera  v.  Palmer,  April,  1885.     33  Fed.  Rep.  811  ;  31  O.  G.  388. 
Leary  w.  Hohenstein,  February,  1889.     37  Fed.  Rep.  880. 
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JOHN   H.    COON  AND  DANIEL  W.  COON,  APPEL^ 
LANTS,  ».  WASHINQTON  WILSON.* 

lis  V.  B.  aa8-a7&    Ooc  Term.  1S8«. 

[Bk.  28,  L.  ed.  9S3;  30  O.  G.  860.] 

Reversing  Wilson  v.  Coon,  18  Blatoh.  688. 

Argued  January  H,  15,  1885.     Decided  Jannory  S6,  1886. 

ParticTilar  patent  eonatrued.  Reiwut  with  etilarged  daim  to  cover 
intervening  right*.  What  is  not  accident,  inadvertence,  or  mis- 
take. 

f  I.  Reissued  letters  patent.  No.  8,169,  granted  to  Washington  Wil- 
son, as  inventor,  April  ft,  1B78,  on  an  applioatioo  therefor  filed 
March  11,  1878,  for  an  "  Improvement  in  Collars,"  th(  original 
patent,  No.  197,807,  having  been  granted  to  him  December 
4,  1877,  are  invalid  as  to  claims  1  and  4.     (p.  S15.) 

f  2.  The  ori^nal  patent  described  and  claimed  only  a  collar  with 
short  or  sectional  bands — that  is,  a  hand  along  the  lower  edge 
of  the  collar,  made  in  parts  or  sections,  and  having  a  gradu- 
ated curve.  The  reissued  patent  and  claims  1  and  4  thereof  were 
BO  framed  as  to  cover  a  continuous  band  with  a  graduated 
curve,  but  not  in  sections.  The  defendant's  collars  were 
brought  into  the  market  after  the  original  patent  was  issued 
and  before  the  reissne  was  applied  for,  and  the  reissue  was  ob- 
tained to  cover  those  collars ;  and,  although  it  was  applied  for 
only  a  little  over  three  months  after  the  date  of  the  ori^nal 
patent,  there  was  no  inadvertence  or  mistake  so  far  as  the  short 
or  sectional  bands  were  concerned,  and  it  was  sought  merely  to 
enlarge  the  cl^m.  Claim  2  of  the  reissue  was  substantially 
the  same  as  the  single  claim  of  the  original  patent,  and  claim 

3  had,  as  an  element,  short  bands.  As  the  defendant's  collars 
had  a  continuous  band,  with  a  graduated  curve,  and  not  short 
or  sectional  bands,  and  did  not  infringe  the  claim  of  the  origi- 
nal patent  or  claims  2  and  3  of  the  reissue,  and  claims  1   and 

4  thereof  were  invalid,  the  bill  was  dismissed,     (p.  515.) 
*See  ExplanaUon  of  Notes,  page  III. 

fHead  notes  by  Mr.  Justice  BlsU-htbrd. 
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[Citations  in  the  opinion  of  tlie  coart:] 

Miller  r.  Kraw  Co.,  104  U.  S.  350  [13  Am.  &  Eng.  303.]  p.  615. 
Junes  r.  Campliell.  104  V.  8.  366  [13  Am.  &  Eag.  341.]  p.  516. 
Mahn  r.  Horwood,  112  U.  S.  354  ^  322  mfe.]     p.  516. 

Appeal  from  the  Circait  Conrt  of  the  United  States  for 
the  Southern  District  of  New  York. 

The  history  and  facts  of  the  case  appear  in  the  opinion 
of  the  court. 

Messrs.  Williaia  F.  Cogswell,  Rufiis  F.  Andrews,  John 
(y.  Bums,  and  8.  F.  Kneeland,  for  appellants  : 

Assuming  that  the  plaintiiT  was  the  inventor  of  tlie  col- 
lar described  in  his  original  patent,  it  cannot  be  contended 
but  that  the  same  was  fully  and  correctly  described  in  the 
specification  and  claim,  or  that  the  original  patent  was  in- 
valid or  JDoperative ;  and  we  submit  as  our  first  proposition 
fhal  a  patent  which  is  nalid  and  operative  cannot  he  sur- 
rendered/or the  purpose  of  reissue  and  a  reissue  obtained 
thereon.  The  l^slation  in  relation  to  reissues  had  ita  origin 
in  the  case  of  Grant  »,  Raymond,  6  Pet.  218  [4  Am.  &  Eng. 
246,]  decided  in  1833,  and  the  language  of  the  statute  has 
been  borrowed  almost  literally  from  that  case,  or  rather 
from  the  language  of  the  judge  at  the  circuit,  adopted  by 
this  court. 

We  insist  that  a  i>atent  that  is  valid  and  operative  cannot 
be  surrendered  and  reissued  although  not  as  broad  as  the 
inventor  niiglit  have  originally  been  entitled  to.  Russell 
V.  Dodge,  93  U.  S.  460  [10  Am.  &  Eng.  496 ;]  GiU  v.  WeUa, 
22  Wall.  1  [9  Am.  &  Eng.  471.1 

We  submit,  secondly,  that  the  reissue  is  void  because  it 
contains  new  matter  and  was  procured  not  for  the  reason 
specified  in  the  statute,  but  for  the  purpose  of  enlarging  the* 
claim  and  bringing  within  the  monopoly  of  the  patent  things 
that  were  not  within  the  original,  and  thirdly,  the  reissue 
was  void  as  embracing  matters  not  within  the  original. 

The  original  invention  consists  of  a  standing  collar  hav- 
ing sectional  hands  \  the  invention  of  the  reissued  patent 
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coDflistfi  of  a  atandlng  or  other  collar  baring  curved  or  grad- 
uated bands.  Here  is  an  enlargement  of  the  patent,  by 
which  it  is  made  to  embrace  all  kinds  of  coUais,  whereas  in 
the  original  it  was  limited  to  one. 

The  introdacing  of  new  matter  into  the  claim  or  specifi- 
cation of  a  reissued  patent  is  condemned  in  many  cases 
which  have  been  recently  decided  by  this  court.  Miller  o. 
Brass  Co.,  104  U.  S.  360  [13  Am.  &  Eng.  303 ;]  Gosling  v. 
Roberts,  106  U.  S.  39  [14  Am.  &  Eng.  143 ;]  "Wing  v.  An- 
thony, 106  U.  8.  143  [14  Am.  &  Eng.  188 ;]  Turner  v.  Dover 
Stamping  Ca,  111  U.  S.  319  [p.  338  arUe.} 

Messrs.  Sdmumd  Wymote,  Hamilton  Wallis,  avS  L. 
■R.  Marsh,  for  appellee: 

When  the  subject  of  an  invention  is  plain,  from  the  draw- 
ing or  model  or  both,  and  the  apeciiication  is  defective,  In 
that  the  language  used  fails  to  fully  describe  the  thing  in- 
vented, then,  as  to  the  part  of  the  invention  omitted,  the 
specification  may  well  be  said  to  be  inoperative. 

Battin  v.  Taggart,  17  How.  74  [6  Am.  &  Eng.  343 ;]  Sey- 
mour Tt.  Osborne,  11  Wall.  616  [8  Am.  &  Eng.  290  :]  Corn- 
Planter  Patent,  23  Wall.  181  [10  Am.  &  Eng.  1 ;]  Gill  ». 
Wells,  33  Wall.  1  [9  Am.  &  Eng.  471 ;]  Powder  Co.  ^.  Pow- 
der Works,  98  U.  S.  126  [12  Am.  &  Eng.  201  ;]  Collar  Co. 
z.  Van  Deusen,  10  Blatch.  112;  Meyer  t.  Goodyear  Co.,  11 
Fed.  Rep.  897  ;  Hendy  ».  Golden  State  etc.  "Works,  17  Fed. 
Rep.  515;  Combination  Co.  b.  Lloyd,  11  Fed.  Rep.  149; 
Searlea  «.  "Worden,  11  Fed.  Rep.  501. 

A  mere  accidental  stumbling  upon  a  new  idea,  with  no 

thought  of  its  novelty  or  utility,  and  an  abandonment 

thereof  before  a  discovery  that  it  is  new  or  useful,  cannot 

'  be  used  to  defeat  an  invention,  the  result  of  intelligent 

thought  and  reason. 

Coffin  B.  Ogden,  18  Wall.  120  [9  Am.  &  Eng.  136  ;]  Gay- 
ler  fl.  WUder,  10  How.  477  [6  Am.  &  Eng.  188;]  Sey- 
mours. Osborne  {su.pra.') 
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Mr.  Justice  Blatchfoed  delivered  the  opinion  of  tlie 
conrt :  (a) 

This  is  a  snit  in  equity,  brought,  in  May,  1878,  in  the  Cir- 
cuit Court  of  the  United  States  for  the  Southern  District  of 
New  York,  for  the  infringement  of  reissued  letters  patent. 
No.  8,169,  granted  to  the  plaintiff,  Washington  Wilson,  as 
inventor,  April  9th,  1878,  on  an  application  therefor  filed 
Jkferch  11th,  1878,  for  an  "improvement  in  collars,"  (the 
original  patent.  No.  197,807,  having  been  granted  to  him 
December  4th,  1877.)  The  speciflcations  and  claims  of  the 
original  and  reissued  patents  are  as  follows,  the  original 
being  on  the  left  hand,  and  the  reissue  on  the  right  hand, 
and  the  parts  of  each  which  are  not  foand  in  the  other 
being  in  italic : 

Original.  Reissue. 


"  Be  it  known  that  I,  Wash- 
ington Wilson,  of  the  city, 
county,  and  State  of  New 
York,  have  invented  a  new 
and  improved  collar,  of  which 
the  following  is  a  specifica- 
tion: 

In  the  accompanying  draw- 
ings, Figure  1  represents  a 
side  elevation  of  my  improved 
coUar,  and  Pig.  2  a  perspect- 
ive view  of  the  same.  Similar 
letters  of  reference  indicate 
corresponding  parta. 

This  invention  refers  to  an 
improved  standing  collar, 
that  retains  all  the  advant- 
ages of  the  old-style  curved 
band,  without  the  objection 
of  springing  the  collar  too  far 
from  the  neck,  so  as  to  come 
in  contact  with  the  coat  and 
soil  the  collar.     The    collar 

■  IS  l/.S. 

(a)  113  n.  8.  adds  "  Ue,  recited  the  Ihctfl  as  above  stated,  and  cootiiiiied 


"  Be  it  known  that  I,  Wash- 
ington Wilson,  of  the  city, 
county,  and  State  of  New 
York,  have  invented  a  new 
and  improved  collar,  of  which 
the  following  is  a  specifica- 
tion: 

In  the  accompanying  draw- 
ings Figure  1  represents  a 
side  elevation  of  my  improved 
collar,  and  Fig.  2  a  perspect- 
ive view  of  the  same.  Similar 
letters  of  reference  indicate 
corresponding  parts. 

This  invention  refers  to  an 
improved  standing  collar, 
that  retains  all  the  advant- 
ages of  the  old-style  curved 
band,  without  the  objection 
of  springing  the  collar  too  far 
from  the  neck,  so  as  to  come 
in  contact  with  the  coat  and 
soil  the  collar.     The    collar 
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also  hugs  the  neck  baud  In 
snch  a  manner  that  the  col- 
lar is  prevented  from  over- 
riding it,  resulting  in  a  more 
comfortable  fit. 

The  invention  conBiets  of 
a  standing  collar,  having  sec- 
tional bands  starting  from 
center  of  collar  or  any  other 
point  between  center  and 
ends,  and  coniinuing  with  a 
graduated  curve  to  and  be- 
yond the  ends  of  the  collar. 


Referring  to  the  drawing, 
A  represents  a  standing  col- 
lar of  my  improved  construc- 
tion, and  B  the  short  or  sec- 
tional bands,  which  start 
from  the  center  of  collar  or 
any  other  point  between  the 
center  and  ends,  and  continue 
along  the  lower  part  of  the 
same,  with  a  graduated  carve 
and  Increasing  width,  to  and 
beyond  the  ends  of  the  collar, 
in  the  same  manner  as  in  or- 
dinary bands. 


The  bands  B  are  made 
either  to  overlap  the  collar 
proper,  or  the  collar  is  made 
to  overlap  the  bands,  or  one 
part  of  toe  bands  laps  over 
the  collar  ends,  while  the  re- 
maining part  is  overlapped  by 
the    ooUar,  so  as  to  obtain 


also  hogs  the  neck  band  in 
such  a  manner  that  the  col- 
lar is  prevented  from  over- 
riding it,  resulting  in  a  more 
comfortable  Ht. 

The  invention  consists  of  a 
standing  or  other  collar,  hav- 
ing curved  and  graduated 
bands  that  extend  along  the 
lower  edge  of  the  collar, 
either  from  the  center  of  the 
collar,  or  from,  any  other 
point  between  center  and 
ends,  to  and  beyond  the  ends 
of  the  collar.  The  rear  but- 
ton-hole is  thrown  into  the 
top  or  body  of  the  collar 
atone  the  band  or  binding  of 
the  same. 

Referring  to  the  drawings, 
A  represents  a  standing  or 
other  collar  of  my  improved 
construction,  and  B  the  curv- 
ed and  graduaied  bands, 
which  extend  from  the  center 
of  the  collar,  or  any  other 
point  between  the  center  and 
ends,  and  continue  along  the 
lower  part  of  the  top  or  body 
of  the  collar,  with  a  gradu- 
ated curve  and  increasing 
width,  to  and  beyond  the 
ends  of  the  collar,  the  ends 
being  curved  in  the  same 
manner  as  in  ordinary  bands. 

The  bands  B  are  made 
either  to  overlap  tlie  collar 
proper,  or  the  collar  is  made 
to  overlap  the  bands,  or  one 
part  of  the  bands  laps  over 
the  collar  ends,  while  the  re- 
maining part  is  overlapped  by 
the  collar,   so  as  to  obtain 
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ad". 


smoothly-covered  joints  at 
both  meeting  ends  of  collar 
and  sectional  bands. 

The  bead  formed  by  the 
connection  of  collar  and  band 
may  ^so  be  continued,  if  de- 
sired, along  the  lower  edge 
of  that  part  of  the  collar  te- 
tween  the  bands,  and  thereby 
a  more  ornamental  appear- 
ance imparted  to  the  same. 


The  use  <f  the  short  or  sec- 
tional bands  produces  a  sav- 
ing of  material,  as  compared 
to  the  old  style  of  continuous 
band,  and  furnishes  a  collar 
thai  hugs  the  neck-band  in 
superior  manner,  without 
springing  hack  so  as  to  come 
in  comaa  with  the  collar. 

Having  thoa  described  my 
invention,  I  claim  as  neiv  and 
desire  to  secure  by  letters  pat- 
ent : 


smoothly-covered  joints  at 
both  meeting  ends  of  collar 
and  graducded  bands. 

The  bead  or  binding  form- 
ed by  the  connection  of  col- 
lar and  band  may  also  be 
continued,  if  desired,  along 
the  lower  edge  of  that  part  oi 
the  collar-ftody  between  the 
bands,  so  as  to  connect  the 
grad%tated  bands,  and  im- 
part thereby  a  more  orna- 
mental appearance  to  the  col- 
lar. 

The  rear  button-hole  a 
is  arranged  in  the  top  or 
body  of  the  collar,  above  the 
bead  or  binding  at  the  lower 
edge  of  the  same,  which  po- 
sition of  the  button-hole,  in 
connection  with  the  gradu- 
ated bands,  produces  a  col- 
lar that  hugs  the  neck-band 
in  superior  manner,  without 
springing  back,  soastocome 
in  contact  with  the  coat-col- 
lar. The  shorter  graduated 
hanAs produce  also  a,consid- 
erable  saving  of  material,  as 
compared  to  the  old  style  of 
continuous  band,  that  ex- 
lends  at  uniform  width 
along  the  lower  part  of  co  - 
lar. 

Having  thus  described  my 
invention,  I  claim  aa  new  and 
desire  to  secure  by  letters 
patent : 

1,  A  collar  provided  with 
a  band  composed  of  the 
parts  B  B  curved  and  ta- 
pered or  decreasingly  grad- 
uated from  the  ends  towards 
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A  collar.  A,  having  sec- 
tional bands  B  starting  from 
the  center  of  the  collar,  or 
any  point  between  the  center 
and  ends  thereof,  and  contin- 
uing with  a  graduated  curve 
to  and  beyond  the  ends  of  the 
same,  substantially  as  de- 
tcTibed  aTid  shown,  and  for 
the  purpose  set  forth." 


the  middle,  at  shown  and  de- 
scribed. 


2.  A  collar  having  sTtort  or 
sectional  bands,  stamngfrom 
the  center  of  the  collar,  or 
any  point  between  the  center 
and  ends  thereof,  and  contin- 
uing with  a  graduated  curve 
to  and  beyond  the  ends  of  the 
same,  substantially  as  and  for 
the  purpose  set  forth. 

3.  The  comhinaiion,  with 
a  collar  having  short  bands 
gradvMed  on  a  curve  and 
decreasingly  toward  the  mid- 
dle, qf  a  band- connecting 
bead  or  binding,  along  the 
lower  edge,  as  set  forth. 

4.  A  collar  having  curved 
and  graduated  bands  thai 
extend-along  the  top  or  body 
of  the  collar,  from  the  cerUcTy 
or  any  other  point  between 
the  cmter  ana  ends  thereof 
to  and  beyond  the  ends  of  me 
collar,  and  having  the  rear 
bviton-hole  placed  aboise  the  ^ 
hamd  or  binding  into  the  top ' 
or  body  of  the  collar,  tuh- 
starUiaUy  as  shown  and  de- 
scribed." 

The  following  are  the  drawings  of  the  reissue,  those  of 
the  original  patent  being  the  same,  except  that  the  button- 
hole is  not  lettered  in  the  ori^al : 

The  answer  sets  up,  as  defences :  1,  that  the  reissue  was 
obtained  for  the  purpose  of  covering  a  style  or  form  of  col- 
lar not  intended  to  be  covered  by  the  original  patent,  the 
iiso.8.aii-»Ta. 
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oiiginal  coTering  a  short  or  sectional  band  collar  only,  and 
the  reissue  being  intended  to  cover  a  different  style  of  band, 
aubseqaently  adopted  by  the  plaintiff  and  not  having  been 
procured  ior  the  purpose  of  correcting  a  mistake  in  the 
claim  of  the  original ;  3,  that  the  plaintiff  was  not  the  origi- 
nal and  first  inventor  of  the  thing  patented  ;  3,'  non-infringe- 
ment. 

The  case  was  heard  on  pleadings  and  proofs,  and  a  de- 
cision rendered  (18  Blatch.  C.  C.  532,)  in  favor  of  the  plain- 
tiff, on  which  an  interlocutory  decree  was  entered,  Janu- 
ary 8th,  1881,  adjnd^g  the  reissued  patent  to  be  valid, 
and  to  have  been  infringed  by  the  defendants,  by  the  man- 
ufacture and  sale  of  four  collars :  Exhibit  F,  Delhi ;  Ex- 
hibit <J,  Orion ;  Exhibit  H,  Zenith ;  and  Exhibit  I,  Spy ; 
and  awmling  an  account  of  profits  and  damages,  to  be  taken 
by  a  master,  and  a  perpetual  injunction.  On  the  report  of 
the  master,  a  final  decree  was  entered,  July  28th,  1881,  in 
favor  of  the  plaintiff,  for  $8,356.32,  which  included  costs. 
The  defendants  appealed  to  this  court, 

(6)  The  defendants'  collars  have  bands,  which  are  contin- 
uous from  end  to  end  of  the  collal',  and  are  not  in  two  parts 
nor  divided  by  any  vertical  or  other  seam,  at  the  center  of 
their  length  or  elsewhere.  They  have  no  short  or  sectional 
bands,  which  start  from  the  center  of  the  collar,  or  from 
any  point  between  the  center  and  the  ends.  The  band  is 
not  shorter  than  the  length  of  the  collar.  In  the  original' 
patent,  the  invention  is  stated  to  be  a  collar  having  short  or 
sectional  bands ;  that  is,  the  collar  has  not  a  continuous 
band,  of  one  piece  of  cloth  as  long  as  the  collar,  and  ex- 
tending from  end  to  end  of  the  collar,  but  has  its  band  made 
in  two  sections,  and  each  of  those  sections  starts  or  b^ns 
to  run  from  the  center  of  the  length  of  the  collar,  or  from  a 
point  between  the  center  and  the  end,  to  and  beyond  the 
end.  The  bands  have  a  graduated  curve  and  increasing 
width,  from  their  starting  points,  to  and  beyond  the  ends 

iisir.s.STS. 

(b)  113  U.  6.  begins  opinion  here. 
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of  the  collar.  But  tliat  is  only  one  feature  in  the  claim  of 
the  original  patent.  The  other  feature,  the  sectional  bands, 
is  made  equally  important  in  that  claim,  and  a  collar  is  not 
the  collar  of  that  claim  unless  it  has  both  of  those  features. 
That  claim  is  limited  to  a  collar  with  those  features,  "  sub- 
stantially as  described  and  shown." 

The  Circuit  Court  adopted  the  view  that  a  band,  composed 
of  two  sectional  bands,  starting  from  the  center  and  pro- 
ceeding with  a  graduated  curve  and  increasing  width,  would 
not  make  the  whole  band  any  less  a  continuous  band  with 
a  graduated  curve  and  increasing  width  towards  each  end  ; 
that  the  use  of  a  continuous  band  of  the  latter  description 
would  not  make  the  parts  of  it  each  side  of  the  center  any 
the  less  sectional  bands  ;  that  neither  would  be  a  continu- 
ous band  of  uniform  width,  and,  as  compared  with  that, 
there  would  be  a  saving  of  material  by  the  use  of  either  ar- 
rangement ;  and  that  it  made  no  difference,  in  the  Wilson 
invention,  whether  there  was  a  vertical  seam  in  the  center 
of  the  band  or  not,  provided  the  otlier  features  of  the  coUax 
existed  ;  that,  if  there  existed,  before  Wilson's  invention, 
a  collar  having  those  features,  the  &ict  that  it  had  not  such 
vertical  seam  would  not  distinguish  it  from  the  Wilson  in- 
vention ;  that  the  real  invention  shown  in  the  original  speci- 
fication was  that  claimed  in  the  reissue;  and  that  the  reissue 
was,  therefore,  valid. 

The  defendants'  collars  have  a  band  of  continuous  mate- 
rial from  end  to  end  of  the  collar  and  the  back  button-hole 
in  the  body  of  the  collar,  but  the  band  is  not  of  uniform 
width  throughout,  being  narrowed  in  the  center.  It  has, 
as  a  whole,  the  same  style  of  graduated  curve  which  the 
Wilson  collar  has.  The  defendants'  collars  were  first  made 
and  sold  after  the  original  patent  of  Wilson  was  granted, 
and  after  the  defendants  had  seen  sectional  band  collars 
made  under  it.  The  first  of  the  defendants'  fourcollars  was 
made  and  sold  in  February,  1878,  and  the  other  three  in 
March,  or  April,  or  May,  1878.     The  reissiie  wasapplied  for 

113  V.  8.  STS-STa. 
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March  11,  1878,  and  Wilson  testifies  that  his  impression  is, 
that  he  had  previously  heard  of  the  defendants'  collars.  It 
is  evident  that  the  reissue  was  obtained  because  the  defend- 
ants' coUai'.  with  a  continuous  band,  had  been  put  on  the 
market,  and  for  the  purpose  of  obtaining  claims  which 
would  certainly  cover  such  a  collar.  The  changes  made  in 
the  specification  and  claims  show  this.  The  specification  of 
the  reissue,  in  stating  what  the  invention  consists  of,  omits 
the  statement  that  it  is  a  collar  having  sectional  Xfands^  and 
states  that  it  is  a  collar  hzving  curved  and  ffraduaiedhands. 
It  also  omits  the  statement  that  the  bands  start  from  the 
center,  or  from  a  point  between  the  center  and  the  ends, 
and  states  that  the  curved  and  graduated  bands  extend 
along  the  lower  edge  of  the  collar,  from  the  center,  or  from 
a  point  between  the  center  and  the  ends.  The  statement  of 
the  invention,  in  the  orig^al  patent,  did  not  cover  the  de- 
fendants' collars,  nor  did  the  claim  of  that  patent.  The  2d 
claim  of  the  reissue  is  substantially  the  same  as  the  claim 
of  the  original  patent.  But  the  1st  and  4th  claims  of  the 
reissue,  corresponding  with  the  changes  made  in  the  de- 
scription, ignore  the  short  or  sectional  bands,  and  refer  only 
to  a  curved  and  graduated  band.  The  3d  claim  preserves 
the  short  bands,  curved  and  graduated.  As  the  defendants' 
collars  do  not  have  the  short  or  sectional  bands,  and  so  do 
not  infringe  the  3d  and  Bd  claims  of  the  reissue,  tlie  ques- 
tion arises  as  to  the  validity  of  the  1st  and  4th  claims,  which 
it  is  alleged  are  infringed. 

The  final  decree  in  this  case  was  entered  July  28th,  1881. 
The  decisions  of  this  court  in  Miller  »■  Brass  Co.,  104  U.  3. 
3fi0,  [13  Am.  &  Eng.  303]  and  James  v.  Campbell,  Id.  356, 
[13  Am.  &  Eng.  341]  were  made  January  9th,  1882.  Under 
those  decisions,  and  many  others  made  by  this  court  since, 
the  1st  and  4th  claims  of  the  reissue  cannot  be  sustained. 
Although  this  reissue  was  applied  for  a  little  over  three 
months  after  the  original  patent  was  granted,  the  case  is 
one  where  it  is  sought  merely  to  enlarge  the  claim  of  the 

113  IT.  8.  >7a-M77. 
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original  patent,  by  repeating  that  claim  and  adding  others ; 
where  no  mistake  or  inadvertence  is  shown,  so  fiir  as  the 
short  or  sectional  bands  are  concerned  ;  where  the  patentee 
waited  until  the  defendants  proluced  their  contlnnous  band 
rollar,  and  then  applied  for  such  enlai^;ed  claims  as  to 
embrace  the  defendants^  collar,  which  was  not  covered  by 
the  claim  of  the  original  patent ;  and  where  it  is  apparent, 
from  a  comparison  of  the  two  patents,  that  the  reissae  was 
made  to  enlarge  the  scope  of  the  original.  As  the  rule  is 
expressed  in  the  recent  case  of  Mahn  v.  Harwood,  112  U.  S. 
354,  [p.  322  ante]  a  patent  "Cannot  be  lawfully  reissued  for 
mere  purpose  of  eulai^;ing  the  claim,  unless  there  has  been 
a  clear  mistake,  inadvertently  committed,  in  the  wording 
of  the  claim,  and  the  application  for  a  reissue  is  made  within 
a  reasonably  short  period  after  the  original  patent  was 
granted."  But  a  clear  mistake,  inadvertently  committed  in 
the  wording  of  the  claim,  is  necessary,  without  reference  to 
the  length  of  time.  In  the  present  case,  there  was  no  mis- 
take in  the  wording  of  the  claim  of  the  original  patent.  The 
description  warranted  no  other  claim.  It  did  not  warrant 
any  claim  covering  bands  not  short  or  sectional.  The  de- 
scription had  to  be  changed  in  the  reissue,  to  warrant  the 
new  claims  in  the  reissue.  The  description  in  the  reissue  is 
not  a  more  clear  and  satisfactory  statement  of  what  is  de- 
scribed in  the  original  patent,  but  is  a  description  of  a  dif- 
ferent thing,  so  ingenioosly  worded  as  to  cover  collars  with 
continuous  long  bands  and  which  have  no  shortor  sectional 
bands.  The  drawings  show  no  continuous  band ;  and  the 
statement  in  the  originaj  patent,  that  "the  use  of  the  short 
or  sectional  bands  produces  a  saving  of  material,  as  com- 
pared to  the  old  style  of  continuous  band,"  shows  that  the 
patentee  was  drawing  a  sharp  contrast  between  the  only 
bands  he  contemplated— short  or  sectional  bands — and  a 
continuons  band,  of  one  piece  of  material,  as  long  as  the 
collar.  The  original  patent  industriously  excluded  from 
its  scope  a  continuous  band.     In  the  reissue,  to  cover  acon- 
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tinuous  gradnated  band,  the  two  bands  B  B  are  cooTerted 
into  a  single  band  composed  of  the  parts  B  B,  and,  while 
that  is  described  as  exteoding  along  the  top  or  body  of  the 
collar,  the  "shorter  graduated  bands"  are  described  as  sav- 
ing material,  as  compared  with  an  old  style  contlnoous  band 
of  nniform  width. 

While  we  are  of  opinion  that  the  views  of  the  Circnit 
Court,  as  before  recited,  were  erroneous,  we  presume  that 
if  this  case  had  been  decided  after  January,  1882,  the  de- 
cree would  not  have  been  for  the  plaintiff. 

The  decree  of  the  Circuit  Court  is  reversed,  and  the  case 
is  rcTnanded  to  that  court,  with  a  direction  to  dismiss  the 
hill,  with  costx. 
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CALIFORNIA    ARTIFICIAL    STONE  PAVING   COM- 
PA^Y,  APPELLANT,  v.  CHARLES  A.  MOLITOR. 

SAME  V.  SAME.* 

lis  U.  B.  eo»-OIS.   Oct.  Tenn,  1S84. 

[Bk.  38,  L.  ed.  1106;  31  O,  G.  1044.] 

Submitted  November  15,  1964.     Decided  March  2,  188G. 

Cert(fieaU  of  division  B.  S.,  gee.  652,     Question  of  in/HnffemerU. 
Process /or  contempt. 

1.  A  decree  waa  made  and  a  perpetual  injunction  issued  against  the 

defendant  for  infringement  of  letters  patent  for  an  Improve- 
ment  in  Concrete  FavementB.  Defendant  having  varied  his 
method  of  laying*  the  pavement,  but,  as  alleged,  still  infring- 
ing, complainant  obtained  a  rule  to  show  cause  why  he  should 
not  be  punished  for  contempt.  The  judges  were  divided  on 
the  question  of  infringement,  and  certified  it  in  three  divisions 
for  decision;  on  consideration  thereof  the  case  is  dismissed, 
with  direction  to  the  Circuit  Court  to  proceed  according  to 
law,  foE  the  following  reasons  : 

The  question  to  be  certified  under  section  t|52  R.  S.  must  be 
a  question  of  law,  and  must  be  capable  of  being  presented  in 
a  single  point. 

In  this  oaae  the  questiou  is  a  mixed  one  of  fact  and  law, 
which  the  Circuit  Court  must  decide  for  itself  In  the  ordinary 
way.  If  the  judges  disagree,  th^  defendant  must  be  dis- 
charged, and  the  complainant  may  then  either  seek  a  review 
in  this  court,  or,  which  is  the  better  way,  bring  a  new  suit  for 
the  infringement,     (p.  524.) 

2.  Process  of  contempt  is  a  severe  remedy  and  should  not  be  re- 

sorted to  where  there  is  fair  ground  of  doubt  as  to  the  wrong- 
fulness of  defendant's  conduct,     (p.  532.) 

[CibktionB  in  tiie  opinion  of  the  court :] 

Wayman  r.  Sonthard.  10  Wheat.  20,     p.  530. 
DeDnistoun  v.  Stewart,  18  How.  565.    p.  530. 

•  See  KxplunfUion  of  Notes,  page  III. 
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Wilaon  p.  Bunom,  S  How.  256  [6  Am.  A  Eog.  S&.]    pp.  S30.  531. 

United  BtatM  t.  Brig^  6  How.  30R.     p.  S30. 

United  HtAtoS  v.  B«llej,  9  Pet  SB7.     p.  530c 

Adami  r.  Jonea,  12  Pet.  007.     p.  560. 

White  B.  Turk,  12  PeL   238.    p.  530. 

NcnDitb  V.  8h«ldoD,  «  How.  41.    p.  630. 

Daniela  n.  Railroad  Co.,  3  Wall.  250.     p.  531. 

Appeal  from  and  ia  error  to  the  Circuit  Court  of  the 
Unitwi  States  for  the  District  of  Califomia. 

The  history  and  facta  of  the  case  folly  appear  in  the  opin- 
ion of  the  coart. 

Mt.  M.  a.'  Wheaion,/oT  appeUaiU  and  plaintiff  in  er- 
ror : 

Lest  a  possible  mistake  might  be  made  as  to  whether  tiie 
cause  shonld  be  brought  here  by  appeal,  or  by  writ  of  er- 
ror, it  is  brou^t  in  both  ways.  The  plaintiff  in  error  is 
also  an  appellant,  and  the  defendant  in  error  is  also  an  ap- 
pellee. There  is,  however,  but  one  record  to  examine,  as 
there  was  but  one  certificate  of  division  of  opinion  made. 
The  writ  of  error  is  probably  the  proper  process  to  use  in 
bringing  the  case  to  this  court.  The  proceedings  to  punish 
for  contempt  is  a  criminal  proceeding,  although  the  action 
was  in  equity,  in  which  the  decree  and  injunction  were  en- 
tered, for  the  violation  of  which  the  defendant  was  alleged 
to  be  in  contempt.  New  Orleans «.  SteamshlpCo.,  20  Wall. 
392  ;  Ex  parte  Kearney,  7  Wheat.  41. 

Being  a  criminal  proceeding,  and  the  judges  of  the  Cir- 
cuit Court  being  divided  in  opinion  upon  a  question  of  law, 
it  was  proper  to  bring  the  case  to  this  Court  and  have  the 
question  of  law,  upon  which  the  judges  were  divided,  de- 
cided by  this  Court.  The  certificate  of  the  division  of  opin- 
ion being,  of  course,  the  ori^nal  basis  that  authorized  the 
bringing  of  the  cause  to  this  Court.     Sec.  661  Rev.  Stat. 

In  this  case  the  facts  are  all  found.  There  was  no  disa- 
greement between  the  judges  upon  any  questions  of  fiict. 
The  question  is  whether  the  acts  done  by  the  defendant 
about  which  there  is  no  controversy,  constituted  an  infringe- 
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ment  of  the  patent  which  he  was  enjoined  from  infringing. 
This  question  depends  upon  what  construction  should  be 
given  to  the  patent.  T^e  construction  of  a  patent  if  ai- 
ways  a  question  of  law,  especially  when  all  the  res  gesta, 
or  surrounding  circumstances,  which  in  patent  cases  are 
commonly  denominated  the  state  of  the  art,  are  established. 
Walker  on  Pats.,  %  188 ;  Winans  v.  Denmead,  16  How.  330 
[6  Am.  &  Eng.  107.] 

The  oiiginal  action  was  in  equity,  and,  after  a  full  trial, 
a  final  decree  was  entered,  enjoining  the  defendant  from  in- 
fringing the  letters  patent  upon  which  the  action  was  based. 

The  patent  has  often  been  tested  and  sustained  in  court, 
and  has  also  been  construed,  and  the  question  aa  to  what 
constituted  an  infringement  of  it  has  often  been  decided. 
SchiUinger  v.  Gnnther,  )i  Ban.  &  Ard.  644 ;  3  Ibid,  491 ;  4 
Ibid,  479 ;  CaL  Artificial  Stone  Paving  Co.  v.  Perine,  7 
Sawy.  190;  Same  V.  Preebom,  8  Sawy.  443;  Kuhl  v.  Muel- 
ler, 21  Fed.  Rep.  610;  SohilUnger  v. -Greenway  Brewing  Co.. 
17  Fed.  Rep.  244. 

No  question  concerning  the  validity  of  the  patent  arises 
here.  Its  validity  was  adjudged  in  the  original  decree  en- 
tered in  this  case.  From  that  decree  no  appeal  was  ever 
taken,  and  it  remains  in  full  force  and  effect  as  a  final  de- 
termination of  the  rights  of  the  parties  hereto. 

Nothing  is  left  for  this  Court  to  decide  except  the  ques- 
tion of  pure  law,  as  to  whether  the  patent  should  be  so  con- 
strued as  to  cover  these  equivalents  or  not. 

We  think  ample  authority  is  found  for  deciding  this 
question  in  the  affirmative  in  numerous  decisions  of  this 
Court.  See  Blake  v.  Robertson,  94  U.  S.  732  [11  Am.  & 
Eng.  366.] 


Messrs.  M  Jlf.  Marble  and  John  L.  Boone,  for  appellee 
and  d^endani  in  error  : 

The  entire  argument  bore  upon  the  construction  of  the 
patent  and  its  infringement. 
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Ht.  Joatice  Bkadlev  delivered  the  opinion  of  the  court : 

A-bill  was  filed  by  the  appellant  in  this  case  against  the 
appellee,  complaining  that  the  latter  had  infringed,  and 
continued  to  infringe,  certain  letters  patent  granted  to  me 
John  J.  Schillinger,  and  which  had  been  assigned  for  the 
State  of  California  to  the  complainant.  The  patent  was  for 
an  improvement  in  concrete  pavement,  and  was  origin&lly 
issued  Joly  19,  1870,  and  reissued  May  2,  1871.  The  im- 
provement as  described  in  the  reiasned  patent,  corndstM  in 
laying  the  pavement  in  detached  blocks,  separated  from 
each  other  by  strips  of  tar-paper,  or  other  suitable  matarial, 
so  as  to  prevent  the  blocks  from  adhering  to  each  other. 
As  stated  in  the  specification,  "the  paper  constitutes  a  tigbt 
water-proof  joint,  but  it  allows  the  several  blocks  to  heave 
separately  from  the  effect  of  frost,  or  to  be  raised  or  re- 
moved separately,  whenever  occasion  may  require,  without 
injury  to  the  adjacent  blocks."  Prior  to  this  invention,  it 
seems,  from  the  statement  of  facte  made  by  the  coart,  that 
concrete  pavements  had  been  made  in  one  continaoua  sheet, 
without  being  divided  into  blocks,  whence  it  (a)  was  liable 
to  crack  in  irregular  directions,  and  to  break  up  in  such  a 
manner  as  to  render  it  useless.  The  Bpecification  of  the  re- 
issned  patent  contained  the  following  clause:  "In  snch 
cases,  however,  where  cheapness  is  an  object,  the  tar-paper 
may  be  omitted,  and  the  blocks  formed  without  interposing 
anything  between  their  joints  as  previously  described.  'In 
this  latter  case  the  joints  soon  fill  up  with  sand  or  dust,  and 
the  pavement  is  rendered  sufficiently  tight  for  many  pur- 
poses, while  the  blocks  are  detached  from  each  other,  and 
can  be  taken  up  and  relaid,  each  independent  of  the  adjoin- 
ing blocks ;"  bnt  this  clause  had  been  disclaimed  by  filing 
a  disclaimer  in  the  Patent  Office.  The  patent  had  two 
claims,  as  follows: 

"  1.  A  concrete  pavement  laid  in  detached  blocks  or  sec- 
tions, substantially  in  the  manner  shown  and  described. 
lis  c.s.«io-eii. 

(a)  113  U.  S.  sabetitutes  "tiey"  tor  "it" 
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"8.  The  arrangement  of  tar-paper,  or  it?s  equivalent,  be- 
tween adjoining  blocks  of  concrete,  substantially  as  and  for 
the  pnrposes  set  forth." 

The  defendant  answered  the  bill,  denying  the  validity  of 
the  patent  and  doiying  infringement,  and  declaring  that 
the  concrete  pavements  made  by  him  were  made  under,  and 
in  accordance  with,  certain  letters  patent  granted  to  one  J. 
B.  Hurlbnrt,  April  20,  1876,  the  process  of  which  is  de- 
scribed in  the  answer  as  follows  : 

"  The  said  -Hnrlburt  invention  is  a  novel  method  of  fonn- 
ing  blocks  of  artificial  stone  or  cement  pavement,  whereby 
they  are  prevented  from  becoming  uneven  by  sinking  below 
or  rising  above  a  common  plane,  and  consists  in  beveling 
the  edges  of  the  blocks  so  that  they  will  measure  more 
across  their  under  side  in  one  direction  and  less  across  their 
upper  side  than  across  their  under  side  in  the  other  or  op- 
posite direction  ;  and  also  consists  in  the  novd  construction 
of  a  forming  frame  whereby  the  blocks  are  beveled  as  de- 
vised by  using  the  different  sides  of  the  frame  alternately  ; 
'  and  also  in  the  novel  construction  of  a  parting  strip,  whereby 
the  colors  are  kept  separate,  showinga  straight  line  between 
the  blocks,  and  while  forming  their  edges  in  actual  contact, 
the  same  atrip  being  of  great  service  to  rest  a  straight-edge 
upon  while  beveling  the  block  in  process  of  formation,  and 
that  by  said  invention  the  process  of  laying  cement  pave- 
ments saves  from  10  to  16  per  cent,  in  cost  of  labor  over  any 
other  known  process,  entirely  dispenses  with  tar-paper  or 
any  equivalent  and  aU.  other  expensive  superfluities,  and 
makes  a  close-beveled  joint,'it  being  impossible  to  raise,  or 
attempt  to  raise,  any  separate  piece  of  work  without  chisel- 
ing and  digging  and  materially  injuring  adjacent  work." 

What  the  proof  was  as  to  the  actual  process  employed  by 
the  defendant,  whether  it  strictly  accorded  with  Hurlbnrt's 
plan  or  not,  does  not  distinctly  appear.  The  appellee's 
coqosel  in  his  brief  states  that  the  respondent  was  originally 
adjudged  to  have  infringed  the  rights  set'ured  by  the  pat- 
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ent,  by  reason  of  having  pressed  into  the  jointe  made  by  tlie 
cutting  of  the  large  sections  into  blocks  with  a  trowel,  a 
line  concrete  which  was  held  to  be  the  equivalent  of  the  tar- 
paper,  as  it  Hccomplished  the  objects  claimed  to  be  gained 
by  the  patented  invention,  viz.,  producing  a  suitably  tight 
joint  and  yet  allowing  the  blocks  to  be  raised  separately 
without  affecting  the  block  adjacent  thereto,  and  allowed 
the  several  blocks  to  heave  separately  from  the  effects  of 
frost.  But  this  fact  is  not  shown  by  ^e  record  before  ua, 
and  we  are  in  the  dark  as  to  what  particular  form  of  pave- 
ment was  adjudged  by  the  court  to  have  been  an  infringe- 
ment of  tiie  patent  sued  on.  We  only  know  that,  proofs 
having  been  taken  and  the  cause  heard,  the  Circuit  Court, 
on  September  10,  1881,  decreed  as  follows : 

"  That  the  reissued  letters  patent  No.  4,364,  granted  and 
issued  on  the  2d  day  of  May,  A.  D.  1871,  to  John  J.  Schil- 
linger,  of  New  York,  being  the  patent  referred  to  in  the 
bill  of  complaint  herein,  are  good  and  valid  in  law.  *  *  • 
That  the  said  defendant,  Charles  A.  Molitor,  has  infringed 
said  reissued  letters  patent,  and  upon  the  exclusive  rights 
of  the  complainant  under  the  same,  that  is  to  say,  by  mak- 
ing or  selling  one  or  more  artificial  concrete  cement  pave- 
ments within  the  State  of  California,  and  while  the  com- 
plainant was  the  owner  of  said  reissued  letters  patent,  as 
chained  in  said  bill  of  complaint.  •  •  •  And  that 
a  perpetual  injunction  be  issued  in  this  suit  against  the  said 
defendant,  Charles  A.  Molitor,  restraining  him,  his  agents, 
clerks,  servants,  and  all  claiming  or  holding  under  or  throogli 
him,  from  making,  selling,  or  using,  or  in  any  manner  dis- 
posing of  any  artificial  stone-block  pavements  embi'acing 
the  invention  and  improvements  described  in  the  said  reis- 
sued letters  patent,  pursuant  to  the  prayer  of  the  said  bill 
of  complaint." 

Had  the  defendant  continued  to  make  concrete  pave- 
ments in  the  manner  set  up  in  his  answer,  or  in  the  manner 
in  which  it  was  proved  he  did  make  them,  and  which  the 

lis  V.  8.  «I3^I3. 
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court  decided  to  be  an  infringenient,  there  could  have  been 
no  doubt  that  he  would  have  violated  the  decree  ;  but  it 
would  seem  that  he  varied  his  mode  of  making  the  pave- 
ment by  ceasing  to  make  it  in  separate  and  detached  blocks, 
and  only  making  a  mark  or  indentation  on  the  surface 
whilst  in  a  plastic  state  with  a  trowel  or  marker  extending 
to  a  depth  of  from  one-eighth  of  an  inch  to  an  inch,  and 
thus  giving  the  pavement  the  appearance  of  being  made  in 
detached  blocks,  and,  in  fact,  answering  all  the  purposes  of 
detached  blocks,  the  crease  on  the  surface  being  sufficient 
to  produce  the  results  obtained  by  Schillinger's  process. 

In  October,  1883,  more  than  two  years  after  the  decree 
was  entered,  the  complainant  obtained  a  rule  on  the  defend- 
ant to  show  cause  why  he  should  not  be  punished  for  a  con- 
tempt of  court  in  disobeying  the  decree  ;  the  allied  con- 
tempt consisting  of  the  construction  by  the  defendant  of 
concrete  pavements  in  the  manner  last  mentioned,  to  wit : 
at  Redwood  City,  in  San  Mateo  county.  Of  course,  the 
question  was  at  once  raised  whether  the  process  now  used 
by  the  defendant  was  an  infringement  of  the  patent.  The 
'  judges  being  opposed  in  opinion,  a  decree  was  made  in  con- 
formity with  that  of  the  circuit  judge,  declaring  that  the 
pavements  thus  constructed  by  the  defendant  did  not  in- 
fringe the  patent;  that  there  was  no  violation  of  the  in- 
junction, and  that  the  order  to  show  cause  be  dischaiged. 
A  certificate  was  thereupon  made,  showing  the  points  on 
which  the  judges  disagreed,  and  the  cause  has  been  brought 
here  both  by  appeal  and  by  writ  of  error— brought  in  both 
ways,  as  counsel  state,  because  .of  the  uncertainty  as  to 
which  was  the  right  method. 

For  the  purpose  of  showing  how  the  points  of  disagree- 
ment arose,  and  of  furnishing  materials  for  deciding  them, 
the  certificate  exhibite  the  record  and  facte  upon  which  (it 
ia  stated)  the  matter  was  heard  below,  consisting  of — 

Ist.  The  bill,  answer,  replication,  decree,  and  injunction, 
and  the  order  to  show  cause  why  the  defendant  should  not 
be  punished  for  contempt. 

1181I.S.ai3-«I4. 
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3d.  A  statement  of  facte  deduced  by  the  court  below  from 
the  evidence  in  the  case,  and  the  report  of  a  master.  ITie 
Btatement  embraces  a  copy  of  the  reissued  patent  of  Schil- 
linger,  with  the  drawings  annexed  thereto,  and  a  statement 
deduced  from  the  testimony,  describing  amongst  other 
things,  the  manner  in  which  the  defendant,  after  the  entry 
of  the  decree,  constructed  a  certain  pavement  in  Redwood 
city,  to  wit:  substantially  as  before  mentioned.  The  state- 
ment closes  with  the  following  declaration,  to  wit : 

"  While  the  blocks  laid  in  strict  accordance  with  the 
specifications  in  the  Schillinger  patent  can  be  mor^  readily 
taken  up,  still  the  catting  and  marking,  or  the  mere  mark- 
ing of  the  surface  with  the  marker  alone,  as  described,  af- 
fords, to  a  very  large  extent,  the  advantages  mentioned  ob- 
tained by  the  use  of  the  Schillinger  patent,  the  additional 
catting  with  the  trowel,  during  the  process  of  formation, 
to  a  greater  or  less  extent,  increasing  those  advantages. 
The  Exhibit  C,  offered  as  follows,  is  a  photograph  of  the 
sidewalk  aa  laid  by  defendant  Molitor,  claimed  to  be  an  in- 
fringement of  the  patent  in  question." 

The  photograph  exhibit  is  annexed  to  the  statement. 

The  certificate  then  concludes  as  follows : 

"  At  the  hearing  of  said  order  to  show  cause,  at  the  pres- 
ent term  of  ihe  court,  upon  said  record,  and  upon  the  facts 
hereinbefore  stated,  there  occurred  as  questions  arising 
thereon — 

"1.  Whether  the  laying  of  said  concrete  pavement  of 
plastic  material  on  the  ground  in  the  manner  stated,  and 
dividing  it  into  smaller  blocks  upon  the  surface  by  catting 
across  the  surface  of  the  larger  blocks  with  a  trowel,  and 
afterwards  running  the  marker  along  the  line  of  the  cat-' 
ting  with  the  trowel,  in  all  respects  as  hereinbefore  stated,  ' 
constitutes  an  infringement  of  the  patent  to  Schillinger  set 
oot  in  this  certificate  ? 

"  2.  Whether  the  laying  of  the  said  concrete  pavement  of 
plastic  material  on  the  ground  in  t^e  mannerstated,  and  di- 
ns Cr.  S.  614-SlA. 
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viding  it  into  amaller  blocks  upon  the  surface,  by  cutting 
across  the  surface  of  the  larger  blocks  by  running  the 
marker,  without  any  other  cutting  with  a  trowel  or  other 
instrument  than  the  marker  described,  across  the  blocks, 
on  a  line  previously  marked,  as  a  guide,  in  all  respects  in 
the  manner  as  hereinbefore  stated,  thereby  controlling  the 
line  of  cracking,  and  obtaining  in  a  greater  or  less  d^^ree 
the  advantages  x^ertaining  and  belonging  to  the  pavements 
laid  in  all  respects  in  accordance  witii  the  si>ecilication3  of 
said  Schillinger  patent,  constitutes  an  infringement  of  said 
patent  i 

"  3.  Whether  the  defendant  Molitor,  by  constnicting  the 
said  pavement  in  all  respects  in  the  manner  hereinbefore 
stated,  is  guilty  of  violating  the  injunction  granted  and 
made  perpetual  by  the  decree  in  this  case  J 

"Upon  which  said  several  questions  and  upon  each  of 
them  the  (b)  opinion  of  the  judges  were  opposed."  (c) 

These  are  the  questions  which  we  are  now  caUed  npon  to 
answer. 

We  are  met,  however,  at  the  outset,  by  a  preliminary 
question,  to  wit,  whether  the  points  thus  presented  by  the 
certificate  of  the  judges  below  come  within  the  meaning  of 
the  statute  which  authorizes  this  court  to  decide  questions 
of  law  on  which  the  judges  of  the  Circuit  Court  are  opposed 
in  opinion.  It  is  not  a  difference  of  opinion  on  the  general 
case  which  may  be  thus  certified.  Such  a  difference  would 
properly  result  in  a  decree  for  the  defendant,  or  party  hold- 
ing the  negative,  subject  to  an  appeal  to  this  court  in  the 
ordinary  course.  It  is  only  a  difference  on  a  special  point 
of  law  which  can  be  distinctly  stated  that  may  be  certified 
to  this  court  under  the  statute.  Section  652  of  the  Revised 
Statutes  declares  that  when  a  judgment  or  decree  is  entered 
in  a  civil  suit,  in  a  Circuit  Court  held  by  two  judges,  in  the 
trial  or  hearing  whereof  any  question  has  occurred  npon 
which  the  opinions  of  the  judges  were  opposed,  iTte  point 

1 13  C.  B.  SIS. 

(()  113  U.  B.  fnbetjtnteB  for  iWim  6  to  c  "judges  were  diiided  in  opinion." 
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upon  which  they  so  dwagreed  shall  be  stated  and  certified, 
&c.  The  language  is  copied  from  the  act  of  1802.  and  shows 
that  a  certificate  can  only  be  resorted  to  when  ' '  a  qaeslioii" 
has  occurred  on  which  the  judges  have  differed,  and  when 
"the  point"  of  disagreement  maybedistinctly  stated.  This 
court  has  frequently  held  that  the  "question"  referred  to 
must  be  a  question  of  law,  and  must  be  capable  of  being 
presented  in  a  single  point. 

Chief  Justice  Marshall,  in  Wayman  t.  Southard,  ID 
Wheat.  20,  said :  "The  law  which  empowers  this  court  to 
take  cognizance  of  questions  adjourned  from  a  circuit,  gives 
jurisdiction  over  the  single  point  on  which  the  judges  were 
divided,  not  over  the  whole  cause."  In  Dennistounc.  Stew- 
art, 18  How.  56S,  the  matter  is  examined  with  precision. 
In  that  case  the  judges  differed  in  opinion  as  to  the  charge 
which  should  be  pven  to  the  jury  upon  the  evidence  ad- 
duced. The  evidence  was  set  forth  in  the  certiticate,  and 
the  points  upon  which  the  judges  differed  as  to  the  charge 
to  be  given  were  stated.  The  court,  speaking  by  Mr.  Justice 
Daniel  (p.  568,)  recapitulated  the  interpretations  which  had 
been  given  to  the  Act  in  reference  to  the  requisites  of  its 
jurisdiction  on  such  certificates.  1.  They  must  be  ques- 
tions of  law  and  not  questions  of  fact — not  such  as  involve 
or  imply  conclusions  or  judgment  by  the  judges  upon  the 
weight  or  effect  of  the  testimony  or  facts  adduced  in  the 
cause  referring  to  [Wilson  r.  Bamiim]  8  How.  268  [5  Am. 
&  Eng.  89J.  And  the  quesh'on  on  which  the  judges  differed 
must  i>e  stated ;  not  whether  a  demurrer  made  on  several 
grounds  should  be  sustained  referring  to  [U.  S.  v.  Briggs]  5 
How.  208.  2.  The  points  stated  must  be  single,  and  mast 
not  bring  np  the  whole  case  for  decision  referring  to  [U.  S. 
V.  Bailey]  9  Pet.  267 ;  [Adams  v.  Jones]  12  Pet  207 ;  [White 
j>.  Turk]  13  Pet.  2;18 ;  [Nesmith  v.  Sheldon]  6  How.  41 : 
[Webster  r.  Cooper]  10  How.  54.  And,  inasmuch  as  the  cer- 
tificate in  that  case,  Dennistenn  v.  Stewart,  did  not  present 
a  single  or  specific  question  of  law  arising  in  the  progress  of 
iistt.  s.eis-«i«. 
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the  cause,  but  referred  to  this  court  the  entire  law  of  the  case 
as  it  might  arise  upon  all  the  facts  supposed  by  the  court, 
the  case  was  remanded  to  the  Circuit  Court  to  be  proceeded 
in  according  to  law.  without  any  answer  to  the  questions 
propounded. 

The  cases  and  points  adjudged  on  the  subject  are  very 
fully  rehearsed  by  Mr.  Justice  Swayne  in  Daniels  v.  Bail- 
road  Compauy,  3  Wall.  S50.  That  was  an  action  for  an  in- 
jury caused  by  a  collision  of  railroad  cars,  and,  after  recit- 
ing the- evidence,  the  certificate  stated  that  this  was  all  the 
evidence,  and  thereupon  it  occurred  as  a  question  whether, 
in  point  of  law,  upon  the  facts  as  stated  and  proved,  the 
action  could  be  maintained,  and  whether  or  not  the  jury 
should  be  so  instructed ;  and,  on  this  question,  the  judges 
were  opposed  in  opinion.  The  court  refused  to  coisider  the 
case  and  dismissed  the  certificate. 

The  case  of  Wilson  v.  Bamum,  8  How.  258  [5  Am.  &  Eng. 
89,  ]  is  especially  worthy  of  note  in  this  connection.  The  ques- 
tion certified  in  that  case  was  whether,  ujwn  the  evidence 
given,  the  defendant  infringed  the  complainant's  patent. 
Chief  Justice  Taney,  delivering  the  opinion  of  the  court,  said: 
' '  The  question  tli  us  certified  is  one  of  fact,  and  has  been  dis- 
cussed as  such  in  the  arguments  offered  on  both  sides.  It  is  a 
question  as  to  the  substantial  identity  of  the  two  machines.  * 
*  *  The  jurisdiction  of  this  court  to  hear  and  determine  a 
question  certified  from  the  CircnifCourt  is  derived  altogether 
from  the  Act  of  1802,  and  that  Act  evidently  gives  the  juris- 
diction only  in  cases  where  the  judges  of  the  Circuit  Court 
differ  in  opinion  on  a  point  of  law.  *  *  *  In  the  multi- 
tude of  questions  which  have  been  certified,  this  court  has 
never  taken  jurisdiction  of  a  question  of  fact.  And  in  a 
question  of  law  it  requires  the  precise  point  to  be  stated, 
otherwise  the  case  is  remanded  without  an  answer."  And 
the  case  was  remanded  for  want  of  jurisdiction. 

It  seems  to  us  that  the  ceriificate  in  the  present  case  is  ob- 
noxious to  the  objections  presented  in  the  cases  cited.    The 

lis  C.  a.  U6-C1T. 
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new  controversy  raised  by  the  defendant's  constniction  of 
the  pavement  in  Redwood  City  is  substantially  a  new  suit 
on  the  patent ;  and  we  are  asked  to  decide  it.  We  are  asked 
to  say  whether  a  pavement  oonstracted  in  sach  and  sach  h 
manner  is  an  infringement  of  the  patent  as  the  Circuit  Conrt 
has  construed  the  patent.  And  this  is  a  mixed  question  of 
fart  and  law.  By  the  final  decree  in  the  case,  ifiade  in  1881, 
the  court  decided  that  the  pavements  which  the  defendant 
had  been  theretofore  making  did  infringe  the  patent  How 
those  pavements  were  constructed  we  are  not  informed  ;  and 
therefore  we  do  not  know  what  was  the  precise  construction 
given  by  the  court  to  the  patent.  Whether  the  new  paTC- 
ment,  constructed  in  Redwood  City,  is  an  infringement  or 
not,  is  just  as  much  a  mixed  question  of  law  and  fact  (as  tlie 
case  is  presented  to  us)  as  was  the  qaestion  whether  tise 
pavements  formerly  constniicted  by  the  defendant  were  an 
infringement.  It  is  a  question  which  the  Circuit  Court  most 
decide  for  itself  in  the  ordinary  way.  If  the  judges  disagree 
there  can  be  no  judgment  of  contempt ;  and  the  defendant 
most  be  discharged.  The  complainant  may  then  either  seek 
a  review  of  that  decision  in  this  cotut,  or  bring  a  new  suit 
against  the  defendant  for  the  a11^;ed  infringement.  The 
latter  method  is  by  far  the  most  appropriate  one  where  itis 
really  a  doabtf  ul  question  whether  the  new  process  adopted 
is  an  infringement  or  not.  Process  of  contempt  is  a  severe 
remedy  and  should  not  be  resorted  to  where  there  is  feir 
ground  of  doubt  as  to  the  wrongfulness  of  the  defendant's 
conduct. 

The  case  must  be  dismissed,  with  directions  to  the  Circait 
Court  to  proceed  therein  according  to  lato. 
ii8D.B.ai7-ais. 

Patent  in  Bnlt  ■ 

No.  105",599.     Schillinger,  J.  J.    July  19,  18T0.      ReissHC 
No.  4,364.     May  2,  1871.     Concrete  Pavement. 
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CHARLES  E.   BLAKE,  APPELLANT,   ».  CITY  AND 
COUNTY  OP  SAN  FRANCISCO,  DAVID  8CANNELL 

ET  AL.* 

118  U.  8.  e7»-eSS.    Oct.  Term,  1884. 

[Bk.  28,  L.  ed.  1070;  31  O.  G.  380-1 

Argued  January  30,  1885.     Decided  March  3,  IBSfi. 

finrticular  patetU  construed.     Tnjrinffement.    Anaiog<nu  use.    In- 
oetiCion.     Right  o/  public. 

1.  Claim  3  of  reissued  letters  patent,  No.  7,686,  T,  H.  Bailey,  Sep- 

tember 18,  1877,  (original  No.  41,471,  February  9,  1864,) 
Valves  for  "The  combination  of  the  valve  C,  stem  d,  spring 
E,  adjustable  cap  D,  and  pin-hole  d*,  whereby  the  valve  may 
be  either  held  upon  its  seat  with  a  variable  yielding  pressure, 
or  may  be  elevated  therefrom  or  held  immovably  thereon  as 
an  ordinary  screw-plug,"  construed  and  limited  to  the  specifio 
device  described  and  claimed,  namely,  a  pin-hole  and  pin,  in 
view  of  Bailey  not  being  the  first  to  conceive  the  idea  of  a  de- 
vice for  opening  or  closing  rigidly  an  automatic  valve,  and 
held,  not  infringed  as  limited  by  the  omission  in  appellee's  de- 
vice of  one  of  the  elements  of  the  combination,  the  pin  and 
pin-hole.     (p.  644.) 

2.  The  claim,  if  construed  to  cover  the  use  of  an  automatic  relief 

valve  applied  to  a  steam  fire  engine  and  hose,  A«&^,  to  be  for  an 
analogous  use  devoid  of  invention  and  consisting  in  applying 
to  a  portable  steam  fire  engine  on  land  a  valve  previously  used 
on  a  stationary  steam  fire  engine  on  ships,  (p.  54S.) 
S.  When  the  public  has  acquired  >in  any  way  the  right  to  use  a 
machine  or  device  for  a  particular  purpose,  it  has  the  right  to 
use  it  for  all  the  like  purposes  to  which  it  can  be  applied,  and 
no  one  can  subsequently  obtun  a  valid  patent  to  cover  the  ap- 
plication of  the  device  to  a  similar  purpose,  unless  a  new  and 
different  result  is  obtained,  which  result  will  not  be  deemed  as 
new  or  different  if  it  is  the  same  in  character  as  the  old  result, 
(p.  545.) 

*Se«  Explanation  ofNotas,  page  III. 
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[Qtkttoiu  ia  tke  opinion  of  the  court :] 

Fnm^  ■;  EiiK>«8,  1«  Pat  336  [4  Am.  A  Eog.  351.]     p.  M4. 
Bowell  K  Lindsaj,  11»  U.  B.  S7  [p.  441  axle.]     p.  544. 
PctanajlTania  Railroad  e.   LocomotiTc  Tmck  Co.,  110  U.  B.  490  [p.  148 
ante.]     p.  545. 

Appeal  from  the  Circuit  Court  of  the  United  Statea  for 
the  District  of  California. 

The  history  and  facts  of  the  case  appear  in  the  opinioa  of 
the  court. 

The  specification  and  drawing  of  the  reissned  letters  pat- 
ent referred  to  in  the  opinion  of  the  court,  are  as  follows : 


CHABIiES  E.  BLAKE,  OF  SAN  FRANCISCO.  CAL, 
ASSIGNEE  OF  BRIDGET  WALLACE,  ADMINIS- 
TRIX  OP  THOMAS  H.  BAILEY,  DECEASED. 

Improvemekt  in  Relief- Valves  for  Wateb-Cylinders. 

Specification  forming  part  of  Letters  Patent,  No.  41,4Tl,  dated 
February  ft,  1884  ;  Reissue  Ko.  7,886,  dated  September  18, 
1877  ;  application  filed  May  U,  1877. 

.  7h  all  whom  it  may  concern  : 

Be  it  known  that  Thomas  H.  Bailey,  deceased,  did  invent 
a  new  and  Improved  Valve  for  Water-Cylinders  of  Steam 
Fire-Enginea  and  other  Pump-Cylinders,  of  which  the  fol- 
lowing is  a  full  and  complete  description : 

Previous  to  this  invention  the  only  valve  employed  for 
relieving  the  pressure  upon  fire-hose  to  prevent  it  from 
bursting  in  case  the  water-passage  through  the  hose  should 
become  obstructed,  or  in  case  of  excessive  pressure  from 
the  engine,  was  one  operated  by  hand.  This  valve,  how- 
ever, was  ineffectual  unless  the  engineer,  or  other  person 
whose  duty  it  was  to  open  and  close  the  valve,  had  previous 
notice  that  the  pressure  was  increasing  or  had  increased, 
and  as  these  emergencies  are  always  liable,  to  occur  instan- 


cy GoOglc 


T.  E.  BilllT,  dic'd., 

&  Wiiuoi,  IdnlnMnbli.  C  i.  Buu  Amigma. 
RXLIIF  TALTKS  TOR  WATBR-CTLlISEa. 


110.7,886. 


Relisnid  Sipt.  18,  1877. 


,  Google 


,  Google 


Oct.,  1884.]        BLAKE  v.  SAN  FRANCISCO.  639 

BtaMment  of  the  dbbo. 

taneously  without  previous  notice,  the  hose  would  often  be 
bnrsted  before  the  relief -valve  was  operated ;  and,  besides 
this,  the  excitement  which  always  prevails  at  a  fire  renders 
a  strict  attention  to  this  valve  almost  imposaible. 

Tliomaa  II.  Bailey,  however,  remedied  all  these  difficul- 
ties by  applying  a  valve  at  some  point  between  the  engine 
or  pump  and  hose-nozzle  that  is  automatic  in  its  action — 
that  is,  it  is  opened  by  any  excess  of  pressure  in  the  hose 
or  pump-cylinder,  so  as  to  discharge  an  additional  stream, 
and  thereby  relieve  the  inside  pressure  correspondingly. 
The  valve  is  kept  upon  its  seat  by  a  spring,  and  it  will 
therefore  resist  a  pressure  corresponding  to  the  power  of  the 
spring,  so  that  ordinarily  it  remains  closed ;  bat  in  case  the 
pressure  in  the  hose  should  be  increased  by  any  means  so 
as  to  overcome  the  tension  of  the  spring,  and  threaten  to 
burst  the  hose,  the  spring  will  yield,  and  allow  the  valve  to 
open  and  relieve  the  p'ressure. 

Referring  to  the  accompanying  drawings.  Figure  1  is  a 
central  vertical  sectional  view  of  the  valve.  Fig.  2  is  a  cen- 
tral vertical  sectional  view,  on  a  smaller  scale,  showing  the 
attachments  of  the  valve  to  a  pump-cylinder. 

A  is  a  casing,  like  that  of  an  ordinary  globe-valve,  at- 
tached by  a  screw-thread,  a.  to  a  suitable  opening  provided 
in  the  pump-cylinder,  F,  between  the  said  cylinder  and  the 
hose  or  pipe  connections,  B  is  a  hollow  cylinder,  screwed 
into  the  top  of  the  said  casing,  and  coming  to  a  bearing  on 
the  top  of  the  casing,  and  into  contact  with  a  surface  sur- 
rounding the  valve-seat  J,  but  having  an  opening,  c,  at  the 
bottom,  toward  the  outlet-opening  of  the  casing.  0  is  the 
valve,  having  a  conical  face,/,  ground  to  fit  the  seat  6,  and 
having  its  upper  part  made  in  the  form  of  a  piston,  and 
packed  with  leather  or  other  soft  material,  g,  to  fit  water- 
tight within  the  cylinder  B.  This  valve  has  a  stem,  d, 
which  fits  to  an  opening  in  an  adjustable  screw-cap,  D, 
which  is  screwed  onto  the  top  of  the  cylinder  B.  E  is  a 
spiral  spring  surrounding  the  valve-stem,  between  the  top 
of  the  valve  and  the  crown  of  the  screw-cap  D,  and  ad- 
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justed  by  si-i-ewing  down  the  said  cap  to  makt>  it  produce  a 
gi-eater  or  less  i)re8sure  upon  the  upper  side  of  the  valve, 
so  that  a  greater  or  lesa  pressure  may  be  required  upon  its 
under  side  to  open  iti  «  is  a  vent-hole  in  the  cylinder  B, 
above  the  valve,  to  provide  for  the  escape  from  the  said 
cylinder  of  any  water  that  may  pass  above  the  valve.  G  G. 
Pig.  2,  are  two  liose  or  pipe  connections,  one  of  which  may 
be  closed  by  the  single  cock  H,  leaving  the  other  open. 
ISeparate  cocks  may  be  u.sed  for  the  two  pipe-connections. 

The  spring  E  is  intended  to  be  so  adjusted  that  when 
the  hose  or  pipe  connections  are  both  or  all  open  it  will  ex- 
ert pressure  enough  upon  the  valve  to  keep  it  cloeed,  bnt 
that,  when  one  or  both  of  the  said  connections  are  closed, 
the  extra  pressure  upon  the  pump  and  hose  or  pipe,  acting 
upon  the  lower  surface  of  the  valve,  may  raise  it,  and  pro- 
vide for  a  suitable  escape  of  water  throogh  the  outlet  k  of 
the  casing  A,  and  so  relieve  the  pump  and  hose  or  pipes. 

The  construction  of  the  upper  part  of  the  valve  to  fit  the 
cylinder  B  like  a  piston,  is  intended  to  prevent  any  accn- 
mulation  of  water  within  the  said  cylinder  above  the  valve 
which  would  interfere  with  the  free  opening  of  the  valve; 
and  in  case  of  any  water  passing  tlie  piston  by  reason  of  de- 
fective packing,  it  will  escape  by  the  vent  e. 

To  enable  the  valve  to  be  screwed  down  to  bring  all  prac- 
tical pressure  upon  the  pump  and  hose  in  a  trial  of  an  en- 
gine, there  is  a  hole,  d\  drilled  through  the  upper  part  of 
the  screw-cap  D  and  valve-stem  d  when  the  valve  is  down 
in  its  seat  for  the  reception  of  a  pin,  by  the  insertion  of 
which  the  valve-stem  and  cap  can  be  connected  rigidly,  so 
that  by  slightly  turning  the  cap  the  valve  may  be  screwed 
down  close  to  its  seat. 

A  spring-valve  can  be  variously  applied  to  different  parts 
of  a  pump  or  hose  for  the  same  puipose  :  but  the  above  de- 
scription is  sufficient  to  illustrate  the  essential  features. 

Having  thus  described  the  invention  of  the  said  Thomas 
H.  Bailey,  deceased,  what  I  claim,  and  desire  to  secure  by 
Letters  Patent  as  sole  assignee  of  said  patenti,  is — 
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Ai^ament  of  counsel. 

1.  The  combination,  with  a  pnmp-cylinder  and  hose  of  a 
fire-en^ne,  of  an  automatic  relief-valve,  arranged  relatively 
thereto,  substantially  as  specified. 

2.  The  combination  of  the  valve  C,  stem  i^',  spring  E, 
adjustable  cap  D,  and  pin-hole  d,  whereby  the  valve  may 
be  either  held  upon  its  seat  with  a  variable  yielding  pres- 
sure, or  may  be  elevated  therefrom,  or  held  immovably 
thereon  as  an  ordinary  screw-plug. 

CHAS.  E.  BLAKE,  Assignee. 
Witnesses : 

O.  T.  Stacy, 
P.  A.  Brooks. 

Messrs.  Oeo.  W.  Dyer  and  C  W.  M.  Smith,  for  a^el- 
lant: 

It  required  the  exercise  of  invention,  in  view  of  the  state 
of  the  art,  to  produce  the  Bailey  valve.  It  was  not  simply 
a  mechanical  change  in  a  well-known  construction  in  the 
same  direction,  but  a  change  in  another  direction,  which 
would  not  naturally  suggest  itself  to  the  mechanic. 

The  Bailey  valve,  so  far  as  the  record  discloses,  was  a  new 
valve ;  new  in  construction,  in  arrangement  of  parts,  in  the 
mode  of  operation,  and  in  its  attachment  to  a  steam  fire- 
engine. 

The  Orr  valves  were  used  for  the  same  purpose  as  that  de- 
scribed in  the  Bailey  patent,  viz :  in  connection  with  steam 
fire-engines  to  relieve  the  pump  cylinder  and  hose. 

They  were  located  in  reference  to  a  steam  fire-engine  sub- 
stantially as  described  in  the  Bailey  patent,  viz  :  in  connec- 
tion with  the  pump  cylinder.  They  had  the  same  functions 
as  described  in  the  Bailey  patent,  viz :  to  open  the  valve  au- 
tomatically under  abnormal  pressure,  and  also  to  keep  the 
valve  constantly  open  or  keep  it  constantly  closed. 

The  Orr  valves  used  the  same  elements,  or  their  equiv- 
alents, to  x>erfonn  their  various  functions  as  are  described  in 
Bailey's  patent  and  combined  in  his  second  claim. 
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Aryummt  of  omuuaL 

The  Orr  valve  has  an  additional  feature  not  shown  m  the 
Bailey  i>atent,  viz :  a  hand -wheel  npon  the  ralve  stem,  in 
the  common  and  well-known  way,  by  means  of  which  the 
valre  can  be  raised  or  lowered  independently.  But  thisad- 
ditional  feature  does  not  affect  the  question  of  infringement 
of  Bailey'9  second  claim. 

It  wonld  appear,  from  the  testimony  of  defendants'  wit- 
nesses that  all  of  them  who  testified  upon  the  question  of 
infringement,  admitted  that  the  Orr  valve  was  an  infringe- 
ment of  the  second  claim  of  the  Bailey  patent,  one  of  thwa, 
however,  thinking  that  the  Orr  vidve  was  abetter  valve  than 
the  Bailey  valve. 

Messrs,  William  Oraig  and  W.  BartleU,  for  appellees : 

The  evidence  shows  that  the  improvement  described  in  the 
Bailey  patent,  was  in  common  use  in  this  country  and  Eng- 
land many  years  before  the  application  for  original  patent. 

It  was  proved  on  the  trial  that  these  features  of  automatic 
safety  valves  were  long  in  use  by  the  public.  It  was  directly 
admitted  on  the  trial  that  such  was  the  caae. 

The  claim  of  the  plaintiff  is  narrowed  to  the  mere  applica- 
tion of  well-known  safety  valves  to  use  upon  steam  fire-en- 
gines. This  claim  is  not  tenable  for  two  reasons:  First,  that 
the  principle  of  automatic  adjustable  aaiety  valves,  being 
once  applied  to  relieve  an  undue  pressure  in  any  particular 
confined  fluid,  as  steam,  for  instance,  its  application  to  re- 
lieve pressure  in  any  other  confined  fluid,  as  air  in  com- 
pressed air  engine  or  in  water  pumps,  is  too  obvious  to  be 
deemed  an  invention :  Second,  that  the  evidence  clearlv 
shows  that  automatic  relief -valves  had  been  used  in  connec- 
tion with  water  pumps  operated  by  steam. 

Upon  the  general  question  of  novelty  the  following  au- 
thorities are  submitted : 

Curtis  on  Pat.  §§  49,  55,  66  ;  Roberts  v.  Ryer,  91  V.  S.  157 
[10  Am.  &  Eng.  302 ;]  Hailes  ».  Van  Wormer,  20  Wall.  353 
[9  Am.  &  Eng.  340 ;]  Ransom  v.  Mayor,  1  Fish.  226 ;  Clarke 
V.  Steam  Fire  Engine,  2  Fish.  221. 
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opinion  of  the  court 

Mr.  Justice  Woods  delivered  the  opinion  of  tiie  court : 

This  is  un  appeal  from  a  decree  dismissiiii^  a  bill  filed  by 
the  appellant  to  restrain  the  infringement  by  the  appellees 
of  reissued  letters  patent  granted  to  the  appellant,  as  the 
assignee  of  original  letters  patent  issued  to  Thomas  H.  Bai- 
ley. The  original  patent  was  dated  February  9,  1864,  and 
the  reissue  September  18,  18T7.  They  were  for  '*a  new  and 
improved  valve  for  water  cylinders  of  steam  fire-eng^es  and 
other  pump  cylinders."  The  specification,  which  was  sub- 
stantially the  same  in  both  patents,  stated  that  previous  to 
the  invention  therein  described,  the  only  valve  used  to  re- 
lieve the  pressure  upon  fire-hose  to  prevent  them  from  burst- 
ing was  one  operated  by  hand.  To  obviate  the  defects  of 
such  a  valve,  the  inventor  applied,  at  some  point  between 
the  engine  or  pump  and  the  hose-nozzle,  a  valve  which 
opened  automatically  by  the  pressure  in  the  hose  or  the 
pump  cylinder,  so  as  to  discharge  an  additional  stream,  and 
thereby  relieve  the  pressure. 

The  specification  then  minutely  described  an  automatic 
relief  or  safety-valve,  and  added :  "To  enable  the  valve  to 
be  screwed  down  to  bring  aU  practical  pressure  upon  the 
pump  and  hose  in  the  trial  of  an  engine,  there  is  a  hole  d' 
drilled  through  the  upper  part  of  the  screw -cap  D  and  valve- 
stem  d,  when  the  valve  is  down  in  its  seat,  for  the  reception 
of  a  pin,  by  the  insertion  of  which  the  valve-stem  and  cap 
can  be  connected  rigidly,  so  that  by  slightly  turning  the  cap 
the  valve  may  be  screwed  down  close  to  its  seat." 

The  reissued  patent  contains  two  claims,  the  second  of 
which  only  is  found  in  the  original.     They  were  as  follows : 

1.  The  combination,  with  a  pump  cylinder  and  hose  of  a 
fire-engine,  of  an  automatic  relief-valve,  arranged  relatively 
thereto,  substantially  as  specified. 

2.  The  combination  of  the  valve  C,  stem  d,  spring  E,  ad- 
justable cap  D,  and  pin-hole  d\  whereby  the  valve  may  be 
either  held  upon  its  seat  vrith  a  variable  yielding  pressure 
or  may  be  elevated  therefrom  or  held  immovably  thereon, 
as  an  ordinary  screw -plug. 

113D.  s.  sm-«8i. 
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Opinion  of  the  eoDit. 

TUe  answer  of  the  defendants  denied  infringement ;  de- 
nied that  Bailey  waa  the  original  inventor  of  the  devioesde- 
scribed  in  his  patent  and  averred  that  his  alleged  invention 
had  been  in  notorious  public  nse  many  years  before  the  ap- 
plication of  a  patent  therefor  by  Bailey. 

The  apppellant  does  not  contend  that  the  appellees  in- 
fringe the  flrst  claim  of  the  reissued  patent.  He  bases  his 
demand  for  relief  on  the  alleged  infringement  of  the  second 
claim  only. 

We  think  tliat  the  proper  construction  of  this  claim  is  that 
it  covers  an  automatic  valve  in  combination  with  a  contriv- 
ance consisting  of  a  pin-hole  and  pin,  by  which  Uie  valve 
may  be  raised  from  its  seat,  so  as  to  leave  the  valve-hole 
permanently  open,  or  by  which  the  valve  may  be  ri^dly 
closed  upon  its  seat,  making  a  closed  or  plug-valve. 

The  evidence  shows  that  Bailey  was  not  the  first  to  con- 
ceive the  idea  of  a  device  for  opening  or  closing  rigidly  an 
automatic  valve.  The  same  thing  had  been  done  by  means 
of  wedges  and  screws  and  other  devices.  He  cannot,  there- 
fore, cover  by  his  patent  all  the  devices  for  producing  this 
result,  no  matter  what  their  form  or  mode  of  operation. 
The  claim  must  be  confined  to  the  s{fecific  device  described 
in  the  specification  and  claim,  namely :  a  pin-hole  and  pm. 
If  this  constniction  of  the  claim  be  adopted,  it  is  clear  that 
no  infringement  is  shown,  for  the  appellees  do  not  use  a  pin- 
hole and  pin  for  holding  their  valve  open  or  closed,  but  a 
screw,  sleeve,  or  cap  ;  and  therefore  one  of  the  elements  of 
the  combination  covered  by  the  second  claim  of  appellant's 
patent  is  wanting  in  the  device  used  by  the  appellees.  Pronty 
c.  Ruggles,  16  Pet.  336  [4  Am.  &  Eng.  351 ;]  see,  also, 
Rowell  V.  Lindsay,  113  U.  S.  97  [p.  441  ante.'}  and  cases 
there  cited. 

But,  if  it  be  contended  that  the  device  covered  by  the 
second  claim  of  the  appellant's  patent  is  infringed,  simply 
by  the  use  of  an  automatic  relief -valve,  which  can  be  con- 
verted at  vrill  into  an  open  or  closed  valve,  the  evidence  in 
11317.  s.asi. 
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O^lon  of  tbe  «ourt. 

the  record  is  ubandant  to  show  that  long  before  the  appli- 
cation of  Bailey  for  the  original  patent,  automatic  safety- 
valves,  which  coold  be  thns  rigidly  opened  or  closed,  were 
in  common  use  for  the  purpose  of  relieving  pipes  and  cylin- 
ders from  the  presanre  of  steam  or  water,  and  that  the  valve 
of  the  appellant  did  not  materially  differ  from  those  which 
were  in  common  use.  This  was  virtually  conceded  by  the 
appellant  when,  being  under  examination  as  a  witness  in  his 
own  behalf,  he  was  asked  by  counsel  for  the  appellees  in 
what  respect  the  valve  described  in  his  patent  differed  from 
any  other  automatic  relief-valve,  he  replied  :  "It  is  about 
the  same  as  others."  "  It  issimilar  toother  automatic  steam- 
pomp  valves." 

Upon  this  state  of  facta  it  was  plain  that  the  mere  employ- 
ment by  the  defendants  of  the  old  and  well-known  auto- 
matic safety-valve  afforded  no  ground  upon  which  to  base 
the  relief  prayed  for  in  the  appellant's  biU.  Appellant's 
counsel,  ther^ore,  disclaimed  any  right  to  the  exclusive  use 
of  an  automatic  safety-valve,  and  said :  "  We  do  not  claim 
the  Talre  any  farther  than  in  this  combination  with  a  steam 
fire-engine." 

If  it  be  conceded,  therefore,  that  the  second  claim  of  ap- 
pellant's patent  covered  tbe  use  of  an  automatic  relief -valve 
applied  to  a  steam  fire-engine  and  hose,  the  question  is 
presented  whether  the  appellant's  patent  thus  oonstmed  is 
valid. 

"It  is  settled,'*  says  Mr.  Justice  Gray,  speaking  for  tfie 
courts  "  by  many  decisions  of  this  court  *  •  *  that  the 
application  of  an  old  process  or  machine  to  a  similar  or  an  - 
alogouB  subject,  with  no  change  in  the  manner  of  application, 
and  no  result  substantially  distinct  in  its  nature,  will  not 
^sustain  a  patent,  even  if  the  new  form  of  result  has  not  be- 
fore been  contemplated."  Penn.  Railroad  v.  Locomotive 
Truck  Co.,  110  U.  S.  490  [p.  148  anie,]  and  cases  there  cited. 

It  follows  from  this  principle  that,  where  the  public  has 
acquired  in  any  way  the  right  to  use  a  machine  or  device  for 
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A  piii-ticiilar  purpose,  it  \\a»  the  right  to  Qse  it  for  all  the  like 
ptii-jKwtw  to  whivh  it  can  be  applied,  and  no  one  can  take 
out  a  patent  to  cover  the  application  of  the  deTicetoasimi- 
I;ir  purpose. 

If  tliere  \s  any  qualiiication  of  thia  rale,  it  is  that  if  anew 
and  different  result  is  obtained  by  a  new  application  of  an 
invention,  such  new  application  may  be  patented  as  an  im- 
provement on  the  original  invention ;  but  if  the  result 
claimed  as  new  ia  the  same  in  character  as  the  original  re- 
sult, it  wiU  not  be  deemed  a  new  result  for  this  purpose. 
For  instance,  an  automatic  relief-valve,  used  to  relieve  tie 
pressure  of  steam,  produces  no  new  result  in  character  when 
used  to  relieve  the  pressure  of  water,  anlese  some  further 
effect  besides  the  mere  relief  of  pressure  is  obtained.  Tliis 
qualification,  therefore,  will  not  affect  the  present  case,  be- 
cause no  new  result  in  character  is  accomplished  by  the  sap- 
posed  invention  of  the  plaintiff.  Besides,  it  appears  from 
the  evidence  that  before  Bailey's  patent  was  applied  for,  re- 
lief-valves were  in  common  use,  both  on  land  and  at  sea. 
They  were  commonly  used  on  the  steam  feed-pomps  of 
steamships.  These  pumps  were  usually  fittod  witb  no^es 
for  the  attachment  of  hose,  so  that  the  feed-pump  could,  in 
case'  of  need,  be  used  as  a  steam  fire-eng^e.  It  is  therefore 
plain  that  in  this  state  of  the  art  Bailey  could  not  obtain  a 
valid  patent  for  applying  a  similar  valve  to  a  portable  steam 
tire-engine.  He  could  not  do  this  for  two  reasons :  first,  be- 
cause the  public  had  the  right  to  use  the  valve  for  all  ami- 
lar  purposes  for  which  it  was  adapted  ;  and,  second,  because 
the  application  of  a  valve  which  had  been  used  on  a  station- 
ary steam  fire-engine  on  ships,  to  a  portable  steam  fire-engine 
on  land,  did  not  require  any  ingenmty  or  involve  invention. 

It  is  no  answer  to  this  to  assert  that  the  application  of  a 
relief-valve  to  a  portable  steam  fire-engine  is  the  invention 
of  a  new  combination.  There  was  no  invention  ;  the  com- 
bination was  already  in  public  use  on  steamships.  The  ap- 
plication of  the  valve  to  a  similar  use  on  land  was  not  a  new 
combination  or  a  new  invention. 

IISU.  S.  S8II-683. 
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Notea  and  dtatioiu. 

We  are  of  opinion,  therefore,  that  constrning  his  patent 
as  the  appellant  has  been  compelled  by  the  testimony  to  do, 
Bailey  invented  nothing  bnt  the  pin-hole  and  pin  mentioned 
in  his  specification,  and  this  is  not  used  by  the  app^ees. 

The  decree  of  the  Oircuit  Court  is  affirmed. 


2.  Analogous  use : 

See  PennBylvania  R.  R.  Co.  v.  Locomotive  Engine  Safety 
Track  Co.,  110  U.  S.  490  [p.  148  ante,]  note. 


Patent  In  snltt 

No.  41,471.     Bailey,  T.  H.     Febraary  9, 1864.     ReissneNo. 
7,886.     September  18,  1877.    YalveB. 


In  Tbxt  Books: 


3  Abb.  Pat.  LawB,  1686,  pp.  57,  898. 
Walker  on  Pats.,  ad  ed.,  1889.  p.  37. 
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Sjllabus. 

EDWARD    G.  THOMPSON  et  al.,  APPELLANTS,  o. 

ELIZABETH  E.  BOISSELIER  et  al.* 

SAME,  APPELLANTS,  v.  SAME. 

McNAB  &  HARLAN    MANUFACTURING  COMPANY 

ET  AL.,  APPELLANTS,  r.  EDWARD  G.  THOMPSON 

ET  AL. 

JOHN  EATON  et  al.,  APPELLANTS,  b.  SAME. 

114  U.  8. 1-14.    Oct.  Term,  1884. 

[Bk.  129,  L.  ed.  7S 1  31  O.  G.  377.] 

Argued  March  10,  1665.     Decided  March  30,  188S. 

PaHieular  patents  con$trw<l  and  held  not  in/Hnged.     Invention 
doubted.     Patentability. 

1 1.  The  third  claim  of  reissued  letters  patent.  No.  976,  granted  to 
William  8,  Carr,  June  12,  1860,  for  "  Improvements  in  Water- 
Closets  "  (the  original  patent  having  been  granted  to  him  Au- 
gust 5,  1856,  and,  as  reissued,  extended,July  23,  1870,  for  seven 
years  from  August  5,  1870,)  namely:  "In  a  valve  for  water- 
closets,  a  cup  leather  for  controlling  the  motion  of  said  valve 
ID  closing  gradually,  substantially  as  specified,  said  cup  leather 
moving  freely  in  one  direction,  and  closing  against  the  contain- 
ing cylinder  in  the  other  direction,  and  the  leakage  of  water  in 
said  cylinder  allowing  the  movement  of  said  cup  leather,  as 
set  forth,"  construed,  and  A«^  that  the  only  point  of  invention, 
if  it  could  be  dignified  by  that  name,  was  the  special  means  of 
leakage  shown  by  Carr,  but  which  the  defendants  did  not  use. 
(p.  558.) 

f  2,  Held,  In  view  of  the  state  of  the  art,  that,  for  the  purpose  of 
securing  the  free  passage  of  water  in  one  direction,  and  pre- 
venting its  escape  in  the  other  direction  otherwise  than  grad- 
ually, the  defendants  had  used  nothing  which  they  did  not 
have  a  right  to  use,  and  had  not  appropriated  any  patentable 
invention  which  Carr  had  a  right  to  cover,  as  against  the  di^- 
fendants'  stnicture,  by  the  third  claim  of  his  reissue,  and  that 

*  See  Explanation  of  Notes,  page  III. 
t  £bad  notes  by  Mr.  Justice  Blatcbfbrd. 
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Syllabiu. 

claim  3  <ioc8  not  involve  patt^nuble  invention,  in  view  of  re- 
cent deciHionn,  or  if  it  doeo,  is  not  infringed,     (p.  563.) 

t :).  To  be  patentable,  a  thing  muat  not  only  be  new  and  useful,  but 
must  amount  to  an  invention  or  discovery.  Recent  decisioDS 
(if  this  court  on  the  subject  of  what  conetitutea  a  patentable 
-invention  cited  and  applied,     (p.  S6T.) 

1 4.  The  fir§t  claim  of  letters  patent,  No.  2 1, 7 34,  granted  to  Frederick 
H.  Bartholomew,  October  12,  1656,  for  an  "improved  water 
closet,"  and  extended,  October  2, 1872,  for  seven  years  from  Of- 
tober  12,  1872,  namely:  "  The  use  of  a  drip  box  or  leak  cham- 
ber, arranged  above  the  closet,  and  below  and  around  the  sup- 
ply cock,  substantially  as  described,"  must,  in  view  of  the  state 
of  the  art,  be  limited  to  a  drip  box  arranged  above  or  on  top 
of  the  closet,  and  is  not  infringed  by  a  stnictare  in  which  the 
drip  box  is  cast  on  the  aide  of  the  trunk,  near  the  top,  but  be- 
low it,  and  not  on  lop  of  it.     (p.  ft67.) 

[Citations  in  the  opinion  of  the  court :] 

Vinton  v.  Hamilton,  104  U.  S.  485  [13  Am.  &  Eng.  394.]  p.  567. 
Hall  n.  HocNeale,  107  U.  a  90  [14  Am.  &  Eag.  391.]     p.  567. 
Atlantic  Works  v.  Bndjr,  107  U.  8.  193  [14  Atu.  &  Eug.  380.]    p.  568. 
■  KlswBOD  V.  Oraud  Street  Railroad  Co.,  107  U.  S.  649  [14  Am.  &  Eng.  475.] 

p.  568. 
KintE  t.  Gallnn,  1U9  U.  8.  99  [14  Am.'A  Eug.  559.]    p.  56H. 
Double  Pointed  Tack  Co.  r.  Two  Rivers  Mofg.  Co.,  109  U,  S.  17  [14  Am. 

A  Eng.  S71.]    p.  668. 
Eatej  B.  Batdett,  109  U.  a  633  [p.  32  oiifa.]     p.  568. 
ButmKjv.  Excelsior  Co.  110  U,  S.  1.11  [p.  77aH(«.]     p.  568. 
Penn.  R.  R.  Co.  t.  Locomotive Trnck Co.,  J 10  U,  S.  490  [p.  USanie.}     p.  568. 
Phillips  V.  Detroit,  111  U.  S.  604  [p.  289  anle.'}     p.  568. 
Morris  t>.  McMillin,  112  U.  a  '244  [p.  310  ii>/«.]    p.  566. 
Holiiater  b.  Benedict  Mnfg.  Co.,  113  U.  B.  59  [p.  417  anie.'i     p.  668. 

Appeals  from  the  Circuit  Conrt  of  the  United  States  for 
the  Eastern  District  of  Missouri  (189, 190.) 

Appeals  fn»m  the  Circuit  Court;  of  the  .United  States  for 
the  Southern  District  of  New  York  {196,  197.) 

The  history  and  facts  of  the  case  appear  in  the  opinion  of 
the  court. 

The  following  ai-e  the  drawings  and  specifications  of  the 
Bartholomew  patent  referred  in  the  opinion  of  the  court:  , 
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■  Statement  of  the  case. 

FREDERICK  H.  BARTHOLOMEW,  OP  NEW  YORK, 
N.  Y. 

Letters  Patent,  No.  31,734,  dated  October  12,  1858;  extended  Oc- 
tober 12th,  1872. 

Improvement  in  Water-Closets. 

The  schednle  referred  to  id  these  Letters  Patent  and  niaking  part 
of  the  same. 

To  aU  whom  it  may  concern : 

Be  it  known  that  I,  Prederick  H.  Bartholomew,  of  the 
city,  oonnty  and  Stat«  of  New  York,  have  invented  an  Im- 
provement in  Water-Closets,  and  I  do  hereby  declare  the 
following  is  a,  full  and  exact  description  thereof,  reference 
being  had  to  the  accompanying  drawings  and  to  the  letters 
of  reference  marked  thereon. 

The  nature  of  invention  consists  in  providing  for  water- 
closets,  a  cistern  or  drip  or  leak-chamber,  arranged  npon 
the  top  of  or  oner  the  trunk  of  a  closet,  and  placing  a  sup- 
ply cock  within  or  above  said  drip  box  or  cistern  so  that 
any  waste  or  leak  or  drip  from  the  cock  shall  be  conducted 
into  the  trunk,  so  as  to  insure  the  keeping  of  the  floor  dry. 
Also  in  providing  a  lerter  and  cam  for  the  purpose  of  operat- 
ing a  cock  so  arranged  and  an  adjustable  standard. 

To  enable  others  skilled  in  the  manufacture  of  fixtures  of 
this  nature,  I  proceed  to  describe  its  constmctioD  and  opera- 
tion. 

Figure  1  is  a  perspective  view  of  a  pan  closet,  showing 
ray  drip-box  arranged  upon  the  top  plate  of  the  closet,  and 
the  cock  for  supplying  water  to  the  same  secured  to  the 
closet  within  the  drip  box. 

Fig.  2  is  a  sectional  view  of  my  drip  box,  lever,  and  cam 
and  other  parts. 

Pig.  3  shows  the  poeition  of  the  lever,  "  H, "  and  the  parts  ■ 
connected  with  it  on  tlie  under  side  of  the  cover  or  plate, 
"R,"  of  the  closet. 
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The  general  form  of  the  closet  ia  such  as  is  in  common 
•u,s«.  Upon  the  cover  "  R,"  I  casta  box  enclosure  or  cis- 
tern, **  E,"  about  one  inch  high  (more  or  less)  and  broad 
enough  to  admit  of  placing  the  "A"  cock  (I  use  a  Talve 
cock)  within  the  ciatern,  and  (where  it  is  practicable)  80  as 
also  to  receive  the  drip  that  may  escape  from  the  joint  at 
the  arm  of  the  basin  called  the  "putty  joint."  I  screw  the 
cock  into  the  cover  of  the  closet  and  make  a  hole  within  the 
drip  box,  or  in  the  bottom  of  the  cock  to  admit  the  leak  to 
fallinto  the  trunk,  "P,"  and  not  on  to  the  floor.  "H"i5 
a  lever  susiwnded  by  screw  bolt.  "D,"  and  "M"  isacam 
ujion  the  journal  or  shaft,  "T,"  on  which  the  pan  is  at- 
tached. 

"  &"'  is  a  semicircular  inverted  flange  or  projection  east 
upon  the  under  side  of  the  cover,  surrounding  the  end  of 
the  lever,  "H,"  for  the  purpose  of  preventing  the  wal«r 
from  dashing  through  between  the  cover  and  the  trunk,  aad 
to  keep  the  lever  from  displacement.  "  L"  is  a  lugorguide 
to  hold  one  gnd  of  the  axle  of  lever,  "H."  "D"iaascrew- 
bolt,  upon  the  nut  of  which  the  lever,  "H,"  is  suspended 
by  which  the  lever,  "H,"  is  raised  or  depressed  for  re- 
lating the  action  upon  the  cock  or  valve  stem,  and  by  which 
in  case  tlie  cock  should /r«C2e«^,  the  pan  would  not  thereby 
be  prevented  from  being  tripped,  the  lever  being  dropped 
so  low  as  not  to  act  upon  the  stem  of  the  cock  when  so  re- 
quired. 

The  standard  or  cup  pillar  heretofore  used  foi;  closets  have 
been  attached  to  the  plate  of  the  closet  in  such'  a  maimer  as 
that  they  would  not  admit  of  a  lateral  adjustment  or  shift- 
ing, as  illustrated  in  perspective,  Fig.  1. 

Iconstruct  my  standard,  "  W,"  (into  the  top  of  which  the 
cup  is  screwed,)  having  an  oblong  opening  or  slot  in  the 
lower  end  or  knee  through  which  the  bolt,  *'  X,"  is  inserted 
■  having  nut,  "  Y,"  by  which  it  is  secured  to  the  closet  plate 
-for  the  purpose  of  admitting  the  standard  to  be  shifted  in  a 
lateral  direction.  Instead  of  the  slot  or  oblong  opening  in 
the  bend  or  knee  of  the  standard,  the  hole  in  the  iron  plate 
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may  be  made  of  like  oblong  form  by  which  like  purpose 
will  be  accompliehed,  as  shown  at  Pig.  3. 

Operation.  By  lifting  the  knob  of  the  closet  the  cam, 
"M,"  depresses  one  end  and  raises  the  opposite  end  of 
lever,  "H,"  and  lifts  the  valve.  By  turning  the  bolt,  "D," 
the  lever  may  be  dropped  so  low  as  not  to  act  upon  the 
valve  when  the  closet  pan  isdischaiged.  Any  leakage  about 
the  cock  will  drop  into  the  closet,  keeping  the  floor  dry. 
Any  desirable  foiin  or  modification  of  supply-cock  may  be 
used  adapted  to  the  pnrpose. 

What  I  claim  as  my  invention,  and  for  which  I  desire 
Letters  Patent,  is— 

First :  I  claim  the  use  of  a  d/rip  box  or  leak  chamber  ar- 
ranged above  the  closet  and  below  and  around  the  supply 
cock,  substantially  as  described. 

Second :  I  claim  arranging  the  supply-cock  ui)on  the  cover 
of  the  closet  whether  the  drip  box  be  employed  or  not,  sub- 
stantially as  described. 

Third :  I  claim  the  adjusting  screw,  "  D,"  the  cam,  "  M," 
and  the  lever,  "  H,"  orthe  equivalent  thereof,  arranged  and 
employed  for  the  purposes  snbstantially  aa  described. 

Fourth :  I  also  claim  the  laterdUy  a^'ustable  standard 
substantially  as  described  and  for  the  purpose  set  forth. 

FREDERICK  H.  BARTHOLOMEW. 

Witnesses : 

William  Hokne, 

I.   HULET. 

Messrs.  Edmund  Wetmore,  O.  G.  Frelinghuysen,  and 
E.  Q.  Thompson,  for  complainants : 

Several  alleged  anticipating  devices  were  introduced  in 
evidence  by  the  defendants.  None  of  them  show  the  in- 
vention in  controversy. 

"Anticipation  is  not  proven  by  showing  the  different  parts 
in  separate  patents,  machines,  etc."  Imhaeuser  t.  Bnerk, 
101  U.  S.  647  [12  Am.  &  Eng.  443.] 
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No  dispat«  wa.s  made  as  to  iofringement.  No  witness  was 
called  to  deoy  it. 

A  romparison  of  the  patent  and  the  device  of  defendant 
shows  infringement,  which  is  testified  to  by  Renwick  and 
Can-,  and  not  denied  by  any  one,  showing  that  the  plea  of 
non-infringement  t-annot  be  maintained.  Bennett  v.  Fowler, 
S  Wall.  445  [8  Am.  &  Eng.  124.] 

The  patented  invention  was,  as  is  shown,  by  the  record, 
new  and  useful,  arid  as  such  entitled  to  the  protection  of  a 
patent  under  Sec.  4886  of  the  Revised  Statutes. 

The  combination  claimed  produces  a  new  and  improved 
result  never  attained  before,  /.  «.,  the  carrying  of  the  leak- 
age from  the  valve  rod  joint  and  coupling  into  the  closet, 
near  the  top  of  the  trunk,  and  is  evidence  of  invention. 
Webster  Loom  Co.  r.  Higgins,  105  U.  S.  580  [14  Am.  &Eng, 
70;]  Hailes  v.  Van  Wormer,  30  Wall.  668  [9  Am.  &  Eng. 
340.] 

Messrs.  Llewellyn  Beane,  Samuel  S.  Boyd,  and  A'.  A. 
$!7iaTpless,  for  defendants  : 

It  is  shown  from  various  exhibits  introduced  that  as  early 
aa  1848  valves  were  put  on  the  top  of  water-closets,  and 
furthermore,  that  the  drip  from  the  valves  was  led  into  the 
trunk  of  the  closet. 

In  this  condition  of  the  art,  Bartholomew  makes  his  ap- 
plication for  a  patent,  and  in  his  specification  and  claim  ex- 
pressly limits  his  pan  or  cup  to  a  specified  location — "  upon 
the  tDp  of  or  ower  the  trunk  of  the  closet,"  "  arranged  aboTt 
the  closet,"  language  perfectly  plain,  simple,  and  requiring 
no  skill  to  comprehend.  But  since  in  our  exhibit,  we  do 
not  use  a  drip  cup  situated  either  "  on  top  of  the  trunk"  or 
"above  the  closet,"  but  one  attached  to  the  side  of  the  trank 
below  the  top,  the  contention  now  is  that  this  claim  should 
be  read  and  construed  as  if  the  words,  "above  the  closet," 
were  eliminated  therefrom,  since  only  by  making  such  an 
elimination  can  it  be  for  a  moment  contended  that  onr  con- 
struction is  brought  within  the  claim. 
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We  sabmit  that  as  far  as  reissue  No.  978  is  concerned,  the 
combination  used  by  us  is  substontially  different  from  that 
covered  by  the  third  claim  of  said  reissne,  in  that  our  mode 
of  regulating  the  discharge  of  the  wat«r  above  the  valve  is 
substantially  diflerent  from  Carr's  method,  and  in  regard  to 
Bartholomew's  patent,  No.  21,734,  our  drip-cup  is  located 
in  a  different  position  from  that  claimed  by  the  first  claim 
of  said  patent,  which  makes  position  or  location  an  essen- 
tial element  in  the  combination,  since,  unless  so  limited,  the 
claim  is  olearly  broader  than  the  invention,  and  conse- 
quently invalid. 

Mr.  Justice  Blatchfobd  delivered  the  opinion  of  the 
court: 

These  are  four  suits  in  equity.  The  first  one  was  brou^t 
in  February,  1877,  in  the  Circuit  Court  of  the  United  States 
for  the  Eastern  District  of  Missouri,  by  Charles  P.  Blake, 
as  trusteeof  William  S.  Can?  and  Frederick  H.  Bartholomew, 
against  Elizabeth  E.  Boisselier  and  John  C.  Cupferle,  for 
the  infringement  of  reissued  letters  patent,  No.  978,  granted 
to  Wmiam  S.  Carr,  June  12,  1860,  for  "improvements  in 
water-closets,"  the  original  patent  having  been  granted  to 
him  August  6th,  1866,  and,  as  reissued,  extended,  July  23d, 
1870,  for  7  years  from  August  6th,  1870. 

The  second  suit  was  brought  in  February,  1879,  in  the 
same  couri;,  by  Charles  P.  Blake,  as  trustee  of  Sarah  Bar- 
tholomew, against  the  same  defendants,  for  the  infringe- 
ment of  letters  patent,  No.  31,734,  granted  to  Frederick  H. 
Bartholomew,  October  12th,  1868,  for  an  "improved  water- 
closet,"  and  extended,  Octol)er  3d,  18^,  for  7  years  from 
October  13th,  1872. 

The  third  and  fourth  suits  were  brought  in  July,  1879,  in 
the  Circuit  Court  of  the  United  States  for  the  Southern  Dis- 
trict of  New  York,  by  Charles  F.  Blake,  as  trustee,  etc., 
and  William  S.  Carr  and  Sarah  M.  Bartholomew— one 
against  the  McNab  and  Harlan  Manufacturing  Company 
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nnd  John  Harlan,  and  the  other  against  John  Eaton  and 
others — each  for  the  infiingement  of  the  said  Carr  patent, 
as  reissued  and  extended,  and  of  the  said  Bartholomew  pat- 
ent, as  extended. 

In  each  of  the  two  saits  in  Missouri  a  decree  was  made  in 
May,  1880,  adjad^g  that  the  patent  saed  on  was  not  good 
and  valid  in  law,  and  dismissing  the  bill.  In  each  of  the 
two  suits  in  New  York,  a  decision  was  made  in  Febmary. 
1881,  19  Blatoh.  C.  G.,  73,  adjad^ng  that  the  two  patents 
were  good  and  valid  in  law,  and  that  the  third  claim  of  the 
Carr  reissue,  and  the  first  claim  of  the  Bartholomew  patent, 
had  been  infringed,  and  awarding  an  account  of  profits  and 
damages;  and  in  January,  1882,  a  final  decree  was  made  in 
one  suit  for  $1,200  damages  and  $118.74  costs,  and  in  the 
other  for  $415  damages  and  $101.34  costs.  The  plaintiffs  in 
interest  in  each  of  the  Missouri  suits,  and  the  defendants  in 
each  of  the  New  York  suits,  have  appealed  to  this  court. 
The  questions  are  the  same  in  all  of  the  suits  and  arise  on 
the  same  proofs. 

The  third  claim  of  the  Carr  reissue  is  the  only  claim  of 
that  patent  wliich  is  alleged  to  have  been  infringed.  So 
much  of  the  specification  of  that  reissue  as  relates  to  that 
claim  is  as  follows : 

"  Figure  1  is  an  elevation  of  my  closet  as  in  place  for  use ; 
Fig.  2  is  a  plan  of  the  cock  and  part  of  the  plan  of  said 
closet ;  and  Fig.  3  is  a  vertical  section  of  my  cock  made  use 
of  in  letting  the  water  into  and  shutting  the  same  off  from 
said  closet.  Similar  marks  of  reference  indicate  the  same 
parts  in  all  the  figures.  The  nature  of  my  said  invention 
consists  in  a  peculiar  construction  of  cock,  which  is  opened 
by  the  motion  of  the  seat  of  the  water-closet,  and  allows  but 
little  water  to  run  into  the  pan  of  the  closet  nntil  the  weight 
is  removed  from  the  seat,  when  the  cock,  gradually  closing 
of  it«§lf ,  allows  the  water  to  run  for  a  limited  and  r^julated 
time,  sufficient  to  wash  out  the  basin.  *  *  *  In  tbe 
drawing,  a  is  the  trunk  on  the  upper  end  of  the  soil-pipe,  b, 

114  V.8.a-IL 


,y  Google 


No.  978. 


W.  a  CARR. 
Water-Closet  Valve. 


Reissued  June  12,  I860. 


D,o'tiz,cb,GOO<^IC 


,  Google 


Oct,  1884.]        THOMPSON  v.  B0IS8ELIER.  661 

Oplnicm  of  tbe  court. 

fitted  with  the  pan  r,  on  the  shaft  or  spindle,  g,  and  c  is  the 
basin  setting  on  to  the  trunk,  a.  These  parts,  thus  far,  are 
to  be  of  any  nsoal  or  desired  character  ;  d  is  a  pipe  supply- 
ing water  from  any  suitable  head,  and  said  pipe  is  attached 
to  the  coupling,  1,  that  screws  on  to  the  body,  e,  of  the' 
cock,  and/  is  a  pipe  and  conpling  passing  water  (when  ad- 
mitted as  hereafter  detailed)  to  the  basin,  c,  where  it  is  to 
be  fitted  with  the  deflector,  as  usual.  The  cock, «,  that  sup- 
plies water  to  the  basin,  is  constructed  with  a  stem,  h  pass- 
ing nearly  or  quite  air-tight  through  the  leather  washer,  4, 
beneath  the  cap,  n,  and  the  lower  end  of  said  stem,  h,  is 
formed  with  a  valve,  g,  and  with  a  cylindrical  part,  3,  fit- 
ting water-tight,  or  nearly  so;  the  opening  of  the  washer,  2, 
between  the  coupling  1  of  the  pipe,  d  and  cock,  e,  and  the 
sides  of  this  cylinder,  3,  are  formed  with  notches,  or  a 
groove,  X.  It  will  now  be  seen  that,  if  the  stem,  h,  be 
pressed  down  by  the  weight  of  the  person  acting  on  the  seat, 
u,  rod,  0,  and  lever,  p,  or  by  any  other  suitable  means,  the 
valve,  ff,  will  be  forced  away  from  the  washer,  2,  and  allow 
a  dash  of  water  to  pass  throngh  the  notch,  x,  sufficient  to 
fill  up  the  parts  of  the  cock,  and  then  that  the  cylinder,  3, 
descending  and  fitting  the  opening  in  the  washer,  2,  will 
prevent,  or  nearly  so,  the  passage  of  any  more  water  into 
the  closet ;  i  is  a  spring  around  the  stem,  h,  which  acts  in 
aid  of  the  pressure  of  the  water  on  the  valve,  g,  to  close  the 
same,  as  soon  as  the  force  which  opened  the  said  valve  is  re- 
moved, but,  if  this  alone  was  used,  the  concussion  would 
be  so  great  as  to  tend  to  break  the  parts,  besides  which  suf- 
ficient water  would  not  be  supplied  to  the  water-closet  •  to 
cleanse  the  same.  I  therefore  make  use  of  the  following 
means,  which  cause  said  valve,  g,  to  close  slowly  and  in  a 
regulated  amount  of  time,  thereby  allowing  the  desired 
quantity  of  water  to  dash  past  the  washer,  2,  at  the  time 
the  notches  or  openings,  x,  are  moving  past  the  same.  The 
upper  part  of  the  cock,  e,  is  formed  as  a  cylinder,  &,  in 
which  is  a  disk,  I,  attached  to  the  stem,  h,  and  a  cup-leather. 
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M,  above  the  same ;  7^  ia  a  cap  of  the  cylioder,  k,  wliich  is 
formed  with  a  short  tiil)e,  8.  paasiog  up  throngh  a  hollow 
projection,  0.  from  the  »ide  of  the  tnmk,  a,  and  secured 
thereto  by  a  nut,  6.  At  the  time  the  valve,  ^,  is  pressed 
down,  as  before  stated,  the  water  dashes  momentajUy  on 
to  the  cock  and  tills  the  same,  passing  the  cup-leather,  m. 
and  filling  the  cylinder,  k,  and,  npon  the  pressure  on  the 
stem,  fi,  being  removed,  the  cap-leather  expands  by  the 
slight  rise  of  the  stem,  and  would  retain  the  valve,  g,  open 
were  the  cylinder,  k,  water-tight,  and,  therefore,  the  closing 
of  said  valve  will  be  regulated  according  to  the  extent  of 
leakage  provided  in  said  chamber,  k,  and  for  this  purpose 
the  leakage  at  the  washer,  4,  aronnd  the  stem,  h,  may  in 
some  cases  be  sufficient ;  but  I  propose  to  use  a  screw,  9, 
entered  through  the  cap,  n,  with  a  head  next  the  washer,  4, 
and  part  of  one  side  of  the  screw  filed  away,  so  as  to  adjust 
the  amount  of  leakage  and  regulate  the  time  during  which 
the  water  will  run  into  the  closet.  •  •  •  i  am  also  aware 
that  a  given  amount  of  water-lea.kage  has  been  used  to  pre- 
vent a  sudden  motion  in  cocks,  balances,  meters,  and  a  va- 
riety of  other  instnimenta ;  therefore  I  do  not  claim  the 
same,  but  I  am  not  aware  that  a  cup-leather  has  ever  before 
been  so  fitted  and  applied  with  a  valve  as  to  allow  the 
water  to  pass  the  said  cup-leather  freely,  in  the  chamber  in 
which  it  moves,  and  then  act,  when  the  powef  is  relieved 
from  the  valve,  upon  the  water  in  said  chamber  and  grad- 
ually allow  the  valve  to  close." 

The  third  claim  of  the  Carr  reissue  is  as  follows :  "  Third. 
I  claim,  in  a  valve  for  water-closets,  a  cup-leather  for  con- 
ti-olling  the  motion  of  said  valve  in  closing  gradually,  sub- 
stantially as  specified,  said  cup-leather  moving  freely  in  one 
direction,  and  clasing  against  the  containing  cylinder  in  the 
other  direction,  and  the  leakage  of  water  in  said  cylinder 
allowing  the  movement  of  said  cup-leather  as  set  forth."' 

In  the  Can"  apparatus,  the  valve  is  combined  with  a  con- 
taining cylinder  and  a  cup-leather,  in  such  manner  that  the 
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valve  is  caused  to  close  slowly,  because  the  action  of  the 
cap-leathei'  as  a  tight  packing  prevents  the  ])as8age  of  water 
while  the  valve  is  closing ;  and  the  valve  can  open  rapidly, 
because,  as  it  opens,  the  cup-leather  does  not  act  as  a  pack- 
ing, but  permits  the  passage  of  water  oateide  of  it.  In  the 
containing  cylinder  there  is  a  piston  which  has  on  it  cen- 
trally a  cup-leather,  and  is  provided  with  a  small  aperture 
which  permits  the  gradual  escape  of  water  from  it.  Wlien 
the  cylinder  is  filled  with  water  the  valve  is  held  to  its  seat 
by  a  spiral  spring.  When  the  valve-stem  is  depressed,  the 
valve  opens  rapidly,  because  the  cup-leather  permite  the 
water  to  pass  freely  outside  of  it.  When  the  force  which 
depressed  the  valve-stem  is  removed  the  spring  acts  to  shut 
the  valve,  but  it  shuts  slowly,  because  the  cup-leather  acts 
as  a  tight  packing,  being  forced  outward  against  the  inner 
waU  of  the  cylinder  by  the  pressure  of  the  water.  There- 
fore, the  water  escapes  slowly  from  the  cylinder  through 
tiie  small  aperture,  and  the  valve  cannot  move  faster,  in 
shutting,  than  it  is  allowed  to  move  by  the  escape  of  the 
water  through  the  small  aperture. 

The  apparatus  alleged  to  infringe  the  two  patents  is  the 
same  in  all  of  the  suits.  It  has  a  bras^  casting,  and  is  thus 
described  by  the  plaintifTs  expert :  "  This  brass  casting  of 
the  defendants  has  at  its  lower  part  a  cavity,  whose  walls 
partially  bound  the  variaible  chamber.  This  cavity  is  a  cup- 
shaped  piece  of  brass,  screwed  to  the  bottom  of  the  casting. 
A  cylindrical  brass  plunger  enters  this  cavity,  and  the  upper 
end  of  it  is  formed  into  a  valve.  This  brass  plunger  is  packed 
to  the  top  of  the  cavity  by  a  cup-leather,  which  is  secured 
between  the  upiMjr  part  of  the  brass  cup  and  an  internal 
flange  on  the  brass  casting.  The  stem  of  the  plunger  and 
valve  is  surrounded  by  a  coiled  brass  spring,  which  always 
tends  to  lift  the  plunger  and  shut  the  valve.  The  plunger 
has,  also,  a  small  nick  or  groove  cnt  in  its  periphery,  and 
extending  from  the  top  to  the  bottom  of  the  plunger,  ^Tien 
this  contrivance  is  ready  for  operation,  all  parts  of  the  cavity 
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in  the  braas  casting,  inclading  the  variable  chamber,  are 
filled  with  water,  and  the  valre  is  held  on  its  seat  by  the 
spiral  spring,  the  plunger  then  being  in  its  highest  position. 
When  it  ia  desired  to  open  the  valve,  force  is  applied  to  de- 
press the  va^ve-atem ;  this  force  compresses  the  spring,  de- 
presses the  planger,  and  opens  the  valve  quickly,  owing  to 
the  fact  that  the  water  can  escape  rapidly  from  l^e  variable 
chamber,  such  rapid  escape  being  due  to  the  operation  of 
the  cux)-leather,  which  now  ceases  to  hag  the  plnnger  and 
acts  as  a  valve,  permitting  the  water  to  escape  freely  from 
the  variable  chamber.  When  the  force  which  was  applied 
to  depress  the  stem  and  open  the  valve  is  removed,  then  the 
spring  strives  to  shut  the  valve  and  elevate  the  plunger,  and, 
as  soon  as  it  commences  to  elevate  the  plunger,  the  pressure 
of,  water  causes  the  cup-leather  to  hug  the  plunger  tightly, 
so  that  it  ceases  to  act  as  a  valve,  and  becomes  a  tight  pack- 
ing. As  soon  as  this  occurs,  water  can  only  enter  the  cham- 
ber through  the  small  groove  in  the  periphery  of  the  plunger, 
and  the  valve  can  shut  no  faster  than  this  small  flow  of  water 
permits  it  to  shut." 

It  is  shown  by  the  evidence  that  cup-leathers  had  been 
used  in  the  central  valves  of  the  plungers  of  pumps,  the  cup- 
leather  contracting  on  the  down-stroke  and  allowing  the 
water  to  pass  by,  and  spreading  out  on  the  up-stroke  and 
raising  the  water ;  and  that  it  was  not  new  to  employ  a  va- 
riable chamber  to  effect,  by  the  gradual  escape  of  waterfrom 
it,  the  slow  and  gradual  closing  of  a  valve. 

In  George  Hulme's  Englisli  patent,  No.  8.971,  of  Novem- 
ber, 1841j  is  shown  a  device  for  "keeping  a  valve  open  for 
any  required-  length  of  time  for  the  supply  of  water  to  the 
basins  of  water-closets  generally."  The  specification  says: 
"  To  regulate  the  length  of  time  that  the  valve,  P,  may  be 
kept  open  for  the  flow  of  water  from  the  resen^oir  to  the 
basin  of  the  closet,  after  the  pan  or  valve  has  closed,  the 
barrel,  A  A,  is  furnished  with  the  openings,  N  N,  commu- 
nicating from  the  under  to  the  upper  side  of  the  bucket, 
ii«tt.a.»-w. 
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D,  and  fitted  with  a  cock,  O.  Now,  by  turning  the  cocJi, 
O,  iu  such  a  position  that  the  water-way  through  the  cock, 
O,  will  be  diminished,  more  time  will  be  required  for  the 
bncket  to  displace  the  contents  of  the  barrel,  and  vice  ver- 
sa." The  bucket,  D,  does  not  have  a  cup-leather,  but  has 
a  central  valve,  E,  te  allow  the  water  te  pasa. 

The  defendants  have  substantially  the  Hulme  constmc- 
tion,  using  a  cup-leather  centrally,  instead  of  the  Hulme 
central  valve.  A  central  valve  being  old,  and  a  cup-leather 
being  old,  and  a  central  valve  and  a  cup-leather  combined 
being  old,  and  a  plunger  with  a  central  valve  and  a  means 
of  regulating  the  escape  of  tbe  water  from  above  it  being 
old,  and  the  device  for  the  escape  of  the  water,  used  by  the 
defendants,  being  tbe  same  as  in  Hulme,  it  must  be  held 
that,  for  the  purpose  of  securing  the  free  passage  of  water 
in  one  direction  and  preventing  its  escape  in  the  other  di- 
rection otherwise  than  gradually,  the  defendants  have  used 
nothing  which  they  did  not  have  a  right  to  use,  und  have 
not  appropriated  any  patentable  invention  which  Carr  had 
a  right  to  cover,  as  against  the  defendants'  structure,  by  the 
third  claim  of  his  reissue.  If  Carr  had  made  the  defend- 
ante'  form  of  structure  when  he  made  his  own,  be  would 
not,  in  view  of  the  state  of  the  art^  have  made  anything 
having  patentable  novelty  in  it;  and,  -therefore,  what  he- 
has  claimed  in  claim  three  of  his  reissue  has  no  patentable 
feature  which  the  defendants'  form  of  structure  infringes. 
The  action  of  the  cup-leather  in  Carr's  structure  and  in  the 
defendants'  to  admit  the  free  passage  of  the  water  while 
the  valve  is  moving  in  one  direction,  and  to  prevent  such 
passi^  while  the  valve  is  moving  in  the  other  direction,  is 
due  to  the  flexibility  of  the  leather,  and  to  the  pressure  of 
the  water  on  its  different  sides  alternately,  and  to  its  posi- 
tion with  reference  to  the  wall  of  the  chamber,  and  is  the 
same  as  in  the  old  central  valve  of  a  pump-plunger,  which 
was  furnished  with  a  cup-leather.  The  effect  resulting  from 
allowing  the  water,  which  cannot  reftirn  through  the  pas- 
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sa^^  hy  n-hicb  it  entered,  to  escape  by  a  smaU  orifice  and 
gradually,  and  thus  rause  a  gradual  movement  in  a  valve 
attached  to  the  central  stem,  is  due  to  the  small  orifice.  All 
that  Carr  did,  if  anything,  was  to  add  his  fonn  of  orifice  to 
the  valve  and  cup-leather  of  the  pnmp-plunger.  But  the 
idea,  of  having  openings  extending  from  one  side  to  the 
other  of  a  backet,  and  thus  regulating  the  closing  of  a  va^ 
ter-valve  by  the  slow  escape  of  the  water  ^m  the  upper 
side  of  the  bucket,  through  such  openings,  was  fully  ex- 
hibited in  the  apparatus  of  Hulme. 

Claim  3  of  Carr's  reissue  speaks  of  the  cap-leather  as 
"moving  freely  in  one  direction  and  closing  against  the  con- 
taining cylinder  in  the  other  direction."  This  action  existed 
in  the  cop-leather  of  the  old  pump-plunger.  The  claim  also 
says :  "  the  leakage  of  water  in  said  cylinder  allowing  the 
movement  of  said  cup-leather,  as  set  forth."  This  means, 
that  the  greater  or  less  extent  of  the  leakage  allows  a  faster 
or  slower  movement  of  the  cup-leather,  and  a  faster  or 
slower  closing  of  the  valve.  The  claim  involves,  therefore, 
as  an  element  in  it,  the  means  of  leakage  set  forth.  It  says 
that  the  use  of  the  cup-leather  is  "for  controlling  the  mo- 
tion of  said  valve  in  closing  gradually,  substantially  aa  spe- 
cified." But  it  is  the  gradual  escape  of  the  water  through 
the  small  orifice  which  controls  the  motion  of  the  valve. 
The  cup-leather  does  not  control  such  motion.  The  only 
action  of  the  cup-leather  is  the  same  which  it  had  in  the 
old  pump-plunger — to  hold  up  a  column  of  water  and  act  as 
a  packing  to  prevent  the  return  passage  of  the  water.  In 
this  condition  of  things,  it  would  seem  that  the  only  point 
of  invention,  if  it  could  be  dignified  by  that  name,  was  tlie 
special  means  of  leakage  shown  by  Carr,  of  having  a  screw 
through  the  cap,  with  part  of  the  screw  filed  away ;  and 
which  is  not  used  by  the  defendants,  who  use  the  same 
means  of  leakage  as  Hulme  did. 

The  provision  of. the  Constitution  (Art.  1,  sec.  8,  subd.  8,) 
is,  that  the  Congress  shall  have  power  "to  promote  the 
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progreee  of  science  and  nsef ul  arts,  by  securing  for  limited 
times  to  authors  and  inventors  the  exclusive  right  to  their 
respective  writings  and  discoveries."  The  beneficiary  must 
be  an  inventor  and  he  must  have  made  a  discovery.  The 
statute  has  always  carried  out  this  idea.  Under  the  Act  of 
July  4th,  1836,  5  Stat.  119,  §  6,  in  force  when  these  patents 
were  granted,  the  patentee  was  required  to  be  a  person  who 
had  "discovered  or  invented"  a  "new  and  useful  art,  ma- 
chine, manufacture,  or  composition  of  matter,"  or  a.  "new 
and  useful  improvement  in  any  art,  machine,  manufacture, 
or  composition  of  matter."  In  the  Act  of  July  8th,  1870, 
16  Stat.  ^1,  §  34,  the  patentee  was  required  to  be  a  person 
who  had  "invented  or  discovered  any  new  and  ufiefnl  art, 
machine,  mannfacture,  or  compc^tion  f>t  matter,  or  any 
new  and  useful  improvement  thereof  ;"  and  that  language 
is  reproduced  in  §  4886  of  the  Revised  Statutes.  So,  it  is 
not  enough  that  a  thing  shall  be  new,  in  the  sense  that  in 
the  shape  or  form  in  which  it  is  produced  it  shall  not  hare 
been  before  known,  and  that  it  shall  be  useful,  but  it  must, 
under  the  Constitution  and  the  statute,  amount  to  an  in- 
vention or  discovery. 

To  refer  only  to  some  more  recent  cases,  adjudged  since 
these  suits  were  decided  below,  this  principle  was  ap- 
plied in  Vinton  z.  Hamilton,  104  U.  S.  485  [13  Am.  &. 
Eng.  894,]  where,  a  capola-fnmaoe,  being  old,  and  a  cinder- 
notch  being  old,  and  the  use  of  a  cinder-notch  to  draw  off 
cinders  from  a  blast-furnace  being  old,  and  the  cinder-notck, 
in  drawing  off  the  cinder  from  a  cupola- furnace,  performing 
the  same  function  as  in  the  blast-furnace,  it  was  held  .that 
the  application  of  the  cinder-notch  to  the  cupola-furnace 
would  occur  to  any  practical  man,  and  that  there  was  noth- 
ing patentable  in  such  application. 

In  HaU  V.  MacNeale,  107  U.  S.  90  [14  Am.  &  Eng.  291,]  a 
cored  conical  bolt,  in  a  safe,  with  ascrew-thread  on  it,  having 
existed  before,  and  also  a  solid  conical  bolt,  it  was  held  to  be 
no  invention  to  add  the  screw-thread  to  the  solid  conical  bolt. 


.y  Google 


MS  THOMPSON  v.  BOISSEUER  [Sup.  Ct 

opinion  oT  the  ooart 

Id  Atlantic  AVorks  p.  Brady,  107  U.  S.  192  [14  Am.  & 
Eng.  380.]  it  was  said,  that  it  fe  not  the  object  of  the  patent 
laws  to  grant  a  monopoly  for  every  trifling  device  which 
would  naturally  and  spontaneously  occur  to  any  skilled 
mechanic  or  opemtor,  in  the  ordinary  progress  of  mann&c- 
tures ;  and  this  doctrine  was  applied  in  Slawson  v.  Grand 
Street  Railroad  Co.,  107  U.  S.  649  [14  Am.  &  Eng.  475  ;]  in 
King  V.  Gallun,  109  Id.  99  [14  Am.  &  Eng.  559 ;]  in  Donble- 
Pointed  Tack  Co.  v.  Two  Rivers  Mnfg.  Co.,  Id.  117  [14  Am. 
&  Eng.  591 ;]  in  Estey  v.  Burdett,  Id.  633  [15  Am.  &  Eng. 
32  ;1  in  Bussey  ».  Excelsior  Mnfg.  Co.,  110  Id.  131  [p.  77 
aiUe;]  Pennsylvania  R.  R.  Co.  t.  Locomotive  Track  Co., 
Id.  490  [p.  1^  ante;']  in  Phillips  v.  Detroit,  111  Id.  604 
[p.  269  ante:]  in  .Morris  p.  McMiDin,  112  Id.  244  [p.  310 
ante;]  and  in  Hollisterr.  Benedict  Mn^.  Co.,  113  Id.  59  [p. 
417  ante.  ] 

In  the  case  last  cited  the  thing  claimed  was  new,  in  the 
sense  that  it  had  not  been  anticipated  by  any  previous  in- 
vention, and  it  waa  shown  to  have  superior  utility,  yet  it 
was  held  not  to  be  such  an  improvement  as  was  entitled  to 
be  regarded,  in  the  patent  law,  as  an  invention.  The  claim 
was:  "A  stamp,  the  body  of  which  is  made  of  paper  or 
other  material,  and  having  a  removable  slip  of  metal  or 
other  material,  displaying  thereon  a  serial  number,  or  other 
specific  identifying  mark,  corresponding  with  a  similar  mark 
upon  the  stub,  and  so  attached  that  the  removal  of  such  slip 
must  mutilate  or  destroy  the  stamp."  The  part  designed  to 
become  a  stub  when  the  stamp  proper  was  separated  there- 
from, and  displaying  a  serial  number,  was  well  known ;  and 
so  was  the  constituent  part  of  the  stamp  proper  designed  to 
be  permanently  attached  to  a  barrel,  lie  third  element 
namely,  a  constitaent  part  of  the  stamp  proper  displaying 
the  same  identifying  serial  number  as  the  stub,  which  part, 
after  the  stamp  proper  had  been  affixed  to  the"barrel,  boi-e 
such  relation  to.  the  permanent  part,  that  it  could  be  re- 
moved therefrom  so  as  to  retain  its  own  integiity,  bat  to 
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mutilate,  and  thereby  cancel  the  stamp,  by  its  removal,  was 
not  new,  so  far  as  the  contents  of  such  constituent  part  were 
identical  with  those  on  the  stub.  Bat  the  question  turned 
on  that  feature  of  the  third  element  whereby  a  removable 
part  of  the  stamp  proper,  the  contents  of  which  identified 
the  stamp  with  the  stab  after  the  stamp  had  been  attached, 
could  be  80  removed  as  to  retain  its  own  integrity,  but  mu- 
tilate, and  thereby  cancel,  the  stamp  by  its  removal.  This 
was  held  not  to  be  a  patentable  invention;  and  "not  to 
spring  from  that  intuitive  faculty  of  the  mind  put  forth  in 
the  search  for  new  results,  or  new  methods,  creating  what 
had  not  before  existed,  or  bringing  to  light  what  lay  hidden 
from  vision ;"  but  to  be  only  "  the  display  of  the  expected 
skill  of  the  calling,"  and  involving  "only  the  exercise  of 
the  ordinary  faculties  of  reasoning  upon  the  materials  sup- 
plied by  a  Bpecial  knowledge,  and  the  facility  of  manipula- 
tion which  results  from  its  habitual  and  intelligent  prac- 
tice ;"  and  to  be  "tn  no  sense  the  creative  work  of  that  in- 
ventive faculty  which  it  is  the  purpose  of  the  Constitution 
and  patent  laws  to  encourage  and  reward." 

On  these  principles  claim  3  of  the  Carr  reissue  must,  in 
view  of  the  state  of  the  art,  either  be  held  not  to  involve  a 
patentable  invention,  or,  if  it  does,  not  to  have  been  in- 
fringed. 

The  specification  of  the  Bartholomew  patent  says :  "  The 
nature  of  my  invention  consists  in  providing  for  water- 
closets  a  cistern,  or  drip,  or  leak  chamber,  arranged  upon 
the  top  of  or  over  the  trunk  of  a  closet,  and  placing  a  sup- 
ply-<jock  within  or  above  said  drip-box  or  cistern,  so  that 
any  waste  or  leak  or  drip  from  tbe  cock  shall  be  conducted 
into  the  trunk,  so  as  to  insure  the  keeping  of  the  floor  dry. 
*  *  *  Fig.  1  is  a  perspective  view  of  a  pan-closet,  show- 
ing my  drip-box  arranged  upon  the  top  plate  of  the  closet, 
and  the  cock  for  supplying  water  to  the  same  secured  to  the 
closet  within  tbe  drip-box.  *  *  •  The  general  form  of 
the  closet  is  such  as  is  in  common  use.     Upon  the  cover,  R. 
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]  oatit  a  box.  ioclosiu'e,  or  cistern,  E^  about  one  inch  Ugh 
(mora  or  \en». )  and  broad  enough  to  admit  of  placing  tiie  'A' 
(■o<'k  (I  use  a  val  ve  cock)  within  the  cistern,  and  (where  it  is 
]»nicticable)  -so  as  also  lo  receive  the  drip  that  may  escape 
from  the  joint  at  the  ana  of  the  basin,  called  the  'potty- 
joint.'  I  screw  the  cock  into  the  cover  of  the  closet,  and 
make  a  hole  within  the  drip-bos,  or  in  the  bottom  of  the 
rock,  to  admit  the  leak  to  fall  into  the  trunk,  F,  and  not  on  to 
the  door."  The  first  claim  of  the  patent,  which  is  the  only 
one  alleged  to  have  been  infringed,  reads  thus:  "P'irst.  I 
claim  the  use  of  a  drip-box  or  leak-chamber,  arranged  above 
the  closet,  and  below  and  around  the  supply-cock,  snbstan- 
tially  as  described." 

The  defendants'  structure  has  a  trunk,  and  a  supply-cock, 
and  a  drip-box  arranged  below  and  around  the  anpply-oock, 
but  the  drip-box  is  cast  on  the  side  of  the  trunk,  near  the 
top,  but  below  it,  and  not  on  top  of  it.  The  drip  g^es  into 
the  drip-box,  and  thence  into  the  trunk  and  the  soil-pipe. 
The  following  devices  are  shown  to  have  been  old :  A  drip- 
cup  or  drip-box  ;  a  pipe  to  convey  away  drippings,  in  ma- 
chinery, from  a  drip-box  arranged  in  connection  vrith  a  cock ; 
a  drip-cup  applied  to  the  valve  of  a  water-closet,  the  leakage 
from  the  valve  falling  into  a  saucer,  and  thence  finding  its 
way,  through  a  hole,  into  the  inside  of  the  trunk ;  a  valve 
on  the  floor  at  the  foot  of  the  trunk  ;  a  valve  attached  to  the 
trunk  and  below  its  top ;  a  valve  above  ita  top ;  a  valve  with 
a  drip-pan  conducting  the  drip  into  the  soil-pipe  at  the  foot 
of  the  trunk ;  a  valve  on  top  of  the  trunk,  and  a  provision, 
by  means  of  a  hollow  arm,  to  conduct  the  drip  into  the 
trunk.  In  view  of  this  state  of  the  art,  the  claim  must  be 
limited,  as  deflned  by  its  language  and  that  of  the  apecifica- 
rion,  to  a  drip-box  "arranged  upon  the  top  of  or  over  the 
trunk" — "aiTanged  upon  the  top  plate "^-cast  "upon  the 
cover"— "arranged  above  the  closet."  The  limitation  im- 
posed by  the  patentee  must  be  pi-esumed  to  have  been  made 
with  good  reason,  and,  even  if  there  was  anything  patent- 
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able  in  the  claim  as  it  reads,  it  cannot,  in  view  of  the  state  • 
of  the  art,  be  extended  to  cover  any  structure  except  one 
which  has  a  drip-box  arranged  above  or  on  top  of  the  closet, 
and,  therefore,  has  not  been  infringed. 

Prom  these  considerations  it  results  that  the  decrees  in 
the  Missouri  suits  must  be  aj^rmed;  and  those  in  the  New 
York  suits  must  be  reversed,  toith  directions  to  dismiss  the 
biUs,  with  costs. 

,  11«II.B,1«. 
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JAMES     SARGENT,    APPELLANT,    ».    HALL    SAFE 
AND  LOCK  COMPANY  et  al.* 

11«  U.  8.  68-86.    Oot.  Term,  1884. 

[Bk.  29,  L.  ed.  67;  31  O.  G.  661.] 

Ai^ed  January  21,  26,  27,  1885,     Decided  March  30,  1866. 

Particular  p^mt  construed  and  limitedin  vieu>  o/Jile  wrapper  and 
contents.    Amendments  to  application  as  limitations. 

1.  Lettere  patent,  No,  18e,3i}9,  granted  to  James  Sargent,  Jan- 
uary 16,  1877,  for  Improvements  in  Time-Locks,  construed  and 
strictly  limited,  in  view  of  the  history  of  the  limitations  im- 
posed on  the  application  after  repeated  rejections  and  held, 
that  the  corobination-locic  forming  a  member  of  the  combina- 
tions claimed  by  the  two  claims  of  the  patent,  is  one  which  haa 
a  bolt  or  bearing  that  tum§  on  an  axis  or  revolves,  as  distin^ 
gnished  from  a  eliding  bolt,  and  those  claims  are  not  infringed 
by  a  structure  in  which  the  combination -lock  has  not  a  turning 
or  revolving  bolt.  (p.  677.) 

S.  Claim  2  of  the  patent  requires  that  the  tomblers  of  the  combi- 
nation-lock, and  its  spindle  shall  be  free  to  rotate  while  the 
bolt-work  is  held  in  its  locked  position  by  the  bolt  or  bearing 
of  the  combination -lock.     (p.  606.) 

3.  In  patents  for  combinations  of  meohaniam,  limitations  and  pro- 
Tisos  imposed  by  the  inventor,  especially  Buch  as' were  intro- 
duced into  an. application  after  it  had  been  persistently  re- 
jected, must  be  strictly  construed  against  the  inventor,  and  in 
favor  of  the  public,  and  looked  upon  as  in  the  nature  of  dis- 
claimers,    (p.  607.) 

[Citations  in  the  opinion  of  Om  court:] 

Fay  V.  Cordeeman,  109  U.  8.  408  [p.  1  an(«.]    p.  607. 

Water-Meter  Co.  r.  Deeper,  101  U.  S.  332  {H  Am.  &  Bng.  380.]    p.  60a 

Gage  «.  Herring,  107  V.  S.  640  [14  Am.  &  Eng.  4&4.]     p.  606. 

Appeal  from  the  Circuit  Conrt  of  the  United  States  for 
the  Southern  District  of  Ohio. 

■See  Biplanation  of  Not«a,  page  III. 
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The  history  and  facts  of  the  case  appear  in  the  opioitHi  of 
the  court. 

Messrs.  Edmund  Wetmore,  George  Ticknor  Ourtis,  and 
S.  A.  Bowvian,  foj'  appeUatU: 

It  is  a  fair  conclusion  from  the  testimony  that  Sai^nt's 
was  tiie  first  successful  time  lock  ever  constructed.  Many 
prior  patents  had  been  taken  out  in  Elngland  and  this  coun- 
try for  locking  or  latching  devices  controlled  by  clock-work, 
but  none  of  them  appeal-  to  have  ever  gone  into  successful 
use,  or  to  be  capable  of  such  use. 

We  contend  that  the  patent  is  to  be  construed  in  accord- 
ance with  the  rule  that  patents  (to  use  the  language  of  this 
court,)  "are  to  receive  a  liberal  conatniction,  and,  under 
the  fair  application  of  the  rule,  ut  res  magis  vaieat  quam 
pereat,  are,  if  practicable,  to  be  so  interpreted,  aa  to  uphold 
and  not  to  destroy  the  right  of  the  inventor. 

Turrill  P.  Railroad  Co.,  1  WaU.  491  [7  Am.  &  Eng.  202;] 
The  Oorn  Planter  Patent,  23  Wall.  181  [10  Am.  &  Eng.  1 ;] 
lake  Shore  &c.  R.  R.  Co.  ».  Car-Brake  Shoe  Co..  110  U.  S. 
229  [15  Am.  &  Eng.  124.] 

The  application  of  this  mle  requires  that  the  patent  shonld 
be  construed,  if  possible,  so  as  to  cover  the  actual  invention 
of  the  patentee,  and  thus  construed  it  does  not  include 
every  combination  of  a  time  movement,  a  lock  and  the  bolt 
works  of  a  door,  but  a  particular  combination  of  those  ele- 
ments, having  certain  specific  feature. 

That  is  to  say,  the  invention  is  limited  to  the  particular 
combination  between  a  time  mechanism,  a  combination  lock 
and  bolt  works,  in  which  the  time  mechanism  controls  the 
lock  by  a  lever  connection  constructed  and  oj)erated  sub- 
stantially like  that  of  the  patent,  and  which  holds  the  mem- 
ber of  the  combiiiiition  lock  which  engages  with  the  mech- 
anism turned  by  the  outside  knob  out  of  that  engagement 
for  a  required  length  of  time,  whether  or  not  the  combina- 
tion be  set.  The  combination  lock  is  further  to  have  its  lock 
bolt  so  constructed  and  placed  that  when  in  its  locked  posi- 
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tion  it  will  receive  the  pressure  of  the  bolt  works,  if  force 
is  exerted  to  throw  them  back. 

Thus  limited  the  invention  is  not  found  in  any  of  the  al- 
leged anticipations,  as  the  briefest  examinatioD  will  show. 

The  best  proof  of  infringement  will  be  found  by  an  in- 
spection and  comparison  of  the  defendant's  lock  with  that 
of  the  complainant,  as  set  forth  in  complainant's  specifica- 
tion and  claims,  and  illustrated  by  the  models. 

It  is  difficult  to  expre,Bs  in  writing  mechanical  difFerences 
and  similarities,  which  are  best  shown  by  actual  inspection 
and  comparison  of  the  machines  themselves. 

Appelte,nt8  respectfully  refer  to  the  model  in  the  case  in 
support  of  their  proposition  that  none-of  the  differences  re- 
lied upon  by  the  appellees  to  distinguish  the  defendant's 
lock  from  the  mechanism  described  and  claimed  in  the  Sar- 
gent patent  are  material  and  that  the  testimony  of  com- 
plainant's experteasto  the  substantial  identity  of  the  mech- 
anisms is  correct,  viz.:  that  the  defendant's  lock  contains 
the  combinations  specifically  pointed  out  in  the  claims. 

Messrs.  Edward  JV.  DicJcerson  and  WlUiaan,  O.  Coch- 
ran, for  appellee : 

In  June,  1873,  Sargent  applied  for  a  patent  founded  upon 
a  peculiar  combination  of  a  clock  and  a  lock.  He  attempted 
under  a  general  claim  to  comprehend  all  combinations  be- 
tween clocks  and  locks,  as  well  as  the  special  one  which  he 
had  invented.  The  office  at  all  times  allowed  bim  his 
special  combination,  but  rejected  his  general  claims. 

In  July,  1876,  he  added  to  this  application  anew  element, 
not  in  the  original  application,  drawings,  or  model,  namely  a 
"  bolt  work  ;"  and  under  that  application,  which  included 
the  original  allowable  claim,  he  proceeded  until  he  had  got 
all  three  claims  allowed.  He  then  split  his  application  in 
two,  and  on  one  took  a  patent  for  that  which  had  been  al- 
lowed him  from  the  beginning,  and  on  the  other  took  a  pat- 
ent for  the  new  matter  which  he  had  interpolated  into  the 
case  more  than  two  years  after  it  was  ori^nated,  and  which 
changed  the  entire  aspect  of  the  application. 
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If  the  words  "  substantially  as  hereinbefore  set  forth" 
limit  the  claim  to  the  particalar  device  shown  in  the  diaw- 
inga  and  specifically  described  in  the  specifications,  the  Hall 
lock  does  not  infringe. 

Thifi  ia  trae,  first,  because  that  "featareof  the  utmost  hh- 
portance,"  which  constitutes,  by  his  own  statement,  "the 
peculiarity  and  novelty  of  this  union"  of  his,  is  not  em- 
bodied in  the  Hall  lock.  It  is  an  essential  part  of  the  de- 
vice set  forth  in  the  specification — and  its  absence  in  the  Hall 
lock  is  fatal  to  complainant's  case,  unless  his  first  claim  is 
absolntely  without  limitation,  and  covers  every  conceivable 
device  for  rendering  a  combination  lock  inoperative  by  the 
use  of  time  mechanism. 

It  is  tme,  also,  because  Sargent  limits  himself  by  two  suc- 
cessive provisos  to  a  certain  class  of  combinatiou  locks,  to 
which  the  Hall  combina.tion  lock  does  not  belong. 

This  coTirt  has  decided  in  the  case  of  Russell  v.  Bodge,  93 
U.  S.  463  [10  Am.  &  Eng.  496]  that  if  a  patentee  "ex- 
plicitly" describes  in  hie  specification  heated  fat  liquor  in 
a  patented  process  for  tanning,  he  cannot  prosecute  one  who 
uses  fat  liquor  which  is  not  heated,  nor  can  he  reissue  find 
leave  out  the  limiting  adjective  without  forfeiting  his  pat- 
ent. 

"  Experience  has  shown,"  said  Judge  Grier,  in  Sickles  c. 
(Jloucester  Mnfg  Co.,  1  Fish.  233,  "that  inventions  which, 
to  support  their  claims  to  ori^nality  were  made  nairow 
enough  to  pass  through  the  eye  of  a  needle,  when  once  es- 
tablished and  in  a  battle  with  infringers,  become  as  huge  as 
camels." 

In  Keystone  Bridge  Co.  c.  Phoenix  Iron  Co.,  95  U.  S.  279 
[11  Am.  &  Eng.  364,]  this  court  said  :  "  As  patentsare  pro- 
cured ex  parte,  the  public  is  not  bound  by  them,  but  the 
patentees  are,  and  tlie  latter  cannot  show  that  their  inven- 
tion is  broader  than  the  terms  of  their  claim  ;  or,  if  broader, 
they  mnat  be  held  to  have  surrendered  the  surplus  to  the 
public." 

It  is  presumed  that  a  patent*^  states  his  invention  cor- 
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rectly,  and  that  if  he  places  limitations  and  "provisos"  on 
the  niachiue  or  process  described,  he  does  so  because  he 
knows  he  is  not  the  inventor  of  the  things  in  an  unlimited 
or  general  sense.  In  this  case,  however,  ike  Umitaiions 
were  imposed  after  tTie  application  was  made,  which  em- 
phasizes the  presumption  and  makes  it  a  fact 

Mr.  Justice  Blatohfoed  delivered  the  opinion  of  the 
court: 

This  is  a  suit  in  equity,  brought  in  March,  1877,  in  the 
Circuit  Court  of  the  United  States  for  the  Southern  District 
of  Ohio,  by  James  Sargent,  the  appellant,  against  the  Hall 
Safe  and  Lock  Company  and  others,  the  appellees,  for  the 
infringement  of  letters  patent,  No.  186,369,  granted  to  Sar- 
gent, January  16,  1877,  for  improvements  in  time-locks.  It 
was  afterwards  consolidated,  ae  of  November,  1879,  with  an- 
other suit  in  equity,  brought  in  July,  1876,  in  the  same 
court,  by  the  same  plaintiff  against  the  same  defendants,  for 
the  infringement  of  reissued  letters  patent,  No.  6,787, 
granted  to  Sargent,  December  7th^  1875,  for  improvements 
in  time-locks,  on  the  surrender  of  original  letters  patent, 
No.  191,783,  granted  to  Stephen  W.  HoUen,  December  12th, 
1871.  The  Circuit  Court  heard  the  case  on  pleadings  and 
proofs  and  dismissed  the  bill.  The  plaintiff  has  appealed, 
but  no  claim  is  made  in  this  court  to  recover  on  the  Hollen 
reissue. 

The  specification  and  claims  of  No.  186,369  are  as  fol- 
lows : 

"  Be  it  known  that  I.  James  Sargent,  of  Rochester,  in  the 
county  of  Monroe,  and  State  of  New  York,  have  invented 
certain  new  and  useful  improvements  in  locks  for  safe  and 
vault  doors,  of  which  the  following  is  a  specification  : 

This  invention  relates  to  certain  improvements  in  locks 
forsafeand  vaultdoors,itaob]ect  being  to  construct  a  time- 
movement  in  such  a  manner  as  to  have  it  guard,  and  operate 
in  conjunction  witii,  a  combination -lock,  soas  to  render  said 
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combinatioo-lork,  when-  locked,  inoperative  and  incapable 
of  being  unlocked  nnti)  the  arrival  of  the  appointed  boor, 
at  which  time  the  time-niechanisin  will  liberate  or  cease  its 
guarding  action  on  the  rombioation-lock,  and  admit  of  said 
lock  being  operated  and  unlocked  by  the  person  haviiig 
knowledge  of  the  combination  upon  which  said  lock  is  set, 
Bo  as  to  enable  the  Iwlt-work  of  the  safe  or  vault  door  to  be 
retpdcted  and  the  door  opened. 

My  invention  consists  in  combining  a  tune-mechaniean 
with  a  combination-lock,  and  adapting  the  same  to  opente 
in  connection  with  the  bolt-work  of  a  safe  or  vault  door, 
the  time-mechanism  being  conatruct'ed  to  act  in  conjunction 
with,  and  guard,  dog,  or  render  inoperative,  the  aforesaid 
combination-lock,  when  locked,  the  said  combination-lock 
having  a  bolt  or  bearing  specially  constructed  and  arranged, 
so  that,  when  in  one  position,  it  will  rest  upon  or  receive 
the  pressure  of  the  bolt-work  of  the  door  when  the  latter  ia 
thrown  out  and  the  lock  locked,  and  thus  prevent  the  re- 
traction of  the  bolt-work. 

This  arrangement  retains  the  bolt-work  in  a  locked  con- 
dition during  the  hours  appointed  for  it  to  remain  locked, 
and  prevent  the  lock  from  being  unlocked  by  anyone  hav- 
ing legitimate  or  surreptitious  knowledge  of  the  combina- 
tion upon  which  the  lock  is  set,  until  the  arrival  of  the  ap- 
point«i  hour,  when  the  time-mechaniam  will  cease  its  dog- 
ging or  guarding  aetion  upon  said  combination-lock,  and 
admit  of  said  lock  being  operated  by  those  in  possession  of 
the  combination,  so  as  to  enable  them  to  place  the  bolt  or 
bearing  of  the  lock  in  such  position  as  to  enable  the  retrac- 
tion of  the  bolt-work,  whereby  the  safe  or  vault  door  can 
be  opened. 

The  invention  further  consists  in  a  certain  combination, 
substantially  as  hereinafter  set  forth,  that  is  to  say,  a  union 
consisting  of  n  combinatiun-lock,  a  time-movement  and  a 
yoke  lever  or  connection,  adapted  to  be  placed  upon  a  safe  or 
vault  door,  to  operate  in  conjunction  with  the  bolt-work 
114  o.  s.a«-aa. 
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thereon,  said  yoke  lever  or  t'onhection  being  constructed 
and  located  in  snch  respect  to  the  combination -lock  as  to 
render  the  unlocking  of  the  same  absolutely  impossible 
when  locked,  and  so  remain  locked  until  the  arrival  of  the 
appointed  or  predeterminate  time,  at  which  time  the  said 
yoke  lever  or  connection,  through  the  action  of  the  time- 
movement,  is  caused  to  cease  its  guarding  or  dogging  action 
npon  the  combination-lock,  at  which  time,  or  any  time  after 
during  the  time  tlie  time-mechanism  has  ceased  its  dogging 
or  guarding  action,  the  said  lock  can  be  nnlocked  by  the 
person  in  possession  of  the  proper  combination  upon  which 
the  lock  is  set ;  the  peculiarity  and  novelty  of  this  union 
being,  that,  when  the  said  combination-lock,  with  its  time- 
mechanism,  is  arranged  npon  a  safe  or  vault  door,  to  oper- 
ate in  conjunction  with  the  bolt- work  thereon,  and  all  locked, 
the  tumblers  oi'  combination-wheels  of  said  lock,  and  the 
spindle  of  the  same,  together  with  its  usual  indicator,  are 
all  left  free  to  be  moved  or  rotated  without  exerting  any 
nnlocking  action  or  strain  whatever  upon  the  mechanism 
composing  the  combination-lock,  or  the. delicate  mechanism 
composing  the  time-movement. 

In  the  drawings,  PHgure  1  represents  a  portion  of  a  safe 
.or  vault  door,  illustrating  therein  a  bolt-work  and  a  com- 
bined time-mechanism  and  combination-lock,  with  covers 
removed,  the  bolt-work  being  thrown  out  into  the  jamb  of 
the  door,  and  the  combination-lock  locked  and  guarded  by 
the  time-movement.  Pig.  2  is  a  detail  view,  illustrating  a 
yoke  lever  or  connection  adapted  to  connect  with  the  dog, 
angle-bar,  or  fence  of  the  combination-lock.  Fig.  3  repre- 
sents a  portion  of  a  safe  or  vault  door,  having  thereon  a 
bolt-work,  and  a  combined  time-mechanism  and  combina- 
tion-tock,  the  combination-lock  being  unlocked  and  the 
bolt-work  retracted. 

Referring  to  the  drawings,  the  letter  A  designates  the 
case  of  a  combination-lock,  the  look-works  of  which  may 
be  of  any  of  the  well-known  forms  now  in  line,  provided  the 
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same  is  sapplied  with  a  ItK-k-lmlt  or  a  bearing,  ronstmeted 
and  ananged  so  aa  to  connect  with  or  receive  the  preesnre 
of  the  bolt-work  located  on  a  safe  or  vault  door,  when  said 
lock-N)It  or  bearing  and  the  bolt-work  are  placed  in  a  posi- 
tion for  locking  the  door. 

The  combination-lock  illnstrat^^d  in  the  drawings  is  one 
known  as  "  Sargent's  Antomatic  Bank-Iiock,"  upon  which 
letters  patent  were  granted  AngustSS,  1866  ;  reiasned  Jan- 
uary 2,  1872. 

Said  combination-lock  is  shon'n  as  applied  upon  a  safe  or 
vault  door,  B,  ujion  which  is  arranged  a  bolt-work,  conMst- 
ing  of  the  usual  bolt-supporting  bars,  C,  bolts,  D,  carrying- 
bar,  E^  having  a  tongue-piece,  F,  said  carrying-bar  serving 
as  a  medium  for  projecting  or  retracting  the  bolts  into 
and  out  of  the  sockets,  a,  constructed  in  the  jamb  of  the 
safe  or  vault,  for  the  purimse  of  locking  or  unlocking  the 
door,  as  shown  in  Figs.  1  and  3. 

The  bolt-work  has  the  requiait*  projecting  or  retracting 
motion  imparted  to  it  from  the  outside  of  the  door,  when 
opened  or  closed,  through  the  medium  of  the  usual  knd). 
ft,  and  the  spindle,  c,  which  spindle  passes  through  the  door, 
and  connects  with  the  caiTying-bar  by  any  suitable  fasten- 
ing, such  as  a  slot,  d,  pin,  «,  and  suitable  fasteniug-nut. 

The  lock -bolt  or  bearing  of  the  combination-lock  may  be 
of  a  circular,  segmental,  or  other  desired  form,  provided 
said  lock-bolt  is  arranged  and  adjusted  so  as  to  turn  upon 
a  suitable  axis  or  bearing,  and  is  so  constmcted  that,  in  one 
position,  it  will  prevent  the  retraction  of  the  bolt-work,  so 
as  to  retain  the  safe  or  vault  door  locked,  while,  in  another 
position,  it  will  admit  of  the  bolt-work  being  retracted  fi>r 
the  purpose  of  allowing  the  safe  or  vault  door  to  be  opened. 

In  the  present  example,  the  lock-bolt  is  shown  as  pro- 
vided with  an  offset  or  recess,  f,  which  offset  or  recess  is 
brought  in  or  out  of  coincidence  with  the  tongue-piece  on 
the  carrying-bar,  to  admit  of  the  bolt-work  being  projected 
or  retracted  through  the  medium  of  a  sliding-bar,  H,  which 
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carriee  a  dog,  fence,  or  angle-bar,  J,  havingahook,^',  which 
engages  with  the  bit,  h,  of  the  cam,  K,  secured  upon  the 
dial-spindJe,  i,  which  spindle  passes  through  the  safe  or 
vault  door,  in  the  usual  manner,  and  serrea  to  operate  the 
series  of  tamblers  or  combination-wheels,  L. 

The  sliding-bar  H  is  connected  with  the  lock-bolt  or  bear- 
ing in  any  suitable  manner,  its  object  being  to  impart  mo- 
tion to  said  lock-bolt  or  bearing,  to  secure  the  objects  above 
specified. 

The  said  lock-bolt  or  bearing,  it  will  be  perceived,  is  lo- 
cated in  its  casing,  so  as  to  rest  closely  in  the  rear  of  the 
tongue- piece  or  connection  secured  upon  the  carrying-bar, 
and  is  isolated,  so  to  speak,  from  the  tumblers  or  combina- 
tion-wheels and  the  other  main  working  parts  of  the  lock, 
and,  therefore,  any  strain  which  is  brought  to  bear  upon  it 
by  the  heavy  bolt-work  will  be  expended  upon  the  bolt  or 
bearing  and  its  axis  or  bearing,  and  not  upon  the  tumblers- 
or  combination- wheels. 

It  will  be  seen  that,  to  unlock  the  combination-lock,  the 
hook  of  the  dog,  angle-bar,  or  fence,  J,  will  drop  into  the 
notches  or  slots  of  the  tumblers  or  combination-wheels, 
when  the  notches  are  brought  into  juxtaposition  by  the 
operator  who  has  possession  of  the  combination  upon  which 
the  lock  is  set,  at  which  time  the  bit,  h,  of  the  cam  K,  will 
also  engage  with  the  hook,  g,  of  the  said  dog,  angle-bar,  or 
fence,  when,  by  moving  the  dial-spindJe,  the  lock-bolt  oi' 
bearing  can  be  moved  or  rotated  so  as  to  admit  of  the  tongue- 
piece  or  connection,  with  the  oarrying-bar  and  bolt-work, 
being  moved  back  or  retracted,  as  in  Fig,  3  of  the  drawing, 
and  the  safe  or  vanlt  door  opened ;  but,  when  said  combi- 
nation-lock is  locked,  the  hook  of  the  dog,  angle-bar,  or 
fence,  J,  is  elevated,  due  to  the  combination-wheels  being 
disarranged,  as  in  Pig.  1  of  the  drawings,  and  then  no  action 
can  be  had  upon  the  connecting-bar,  dog,  angle-bar,  or 
fence,  or  upon  the  lock-bolt,  or  bearing,  by  turning  of  the 
dial-spindle,  and  hence  the  tongue-piece  or  connection  on* 
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the  carrying-bar  of  the  bolt-work  reata  upon,  or  oonnecla 
with,  the  Iock-iH>lt.  or  bearing,  and  the  bplt-work  is  se- 
curely retained  in  a  locked  condition. 

With  such  combination-lock,  or  one  of  aabstantially  ^e 
Hiime  construction  and  operation,  constmcted  to  be  appUed 
for  use  upon  a  safe  or  vault  door,  to  operate  in  connection 
with  the  ponderous  or  great  bolt- work  thereon,  is  combined 
a  time-mechaniam,  the  works  of  which  may  beof  any  of  the 
improved  or  desired  kinds,  since  its  action  is  to  measure 
time  correctly,  the  object  being  that,  daring  the  interval 
that  the  combination-lock  is  locked  and  the  time-movement 
wound  up,  the  same,  through  a  suitable  connection  made 
between  it  and  said  combination-lock,  will  guard  the  said 
lock,  and  prevent  its  being  nulocked,  even  by  a  cashier  or 
other  person  in  possession  of  the  combination  upon  which 
the  said  combination-lock  is  set. 

In  the  present  example,  a  duplex  or  double  time-move- 
ment is  illustrated,  such  being  preferable  to  a  single  time- 
movement,  as  a  safeguard  against  stopping. 

Each  of  the  time-movements,  which  are  designated  by  the 
letters  M  M,  which  may  consist  of  a  chronometer  or  clock 
movement,  is  supplied  with  a  pointer  or  hand,  attached  to 
a  spindle,  I,  in  such  a  manner  as  to  be  capable  of  being 
moved  backward  to  set  any  elected  number  on  the  dials  N, 
said  dials  being  spaced  off,  or  marked  with  a  scale  of  hours 
and  divisions,  from  one  npward  to  any  desired  number,  ac- 
cording to  the  mechanism  of  the  chronometer  or  clock. 
With  each  of  the  dials  are  combined  adjusting  disks  or 
arms  O,  or  some  equivalent  mechanical  device,  each  of  which 
carries  a  stud,  or  a  pin  or  projection,  which  acta  upon  a 
yoke  or  lever,  which  connects  with  and  guards  the  combi- 
nation-lock the  number  of  hotira  or  time  for  which  it  is  de- 
signated said  lock  is  to  remain. locked,  and  thus  controls 
the  action  of  its  lock-bolt,  or  bearing  while  the  same  is  in 
H  locked  condition. 
.     Tlie  yoke  lever  or  connection  is  designated  by  the  letter 
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P,  and  it  ia  pivoted  or  loosely  fixed  on  its  support  or  axis, 
as  at  m,  or  otherwise  an-auged  so  as  to  operate  in  conjunc- 
tion with  the  moving  or  revolving  disks  or  arms  O,  the  ob- 
ject being,  that  the  yoke  lever  or  connection  and  the  disks 
can  be  adjusted  with  respect  to  each  other,  so  as  to  connect 
with  the  dog  or  fence  or  other  working  part  of  the  lock, 
and  thus  control  the  movement  of  the  lock-bolt,  orbeaiing, 
and  hence  the  locking  and  nnlocking  of  the  combination- 
lock. 

One  end  of  the  extension  of  the  yoke  lever  or  connection, 
in  the  present  example,  has  a  suitable  hook,  n,  that  engages 
wit&  a  pin,  o,  on  the  dog,  angle-bar,  or  fence,  J,  by  strik- 
ing under  it,  in  which  case  it  holds  said  dog,  angle-bar,  or 
fence  elevated  out  of  contact  with  the  tumblers  or  combina- 
tion-wheels and  the  cam  of  the  dial-spindle.  The  arms  of 
said  yoke  lever  or  connection  connect  with,  or  rest  upon,  the 
■  axis  or  spindle  of  the  adjusting  disks  or  arms  ;  and  the  ar- 
rangement of  the  studs,  pins,  or  projections  on  said  disks  or 
arms  is  such  that,  when  the  indicators  have  reached  the 
proper  number  on  the  dials,  said  studs,  pins,  or  projectsoua 
will  have  acted  upon  the  yoke  lever  or  connection,  and 
moved  it  sufficient  to  withdraw  l^e  cam-hook  from  beneath 
the  pin  o,  and  thus  allow  the  dog,  angle-bar,  or  fence  to 
fall,  ready  to  engage  with  the  tumblers  or  combination- 
wheels  and  the  lock-bolt  or  bearing,  at  which  time  the  com- 
bination-lock can  be  operated  by  the  person  in  possession 
of  the  combination,  as  the  time-movement  has  ceased  its 
gaarding  or  dogging  action. 

Notches,  p  p,  should  be  formed  in  the  yoke  lever  or  con- 
nection, to  allow  the  studs,  pins,  or  projections  to  fall 
therein,  when  the  disks  or  arms  and  the  indicators  have 
reached  the  desi^ated  number,  thus  serving  as  stops  for  the 
adjusting  disks  or  arms,  and  prevent  the  same  from  moving 
on,  beyond  the  prearranged  hour  to  reset  the  yoke  lever  or 
connection  upon  the  studs  or  projections ;  for,  if  some  soch 
provision  were  not  made,  the  combination-lock  could  not  be 
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opened  ontil  th«  disks  or  amift,  with  th4>  indicators,  came 
around  a^in  to  said  pivriously  appointed  hour ;  at  least, 
there  might  be  danger  of  such  occurring. 

Tlie  double  time-pieces  are  employed,  as  hereinbefore 
stated,  rto  as  to  insure  the  releasing  of  the  combination-lock 
in  case  one  of  the  time-works  should  stop  or  fail  to  come  to 
proper  jwsition.  A  spring  r.  or  an  equivalent,  such  as  a 
weight,  should  be  connected  with  the  lower  end  of  the  yoke 
lever  or  connection,  to  produce  the  necessary  reaction  to 
bring  the  hook  of  the  yoke  lever  or  connection  umler  the 
I)in  on  the  dog,  angle-bar,  or  fence. 

Thus  it  will  be  seen,  from  the  foregoing,  that  the  bolt- 
work  of  the  safe  or  vault  door  connects  with,  or  rests  upon, 
the  bolt  or  bearing  of  the  combination-lock,  and  that  the 
yoke  lever  or  connection  of  the  time-movement  connects 
with  the  dog.  angle-bar.  or  fence  of  said  combination-lock, 
renderingthe  said  combination-lock  inoperative  when  locked, 
that  is  to  say,  said  yoke  lever  or  connection  has  the  effect  of 
dogging  or  guarding  the  combination-lock  during  the  time 
it  is  locked,  and  preventing  its  being  unlocked  until  the  ar- 
rival of  the  hour  previously  designated  by  the  time-move- 
ment ;  and,  shordd  pressure  be  exerted  upon  the  great  or 
ponderous  bolt-work  of  the  door,  when  locked,  it  will  be  re- 
ceived and  arrested  and  retained  by  the  lock-bolt  of  the 
combination-lock,  and  will  not  be  transmitted  to  the  tumb- 
lers or  combination-wheels  of  the  combination-lock,  or  to  the 
time-movement,  or  to  the  yoke  lever  or  connection. 

In  lieu  of  the  lever  connecting  with  the  dog  or  fence,  it 
may  be  made  to  connect  or  operate  on  the  lock  itself,  and 
thus  secure  the  result  hereinbefore  recited. 

The  time-mechanism  may  be  in  the  same  case  containing 
the  works  of  the  combination-lock  ;  or  it  may  be  in  an  apart- 
ment connected  with  the  case  of  the  combination-lock,  or  in 
a  case  aeiwirate  and  distinct  from  the  case  containing  the 
combination-lock. 

The  advantages  of  this  invention  over  common  time-locks 
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U  that,  when  the  time  mechanism  releases  the  lock-mechan- 
ism, that  is,  ceases  its  dog^g  or  guarding  action,  it  does 
not  admitof  the  unlocking  of  the  bolt-work  of  the  door,  bnt 
simply  leaves  the  combination-lock  in  the  condition  that  it 
can  be  unlocked  by  the  person  in  possession  of  the  proper 
combination  npon  which  said  lock  is  set,  thus  securing  the 
advantages  of  a  combination-lock  for  use  during  the  day, 
with  the  time-mechanism  for  guarding  and  protecting  said 
lock  during  the  night. 

This  improvement  is  of  the  utmost  importance ;  for,  dur- 
ing the  hours  when  the  time-mechanism  is  set,  no  one,  not 
even  the  oflScers  of  a  bank  or  other  institution,  can  open 
the  combination-lock;  and,  when  said  time-mechanism  is 
not  set  or  adjusted,  no  one,  except  the  holder  of  the  combi- 
nation upon  which  the  lock  is  set,  can  open  it.  No  one  who 
has  the  combination,  whether  obtained  surreptitiously  or 
otherwise,  can  open  the  lock  when  the  time-movement  is  set, 
'  for  the  simple  reason  that  no  connection  can  be  made  be- 
tween the  tumbler  or  combination-wheels,  the  dog,  angle- 
bar,  or  fence,  the  spindle  and  the  lock -bolt  or  bearing. 

Further :  Another  feature  of  the  utmost  importance  pres- 
ent in  the  combinatiou  of  parte  brought  together  is,  that  the 
connection  between  the  time  movement  and  the  combina- 
tion-lock is  such  that,  when  the  time  movement  is  set,  the 
parts  adjusted,  and  the  safe  doors  closed,  the  combination- 
lock  will  be  rendered  inoperative  until  a  predeterminate 
hour,  during  which  interval  of  time  the  unlocking  action  of 
the  combination-lock  will  be  suspended  by  the  time-move- 
ment, while  the  tumblers  or  combination-wheels  of  the  afore- 
said combination-lock  are  left  free  to  rotate,  if  power  is  ex- 
erted upon  the  dial  spindle  for  the  purpose  of  twisting  said 
spindle  out  of  place  or  impairing  the  lock-mechanism,  and, 
by  such,  the  working  parts  of  the  combination-lock  cannot 
be  injured  or  rendered  useless  for  future  action. 

I  have  made  a  special  claim,  in  a  separate  application  for. 
letters  patent,  for  the  combination  of  a  time-movement  and 
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a  IcK-k  with  a  lever  adapted  to  be  connected  with  the  Aog  of 
Huid  lock,  to  hold  it  from  falling  Into  the  slots  or  notches  of 
the  combination-wheels  except  when  released  by  the  tijne- 
muvenient  So,  therefore,  in  this  appHcatioD,  Bnch  special 
constniction  and  amiiigement  of  parts  is  not  specially 
claimed. 

Having  thus  deacril>ed  ray  invention,  what  I  claim  and  de- 
sire to  secure  by  letters  patent  is : 

1.  The  combination,  substantially  as  hereinbefore  set 
forth,  of  a  tirae-raechanism  and  a  combination-lock  with  the 
bolt- work  of  a  safe  or  vault  door,  the  time-mechanism  being 
constructed  to  act  in  conjunction  with,  and  render  inopera- 
tive, the  combination-lock  when  locked,  said  lock  having  its 
bolt  or  bearing  constructed  to  receive  the  pressure  of  the 
series  of  bolts  constituting  the  bolt-work  of  the  door,  when 
locked,  and  prevent  the  unlocking  of  said  bolt-work  until 
the  arrival  of  a  certain  predetermined  hour. 

2.  The  combination,  substantially  as  hereinbefore  set 
forth,  of.  a  combination-lock,  and  the  series  of  bolts  consti- 
tuting the  bolt-work  of  a  safe  or  vault  door,  with  a  time- 
movement  and  a  yoke  or  lever  connection,  said  lever  being 
constructed  and  located  to  render  the  bolt  or  bearing  of  the 
combination -lock  inoperative  when  locked,  the  tumblers  of 
the  combination-lock  and  its  spindle  being  free  to  rotate 
while  the  bolt-work  is  held  in  its  locked  position  by  the  bolt- 
or  bearing  of  the  combination- lock."        * 

An  analysis  of  this  specification,  to  ascertain  in  view  of 
the  state  of  the  art  and  of  the  history  of  the  application  for 
the  patent  as  it  passed  through  the  Patent  Office  what  is  the 
proi>er  construction  of  the  claims  allowed,  will  conduce  to  a 
solution  of  the  questions  involved.  The  object  of  the  inven- 
tion is  stated  to  be  to  have  a  time-movement  guard,  and 
operate  in  conjunction  with,  a  combination-lock,  to  prevent 
the  action  of  the  combination-lock  until  a  time  previously 
appointed  by  the  setting  of  the  time-movement  shall  have 
arrived,  in  the  ordinary  running  of  the  time-movement,  at 
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whicb  time,  and  not  before,  the  combination-lock  will  come 
into  action,  when  operated  in  the  usual  way,  as  if  there  were 
no  time-movement.  In  other  words,  by  the  setting  of  the 
time-movement,  the  connection  between  the  combination- 
lock  and  its  lock-bolt  or  bearing  is  interrupted,  so  as  to  de- 
stroy the- capacity  of  the  combination-lock  to  unlock  the 
"bolt-work,  until  the  time  fixed  by  the  setting  of  the  time- 
movement  shall,  by  the  ordinary  running  of  the  time-move- 
ment, have  arrived,  when  the  connection  between  the  com- 
bination-lock and  its  lock-bolt  or  bearing  is  automatically 
restored,  through  the  action  of  the  time-mechanism.  The 
combination-lock  is  to  i-emain  with  its  organization  nn- 
changed,  but  the  time-mechanism  is  to  alternately  interrupt 
and  restore  its  connection  with  its  lock-bolt  or  baring,  and 
the  action  of  the  bolt- work. 

There  are  two  parts  to  the  invention,  represented  by  the  two 
claims.  Both  of  them  are  claims  to  combinations  of  mechan- 
ism. The  first  claim  is  a  claim  to  a  combination,  substan- 
tially as  set  forth  in  the  descriptive  part  of  the  specification, 
of  three  elements — (1)  a  time-mechanism  ;  (2)  a  combination- 
lock  ;  (3)  the  bolt- work  of  a  safe  or  vault  door.  But,  as  the 
claim  says  that  the  time-mechanism  is  to  be  constructed  to 
act  in  conjunction  with,  and  render  inoperative,  the  combi- 
nation-lock, when  locked,  it  follows  that  the  expression 
"time-mechanism"  includes  the  means  of  connection  be- 
tween the  time-movement  and  the  parts  on  which  the  com- 
bination-lock operates.  Otherwise,  there  could  be  no  opera- 
tive co-action  of  the  three  elements  named  in  the  claim.  The 
expressiona  "time-mechanism"  and  "time-movement"  are 
carefully  used  in  the  specification  and  claims,  as  having  dif- 
ferent me-anings,  the  former  including  the  latter  and  its 
means  of  acting  in  conjunction  with  tlie  r«mbination-lock. 
There  is  a  limitation  in  the  first  claim,  to  the  effect  that  the 
combination-lock  is  to  have  its  bolt  or  Ijejiring  constructed 
to  receive  the  pi-essure  of  the  Iwlt-work,  when  the  lock  is 
Iocke<l,  and  prevent  the  unlocking  of  the  bolt-work  till  the 
predetermined  time  shall  have  amved. 
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The  second  claim  is  a  claim  to  a  oombinatioo,  substantially 
as  set  forth  in  the  descriptive  part;  of  the  specification,  of 
four  elements — (1 )  a  combination-lock ;  (2)  the  bolt -work  of 
a  safe  or  vault  door ;  (3)  a  time-movement ;  (4)  a  yoke  or 
lever  connection,  constructed  and  located  to  render  the  bolt 
or  bearing  of  the  combination-lock  inoperative  when  the  lock 
is  locked.  In  the  second  claim,  the  time-mechanism  of  the 
first  claim  is  broken  up  into  a  time-movement  and  a  yoke 
or  lever  connection.  There  is  a  limitation  in  the  second 
claim,  to  the  effect  that  the  tumblers  of  the  combination- 
lock  and  its  s])iudle  are  free  to  rotate  during  the  time  the 
bolt-work  is  held  in  its  locked  position  by  the  bolt  or  bear- 
ing of  the  combination-lock.  Tliis  freedom  of  rotation  is  re- 
ferred to  in  the  specification  as  being  peculiar  and  novel,  and 
consisting  in  the  fact  that,  while  the  combination-lock  and 
the  bolt- work  are  locked,  the  tumblers  or  combination- wheels 
of  the  combination-lock,  and  ita  spindle,  are  free  to  rotate 
without  exerting  any  unlocking,  action  or  sti&in  on  the 
mechanism  composing  the  combination-lock,  or  the  deUcate 
mechanism  composing  the  time-movement. 

It  is  also  to  be  noted,  that  the  specification  states  that  the 
lock-bolt  or  bearing  of  the  combination-lock  may  be  of  a  cir- 
cular, segmental,  or  other  desired  form,  "provided  said 
lock-bolt  is  arranged  and  adjusted  so  as  to  turn  upon  a  suit- 
able axis  or  bearing,"  and  is  so  constructed  as,  in  one  posi- 
tion, to  prevent  the  retraction  of  the  bolt-work,  and,  in  an- 
other position,  to  permit  it.  The  kind  of  combination-lock 
refen-ed  to  is  indicated  by  the  one  illustrated  in  the  draw- 
ings, and  which  the  specification  states  to  be  the  one  of  Sar- 
gent's patent,  No.  57,574,  granted  August  28th,  1866,  and 
reissued  as  No.  4,696,  January  2d,  1872.  No.  4,696  states 
that  such  combination-lock  has  no  sliding  lock-bolt,  but  has 
combined  with  its  working  parts  a  bolt  turning  on  a  pivot  or 
bearing,  and  so  isolated  or  removed  from  contact  with  the 
combination-wheels,  as  to  receive  any  pressure  applied 
through  the  bolt-work  of  the  door,  and  cut  off  the  commu- 
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nicatioii  between  snch  bolt-work  and  tlie  wheels  or  fence- 
lever  of  the  combination-lock  ;  and  that  snch  bolt  taming 
on  a  pivot  or  bearing,  instead  of  the  sliding  bolt  theretofore 
in  use,  is  an  important  feature.  The  first  claim  of  No.  4, 696 
is  in  these  words :  "  In  a  combination-lock  for  safe  or  vault 
doors,  a  bolt  I,  which  turns  on  a  pivot  or  bearing,  when  said 
bolt  I  is  used  in  a  lock  having  no  ordinary  sliding  lock-bolt, 
and  in  connection  with  the  separate  bolt-work  of  the  door, 
and  so  arranged  as  to  i-eceive  the  pressure  of  the  said  bolt- 
work,  without  transmitting  it  to  the  wheels  or  other  equiva- 
lent works  of  the  lock." 

The  history  of  the  application  of  Sargent  for  No.  186,369, 
so  far  as  it  is  important  to  the  pi-esent  case,  is  this :  On  Jane 
11th,  1873,  having  his  reissued  patent,  No.  4,C96,  for  his  com- 
bination-lock, in  the  form  shown  in  the  drawings  of  No. 
186,369,  he  made  application  for  a  patent  for  combining  a 
time-movement  with  the  lock-works  of  a  combination-lock. 
The  drawings  showed  the  combination-lock  of  No.  4,696; 
and  the  specification  set  forth  tlie  invention  to  be  so  com- 
bining a  time-movement  with  the  lock -works  as  to  prevent 
the  lock  from  being  onlocked  by  tlie  release  of  the  time-move- 
ment, and  to  require  it  to  be  unlocked  by  being  seton  the 
combination,  after  sach  release.  There  was  a  time-move- 
ment, consisting  of  two  clocks,  and  a  lever  to  hold  up  the 
dog  or  angle-bar  of  the  lock,  until  released  by  the  arrival  of 
the  predetermined  hour.  No  bolt-work  was  shown  or  de- 
scribed. There  was  no  idea  of  patenting  any  combination 
of  which  the  bolt-work  formed  a  part.  The  specification 
had  two  claims:  1.  "In  a  combination-lock,  I  claim  the 
combination  with  the  lock-works  and  with  a  time-movement 
that  controls  the  same,  of  a  connection,  H,  or  equivalent,  so 
arranged  that  when  the  time-movement  releases  the  lock- 
works,  the  latter  still  remain  locked,  substantially  as  speci- 
fied. 2.  I  claim,  in  combination  with  a  time-movement, 
and  a  lock,  the  lever  H,  or  equivalent,  connected  directly 
with  the  dog  C,  to  hold  it  elevated  from  the  jvheels,  sab- 
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stantially  as  apecified.'.'  The  specification  stated  that  Sar- 
gent did  not  "claim  broadly  the  combioation  of  a  time-move- 
ment with  a  lock,"  that  is,  a  time-movement  or  clock  em- 
ployed to  prevent  the  unlocking  of  a  lock  till  the  arrival  of 
a  predetermined  time  in  the  running  of  the  clock. 

The'  first  claim  of  the  application  was  rejected,  June  12tli, 
1873,  by  a  reference  to  patent  No.  121,782,  gianted  to  S,  W. 
HoIIen,  December  12th,  1871.  Nothing  was  said  as  to  the 
second  claim.  Sargent  then  disclaimed  Hollen's  arrange- 
ment, as  being  the  combination  of  '  ■  a  clock-movement  with 
an  ordinary  key-lock,  by  means  of  a  lever,  so  that,  when 
the  clock  work  releases  the  latch,  thelatch  remains  locked  :" 
and  altered  his  claim  so  us  to  read  thus :  "  1st.  In  a  com- 
bination-lock, the  series  of  wheels  of  which  are  set  in  suc- 
cession and  operated  by  a  spindle,  I  claim  the  combination, 
with  the  lock- works,  and  with  a  double  time-movement  that 
controls  the  same,  of  a  connection,  H,  whereby,  when  the 
time-movement  releases  the  lock-works,  the  latter  still  re- 
mains locked,  substantially  as  and  for  the  ptirpose  epeei- 
tied,  2d.  I  claim,  in  combination  with  a  time-movement 
and  a  lock,  the  lever  H,  or  equivalent,  arranged  so  as  to  be 
connected  with  the  dog,  substantially  as  described.'" 

The  first  claim  was  again  rejected,  June  23d,  1873,  by  a 
reference  to  Newton's  Journal  of  1832  (Rutherford'spatent 
of  1831, )  as  describing  the  application  of  a  double  time- 
movement  "to  any  bolt  of  a  lock,  bar,  or  other  fastening," 
and  to  the  American  patent  of  Holbrook,  of  1868,  as  show- 
ing a  double  time-movement.  The  letter  of  rejection,  re- 
ferring to  the  HoUen  patent,  says  that  Hollen  "applies  the 
movement  to  a  tumbler  lock,  which  has  to  be  operated  by 
a  key  after  the  time-movement  releases  it.  To  double  the 
time-movement  in  one  lock  is  considered  to  be  one  and  the 
same  thing  with  doubling  it  in  any  otlier.  To  grant  HoUen 
a  patent  forapplyingthis  time-movement  toa  tumbler  lock, 
and  then  to  issue  other  patents  for  using  it  with  other  locks, 
is  simply  to  nullify  Hollen's  i>atent.     Saigent  is  entitled  to 
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a  limited  claim  for  his  way  or  adaptation,  bat  DotMng 
more."  This  last  obserration  meant  that  the  second  claim 
wonld  be  ^owed,  but  not  the  first.  The  point  of  this  rul- 
ing was,  that  it  was  not  a  patentable  invention  or  combina- 
tion to  unite  a  time-movement  with  a  combination-lock  in- 
stead of  with  a  tumbler  lock,  each  of  which  required  to  be 
unlocked  after  its  release,  or  to  double  a-clock  in  connec- 
tion with  one  lock  aiter  it  had  been  doubled  in  connection 
with  another ;  but  that  the  special  arrangement  of  a  lever 
connection  between  the  time-movement  and  the  dog  might 
be  patented. 

Two  new  claims  were  then  substituted  by  Saigent,  as  fol- 
lows: "1.  I  claim,  in  combination  with  a  combination- 
lock  having  a  spindle  and  combination-wheels,  and  with 
two  or  more  separate  time-movements,  a  Single  lever,  or 
equivalent  connection,  H,  connecting  the  lock  and  the  time- 
movements  the  whole  so  arranged  that  said  lock  is  released 
either  by  a  simultaneous  action  of  the  time-movements,  or 
by  one  of  them  if  the  other  fails,  and  the  lock  still  remains 
locked,  when  so  released,  as  specified.  2.  I  claim,  In  com- 
bination with  a  time-movement  and  a  lock,  the  lever  H,  or 
equivalent,  connected  with  the  dog  C,  to  hold  it  from  fell- 
ing into  the  slots  or  notches  of  the  combination-wheels,  ex- 
cept when  released  from  the  clock-work,  as  specified." 

The  first  claim  was  again  rejected,  July  6th,  1873,  on  the 
ground  that  the  change  in  it  did  not  take  the  case  ont  of 
the  references ;  and,  on  the  28th  of  July^  1873,  Sargent  ap- 
pealed to  the  board  of  three  examiners-in-chief.  The  decis- 
ion of  the  board  sustaining  the  decision  of  the  examiner  was 
rendered  Octolwr  7th,  1873.  It  refers  to  the  English  patent 
of  Rutherford,  of  1831,  and  says :  **  The  patent  of  Ruther- 
ford de.icribes  an  ordinarj-  key-lock,  to  which  the  time- 
movement  is  so  connected  that  it  may  be  set  for  a  given 
how,  before  which  it  cannot  be  unlocked,  but  may  be  at 
any  time  thereafter.  Rutherford  also  foresaw  that  one 
time-movement  might  stop,  and  suggested  t^v-o.     Rnther- 
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ford,  as  the  references  show,  is  Dot  the  on]y  one  who  has 
thought  of  thns  connecting  a  time-movement  to  a  lock.  It 
happens,  however,  that  the  locks  shown  in  the  references 
are  all  key-locks,  while  applicant's  is  a  combination -lock, 
and  it  is  npon  this  that  the  claim  is  founded.  While  it  is 
undoubtedly  true  that  the  combination-lock  is  the  better, 
there  does  not  appear  to  be,  in  any  tme  sense,  any  new  com- 
bination in  what  applicant  claims.  It  may  be  said  that  he 
haH  substituted,  in  the  Rutherford  combination  (for  exam- 
ple,) one  well-known  element  for  another,  and  that  the  re- 
sult, namely,  the  security  against  unlocking  before  a  given 
hour,  is  exactly  the  same  in  both  cases.  And  it  must  be 
remembered  that  this  is  the  whole  end  and  scope  of  the 
combination  claimed,  not  to  prevent  breakage,  or  picking, 
or  barsting  with  gunpowder,  but  simply  unlocking  before 
the  hour  appointed.  It  is  true  that  the  lock  connected  to 
the  time-movement  in  the  manner  shown  is  rendered  secure 
against  unlocking  by  anauthorized  persons  who  pick  np 
the  combination,  when  the  dog  rests  on  the  periphery  of  the 
cams  ;  but  it  appears  clear  that  this  results  from  the  pecu- 
liar mode  of  application,  and  is  covered  by  the  second  claim. 
Whatever  the  advantage,  then,  arising  from  the  substitu- 
tion for  the  key-lock,  so  far  as  has  been  pointed  oat  to  us, 
it  results  from  the  superiority  of  the  former  over  the  latter, 
and  not  fi-om  the  combination.  Nor,  so  far  as  we  see,  has 
any  invention  been  exercised.  The  time-movement  vaa 
originally  invented  to  prevent  locks  from  being  prematurely 
unlocked,  and,  when  once  the  combination  had  been  in- 
vented, it  is  obvious  that  it  was  ae  applicable  to  one  form 
of  locks  as  to  another ;  and,  to  grant  a  patent  for  the  union 
of  the  time-movement  with  every  old  form  of  lock,  or  with 
every  new  form  which  might  appear,  would  manifestly  place 
unjust  restrictions  on  the  original  invention  and  defeat  the 
very  purpose  of  the  law.  We  understand  only  the  first 
claim  to  be  ivject^-d." 
These  observations  ai-e  true,  iVi  the  re<'ord  in  this  case 
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shows,  and  it  also  shows  many  patents  in  which,  prior  to 
1873,  one  clock  or  two  clocks  were  employed  to  relieve,  at 
a  predetermined  time,  the  bolte  of  a  door  from  a  dog  ob- 
structing their  retraction,  so  that  the  door  could  be  opened 
when  that  time  had  arrived,  but  not  before. 

Nothing  more  was  done  with  this  application  tiU  March 
18th,  1876,  when  Sai;gent  presented  a  new  specification  and 
claims,  making  prominent  the  feature  of  the  free  rotation  of 
the  tumblers  of  the  combination-lock,  through  the  medium 
of  the  lock-spindle,  during  the  suspension,  by  the  time- 
movement,  of  the  unlocking  action  of  the  combination- lock, 
and  changing 'the  claims  to  read  thus:  *'l.  The  combina- 
tion of  a  time-movement  with  a  combination-iock  and  a 
lever  constructed  and  located  to  render  inoperative  such 
combination-lock  until  a  predeterminate  hour,  the  tuniblere 
of  the  combination-lock  being  free  to  rotate  through  the 
medium  of  the  lock-spindle,  while  the  unlocking  action  of 
the  combination-lock  is  suspended  by  the  time-movement. 
2.  I  claim,  incombinationwithatime-movementand  alock, 
the  lever  H,  or  equivalent,  connected  with  the  dog  C,  to 
hold  it  from  falling  into  the  slots  or  notehes  of  the  combina- 
tion-wheels, except  when  released  by  the  clock-work,  sub- 
stantially as  described."  On  the  24th  of  March,  1875,  the 
first  claim  was  again  rejected  by  references  to  the  Hollen 
patent  of  December,  1871,  and  the  Rutherford  patent  of 
1831.  The  letter  of  rejection  said  :  "Hollen  shows  the 
combination  of  a  time-movement  and  a  lock,  with  a  lever 
constructed  and  located  to  render  inoperative  such  lock 
until  a  predeterminate  hour,  the  tumblers  of  the  lock  being 
free  to  rotate  through  the  medium  of  a  key,  while  the  un- 
locking action  of  the  lock  is  suspended  by  the  lever.  Ruth- 
erford shows  (Figures  1,  2,  3,  4,  and  5,  sheet  2)  the  combi- 
nation of  a  time-  movement  and  a  lock,  with  a  lever  ar- 
ranged to  engage  with  the  bolt  of  a  lock  and  render  inop- 
erative such  lock  until  a  predeterminate  hour.  To  merely 
substitute  the  ordinary  combination-lock,  such  as  shown, 
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for  example,  in  the  patent  permatation-tock  of  James  Sar- 
(tent  August  28th,  18«6.  for  the  lock  shown  in  either  of  the 
ibove  references,  is  not  regarded  aa  a  patentable  dUterence. 
,  »  •  Th^  second  claim  is  not  objected  to.  The 
lii-st  claim  is  again  refused." 

This  application  was  not  farther  prosecuted.  On  the  1» 
ot  July,  1876,  Sargent  addressed  a  letter  K)  the  Patent 
Offlce  entitled  in  the  case,  in  which  he  said;  "So  many 
amendments  and  actions  having  been  made  in  the  above  en- 
titled  case  I  desii-e  to  withdraw  and  abandon  it,  for  the  pnr- 
pase  of  filing  a  new  appUcation.  1,  James  Sargent,  have 
this  day  filed  said  application  tor  the  invention,  and  request 
that  the  model  ot  the  case  above  named  be  applied  as  a 
model  in  the  application  filed  today.  I  intend  and  request 
that  this  application  be  a  substilrate  application  tor  the  ok 
so  withdrawn."  , 

Up  to  this  time  no  Vwlt-work  had  been  shown  or  ae- 
scribed  The  object  ot  the  new  application  was  to  introduce 
bolt-woi'k  as  an  element  in  the  device.  The  drawings  were 
the  same  as  those  in  So.  186,369,  showing  bolt-work,  with 
the  time-movements  and  the  combination-lock.  Bolt-work 
w-is  added  to  the  former  model.  The  specification  con- 
tained tliroe  claims,  as  follows ;  "  1.  The  combination,  sub- 
stantially as  hereinbefore  set  forth,  ot  a  tlme-mcchanisin 
and  a  combinatiou-loikwith  the  bolt-work  ot  a  sale  or  vault 
door  the  time-mechanism  being  constructed  to  act  in  con- 
junction with  and  render  inoperative  the  combmation-lock 
when  locked,  said  lock  having  its  Iwlt  or  bearing  ananged 
to  restup<maad  receive  the  piw.sureot  thebolt-work  of  the 
door  when  locked,  and  prevent  the  unlocking  ot  said  bolt- 
work  until  the  arrival  of  a  certain  predetenninate  time.  2. 
The  combination,  substantially  as  hereinbefore  set  forth,  ol 
a  combination-lock  and  the  bolt-work  ot  a  safe  or  vault  door, 
with  a  time-nnnement  and  a  Icver-connection,  said  lever 
being  con8tracte<l  ami  located  to  render  the  bolt  or  bearmg 
ot  the  combination-lock  inoperative  when  locked,  the  tim- 
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biers  of  tlie  combination-lock  and  ita  spindle  being  free  to 
rotate  while  tlie  bolt-work  of  the  doorrests  upon  the  bolt  or 
bearing  of  the  combination-lock.  3.  In  combination  with  a 
time-movement  and  a  lock,  a  lever,  or  its  equivalent, 
adapted  to  be  connected  with  the  dog  of  said  lock,  to  hold 
it  from  falling  into  the  slots  or  notches  of  the  eombiuation- 
wheels,  except  when  released  by  the  time-movement,  sub- 
stantially as  described." 

On  the  aist  of  July,  1875,  claims  1  and  2  were  rejected  by 
references  to  the  patent  of  HoUen,  of  December,  1871,  and 
that  of  Rutherford  of  1831 ;  and  a  time-lock  arranged  in 
connection  with  the  bolt- work  of  a  door,  in  the  time-lock  of 
Little,  patented  in  January,  1874,  was  referred  to.  Those 
claims  were  again  rejected,  September  6,  1876,  in  a  letter 
which  said:  "The  employment  of  locks  of  various  kinds 
for  securing  the  bolt- work  of  a  door  is  too  common  and  well 
known  to  require  farther  references.  Either  HoUen's  or 
Rutherford's  lock  can  be  applied  to  the  bolt- work  of  a  door 
without  the  least  change  being  made  to  adapt  it  thereto. 
The  mere  substitution  of  one  well-known  kind  of  locks  for 
another  kind  equally  well  known  has  been  decided  again 
and  again  as  not  a  patentable  difference." 

On  December  3d,  1875,  an  interference  was  declared  be- 
tween claims  1  and  2  and  four  other  applications ;  and  be- 
tween claim  3  and  four  other  applications.  On  February 
12th,  1876,  the  interference  as  to  claims  1  and  2  was  dis- 
solved, and  they  were  again  rejected.  A  further  amend- 
ment of  the  8i)ecification  was  made  February  15th,  1876,  and 
claims  1  and  2  were  altered  so  as  to  read  as  follows;  "I. 
The  combination,  substantially  as  hereinbefore  set  forth,  of 
a  time-mechanism  and  a  combination-lock  with  the  bolt- 
work  of  a  safe  or  vaiilt  door,  the  time-mechanism  being  con- 
structed to  act  in  conjunction  with  and  render  inoperative 
the  combination-lock  when  locked,  said  lock  having  its 
bolt  or  bearing  constructed  to  receive  the  pressure  of  the 
series  of  bolts  constituting  the  bolt-work  of  the  door  when 
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loc^k*^,  and  preventing  the  nnlocking  of  said  bolt-wo^ 
nntil  the  arrival  of  a  certain  predeterminate  time.  2.  The 
combination,  substantially  as  hereinbefore  set  forth,  of  a 
<M>mbination-l(M;k  and  the  series  of  bolts  constitutiiig  the 
bolt-work  of  a  safeor  vault  door,  with  a  time-movement  and 
a  lever  connection,  said  lever  being  constructed  and  located 
to  render  the  lx>lt  or  bearing  of  the  combination-lock  inop- 
erative when  locked,  the  tumblers  of  the  combination-lock 
and  its  Npindle  being  free  to  rotate  while  the  bolt-work  is 
held  in  its  locked  position  by  the  bolt  or  bearing  of  the  com- 
bination-lock," The  claims  were  not  allowed,  bat  a  new 
interference  as  to  them  was  declared,  March  8th,  1876,  with 
the  same  four  applications,  the  subject-matter  being :  ' '  The 
combination  of  a  time-mechanism  and  a  combination-lock 
with  the  bolt-work  of  a  door." 

fjinthe  11th  of  January,  1877,  the  application  was  amended 
by  withdrawing  claims  1  and  2.  Two  days  before  this,  and 
on  January  9th,  1877,  Sargent  had  filed  the  application  on 
which  No.  186,369  was  granted.  The  special  construction 
and  arrangemeiit  of  parta,  a  claim  for  which,  as  the  specifi- 
cation of  that  patent  states,  was  made  in  a  separate  appli- 
cation, was  covered  by  the  claim  of  patent,  So.  198,167, 
granted  to  Sargent,  December  Uth,  1877,  in  pursuance  of 
the  application  of  July  12th,  1875,  that  claim  being  as  fol- 
lows :  '*  In  combination  with  a  time-movement  and  a  lock, 
a  yoke  lever  or  equivalent,  adapted  to  be  connected  with  the 
dog,  fence,  or  angle-lmr  of  said  lock,  to  hold  it  from  falling 
into  the  slots  or  notches  of  the  combination-wheels,  except 
when  released  by  the  time-movement,  substantially  as  de- 
scribed." The  present  suit  does  not  involve  any  infringe- 
ment of  No.  198,137. 

As  before  remarked,  the  specification  of  No.  186,369,  the 
patent  here  sued  on,  contains  the  following  statement: 
"The  lock-bolt  or  bearing  of  the  combination- lock  may  be 
of  a  circular,  segmental,  or  other  desired  form,  provided  said 
lock -bolt  is  arranged  and  adjusted  so  as  to  tnm  upon  a  sult- 


ry GoOgIc 


§         BbiTT 


Cambrnaiion  lock. 


M 


MxllwurU. 


:d 


® 


(D 


® 


:ii 


,  Google 


,  Google 


,  Google 


,  Google 


Oct.,  1884.]    SARGENT  ».  HALL  SAFE  &  LOCK  CO.       606 
Opinioa  of  the  ixiurt. 

able  axis  or  bearing,  and  is  so  constructed  that,  in  one  posi- 
tion, it  will  prevent  the  retraction  of  the  bolt-work  so  as  to 
retain  the  safe  or  vault  door  locked^  while,  in  another  posi- 
tion, it  will  .admit  of  the  bolt-work  being  retracted,  for  the 
purpose  of  allowing  the  safe  or  vault  door  to  be  opened." 
This  clause  had  not  appeared  in  any  of  tile  specifications 
from  and  including  that  filed  June  11th,  1673,  until  it  was 
inserted  in  the  one  filed  January  9th,  1877,  on  which  the 
patent  No.  186,369  was  granted.  It  is  a  limitation  without 
which  it  must  be  assumed,  In  view  of  the  numerous  prior 
rejections,  the  claims  allowed  would  not  have  been  granted. 
The  same  clause  was  inserted.  May  7th,  1877,  in  the  specifi- 
cation of  the  application  of  July  ISth;  1875,  as  it  remained 
.  after  claims  1  and  2  therein  were  withdrawn,  January  11th, 
1877,  and  thiit  clause  appears  in  the  specification  of  No. 
198,157,  as  issued  December  11th,  1877. 

The  defendants'  lock,  which  it  is  alleged  infringes  the 
two  claims  of  No.  186,369,  is  of  the  construction  shown  by 
the  drawing,  [pp.  601,  603,]  made  by  the  plaintiffs  witness 
Millward : 

In  that  drawing  A  is  the  case  of  the  lock ;  B,  the  Iwlt ;  C, 
the  dog,  pivoted  in  the  bolt  at  c,  and  engaging,  when  held 
up  by  the  time-mechanism,  behind  a  fixed  stump,  D ;  E,  the 
^bor  of  the  lock,  the  hook,  e,  of  which  engages  with  the 
hook,  /,  of  the  dog,  and  throws  the  bolt  B  back,  when  the 
dog  ia  released  by  the  time-mechanism.  The  same  hook,  e, 
by  running  on  the  surface,  g,  throws  the  bolt  B  out,  to  lock 
the  door.  F  is  the  time  attachment,  which  has  a  lever,  G, 
the  arm  of  whicli,  extending  through  the  case  of  the  lock, 
hafi  the  hook  H  at  its  lower  end,  which  holds  up  the  pivot«d 
arm  I,  and  through  it  the  dog  C. 

Another  form  of  the  bolt-work  of  the  defendants'  lock  is 
shown  by  the  following  drawing: 

It  is  contended  for  the  defendants,  that. each  of  the  com- 
binations covered  by  the  two  claims  of  No.  186,369  must  be 
limited  to  the  particular  devices  described  in  the  specifica- 
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tion  and  shown  in  the  drawings,  and  to  their  mode  of  opera- 
tion, both  clainw  being  limited  by  the  worda  "substantially 
i\a  heKinbefore  set  forth ;"  and  that,  under  this  construe 
tion,  the  defcntliinta  dp  not  infringe. 

Tlie  second  claim  imposes  on  the  combination  claimed  in 
it  the  limitation,  that  the  tumblers  of  the  combination-lock 
and  its  npindle  shall  be  free  to  rotate,  while  the  bolt-work  is 
held  in  its  locked  position  by  the  bolt  or  bearing  of  the  com- 
bination-lock. This  is  enforced  by  the  language  of  the 
specification,  which,  in  stating  in  what  the  invention  con- 
siHta,  states  that  "  the  peculiarity  and  novelty  "  of  the  onion 
or  combination,  consisting  of  a  corobinationJock,  a  time- 
movement,  and  a  yoke  or  lever  connection,  is  that  "when 
the  said  combination-lock,  with  its  time-mechanism,  is  ar- 
ranged apon  a  safe  or  vault  door,  to  operate  in  conjunction 
with  the  bolt-work  thereon,  and  all  locked,  the  tumblers  or 
combination-wheels  of  said  lock,  and  the  spindle  of  the  same, 
u>gether  with  its  usual  indicator,  are  allleft  free  to  be  moved 
or  rotated  without  exerting  any  unlocking  action  or  gtrain 
whatever  upon  the  mechanism  composing  the  combination- 
lock,  or  the  delicate  mechanism  composing  the  time-move- 
ment." Again,  the  specification  says;  "Another  feature 
of  the  utmost  importance  present  in  the  combination  of 
parts  brought  together  is,  that  the  connection  between  the 
time-movement  and  the  combination-lock  ia  such  that,  when 
the  time-movement  is  set,  the  parts  adjusted,  and  the  safe 
doors  closed,  the  combination-lock  will  be  rendered  inopera- 
tive until  a  predeterminate  hour,  during  which  interval  of 
time  the  unlocking  action  of  the  combination-lock  will  be 
suspended  by  the  time-movement,  while  the  tumblers  or 
combination-wheels  of  the  aforesaid  combination-lock  are 
left  free  to  rotate,  if  jwwer  is  exerted  upon  the  dial-spindle 
for  the  purpose  of  twisting  said  spindle  out  of  place,  or  im- 
pairing the  lock-mechanism,  and,  by  such,  the  working 
parts  of  the  combination-lock  cannot  be  injured  or  rendered 
useless  for  future  action."     This  feature,  thus  declared  to 
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be  peculiar  and  novel,  of  the  free  rotation  of  the  tumblers, 
is  not  shown  to  exist  in  ihe  defendants'  lock.  The  plain- 
tiff's expert,  Mr.  E.  S.  Renwick,  testifies  that  this  peculiarity 
is  not  found  in  the  defendants'  lock,  and  that,  for  that  rea- 
son, that  lock  does  not  embody  the  combination  of  claim  2 
of  No.  186,369. 

As  to  claim  1,  It  is  limited,  by  the  language  of  the  speci- 
fication, to  a  combination-lock  having  a  bolt  or  bearing 
which  turns  on  an  axis  or  revolves.  The  defendants'  lock 
has  a  sliding  bolt.  It  was  not  new,  at  the  time  of  Sargent's 
invention,  to  apply  a  time-movement  to  dog  the  sliding  bolt 
of  a  lock ;  and  it  is  plain  that  he  limited  himself  to  a  rotat- 
ing bolt.  Tlie  specification  makes  it  as  necessary  that  the 
combination-lock  should  have  a  turning  or  revolving  bolt  or 
bearing  as  that  such  bolt  or  bearing  should  have  the  quality 
of  receiving  the  pressure  of  the  bolt-work,  when  locked. 
This  turning  or  revolving  feature  of  the  bolt  or  bearing  is 
made,  by  the  specification,  as  necessary  to  the  combina- 
tion-lock of  claim  3  as  to  that  of  claim  1. 

In  patents  for  combinations  of  mechanism,  limitations  and 
provisos,  imposed  by  the  inventor,  e8x>ecially  such  as  were 
introduced  into  an  application  after  it  had  been  persist- 
ently rejected,  must  be  strictly  construed  against  the  in- 
ventor, and  in  favor  of  the  public,  and  looked  upon  as  in 
the  nature  of  disclaimers.  As  was  said  in  Fay  v.  Cordes- 
man,  109  U.  S.  408  [p.  1  UTite:]  "The  claims  of  the  pat- 
ents sued  on  in  this  case  are  claims  for  combinations.  In 
such  a  claim,  if  the  patentee  specifies  any  element  as  enter- 
ing into  the  combination,  either  directly  by  the  language  of 
the  claim,  'or  by  such  a  reference  to  the  descriptive  part  of 
the  specification  as  carries  such  element  into  the  claim,  he 
makes  such  element  material  to  the  combination,  and  the 
court  cannot  declare  it  to  be  immaterial.  It  is  his  province 
to  make  his  own  claim,  and  his  privilege  to  restrict  it.  If 
it  be  a  claim  to  a  combination,  and  be  i-estricted  to  specified 
elements,  all  must  be  regarded  iis  material,  leaving  open 
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only  the  queiition  whether  an  omitted  devioe  is  anpplied  by 
an  equivalent  device  of  instrumentality.  Water-Meter  Co. 
V.  Desper,  101  U.  3.  332  [12  Am.  &  Eng.  380;]  Qagew.  Her- 
ring, 107  TJ.  3.  ft40  [14  Am.  &  Eng.  454.]" 

These  considerations  lead  to  the  conclusion  that  the  decree 
of  the  Circuit  Court  was  corredand  must  be  a^rmed. 
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1.  The  death  of  the  pftt«nt«e  since  the  appeals  were  taken 
does  not  prevent  the  snits  ttoxa  beiof;  Airther  prose' 
cnted  in  tbe  name  ot  the  legal  representatives.  Rail- 
road  Oo.  e.  TnrriU 140 

Aooldent,  Inad-veo-teiioB,  or  Mistake. 

See  Particnlar  Pateate.  47 ;  Keiwine,  li. 


See  Expired  Patent,  1. 
Aogoleaoenoe. 

See  Disclaimer,  3. 
Aatlon  at  Iaw. 

See  Licensee,  2. 
Administratrix. 

See  FarticQlftr  Patents,  21. 

Anrreffation. 

See  PaHicntar  Pat«ntit.  23. 
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Amend  ment  to  Application. 

1.  Tht  ili-fFDrr  that  a  patent  ww  gnutcd  on  amatdmcnte 
mule  nilhoDt  antbority  by  af^liouit'B  attorneyn  after 
hLi  dpath,  aod  embodying  an  invention  not  nude  by 
him  and  that  tbe  patent  was  granted  apm  them  wilfa- 
ont  any  new  oath  by  the  adminiatiatiix,  is  a  defenoe 
not  required  by  statnte  to  be  speclflcally  set  forth  in 
the  answer,  and  can  beavailed  ol  under  tbe  ismes 
raised  by  tbe  pleading  as  ebowiDK  that  the  pl»inH«r 
bM  DO  valid  patent  Eaglelon  Hd%.  Co.  v.  West 
Ac  MnfK.  Co. 253 

See  Constnictioo  of  Patents,  1  ;  Particulai  Patents,  21. 

AnaiogaoaVBo, 

1.  The  application  of  an  old  prooeee  or  machine  to  a  nmilai 
or  analot^os  sabj«ct,  with  no  change  in  the  manner  of 
apptyiii);  it,  Mid  do  leeolt  anbatantially  distinct  in  its 
nature,  will  not  siutain  a  patent,  even  if  the  new  form 
of  result  has  not  before  been  cuDtemplated.  Railroad 
Co.  r.  Safety  Track  Co. 148 

S«e  Particnlar  Pat^ts,  2,  48 ;  Kighi  t«  I'fw.  6. 

Appeal. 

1.  Id  all  mattere  in  which  the  action  of  tbe  Commiasiouer  is 

Judicial  or  qvui  judicial,  tbe  fact  that  no  appeal  is  ex- 
pressly given  to  tbe  Secretary,  is  conclosive  that  none 
is  to  be  implied,  and  this  is  equally  tme  whether  or 
not  an  appeal  is  aUowed  to  the  □ourts.  Butterworth 
c.  Hoe 262 

2.  The  siiperviaiou  conferred  upon  the  Secretaiy  by  the  stat- 

ute does  not  anthorize  him  to  snhstitnte  his  discretioa 
and  jadgment  for  that  of  the  Conunisaioner,  when  by 
law  the  latter  is  required  toexercisehisown,  and  when 
that  judgment,  unless  reversed  in  the  special  mode 
pointed  out  by  judicial  process,  is  by  law  the  condi- 
tion on  which  the  right  of  the  claimant  is  decloted  to 
depend.     Butterworth  v.  Hoe 282 

3.  Appeal  to  the  Supreme  Court  of  the  District  of  Colnmbia, 

R.  6.,  sec,  4911,  considered.     Bnttarworth  v.  Hoe  .    .    382 

ApplloatiOD. 
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Apportioiiment  of  DamEwes. 

See  Damages,  1. 
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See  Licensee,  1,  2. 

BUI  m  Bquilf  1e  obtain  Paieni. 

Bee  Muidamns,  2. 

Ohange  In  Looatkm. 

See  ParticolBr  PatentB,  1. 


See  Particular  Patents,  13. 


1.  tn  a  combiiiation  claim,  if  the  patentee  apeciflea  any  ele- 
ment HB  entering  into  the  combination,  eitber  directl? 
by  the  language  of  tbe  claim,  or  by  sncb  arefBrenceto 
the  descriptive  part  of  the  specification  as  carries  Hnch 
element  into  the  claim,  he  mahea  each  element  mate- 
Tin)  t«  the  combination.  If  it  be  restricted  to  specified 
elements,  all  mnab  be  regarded  as  material  leaving 
open  onl  J  the  qnestion  whether  an  omitted  part  is  snp- 
plied  by  an  equivalent  device  or  instrnmentality.  Fay 
...  Cordesman 1 

'2.  It  is  immnterial  whether  or  not  a  certain  constractian 
might  have  been  covered  by  the  language  of  the  apad- 
fication,  since  the  claims  are  to  be  dealt  with  and  noth- 
ing else.  Turner  &  Seymoar  Mnfg.  Co.  v.  Dover  Btamp- 
ingCo. 338 

See  Diaclaimer,  2, 

Oombination. 

I.  A  patent  for  acombination  in  not  infringed  by  thenseof  any 
amaller  number  of  its  elements,  either  separately  or  in 
connection  with  others  differing  in  form  and  anange- 
menta  ttom  those  for  which  they  ore  snbstitiited,  onless 
the  substitnted  elements  are  mechanical  equivalents 
and  are  well  known  to  be  sncb  at  the  time  Uie  patent 

was  granted.     Rowell  r.  Lindsay 441 

See  Claim,  1  ;  Cnnstmction  of  Patents.  1  ;  Element  of  a  Cam- 
hination,  I  ;  Equivalents,  I  ;  Particnlar  Patents,  3,  4, 
.'5,  9,  10,  22,  23,  24,  30,  33,  44,  49,  50. 

OommiBstoner  of  Patents. 

1.  It  belongs  exclnsively  to  the  Commissioner  of  Patents  te 
decide  the  qaeatioD  for  himself,  whether  a  pal«ut  ought 
to  iHsne.     Butterworth  v.  Hoe 282 

See  Appeal,  1,  2;  Uandamns,  1;  Reissue,  4. 
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Pai 

Oompoaltton  of  Hatter. 

a«e  Produrt,  1,  2, 
OonoluslTwui^  of  OcxnmlaBloitar'a  TkHilwIuii 

See  Reimur,  4. 
Ootwtmotton  of  Pntonts. 

1.  Id  ]«t«Dta  for  conUnAtioDS  of  mechanism,  UmiUtioiis  and 
provJKia  impoand  by  the  ioTmlor,  cspecUUj  aach  aa 
were  intiodnced  into  an  applicmtion  liter  it  bad  been 
persistentl;  rejected,  most  be  strictly  oonstmed  agaiaat 
tbe  iDTentor,  and  in  tuTor  of  the  paUic,  and  looked 
upon  as  in  tbe  nature  of  disclaimera.  Sargent  v.  Hall 
Safe  4  Lock  Co 3 

OoDsbnotloii  of  statutes. 

Act  1870  {  54.     Bee  Disclaimer,  % 
R.  S.  1    eai.     SeeOirisioaofOpiDion,  1. 
"      I  4911.     See  Appeal,  3. 

'-      i  491.'i.     See  Mattdamtu,  2. 

Court  of  Olalma. 

See  Eight  to  Use,  5. 


1.  Wbea  a  patent  is  for  an  improvement,  and  not  fbr  an  •■>•  ' 

tirely  new  machine  or  cootriiunce,  the  pMtentee,  in 
order  to  entitle  him  to  more  tiian  nomiiial  damages, 
most  give  evidence  to  sepante  oi  apportion  the  de- 
fendant's proBts  and  the  patentee's  damages  between 
tbe  patented  featare  and  the  nnpatcnted  features;  or 
be  mnnt  show  that  the  profits  and  damages  ate  to  be 
calculated  on  the  whale  machine,  for  tbe  reason  that 
the  entire  value  of  the  whole  machine,  as  a  markets 
able  article,  is  properly  and  legally  attribntable  to  the 
patented  featnre.     Garretson  v.  Clark 1 

2.  It  does  not  always  (bllow  that,  becanse  a  party  may  have 

mode  an  improx-ement  and  obtained  a  patent  for  it, 
another  nmng  the  improvement  will  be  mulcted  in 
more  than  nominal  damages  for  the  infringement.  If 
other  methods  in  common  use  prodnce  the  same  reaalt 
with  eqnal  facility  and  cost,  the  nse  of  the  patented 
invention  cnnuot  add  to  the  gains  of  tbe  infringer,  or 
impair  the  Juat  rewards  of  the  inventor.  The  invealor 
may,  indeed,  prohibit  the  nse  or  exBi4  a  licenae-fee  for 
It,  and  if  sncli  license-fee  has  been  t^neially  paid  its 
amount  may  be  l«keD  as  the  criterion  of  damages  to 
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bim  when  his  rights  are  inftinged.    In  the  ahsence  of 
such  criterion  thedamages  mostDeceSBBTil^  b«  uominaL 

BUck  V.  Thome 'Ml 

See  Bight  to  Use,  1,  2. 


Death  of  Patentee. 

See  Abateuent,  1. 


Bee  Atneudment  to  Application,  1. 
Delay  In  FUlns  Dieolaimer. 

See  Disclaimer,  1. 
Delay  in  ReiSBuins. 

See  Particular  Patents,  39,  43,  47;  Relssne  6—8. 
Deeorlption. 

See  Particular  FateDts,  7. 
DiBolatmer. 

1.  Where  a  disclaimer  'was  Sled  by  appellauta  more  than  two 
years  and  a  half  after  the  final  decree  in  the  Circnit 
Court,  and  while  the  case  was  pending  on  appeal  in 
the  Supreme  Coort,  keld,  that  if  the  appellants  are, 
under  these  drcumatapces,  entitled  to  have  the  dis- 
chumer  considered,  it  cannot  aid  their  case.  McHnr- 
ray  v,  Mollory 171 

S.  Under  section  54  of  the  Act  of  Jaly  8,  1870,  ch.  »30,  IS 
Stat,  at  I..  305,  a  disclaimer  could  tie  made  only  by  a 
pat«nlee  wlio  had  dai  med  more  than  that  of  which  he 
was  the  originaL  or  first  inventor  or  discoverer,  and  he 
eonld  make  a  disclaimer  only  of  such  parts  of  the 
thing  patented  as  he  should  not  choose  to  claim  oi 
bold  by  virtue  of  the  patent. 

Insodisdaimingorlimitingaclaim,  deacriptiTe mat- 
ter on  which  the  disclaimed  claim  was  iMued  might  be 
erased ;  but,  if  there  was  merely  a  defective  or  insuf- 
ficient description,  the  only  mode  ol  correcting  it  was 
by  a  reisBue.    Cartridge  Co.  v.  Cartridge  Co.     ....    364 

3.  An  acqnleecence  and  disclaimer,  on  a  decision  requiring 
the  disclaimer  as  a  condition  precedent  to  anezt«nsion, 
are  aa  operative  to  prevent  the  afterwards  insisting  on 
a  recovery  on  the  invention  disclaimed,  as  to  prevent  a 
Bobsequent  reissue  to  claim  what  was  so  disclaimed. 
Cartridge  Co.  v.  Cartridge  Co. 364 

See  Construction  of  Patents,  1;  Particular  PMeota,  31;  Be- 
iaaueS. 
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DItIsIod  ot  Opinion. 

1.  A  decree  WH  made  Hid  pttpetiul  iDJnnctian  iwned  agsinBt 
the  defendant  IbT  iDlHogement  of  letters  pitent  foraa 
ImprovemeDt  in  Concrete  PAvenwDta.  Defendant  bsv- 
iag  varied  bu  method  of  laying  the  jMvemeut,  bat,  as 
alleged,  still  iDfringing,  complaimuit  obtained  a  rale 
to  show  caa«  wbj  he  ihoald  not  be  poniabed  forom- 
tcupt  Tbe  jadgea  were  diiided  on  the  qoeation  of 
infringement,  and  certi&ad  it  in  tbiee  divisioiM  for  de- 
cision; on  oonBideration  thereof  the  caw  is  diamined, 
with  direction  to  tbe  Circuit  Conrt  to  proceed  aeoord- 
ing  to  law,  for  tbe  lollowing  reaaonH  : 

Tbe  qnestion  to  be  certified  under  section  652  B.  S- 
most  be  a  qaestion  of  law,  and  most  be  capable  of  be- 
ing preseoted  in  a  aing^e  poiot. 

In  thia  case  the  qneetion  is  a  mixed  one  of  fact  aad 
law,  which  the  Circnit  Conrl  mnst  decide  for  ilaelf  in 
the  ordinary  way.  If  tlie  jndgea  dinagree,  the  defend- 
ant most  be  discharged,  and  the  complainant  may  then 
either  seek  a  review  in  this  conrt,  or.  which  ia  the 
better  way,  bring  a  new  soit  for  the  Infriagement. 
CaliTomia  Stooe  Paving  Co.  t.  ilolitor 531 

Bemeot  of  &  Oomblnatlon. 

1.  Whereit  was  contended  that  the  patent' covered  one  of  the 
separate  elements  which  entered  into  the  oomUnUion, 
held,  that  as  none  of  the  sepaiate  elements  of  which 
the  oombination  was  composed  were  claimed  as  the  in- 
vention of  the  patentee,  therefore  none  of  them  stand- 
ing alone  were  inclnded  in  tbe  monopoly  of  the  patent 
Ronell  V.  Lindsay 441 

See  ParticDiar  Pateots,  38. 

BmluBnt  Domain. 

See  Bight  to  U»e,  ',. 

Bqulval«Dt. 

1.  Where  infringement  is  alleged,  a  device  in  one  patented 
oombination.  tobe  (he  equivalent  of adevice in  another, 
must  perform  tbe  same  ffanctions   Rowell  v.  Lindsay  .    441 

See  Particular  Patents,  3-1. 

Xxpcmded  Reissue  Ololms. 

Bee  Beisune,  3. 

■xplred  Patent. 

L  Suitsineiinity  having  bwn  begun,  in  1879,  for  the  infringe- 
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RteDl  of  the  two  patents,  and  the  CiJcnit  Court  having 
diBmiwed  the  bills,  this  coart,  in  leversing  the  decrees, 
aSter  tbe  &nt  patent  hwl  expired  bnt  not  the  aeoond, 
awarded  accounts  of  profits  ajid  damages  as  to  both 
patents  and  a  perpetual  i^}llnl:tioI■  as  to  the  second 
patent.     Safety-Valve  Co.  v.  Bt^m  Gage  Co.  ...    .    460 


Ooi 

See  Kight  to  Use,  4,  6. 
Identtty  of  Orijcinol  and  Belssoe. 

See  ParticDlar  Patents.  37,  38,  41,  49;   Keisine,  9. 


See  Damages,  1.  2. 


See  Combination,  1;  Equivalent,!:  Frodact,  I;  Particalar 
Patents,  1,  4,  5,  »,  11,  14,  IK,  IT,  18,  19,  26,  27,30,33, 
42,  44,  17,  49,  SI. 

Ipjimotlon. 

See  Expired  Patent,  1. 

Intereet. 

See  Pro6ts,  -2. 

I&vention. 

See  Aggregation;  Analogan«  U»e;    ParticnlaT  Patents,  8,  13,  15, 
20,  23,  45,  49;  Utility,  1. 

Judffment.  , 

See  Licennee,  1. 
Judicial  Notloe. 

See  Notiee.  1  :  Particular  Patents,  SO. 

Juriadlotdon. 

See  Right  lo  Use,  r>. 
Lioense  Fee. 

See  Damages,  3. 
Uoenaee. 

1.  Jndgment  for  and  payment  of  nominal  damages  npon  a 
bill  in  eqnity  by  a  patentee  withnot  joining  bis  licensee, 
tinstone  who  baa  made  and  sold  a  machine  in  vio- 
lation of  the  patent,  are  no  bar  h>  a  bill  in  equity  bj 
the  patenlee  and  tioensee  together,  for  the  benefit  ot 
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th«  IJceowe,  against  anotber  peraoo  who  kftenratd 
nata  the  aune  marhiiie.  Birdsell  r.  Sbkliol  ....  354 
licensee  of  >  p«t«nt  cannot  bring  a  soit  in  hu  own  naioe 
at  law  or  in  equity,  Tor  its  infringement  b;  a  (rti*nger ; 
an  Bctioa  at  law  for  tbe  benefit  of  the  licouee  mnat  be 
brought  in  tbe  name  of  the  patentee  alone  ;  a  suit  in 
eqnitj-  may  be  brooght  b;  the  patentee  and  licenaee 
together.     Kirdfleli  c  Shaliol 354 


1.  When  tile  CommiaBioaer  of  Patents  decided  tbat  the  relat- 

ora  were  entitled  to  a  patent,  be  had  folly  exercised 
his  judgment  and  discretion,  and  the  ministerial  duty 
that  remained  coald  not  be  avoided  meielyont  ofdefer- 
utoe  to  tbe  claim  of  the  ijecietary  to  reverse  and  set 
aside  tbe  decision  ;  therefore  a  wtandamiu  nas  properly 
dtiected  to  the  Comminioner  to  compel  him  to  perform 
hia  duty,  to  wit,  to  prepare  tbe  patent,  to  lay  it  before 
the  Secretary  for  his  signatnte,  and  to  himself  coonter- 
Mgn  it.    Bntterworth  t.  Hoe 31 

2.  In  BQch  a  case  the  remedy  by  bill  in  equity  nnder  section 

4915  in  not  appropriate ;  becanse  it  appliea  only  when 
tbe  Cammisw>neT  decides  to  i^ect  'an  applicadon  for  a 
patent  on  the  gronad  that  the  applicant  is  not  on  tbe 
merits  entitled  to  it.    Bntterworth  r.  Hoe 21 

:t.  JtfaiHJamiu  will  not  lie  to  compel  a  public  officer  to  do  a 
particolar  thing  which  his  superior  in  antbority  baa 
lawfully  ordered  him  not  to  do.     Jtutterworth  v.  Hoe   2 

4.  It  is  a  maxim  of  law,  admitting  few,  if  any  excep- 
tions, that  every  duty  laid  upon  a  public  officer,  for 
the  benefit  of  a  private  person,  is  enforceable  by  judi- 
cial procefls.     Butterworth  c.  Hoe 2 

Hsohanioal  SUIL 

See  Particular  Patents,  8,  15,  a),  48. 


See  Damages,  3  ;  Licensee.  I. 

Notloe. 

1.  In  passing  upon  the  novelty  of  a  patent  the  court  is  per- 
mitted to  consider  matters  of  common  knowledge  or 
things  in  common  use.     Phillips  r.  City  of  Detroit .   .    a 


Novelty. 


.  The  fact  that  the  prior  patented  valves  were  not  used,  and 
the  speedy  and  extensive  adoption   of  Bichardsou's 


,  Google 


INDEX  DIGEST.  619 

valve,  Bnppon  the  coQclusian  as  to  the  noveltf  of  tbe 
latter.     Safet;  Valve  Co.  r.  St«am  Gii^e  Co.      ....    460 
Bm  Notice,  1 ;  Prodact,  2 ;  Particular  Pati^iita,  2,  4,  13,  14, 
21,  22,  23,  26,  27. 

ParUctuIar  Patents. 

1.  Tbe  flist  claim  of  lettere  patent,  No.  31,734,  granted  to 

Frederick  H.  Barthlomew,  October  13,  1S5S,  for  an 
"  Imptoved  Water-Cloeet."  and  extended,  October  2, 
1972,  for  seven  years  from  October  13,  18TJ,  namely ; 
"The  use  of  a  drip  boxorleakcbamber,  arranged  above 
tbe  closet,  and  below  and  aronnd  thesnpply  cock,  anb- 
Btautially  as  described,"  mnst,  in  view  of  tbe  state  of 
the  art,  be  limited  to  a  drip  box  arranged  above  or  on 
top  of  the  cloaet,  and  is  not  infringed  by  a  stf  ncture 
in  which  the  drip  box  is  cast  on  tbe  side  of  the  trnnk, 
near  the  top,  but  below  it,  andnoton  topof  it.  Thomp- 
BOD  V.  Boiffielier S49 

2.  In  trockB  already  in  use  on  railroad  cars,  the  king-bolt 

which  held  the  car  to  each  trock  passed  thronjch  a 
bolster  supporting  the  weight  of  tbe  car,  and  tbiongfa 
an  elongated  opening  in  Ifae  plate  below,  so  as  to  allow 
the  swiveling  of  the  track  upon  the  bolt,  and  lateral 
motion  in  tbe  track  ;  and  tbe  bolster  wassnspended  by 
divergent  pendent  links  from  brackets  on  the  frame, 
whereby  the  weight  of  the  car  tended  to  coimteract 
any  tendency  to  depart  from  the  line  of  tbe  track. 
Hdd,  that  a  patent.  No.  34,377,  A.  F.  Smith,  Febru- 
ary 11,  1882,  Improvement  in  Tmcks  for  Locomotives^ 
for  employing  ench  a  truck  as  the  forward  track  of  a 
locomotive  engine  with  fixed  driving  wheels,  was  for 
an  old  contrivance,  applied  in  an  old  way  to  oa  analo- 
gons  purpose,  was  void  for  want  of  novelty.  Railroad 
Co.  r.  Safety  Track  Co 148 

3.  In  this  case  it  was  held,  that,  on  the  record  herein,  claim 

3  of  tetters  patent  No.  40,156,  granted  to  James  Bing, 
October  S,  1863,  for  an  Improved  Shoe  for  Car-Brokea, 
namely  :  ' '  Tbe  combination  of  shoe,  A ,  sole,  B,  clevis, 
.  D,  anci  bolt,  G,  the  whole  being  constructed  and  ar- 
ranged snbstantially  as  specified,"  does  not  embody 
any  lateral  rocking  motion  in  the  shoe,  as  an  element 
oftbe  t'omtij nation.  liailway  Co.  r.  Car-Brake  Shoe 
Co 124 

4.  On  sncb  a  construction,  there  was,  on  the  record  herein, 

patentable  novelty  in  said  claim ;  and  a  strnctorebav- 
ing  the  same  four  paris  in  combination,  with  merely 
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towmal  tad  not  (nbrtMituil  mechaniod  dtftwiicw,  in- 
fringea  said  claim.  Kkitwaj  Co.  r.  Or-BnkcSboe  Co.  134 
h.  Claim  1  of  lettcn  patent,  So.  48,407,  N.  Jenkina,  Jnne 
-/;,  1W5,  Tmaeet,  for  "The  screw  follower,  H,  in  oon- 
binatiou  with  the  vslve  of  a  aelf-closing  Ikocet,  mb- 
Htantiall;  as  aet  forth  and  for  the  porpcne  described," 
coostnied  and  limited  to  a  acicw  follower  in  view  of 
the  prior  Dge  of  an  inclined  plane  cr'  cam  aa  a  means  of 
prodncing  the  aame  result,  and  itld,  not  infringed  aa 
limited  by  the  device  mannfactored  under  lettera  pat- 
ent, No.  14H,5ao,  H.  SoOe,  Maruh  10,  1874,  Fancet. 
Zane  r.  8ofte 103 

6.  Letters  patent,  No.   58,394,  granted  to  George  W.   Kcb- 

aidson,  September  25,  1866,  for  an  ImproTement  in 
Bteam  Bafety-ValTc*,  are  valid. 

Under  tbe  claim  of  that  patent,  namel;  :  "  A  tafety- 
valve,  with  the  dicnlar  or  anuDlsr  flange  or  lip  e  e, 
constructed  in  the  manner  oranbstantially  intliemBa' 
ner  shown,  bo  aa  to  operate  as  and  for  tbe  pnrpeee 
herein  dexcribed, "  the  patentee  i*  entitled  to  cover  a 
valve  in  which  are  combined  an  initial  area,  an  addi- 
tional area,  a  hnddling  chamber  beneath  tbeadditiooal 
area  and  a  strictured  oriGce  leading  ttaia  the  haddling 
chamber  to  the  open  air,  the  orifice  being  proportioned 
to  the  strength  of  the  xpring,  aa  directed. 

KichardMon  waa  the  first  person  who  mode  a  aafetj- 
valve  which,  while  it  antomaticallj  relieved  the  preaBOTB 
of  Kteam  iu  the  boiler,  did  not,  in  effecting  that  resalt, 
reduce  the  preature  to  such  an  extent  aa  to  make  the 
Dseofthe  relieving  apparatus  practically  impossible, 
beoiaae  of  the  expenditure  of  time  and  ftiel  necessai; 
to  bring  up  the  ateam  again  to  the  proper  working 
standard. 

His  valve  was  the  first  which  had  the  strictnred  orifice 
to  retard  the  ewnpe  of  the  Meam,  and  enable  tbe  valve 
to  open  with  increasing  power  agiuost  the  spring,  and 
close  suddenly,  with  small  loss  of  pressnre  in  the 
boiler.     Safety  Valve  Co.  v.  Steam  Gi«e  0».     ....    460 

7.  The  direction  given  in  the  patent^  tiiat  the  flange  or  lip   * 

is  to  be  separated  from  tbe  valve  seat  by  about  one_ 
six^-fourth  of  an  inch  for  an  oidinary  spring,  with 
less  apace  for  a  strong  spring  and  more  space  for  a 
weak  spring,  to  regulate  the  escape  of  st«am,  as  re- 
quired, is  a  sufficient  description,  m  matter  of  law,  and 
it  is  not  shown  to  be  insufficient,  as  a  matter  <;d'  lact. 
Safety  Valve  Co.  v.  Steam  Gage  Co 480 
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a  Letters  patent^  No.  63,917,  groDted  April  16,  1B67,  to 
John  S.  McMillin,  for  an  Improvement  in  applyiDg 
Steam  Power  to  tbe  Capetane  of  Steaiin boats  and  otlier 
Craft,  for  "  Rotating  a  capetan  placed  on  deck  of  a 
boat  by  meaaa  of  an  aaiiliaiy  eogitie,  wben  said  en- 
gine and  capstan  are  placed  forward  of  the  steam 
boilers  of  said  boat,  BQbstantially  as  hereinbefore  de- 
scribed and  for  the  parposes  set  fbrth,''  construed; 
held,  in  view  of  the  fact  tbat  tbe  onl;  fleld  of  inven- 
tion left  for  the  patent  to  cover  was  tbe  application  bj 
tbe  old  anct  familiar  arrangements  of  ehafts  and  cog- 
wheels of  the  power  of  an  anxiliary  engine  to  a  cap- 
stan instead  of  a  windlass ;  that  it  involved  only  tbe 
oidinary  judgment  and  skill  of  a  trained  mechanic  and 
wid  void  for  want  of  patentable  invention.     Morris  r, 

McMillin 310 

fl.  The  claim  of  letters  patent,  No.  78,880,  granted  to  J.  A. 
Fay  &  Co.,  June  16,  1868,  lor  an  "  Improvement  in 
Guides  Ibr  Band-Saws, ' '  on  tbe  in  vention  of  John  Lem- 
man,  namely  :  "The  combination  of  the  roller,  b, 
with  fixed  lateral  guides,  c  e  c,  one  or  more  arranged 
and  operated  snbstantJalty  in  tbe  manner  and  fbr  the 
pnrpoBcs  specified,"  is  for  tbe  combination  of  an  anti- 
friction smooth-faced  wheel  to  support  the  back  or 
thin  edge  of  tbe  saw,  and  to  have  lateral  adjustment, 
presenting  different  points  to  wear,  with  tbe  fixed 
gnidee,  and  is  not  in^oged  b;  an  arrangement  in 
which  the  wheel  has  two  grooves  in  it,  in  one  of  which 
tbe  saw  mns,  and  in  the  other  of  which  it  con  be 
made  to  run  by   lateral  adjustment.     Fay  v.  Gordea- 

10.  Letters  patent,  No.  85,963,  granted  to  said  Richaidson, 

January  19,  1869,  for  an  Improvement  in  Safety-Valves 
for  Steam  Boilers  or  Generatoia,  are  valid. 

Under  the  claim  of  that  patent,  namely:  "The  combi- 
nation of  the  snrface  beyond  the  seat  of  the  safety- 
valve,  with  tbe  means  herein  described  for  regnlating 
or  adjusting  the  area  of  the  passage  for  the  escape  t^ 
eteam,  substantially  as  md  for  the  purpose  described," 
the  patentee  is  entitled  to  cover  the  combination  with 
the  snrface  of  the  hnddling  chamber  and  the  strictnred 
orifice,  of  a  screw  ring,  to  be  moved  up  or  down  to  ob- 
strurt  such  orifice  more  or  less,  in  the  manner  de- 
scribed.    Safety- Valve  Co.  p.  Steam  Gage  Co.  ....    460 

11.  The  patents  of  Richardson  are  infringed  by  avalve  which 

produces  the  same  effects,  in  operation  by  the  mesoa 
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dMcribetl  Id  KiohMdnon'a  cluma,  altbongh  tb«  vMlva 
prnper  in  an  anmln*  mad  tli«  «ilend«d  surface  is  >  due 
innide  of  the  anmiiit*,  the  KiphardaonTalvepnqierbeiiig 
k  disc  RDd  th«  extended  snriteoe  an  atamlut  aoiToand- 
ing  the  disc  ;  and  altbongh  the  valve  proper  hat  two 
gronnd  joints,  and  only  the  stgam  which  poiww  throng 
one  «f  them  goes  throngfa  the  stricture,  while,  in  tbe 
Richardwin  valve,  all  the  Mcmd  which  pasBM  into  tbe 
air  goet!  throi^h  the  strictnre  :  and  although  tlie  hud- 
dling chamber  is  at  the  center,  instead  of  the  circiin)- 
ference,  and  is  in  the  seat  of  the  valve,  nndertfae  head, 
instead  of  in  the  head,  and  the  strictare  is  at  the  cir- 
camferenoe  of  the  seat  of  the  valve,  instead  of  being  at 
the  circamfercnce  of  the  bead.  Safety-Valve  Cta.  r. 
Hteain  Gane  Co * 

IS.  Claim  lol  letters  patent.  No.  87,341, gmnted  FebraaiyaS, 
1869,  to  Rile;  nordett.  a*  inventor,  for  eeveiit«en 
years,  from  Angnst  31, 166^,  &«  an  Iroprovecnent  in 
Reed  Organs,  namely  :  "The  arrangement,  in  a  reed 
musical  inatniiDent.  of  the  reed  board.  A,  having  the 
diapason  set,  n,  and  llBoetavefct,  t,  and  the  addititmal 
set,  L,  extending  fh>m  about  at  tetkor  F,  apwaid 
through  the  scale,  anbBtantially  as  and  to  the  effisct 
set  forth,"  defined  and  conetnied. 

A  ivedhoard  with  two  seteofreedsand  a  third  pMilal 
«et  was  made  and  pnt  into  an  organ  by  one  Dayton, 
prior  to  the  invention  of  Bnrdett  and,  snch  organ  be- 
iog  pnt  in  evidence,  it  was  keld,  that  the  alleged  in- 
fringing organs  contained  nothing  which,  so  tar  as  said 
claim  I  was  concerned,  wa«  not  found  in  SDch  prior  or- 
gan.    Estey  r.  Bnrdett ; 

1.1.  As  to  daim  2,  namely  :  "The  reed  boaid,  A,  and  fonnda- 
tion  hoard,  Q,  constracted  with  the  contracted  valve 
openings,  D  P  F,  and  the  reeds  arranged  in  relati<» 
thereto,  all  in  the  manner  described,"  it  was  held  that, 
-tn  view  of  the  state  of  the  art,  there  was  no  inventim 
in  making  the  length  and  size  of  tbe  valve  opening 
greater  or  less  in  a  reed  board  of  a  given  width,  or 
where  the  reed  board  waa  made  wider  or  narrower,  or 
had  more  or  leas  sets  of  reeds  in  it,  either  Ml  or  par- 
tial ;  and  that  the  vibratit^  fods  of  tbe  loweet  and 
longest  reeds  in  snch  prior  organ  were  ae  near  together 
an  they  were  in  the  reed  boards  of  the  alleged  infting- 
ing  organs.    Estey  v.  Bnrdett 

U.  Letters  patent,  No.  89,646,  C.  J.  Fisher,  May  4,  1889, 
Horse  (Jollar  Pad,  granted  for  a  device  tor  protecting 
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the  necks  of  boTsea,  id  wliich  the  claim  was  "the  neck- 
pad  liftviiig  an  itmcT  liuing  of  crimped  leather  and 
provided  with  strap?  to  allow  Ita  being  fastened  to  the 
collar,"  the  Bpeciflcation  reciting  tbat "  the  staffing  in 
the  pad  isof  ha;  or  anj  other  suitable  material."  l%e 
appellant,  the  defendant  in  a  Boit  for  infringement, 
had  made  and  sold,  as  a  sobstitiite  for  a  neck-pad,  a 
single  piece  of  crimped  leather  stiKned  by  a  metal 
plate,  and  provided  with  straps  to  fasten  it  to  the  col- 
lar, and  the  evidence  showed  that  anch  a  device  had 
been  made,  sold,  and  osed  b;  man;  persons  ;eai8  be- 
fore date  of  the  patent.  fleU,  that  (1)  if  the  patent 
covers  a  comhination  inclading  the  stnfTed  pad,  there 
is  no  infringement,  for  the  appellant  does  not  ose  the 
stnfled  psd  ;  (3)  if  it  rovers  only'  the  forming  of  the 
inner  lining  of  a  pad  with  crimped  leather,  there  is 
no  infHugement,  for  the  appellant  does  not  use  tbe 
crimped  leather  as  the  inner  lining  ot  a  pad  ;  and  (3) 
if  it  covera  aimpi;  a  piece  of  crimped  leather  serv- 
ing to  protect  the  horse's  neck,  it  is  void  for  want  of 
UDvelt;.     VoBs  r.  Fisher 493 

15.  Claim    1  of  letters  patent,   No.  93,301,    E.    A.  X«cke, 

Augusts,  1869,  Bevenae  Mai^  for  "  A  Stamp,  the  bod; 
of  which  is  made  of  paper  or  other  material,  and  hav- 
ing a  removable  slip  of  metal  or  other  material,  dis- 
playing thereon  a  serial  nnmbei  or  othf-r  spedflc  iden- 
tifyii^t  mark  upon  the  stab,  and  so  attached  that  the 
removal  of  sncb  slip  most  mutilate  or  deatro;  tbe 
stamp,"  constroed  to  be  in  view  of  the  state  of  the 
art  for  detaching  that  portion  of  tbe  stamp  with  the 
doable  eOect  of  destroying  the  stamp  b;  mntilatlon 
and  preserving  the  identit;  of  the  package  on  which 
it  had  been  fiist  placed  as  all  that  remained  to  consti- 
tnte  tbe  invention,  and  held,  to  be  for  an  improvement 
involving  mechanical  skill  only,  notwithstanding  its 
great  ntilit;  over  devices  previoosl;  in  ose.  HotIiat«r 
V.  Benedict  A  Bnmham  Hnf^.  Co. 417 

16.  aaim  1  of  letters  patent.  No.  120,049,  granted  to  J.  A. 

Fay  &  Co.,  November  14,  1871,  for  an  "  Improvement 
in  Band-Sawing  Machines,"  on  the  invention  of  ?^- 
liam  H.  Doane  and  William  P.  McKee,  namel; :  "  1. 
Tbe  f^ame.  A,  A',  A",  In  combination  with  the  lower 
arbor-bearing,  said  fVame  being  c<Histmcted  as  herein 
described,  with  a  depreasiou,  A'",  permitting  the 
read;  removal  of  the  arbor,  as  explained,"  Is  not  in- 
fringed by  an   arrangement  in  which  the  depression 
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da«a  not  lfav«  expooed  a  seat  which  ia  entirely  open 
npwani,  and  the  arbor-bemcg  caanot  be  removed 
iritbont  detiwhiBg  the  pulley  ttom  the  arbor.  Fay  v. 
Cordcaman 1 

17.  Claim  3.  namely:  "2.  The  smuiKemeut  of  frame,  A,  A', 

A",  A'",  aod  of  the  horiioDtally  and  venicaltj  ad- 
joxtable  arbor-bearing,  C,  D,  If,  E,  E',  O,  H,  A,"  ia 
not  iofrii^^  by  an  nrrangement  u-hich  doee  not  have 
the  trame  and  depreseioD  of  claim  1,  or  the  element*, 
D,  ly,  or  the  same  or  equivalent  meaoa  of  tuyastiog 
ancb  arbor-bearing  either  boritontally  or  rertically. 
Pay  p.  CordeamAD 1 

18.  Claim  3,  namely :  "  3.  The  arrangemeDt  of  step  or  sad- 

dle, K,  and  its  contained  Iwx  or  bearing,  L  L',"  cov- 
ers, as  an  element  of  the  anangemenl,  among  other 
things,  a  spring  which  carries  the  weight  of  the  saddle, 
and  giv«  an  elastic  tension  to  the  saw,  and  is  not  in- 
fringed by  an  amiagement  in  which  there  ia  a  rigid 

taddleand  nospring.     Pay  r.  Cordeaman 1 

IS.  Claim  4,  namely  ;  ''4.  In  combination  with  the  tipper 
arbor,  L',  the  lower  arbor-bearing,  E,  adjustable  both 
veriically  and  horizontally,  as  shown  and  deMribed 
and  for  the  pnrpoee  set  forth,"  ia  not  infringed  by  an 
arrangement  ivhich  does  not  infringe  claims  3  and  3. 
Fay  e.  Cordesmon 1 

20.  Letters  patent,  No.  121,544,  R.  C.   I^illipe,  Decembers, 

I9T1,  Wooden  Pavement,  for  an  alleged  combinatioB 
oonsisting  in  a  pavement  fbrmed  by  blocks  of  wood, 
cat  from  the  tmnksor  branches  of  trees,  set  with  their 
flbere  vertical  tipon  a  bed  of  broken  stones,  sand,  or 
gravel,  the  spaces  between  the  blocks  being  filled  with 
Bond  or  gravel,  constmed  to  be  for  the  bringing  to- 
gether of  three  old  and  well-known  elements,  the 
wooden  blocks,  the  foundation,  and  the  filling  in, — 
the  coDStmction  of  a  pavement,  and  krld,  in  view  of 
common  knowledge  and  nse,  to  involve  mechanical 
skill  only  and  not  invention.  Phillips  v.  City  of  De- 
troit     289 

21.  Letters  patent,  No.  122,001,  J.  J.  Esgleton,  December 

19,  1871,  Japanned  Fnmiture  Spring,  constmed  to  be 
for  ateel  fnmitn re-springs  protected  by  japan,  and 
tempered  by  the  heat  used  in  baking  on  the  japan, 
held,  wanting  in  novelty  ;  heM,  tnriher  in  view  of  the 
fact  that  the  specification  which  accompanied  the 
original  application  by  Eaglelon,  July  6,  186B,  signed 
and  sworn  to  by  him,  did  not  set  forth  the  discovery 
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pntenteit,  bnt  set  Tonh  merely  the  protection  of  tbe 
npringn  hy  jflpau  ;  that  the  authority  ^veti  to  hia  at- 
lomeyB  was  only  to  nmeikd  that  apptication  and  ended 
at  his  death  ;  that  the  araendmentH  mode  after  hia 
death  Mid  conatitutiog  the  iovention  patented  were 
not  mere  ampliGcatioiia  of  what  had  beea  in  the  Appli- 
uttioD  before,  bnt  embodinl  »□  Invention  which  the 
•lleged  inventor  never  made  ;  and  that,  in  view  of  the 
entire  change  in  tbe  specification  as  to  the  invention 
described,  the  patent,  to  be  valid,  should  have  been 
gniuled  on  an  application  made  and  sworn  to  by  the 
Bdniinietratrix.  Eagletoa  Unf^.  Co.  r.  West  &c. 
MnfR.  Co 263 

32.  The  claim  ot  letters  patent,  No.  142,933,  Kinnted  to  David 

H.  Nation  and  Ezekiel  C.  Little,  as  inventors,  Septem- 
ber 16, 1873,  for  an  Improvement  in  Resen'oir  Cooking- 
Stovee,  namely  :  "  1.  The  comhinitii)n.  with  the  back 
plate,  I,  of  the  cooking-stove.  A,  of  the  reservoir,  C, 
arranged  on  n  support  nbont  midway  tietwepn  the  top 
and  botlora  plates  ot  t)ie  etove.  and  the  nir-cbamher,  b, 
between  tiie  stnve-book  and  reservoir- front,  open  at 
the  lop,  and  communicatiuf;  with  the  air  in  tbe  room, 
enbstantially  as  and  for  the  purposcH  net  forth.  3. 
The  combination,  with  the  stove,  A,  and  reservoir,  C. 
of  tbe  small  opening,  a,  the  sheet-due,  G,  under  the 
entire  bottom  of  the  reservoir,  and  the  small  eiit- 
paaHoge  or  pipe,  E,  all  substantially  as  and  for  Ibe  pnr- 
posee  herein  set  forth,"  nre  void  for  want  of  novelty. 
Bnssey  r.  Excelsior  Hnfg.  Oi 17 

33.  Tbe  claims  of  letteis  patent,  No.  14S,!)34,  granted  tosaid 

Nation  and  Little,  September  16, 1373,  for  an  Improve- 
ment in  Reservoir  Cooking-Stoves,  namely  ;  ''1.  The 
detachable  base-pan  or  due-shell,  D,  attached  to  the 
body  at  a  point  near  the  renter  of  the  back-ptate  of  the 
stove  by  inpanx  of  hooks,  n  a.  fast  on  tbe  base-pan, 
and  pinN,  b  b,  on  Ibe  stiive-body.  snbRtantially  for  the 
pnrposm  herein  set  forth.  2,  The  portable  reservoir. 
F,  with  the  fine,  E,  in  the  rear  side,  in  combination 
with  tbe  portable  base-pan  or  flue-shell.  D,  substan- 
tially as  and  fur  the  purposes  herein  set  forth.  3.  The 
combination,  witli  it  three-flue  stove  having  damper, 
H,  arrangcil  as  described,  of  tbe  portable  ba-ve-pan  or 
flne-sbell,  D,  and  warming-closet.  G.  all  snbstaDlially 
as  and  for  the  purposes  herein  set  forth,"  are  void  for 
want  of  novelty.  There  was  no  iovcntlon,  in  claim  1, 
in  nsing.  to  attach  the  base-pan,  an  old  mode  used  in 
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Mtacbing  other  prajecting  pMis  of  the  stove.  Claims 
•i  and  3  >re  merely  far  aggr^attons  of  parte  and  not 
for  pstentab)e  combiDations.  BoBBey  n.  Eicelaior  Uii%. 
Uo TT 

■iA.  Id  lettem  paleot,  No,  180,369,  granted  to  James  Bargent, 
Jtuinarj-  16.  1B77,  for  ImprovemenU  in  Time-Locks, 
ramatrned  aoii  Rtrictly  limited,  in  view  of  the  history 
i>r  the  limitations  imposed  on  the  application  after  re- 
peal«d  rejections  and  hM.  that  the  combi  nation -lock 
forming  a  member  of  the  combinations  claimed  by  the 
two  cluiniM  of  the  patent,  is  one  which  has  a  bolt  or 
bearing  that  (nrns  on  an  axis  or  rcTolves,  as  dis^n- 
gnished  from  a  sliding  bolt,  and  tboM  claims  are  not 
Infringed  byastntcture  in  which  the  oombination-lack 
has  not  a  turning  or  revolving  tmlt  Sargeat  t>.  Halt 
Safe  &  Lock  Co 573 

35.  Claim  'i  of  the  patent  reqnires  that  the  tnmblers  of  the 
oombination-iock.  and  its  spindle  shall  be  fne  to  n>- 
tate  while  the  bolt^work  is  held  in  its  locked  position 
by  the  bolt  or  bearing  of  the  comhi  nation-lock.  Sar- 
gent c.  Hall  Safe  &  Lock  Co 573 

ae.  Letters  patent,  No.  189,220,  granted  April  3,  1B7T,  to  O. 
H.  Hicks,  for  Improvement  in  Hoes,  considered  and 
tdd,  if  the  invention  made  and  sold  by  respondent 
prior  to  the  date  of  the  patentee's  invention  is  not  an 
anticipation,  it  in  not  an  infringement  of  it.  Cook  n. 
Sandnaky  Tool  Co 120 

27.  The  third  claim  of  reissued  letters  patent.   No.   978, 

giM]t«d  lo  William  S.  CaiT,  Jnoe  13,  1860,  for  "  Im- 
provements in  Water-Cloaets  "  (the  original  patent 
having  been  granted  to  him  Augnst  5,  1858,  and,  as 
reis8ne<l,  extended,  Jaly  23,  1870,  for  seven  years  tram 
AagDSt  5,  1870,1  namely:  "In  a  valve  for  water 
closets,  a  cnp  leather  for  controlling  the  motion  of  said 
valve  in  closing  graduullj-.  substantially  m  specified, 
said  cnp  leather  moving  freely  in  one  direction,  and. 
closing  H^inst  the  i.'ontaining  cylinder  in  the  other 
direction,  and  the  leakage  of  water  in  said  cylinder  al- 
lowing the  movementof  said  cup  leather,  as  set  forth," 
constrned,  and  heJd,  that  the  only  point  of  invention, 
if  it  conid  he  ilignifled  by  that  name,  was  the  special 
means  of  leakage  shown  hy  Carr,  hat  which  the  de- 
fendants did  not  nse.     Thompstm  r.  Boiaselier    .    .    .    549 

28.  Htid,  In  viewofthestateof  the  nrt,  that,  for  the  purpose 

ot  securing  the  free  pnssage  of  water  in  one  direction, 
and  preventing  its  etwape  in  the  other  direction  other- 
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wise  than  grodnall;,  the  defendants  had  used  sothicg 
which  the;  did  not  have  a  right  to  nse,  and  had  not 
appropriated  any  patentable  invention  which  Can-  had 
B  right  to  cover,  as  against  the  defendants'  strnctnre, 
by  ttie  thiid  claim  of  his  reissne,  and  that  clHim  3  does 
not  iDvolve  patentable  invention,  in  view  of  recent  de- 
cisions, or  if  it  does,  is  not  infWaged.  .Tbompeon  v. 

Boisaeiier 5411 

28.  Claim  4  of  reissued  tetters  patent,  No.  1,S3T,  granted  to 
John  Richards,  Angnst  25,  1863,  for  a  "Gnide  tmd 
Support  tur  Scroll -SaWH, "  the  original  patent,  No. 
35,390,  having  been  grouted  to  him.  May  2fi,  1863,  fbf 
an  "  Improved  Guide  and  Snpport  lor  Scroll-Saws," 
namely:  "4.  An  an  ti -friction  gnide  which  Is  adjusta- 
ble so  as  to  accomniodnte  different  thicknesses  of  saw- 
blades,  and  to  compensate  for  wear,  in  combination 
with  tbe  upper  portion  of  a  web  saw-blade,  subetan- 
tially  as  set  forth,"  does  not  cover  an  arrangement  In 
which  a  band-saw  is  used,  passing  over  wheels,  and 
ronning  constantly  in  one  direction,  towards  the  table 
<m  which  the  stuff  lies,  and  having  a  tension  over  tbe 
peripheries  of  the  wheels.     Fay  v.  Cordesman  .    ,    .    ,        1 

30.  Claim  5  of  said  reiasae,  namely,  "  S,  The  combination  of 

the  anti-friction  mw-snpport  aud  gnide,  or  the  eqaiv- 
alent  thereof,  with  an  adjustable  guard,  or  its  eqoiva- 
lent,  snlMtsntially  as  and  for  the  pnrposeset  forth," 
is  not  infringed  by  an  ammgemeut  in  wfaicti  such  a 
band-saw  ia  nsed  and  the  goard  doee  not  hold  down 
the  staff  ai^inst  tbe  upward  lilting  action  of  the  saw, 
becanse  the  saw  is  constantly  passing  downward.  Fay 
f.  Cordesman 1 

31.  Letters  patent.  No.  27.094,  were  issned  to  Ethan  Allen, 

February  14,  I860,  for  14  years,  for  an  Improvement 
in  Machine  for  making  Percussion  Cartridge  Cases. 
The  patent  was  reissned  in  two  divisions,  No.  .1,948, 
and  No.  1.949,  May  9.  1866.  No.  1,948  embraced 
that  part  of  the  invention  which  concerned  the  mech- 
anism for  striking  up  the  hollow  rim  at  one  stroke. 
Tbe  original  patent  and  drawings  showed  such  mech* 
anism  to  be  a  moving  die  and  a  fixed  bunter.  In  No. 
1,948,  the  description  was  altered  so  as  to  state  Hiat 
the  bnntcr  might  tiecairied  against  the  die;  and  its 
two  claims  each  contained  the  words  "substantially 
asdescribed."  An  extenslonof  No.  1,94S  having  been 
applied  for.  it  was  opposed,  on  the  ground  that  sneh 
arrangement  of  a  lixed  die  and  a  moving  hunter  was  a 
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new  inT«iition,  uil«cpolate4  into  the  reiwne.  Tbe 
CommiBBioner  ot  I'ateDtH  ho  held  «tid  tequired  such 
Dew  matter  to  be  dincIaiiDed.  m  a  eoadltlao  prMedeot 
to  tbe  exteDsion.  A  dincliuiuer  waa  filed  disdMiniiig 
tbe  movable  buawr  as  of  the  iDveDtiou  of  Allen.  No. 
1,946  was  tlien  extended  by  ■  certificate  which  Btat«d 
that  A  disclaimer  had  been  Bled  to  that  part  of  the  in- 
vention  embracing  anch  new  mstter.  In  a  snit  in 
equity  aflerworda  bronght  on  Ho.  1,948,  a^nst  ma- 
chinee  having  a  fixed  die  and  a  moving  banter,  for  in- 
(Hngementa  committed  botli  before  and  alter  the  ex- 
tension ;  ield,  tbat  the  effect  of  tlie  disclaimer  was  to 
«xclnde  thoee  machiiw  from  tlie  scope  of  any  claim  in 
No.  1,M8,  witboDt  reference  tn  the  question  whetber 
thej  contained  mechanical  eqnivalents  for  tbe  movitig 
die  and  the  fixed  bunter.  Cartridge  Co.  v.  Cartridge 
Co 364 

'3'i.  Allen  had  not,  before  the  grantingof  the  original  patent, 
made  any  machine  in  which  the  die  was  fixed  and  the 
banter  movable  ;  and  it  was  never  lawful  to  cover  by 
tbe  claims  of  a  reisaae.  an  improvement  made  afler 
the  granting  of  tbe  original  patent.  Cartridge  Co.  v. 
Cartridge  Co.      384 

33.  The  claim  of  reiaaned  letters  patent,  No.  2,909,  J.  &.  and 
I.  Kotrell.  Match  31,  1868  (original,  No.  56,102,  July 
3,  1866,)  for  an  Improved  Cultivator,  wbich  covered 
the  combination  of  h  beam,  shank,  brace-bar,  and  bolt, 
construed  and  limited  in  view  iif  the  prior  state  of  the 
art,  in  order  to  sustain  it  sotietantially  to  tbe  form  de- 
scribed.  Held,  in  view  of  the  fact  tbat  one  of  the  pnr- 
poses  of  plaintiff's  brace-bar  waa  to  strengthen  tbe 
shank,  and  thus  decrease  the  quantity  of  material  in 
it  I  and  that  tbe  curved  top  of  defendant's  shank,  con- 
otrarted  under  letters  patent,  No.  152. T06,  J.  H.  and  J. 
W.  Thomas,  Jnne  30.  1S74,  Seeding  Machine,  which 
was  alleged  to  be  an  equivalent,  did  not  perfbrm  this 
material  function,  but.  on  the  contmry,  required  an 
increase  of  tbe  quantity  of  material  ;  that  hence  it  was 
not  an  equivalent,  and  there  nas no  infringement  from 
its  nse  in  connection  with  tbe  other  elements  of  plain- 
tiff's combination.     Rowell  v,  Lindsay 441 

:tA.  Tbe  first  four  claims  of  rei-i-ne  letters  patent,  No.  3.815, 
granted  to  Esek  Bussey  and  Charles  A.  McLeod,  Feb- 
ruary 1,  ISTO.  fora  "Cooking-Stove,"  theori^al  pat- 
ent, No.  56,688,  having  been  granted  to  said  Bpssey, 
as  inventor,  July  '.^4,  1866,  and  reissued  to  him,  as  No. 
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3,649,8epteinbeT2A,  1669,  DftQMl?:  "1.  Adlvipg-flQe 
cnokiDg^tove  with  the  eiit-flae  mcoostrncted  as  to  in- 
cloM  on  the  Bide  and  bottom  the  colinary  boiler  ot  hot^ 
water  reservoir,  Et.  '2.  A  diviog-Bae  cooking-flhiTe 
irith  the  exit-floe  conatnicted  ocroas  the  bothim  and 
up  the  rear  oprigbt  side  of  the  colinar;  boiler  or  hot- 
water  reservoir.  B,  3.  A  dinug-flne  cooking-stove 
constructed  with  an  exit-paiMage,  F.  below  the  top  of 
the  oven,  and  an  exit-flue.  K  E',  in  combination  witfi 
Ml  QDcaiied  reservoir,  R.  attached  to  the  re^  of  the 
xtove,  and  placed  jost  aboie  sach  Piit-paasage,  and  so 
*rranf;ed  that  the  fovten  nf  comhUBtinD,  in  passing 
through  Hiich  eiit-Hite,  will  impinge  npon  or  come  In 
direct  contact  with  aaid  reservoir,  nabstaattally  as  and 
ibr  the  purposes  hereinbefore  Hpn^itied.  4.  An  exit- 
passage,  F,  conatnicted  in  the  rear  of  a  <liviag-tlne 
rooking-fltiive  and  below  the  top  of  the  oven,  Id  com- 
bination with  ap  uncased  reservoir,  K,  attached  to  the 
rear  of  the  stove,  the  Iwttom  of  which  reservoir  is  also 
below  the  top  of  tbc  oven,  and  so  arraDged  that  the 
gascH  or  combontion  will  come  in  contact  witli,  and 
heat  such  reservoir  b;  a  direct  draft  fh>iD  the  flre-boi 
to  the  Hiiiuke-pipe.''  are  limited  to  a  structure  Id  which 
the  ftont  ot  the  reservoir  has  no  air-apace  in  front  of  it, 
and  in  whieh  the  exit-flue  does  not  expand  into  a 
cUamher  at  the  hott^im  of  the  reservoir,  and  in  which 
theverticalpiirtof  the  exit-floe  does  not  poxs  up  throngh 

the  reaer\-air.     Ru.'wey  r.  Pxcelslor  Mofg-  Co T7 

Hence,  those  (^luims  nre  not  infringed  by  a  stove  iu 
which,  Bltbongh  there  are  three  flnm,  and  no  exit-paa- 
so)^  beiow  the  top  of  tbe  oven,  and  a  reeervoir  the  bot- 
tom of  which  is  ttelow  the  top  of  the  oven,  no  part  of 
the  rear  f  nd  verticnl  plute  is  lenioved.  so  as  to  allow 
the  gase*  "f  combustion  to  isiiue  into  direct  contact 
with  the  front  of  the  reservoir,  nor  is  any  such  plate 
employed  as  the  pbite.  W  W,  of  the  patent,  but  there 
is  a  deod'air  Kpace  lietwetu  the  rear  plate  of  the  flue 
and  the  front  of  the  reservoir,  and  the  exit-flne  is  not 
a  narniw  one  carried  wtimx  the  middle  of  the  bottom 
of  the  reservoir,  as  In  the  imlenl.  but  the  pmlui^ts  of 
ciiiuhuatinn.  on  leaving  the  flue-tipace,  pans  into  a 
L-httml)er  beneath  the  reservoir,  the  area  of  which  is  co- 
extenitlve  with  tlie  entire  surface  of  the  ))ottom  of  the 
reservoir,  and  the  vertical  passage  out  of  sncb  chamber 
is  not  one  outside  of  the  rear  of  the  reservoir,  bnt  is 
one  In  and  throiifjli  tin-  iBniy  of  the  reservoir,  and  re- 
movable with  it.     Ku^-y  r.  GxeeMor  Mnfg.  Co.  77 
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35.  If  Ibe  clftin)  of  reinued  1ett«ra  patent,  4,331,  Diviaioo,  B, 

granted  to  Charles  Gniebe  nnd  Charira  Liebetvuno,  . 
April  4.  1S7I,  for  an  Improvemenl:  in  Dyen  or  Coloring 
Matter  rnim  Anthnu'ine,  tlie  originBl  patent,  No.  9ii,- 
463,  having  been  grjnled  to  them,  October  5.  1660, 
namely:  "Artificial  aliairlue,  produced  from  anthra- 
cine  or  its  derivatives,  by  either  of  the  methods  herria 
described  or  by  aaj  other  method  which  will  produce 
a  like  resalt,"  if  construed  ao  broadly  as  to  mver  a 
dje-stuA,  imported  from  Earope,  made  by  a  pconeK 
Diit  Hhown  to  be  the  eameaa  that  described  in  No.  4,331. 
and  containing  large  proportions  of  coloring  matters  not 
Aown  to  be  found  to  any  practically  DseAil  extent  in 
the  alizarine  of  the  process  of  No,  4,331,  sncb  an  isc^r- 
parineor  anttarapurpurine,  it  is  wider  in  its  scope  tlian 
the  original  actital  invention  of  the  pateiiteea  and 
nider  thnn  nnything  indicated  in  the  specitication  of 
the  origin.il  patent  ir  the  claim  is  to  l>e  construed  so 
-  HI  to  cover  only  the  product  which  the  ptocess  de- 
scribed ia  it  will  produce,  it  does  not  cover  a  diflbrent 
product,  whifth  cannot  be  practically  produced  by  that 
procrfls.  Cochrane  r.  Badiache  Aniline  Ac.  Fabrik  .  810 
37.  Where  u|ion  comparison  of  the  original  letters  patMit, 
No,  iHA'S2,  E.  Torrent,  August  35,  1B6S,  Turning  Ha- 
ctaine,  and  its  reissue,  No.  .i,487,  July  15,  1873,  it  waa 
apparent  that  the  invention  had  beffn  originally  Ibr  the 
turniufj;  of  logs  on  their  own  axes  on  a  lag-carriage,  and 
the  reissued  patent  had  lieen  expanded  to  embrace  the 
rolling  of  1(^  from  plat^  to  place  on  the  li^-deck  or 
(Vom  the  log-deck  upon  the  carriage,  and  in  to  doing 
required  Iheomission  of  parts  eBsential  in  turning  lop 
on  their  axes  wbeD  upon  the  carriage,  Md,  tbBt  this 
involved  not  only  a  change  of  pnrpoee,  of  location  of 
parts,of  the mannerof  operation,  hutofcBect  produced, 
and  this  involved  a  change  of  mechanism,  and  there- 
fore the  reissue  covered  adifTerent  invention  from  that 
described  in  the  original  patent,  and  the  Qitit  rlalm 
baaed  upon  snch  change  was  void.  Torrent  &c.  Lum- 
ber (h.  r.  Rodgem 386 

36.  Where  vai-h  of  the  claims  of  the  original  patent,  No.  31.- 

4.12,  E.  Torrent,  August  2.".,  1868,  Turning  Machine, 
yrtut  for  a  combination  of  operative  elements,  and  the 
new  claim  iu  the  reissue.  No.  .1,487.  July  16, 1873,  was 
for  a  single  element  onl.y,  without  referonoe  to  ita 
operating  meciianisD),  and  the  operation  of  this  ele- 
ment had  l>eru  chnngcd  in  the  reissue,  MJ,  tbat  thijs 
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claiiD  naa  enlarged  «o  as  to  Include  on  inventioii  nut 
described  or  indnded  in  the  original  patent.  Torrent 
&c.  Lamber  Co.  r.  Rodgers    . 396 

39.  \VliBre  an  original  patent,  No.  81,432,  E.  Torrent,  August 

25,  1868,  Turning  MactiiDe.  was  reimned  after  a  lapse 
of  nearly  five  yeaia,  and  the  reissae,  No.  6,497,  July 
15,  1873,  inclnded  an  invention  not  described  in  Uie 
original  patent,  wbich  was  described  in  a  prionappli- 
catlon  b.v  another  party  who  obtained  a  patent.  No. 
141,739,  J.  TorKDt,  Aognet  12,  1ST3,  Log  Tnmer, 
afler  the  date  of  the  relasue.  held,  that  it  migbt  faiilj 
be  inferred  that  the  purpose  of  the  reiwne  yn»  to  in- 
clude (he  inventi<in  deecribed  in  the  later  potent,  jmd 
that  the  first  claim  of  the  reinne  was  void,  oe  coming 
within  the  rule  adopted  by  the  conrt  in  various  decis- 
ions, particularly  in  the  case  of  Clements  v.  Odorless 
OompsDj  [p.  44  anU,i  HcHumy  v.  Mallory  [p.  171 
m>tf,'\  and  Mahn  e.  Harwood  [p.  322  onto.]  Toirent 
Ac.  Lumber  Co.  v.  Rodgers 390 

40.  Beisaue  letters  patent.  No.  6,542,  granted  July  13,  1875, 

to  Timothy  Earle,  for  an  Improvement  in  ^|g-Beat«rs, 
eleven  yeani  after  the  grant  of  the  original  patent,  No. 
39,134,  July  7.  1S63,  and  with  a  broader  claim  than 
the  latter,  so  as  to  embrace  a  device,  which  was  not 
previously  an  infringemet,  Md,  to  be  invalid.  Turner 
&  Seymour  Hnf|{.  Co.  n.  Dover  Stamping  Co.    ....    038 

41.  Claims  1  and  3  of  reissued  letters  patent.  No.  6.962, 

granted  te  Lewis  R.  Keizer,  Febrharj  29,  1876,  for  an 
Improvement  in  Appantua  ior  cleaning  Priviea,  tike 
original  patent,  No.  115.665,  having  been  granted  Jane 
e,  1871.  to  Henry  C.  Bull  and  Joseph  M.  Lowenstein, 
on  the  inveution  of  said  Boll,  and  the  application  Ibr 
the  reissae  having  been  Aled  January  11, 1876,  namely; 
"  1.  X  pri*y-vBult  cleauing  apparatus,  confdstiog  of  on 
air  pump,  a  deodorizer,  and  enitable  tnbolar  conoeO' 
tions,  in  combination  with  on  independently  movable 
receiving  cask,  having  an  inductitm  passage  or  open- 
ing, and  also  an  air  opening  ibr  ounneetion  with  the 
air  pump,  and  provided  with  screw  necks  at  each  opan- 
ing  for  receiving  sealing  cape  or  covers,  substontiaUy 
as  deseribed,  whereby  the  movable  cask  may  be  located 
in  any  desired  position  with  relation  to  Um  vault  and 
privy,  and  the  pomp  and  deodorizer  located  in  any  de- 
rired  position  with  relation  to  the  vault,  privy,  and 
cask,  and  also  whereby  the  cask,  when  filled,  may  be 
handled  08  is  usual  with  fillad  casks,  as  set  forth;"  "3. 


,y  Google 


INDEX  DKiEST. 

The  combiiwtion,  with  >  porteble  uight  ■oil  cask,  of 
»  flont  valve  loratrd  at  the  air  paasage,  HDlMtantiollv 
08  drtKTJbed,  wliervhy  the  Said  matter  is  prevented 
fram  entering  the  air  paasaf^  and  clogging  the  snctioD 
air  pipe  and  pump,  an  net  forth  ;"  are  invalid,  becaoM 
they  are  for  inveutionH  iicil  indicated  in  tlie  original 
ptitcnt  aa  inventionit,  being  fur  BDh-conibinations  in 
•  vombinatians  claimed  in  the  original,  and  were  made 

for  the  parpotte  of  covering  featorcs  described  in  pat- 
ents issned  to  otbeiB  during  tbe  interval  between  the 
granting  of  the  original  and  the  application  for  flie  re- 

issne.     Clemenla  r.  Excavating  Cl>.  .    . 44 

■12.  ffM,  not  infringed  by  defendant's  appanitns,  constmcted 
nnder  letters  patent.  No.  156,743,  S.  R.  Scharf.  Jannary 
la,  1875,  and  No.  179.993,  Bradley  ft  Scharf,  Jnly  19. 
Ift76,  both  entitled  Machines  for  cleaniug  Prii-y  Vaalts, 
whirh  dots  contain  the  fentnres  of  the  reissue  salMjnm- 
binstion  Hnims.  bnt  does  not  infringe  the  claims  of  tbe 
original  patent.     CIcmentH  r.  Kxcavating  Co.    ....      44 

43.  LettPT«  patent,  No.  1'27,0UH.  for  Ball   Coven,  inned   to 

Jiimefi  H.  Osgood.  Hny  21,  lifl-i,  reiiea«d  as  No.  7,046, 
April  11,  1876.  brill,  invalid  as  tu  tbe  newaod  enlaiged 
cliiims.  because  there  was  nnreasonablo  delay  in  apply- 
ing for  it,  the  only  object  of  the  reissne  beint;  toenlai^ 
the  claims.     Mahn  i.  Harwood         322 

44.  'Claim  2  ol  reissnal  letters  patent.  No.  7,R86.  T.  H,  Bailey, 

September  IB.  1877,  [Original  No.  41,471,  Febrnary  ». 
1H64.)  Valves  for  "The  combination  of  tbe  valve  C, 
srtem  rf,  spring  E,  ndjtiHfable  cap  D,  and  pin-hole  d', 
whereby  the  valve  may  be  either  held  upon  its  seat 
with  a  variable  yielding  pressure,  or  may  be  elevhted 
therefrom  or  held  immoviibl,v  thereon  us  an  otdinary 
screw-ptng,"  innstrned  and  limited  to  the  q»edfic  de- 
vice described  and  I'laimed.  namely,  a  pin-hole  sjid  pin, 
in  view  of  Bailey  not  being  the  firat  to  conceive  tbe 
Idea  of  a  device  fur  opening  or  closing  rigidly  an  anto- 
malic  valve,  and  lielrl,  not  infringed  as  limited  by  the 
omiasion  in  appellee's  device  of  one  uf  the  elements  of 
the  combination,  the  pin  and  pin-hole.  Blake  v.  City 
of  San  Francisco 535 

45.  The  claim,  if  constrned  to  cgvpr  the  nw  of  an  antomatie 

relief  valve  applied  to  a  steam  lire  «igine  and  hoae. 
held,  to  be  for  an  analogous  use  devoid  of  invention 
and  consisting  in  applying  to  a  portable  steam  fira  en- 
gine on  land  a  valve  previously  nscd  on  a  stationary 
st^am  fire  engine  on  shipt.  Blake  r.  City  of  San  Fran- 
cisco      536 
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46.  BeiHued  totbm  p^tatt,  No.  8,169,  gnut«d  to  Washing- 

ton Wilson,  M  inventor,  April  9,  1678,  on  an  applica- 
tion tlierefbr  ftled  Hardi  II,  1678,  fbr  an  "ImproTs- 
ment  in  Collan,"  the  original  patent,  No.  197,607, 
havinR  been  gnuit«d  to  him  December  4,  18T7,  are  in- 
'  TBlld  M  to  claims  1  and  4.    Coon  r.  Wilson 504 

47.  The  original  patent  deeorib«d  and  claimed  onlj  a  collar 

with  short  or  sectional  banda— that  ia,  a  band  along 
the  lower  edge  of  the  collar,  made  in  parte  or  eectdoos, 
and  having  a  graduated  cnrve.  The  leisined  patent 
and  claims  1  and  4  thereof  were  so  framed  as  to  cover 
acontJnBoos  Iwod  with  a  gradnated  carve,  bat  not  ia 
■ections.  The  defendant's  oollws  were  brought  into 
the  market  alter  the  original  patent  wa«  inued  and  be- 
fore the  reinoe  was  applied  for,  and  the  reissue  was 
obtained  to  cover  those  collare;  and,  althongh  it  was 
applied  for  only  a  little  over  three  months  ofterthedato 
oT  the  original  patent,  tiiere  was  no  inadvertence  or 
mistake  so  far  as  the  short  or  sectional  bands  were  con- 
cemed,  and  it  was  songht  merely  to  enlarge  tlie  claim. 
Claim  2  of  the  reissue  was  snbstantinlly  the  same  as 
the  single  claim  of  the  original  patent,  and  claim  3 
bod,  as  on  element,  short  bands.  As  the  defendant's 
collars  had  a  oonti noon h  band,  with  a  gradnated  cnrve, 
and  not  short  or  sectional  bands,  and  did  not  infringe 
the  claim  of  the  original  patent  or  (claims  2  and  3  of 
the  reissae,  and  claims  1  and  4  thereof  were  invalid, 
the  bill  was  dismissed.     Coon  c.  Wilson 501 

46.  Beissaed  letteis  patent,  No.  B,393,  W.  C.  Ot^ytoo,  Sep- 
tember :i,  ISre,  (original  No,  196,006,  October  9,  1877,) 
Window-Cleaners,  aiiutnted  to  be  for  a  new  nse  of  on 
old  and  well-known  article,  (mbber,)  so  adjusted  t«an 
ordinary  handle  or  holder  as  to  make  it  capable  o( 
such  new  nse,  and  Md,  that  the  a^nstment  of  the 
parts  involved  nwdianical  skill  only.  (Affirmed,) 
Window-Cleaner  Co.  «.  Bosley 64 

49.  Claim  I  of  reissne  letters  patent,  No.  6,466,  J.  A.  Bost- 
wick,  October  ■».  I87H.  [original.  No.  104,412,  Jane  21, 
1670, )  Soldering-iron,  kfld,  to  be  for  a  different  inven- 
tion from  that  dcftcnbed  and  claimed  in  tlie  original 
patent,  and  void;  the  2d  combination  claim  keld,  not 
infringed  by  the  Tillery  and  Gwalt  device  which  omilM 
the  two  essential  elements  of  the  claim.  MrMnrray  v. 
Hallory 171 

60.  Where  the  spe^riflcation  and  drawings  of  the  reissued 
letters  patent.  No.  8,761,  E.  M.  Long.  July  1,  1879, 
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Soldering-Iroa,  vera  BnbataBttaUj  the  MUte  m  Umm  oT 
the  originid  patent,  No.  1113,125,  A.  Bvker,  Uft7  17. 
I9T0,  Md,  th>t  the  reuine  wm  oot  for  tbe  purpose  of 
mnkiug  the  original  speciflcatioD  more  fall,  aocante, 
or  intelligible,  or  for  tbe  purpow  of  eliminating  from 
it  what  the  Inieutor  had  not  tbe  right  tocUim  as  new. 
Tbe  lat,  'Jd  and  3d  claims  of  tbe  reisrae,  broadly  for 
cumbinations  of  certain  parta,  withnnt  limitation  as 
l«  their  coDBlmctioD,  held,  void,  as  expanded  cUims 
for  matter  not  covered  by  the  original,  in  view  of  itg 
single  limited  combination  claim  of  snch  p*rts  con- 
structed in   a   particular  waj   for  a  qtecial   pnrpose. 

UcMurrsr  ».  Uallorjr 171 

51.  The  4th  and  5th  claims,  hrid.  not  infringed  bj  tbedevicc 
constnict«d  under  letters  patent.  No.  137,120,  TiUerj 
and  Ewalt.  Ma;  21,  IgiiL  Soldering-Iroa.  HcMtimj 
V.  Mallorj 171 

Parties. 

See  Licensee,  1.  2. 

PateatabUlty. 

I.  To  be  patentable,  a  thing  most  not  only  be  new  and  ose- 
fal,  but  most  amonnt  to  an  invention  or  discovery. 
Becent  decisions  of  thia  court  on  the  Batt)eet  of  what 
constitutes  a  patent«ble  invention  cited  and  applied. 
Thoropaon  v.  Boisselier 549 

Prior  Knowledire  and  Use. 

1,  Under  a  general  denial  of  pat«ntee'B  priority  of  inveDtitm. 
evidence  of  prior  knowledge  and  use,  taken  wlUioiit 
objection,  is  competent  at  the  final  hearing  on  the 
qnealion  of  the  validity  of  the  patent.    Zuie  v.  Both  .    103 

Private  Proiwrtr. 

See  Right  to  Uw.  4,  5. 
Prooaas  of  Oootempt. 

1,  Processof  contempt  is  a  severe  remedy  and  should  not  be 
resorted  to  where  there  is  Riir  ground  of  dotibt  as  to 
the  nrongfblness  of  defendnnt's  condnct.  Caliibrnia 
Stone  Paving  Co.  r.  Molitor 521 


flee  Product,  1;  Particular  Patents,  36. 
Product. 

1.  Every  patent  for  a  product  or  composition  of  m 
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identif;  it  so  that  it  can  be  recogniied  Mide  Irom  the 
description  of  tbe  process  Ibr  making  it,  or  else  notta- 
iDg  can  be  held  to  infringe  the  patent  wbicb  is  not 
made  by  that  proceaa.  Cochrane  t.  Badiacbe  ADilio 
Ac.  Fabrik      210 

2.  While  a  new  proveea  for  prodncing  the  old  iirtiule  (aliiArioe) 
was  patentable,  the  prodnct  itselT  conid  not  be  pat- 
ented, even  thongb  it  was  a  prodact  made  artiSciatlT' 
for  tbe  first  time,  in  coDtmdistiiiction  to  being  elimi- 
nated from  the  madder-root.  Calling  it  "artificiid 
alizarine "  did  not  make  it  a  new  oomposltion  of 
matter,  aud  patentable  as  anch  by  reason  of  its  having 
been  prepared  artificially  for  the  first  time  from  anthra- 
cine,  if  it  was  set  forth  as  alizarine,  a  well-known  sub- 
atonce.    Cochrane  n.  Badische  Anilin  Ac  Fabrik    .    210 

See  Particnlar  Pat«nla,  36. 

1.  In  view  of  tbe  former  decision  of  this  conrt  in  these  cases, 

reported  nnder  the  name  of  the  Cawood  patent,  &4  U.  r 
S.  695  [11  Am.  &  Eng.  235,]  nothinf;  was  left  open  for 
further  ioqnirj  bnt  the  nmonnta  of  the  former  recov- 
eries fur  the  nse  <if  tbe  non-infringing  machines,  and 
tbe  trae  way  of  determining  this  clearly  was  to  find 
ont  what  part  of  the  profits  for  which  the  original  de- 
creex  were  rendered,  had  been  made  by  tbe  use  of  the 
non-iDfriDgiog  machines.     Railroad  Co.  t.  Tarrill  .    .    140 

2.  Ak  a  general  mle,  a  patentee  is  not  entitled  to  interest  on 

profits  made  by  an  infringer,  becanse  profits  are  re- 
garded in  the  light  of  unliquidated  damages  ;  bat ' 
where  a  coae  was  sent  back  to  ascertain  bow  mnch 
should  be  deducted  from  decrees  for  errors  in  the  ac- 
counting as  then  stated,  it  seems  not  at  all  inequitable 
to  allow  interest  on  the  corrected  amounts  from  the 
date  of  the  master's  report.  The  cases  are  entirely 
different  in  tbis  particnlar  from  what  they  wooldbave 
been  if  Ibc  original  decrees  had  been  reversed  for  error 
In  the  principles  of  fhe  accounting.  The  decrees  in  tbe 
preMnt  cases  may  be  considered  aaafflrmed  in  port  and 
reversed  in  port,  tbe  new  refbrencee  being  had  only  to 
find  ont  tbe  exact  extent  of  the  revereaU.  Railroad 
Co.  r.  Turrill      1« 

3.  Ill  futcertainiiig  tbe  profits  made  by  the  infVidgement  of  a 

patent,  tbe  qnestion  to  be  determined  ia,  what  advant- 
age did  the  use  of  tbe  patented  improvement'  have 
over  other  known  methods  in  common  use,  of  prodoo 
ing  tbe  same  result.     Kark  r.  Thorae    .        301 
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Sec  Disclaimer,  3  ;  Licensee,  1  ;  Kight  U 


I.  The  oDtiiffiun  in  *n  original  pat«iit  U 

(ions  in  the  combinationH  clainied  was  a  mistake  ap- 
pai«Dt  on  the  face  of  the  pMtent,  awl  was,  in  law,  <m 
the  fiKta  in  this  case,  snch  a  dedication  oftliem,  ifnew, 
(o  the  pulilic,  that  a  rcioine  to  covet  such  sub-eotnbina- 
tions,  in  revocation  of  anch  dediistinn,  oniiot  be 
availed  of  to  the  prejudice  of  righta  acquired  by  tbe 
public  before  the  reiieue  was  applied  for.  Clements  r. 
ExCBvittiug  Co 44 

3.  It  is  not  competent  for  tbe  patentee  or  his  anigDecs  by 
merely  disclaiiuing  all  the  cbangee  made  in  a  leiasna 
pelcDt  to  revive  and  restore  the  original  patent.  Thia 
could  be  done  onl;,  if  it  could  be  done  at  alt,  b;  snr- 
render  of  tbe  reiisued  patent  and  the  grant  of  another 
reiwtue.     McMurray  r.  Mallorj 171 

3.  Tbe  principles  announced  i»   the  case  of  Miller  v.    Brass 

Co.,  11)4  U.  a  :tnO  [Ut  Am.  &  Eng,  303,]  in  reference 
tn  reimuing  patents  fur  the  purpow  of  enlarging  the 
claims,  reiterated  and  explained.    Mahn  r.  Hanraod.  323 

4.  It  was  not  intended  in  that  cane  to  qnextion  tlie  conclu- 

siveann.  in  nuits  for  infringement,  of  the  decisions  of 
the  ComniisHioner  of  Patents  on  mattemof  &ct  necea- 
sar;  to  be  decided  before  issuing  the  patent,  except  aa 
the  statute  gives  specittc  defences  ;  but  those  defencea 
are  not  the  iml.v  ones  that  may  be  made  ;  if  it  appear 
that  the  Commissioner  has  granted  or  reigned  a  pat~ 
ent  without  authority  of  law,  this  will  be  a  good  de- 
fence ;  OS  where  the  thing  patented  is  not  a  patentable 
invention,  or  where  a  rei«iDe  is  for  a  diflerent  inven- 
tion from  that  described   in  the  uriginal  patent,  etd. 

Mahn  t>.  Harwood 3SS 

6.  A  patent  cannot  be  lawfully  reissurd  for  the  mere  purpose 
of  enlarging  the  claim,  nnless  there  has  been  a  clear 
mistake  inadvertently  committed  in  the  wording  of 
the  claim,  and  the  npplicatiou  for  reissue  is  mada 
within  a  reoaonably  short  time.  Whether  there  has 
been  such  an  inadvertent  mistake  is,  in  general,  a  mat- 
ter of  fact  for  the  (.'onimiswioner  todecide  ;  but  whether 
the  application  is  made  in  reasonable  time  is  matter 
of  law.  which  the  court  may  determine  by  comparing 
the  reissued  patent  with  the  nriginal  and,  if  necessarj, 
with  the  records  iu  the  I'litenl  Office  when  preaented 
by  tbe  record.    Mahu  r.  Hurwood 39S 
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0.  The  i^plicatioti  Tor  a  leiMne  in  such  cases  miut  be  made 
within  A  reasoaable  time,  because  the  rights  of  the 
public,  conceded  bv  the  ori^nal  patent,  are  diiectlj' 
aSected  and  violated  by  an  enlai^meEt  of  the  claim  ; 
and  the  patentee's  contiuued  acquieacenve  in  the  pub- 
lic enjofment  of  snch  right  for  an  nnreaaonable  time 
justly  deprives  him  of  all  right  to  a  reiasae,  and  the 
CommiBsioner  of  lanfnl  authority  to  grant  it.  Hahn 
V.  Harwocid 332 

7.  No  invariable  rale  can  be  laid  down  na  to  what  is  a  reason- 
able time  within  which  the  patentee  must  seek  for  the 
eorrection  of  aclaim  which  he  cooBiders  too  narrow. 
It  is  for  the  court  to  judge  in  each  case,  and  it  trill  ex- 
ercise proper  liberality  towards  the  patentee.  Bnt  as 
the  law  charges  him  with  uotice  of  what  his  patent 
contains,  he  will  be  held  to  reasonable  diligence.  By 
analogy  to  the  mle  as  to  the  effect  of  public  use  be- 
G>re  an  application  for  a  patent,  a  delay  of  more  than 
two  years  would,  in  general,  require  special  circum- 
stances for  its  excuse.     Mahn  v,  Harwoo<l SSS 

B.  As  in  the  present  ease,  there  was  a  delay  of  nearly  four 
years,  »nd  the  original  patent  was  plain,  simple,  and 
free  fh>m  obscurity,  it  was  irld,  that  the  delay  in  seek- 
ing a  correction  by  reissne  was  unreasonable,  and  that 
the  Commissioner  bad,  therefore,  no  authority  to  grant 
It ;  and  the  patent  was  ictd,  invalid  so  far  as  theclaims 
were  broader  than  those  in  the  original  patent.  Mahn 
V.  Harwoud 323 

9.  Wbeie  in  an  action  at  law  for  the  infringement  of  the  re- 
tsaned  patent  of  Esau  Torrent,  it  waa  pleaded  that  the 
patentee  and  the  plaintiff  nqjnstly  obtained  such  reis- 
sne  fbr  that  which  was  not  included  in  the  original 
patent,  and  was.  in  fact,  invented  by  John  Torrent, 
who  was  using  reasonable  diligence  in  adapting  and 
perfecting  the  same,  and  had  filed  an  application  for  a 
pAtent  therefor,  with  the  knowledge  of  the  patentee 
and  the  plaintiff  prior  to  the  application  npon  which 
the  reiaBoed  patent  had  issued  at  a  ilate  earlier  thou 
that  of  the  patent  to  John  Torrent,  and  that  the  inven- 
vention  described  in  John  Torrent's  patent  had  been 
pnt  in  use  at  the  place  where  all  the  parties  lived,  and 
on  the  trial  the  plaintiff  hFid  pnt  in  evidence  the  Esau 
Torrent  original  and  reissued  patents,  and  asserted  in- 
(Hogement  of  the  first  claim  only  of  the  reissue,  which 
claim  was  not  found  in  the  original  patent,  and  also 
pnt  in  evidence  of  inftiugetDcntof  said  flrst  claim,  and 
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the  defendBtit  had  put  hi  eridoiM  tlw  UUr  paMnt  of 
Jubn  Torrent,  and  evidence  that  the  BUppoBMl  iafriiig- 
ing  mochuiee  were  nutde  in  KOcoidHace  therewith,  'aitd 
the  deTendaiit  then  requeeted  the  ooart  to  instroct  tbo 
jurj  to  bring  in  s  verdict  for  the  defendant,  which  in- 
Htmction  the  ooart  refosed  lo  give,  hdd,  that  tfaia  was 
error  on  ibe  part  of  the  eonrt,  beasuae  anch  fliBt  claim 
was  Void.  Torrent  Ac  Lumber  Co.  r.  Rodgen  .  .  31 
See  Disclaimer.  2,  :t ;  Particular  Patents,  3»>-5i. 

Rifht  of  Action. 

See  Licensee,  1.  2. 

Ittl^t  to  Make  and  EML 

See  Right  to  Use.  3. 
Rlffht  to  Make  and  Use. 

See  Bigbt  to  Use,  1. 

Biffht  to  SeU. 

See  Right  to  Uxe.  3. 
Bight  to  Use. 

1.  An  infringer  doen  not  h;  paying  damagea  for  making  and 
using  a  machine  in  infringement  of  a  pAt«nl,  acqnin 
an.v  right  himself  to  the  fiitiire  oaeofthe  madiine. 
Birdsell  v  Shaliol 3J 

3.  No  more  does  one  who  pa.vs  damages  for  selling  a  machine 
in  infringement  of  a  patent  acqaire  for  himself  or  his 
vendee  any  right  to  use  that  machine.  Birdsell  r. 
Shaliol 3! 

3.  If  one  person  ia  in  any  case  exempt  from  being  saed  for 
dMoagee  tor  using  the  same  machine,  for  Uie  ■"**'"g 
and  selling  of  which  damages  have  been  reoorered 
against  and  paid  b;  another  person,  it  can  only  be 
when  actnal  damages  have  been  paid,  and  npon  tbe 
theory  that  the  plaintiff  has  been  deprived  of  the  mdm 
property  by  the  acts  of  two  wrongdoers  and  hae  re- 
ceived f^U  oompensation  from  one  of  them.  Birdsell . 
V.  Sbaliol 3! 

A.  The  right  of  the  patent«e,  nnder  United  States  letters 
patent,  in  exclnsive  of  the  United  States  Government 
and  stonds  on  the  footing  of  all  other  property,  tbe 
right  to  which  was  secured,  ns  ftgatust  the  Gorernment 
by  the  constltntional  guaranty  which  prohibits  the 
taking,  of  private  property  tor  public  nee  withont  com- 
pensation. Hotliater  «.  Benedict  &  Bnmbam  Hufg. 
Co 4i 
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5.  Semble  that  if  the  right  of  the  patentee  was  acknowledged, 

iHid,  without  his  consent,  an  officer  of  the  GoTemmeDt, 
acting  nnder  legislative  authority,  mode  nse  of  the  in- 
vention in  the  diflcharge  ofhia  official  dntlee,  itwonld 
seeem  to  be  a  clear  vnse  of  the  exerciae  of  the  right  of 
eminent  domain,  npoD  which  the  law  would  impl;  a 
promise  of  compensutioD,  an  octioo  on  which  wonid  lie 
within  the  jnrisdiction  of  the  Court  of  Claims.  Hoi- 
lister  V.  Benedict  &  Bumham  Mnfg.  Co. 417 

6.  When  the  pnblic  has  acquired  in  any  way  the  right  to  use 

a  machine  ot'  device  for  a  particnlar  purpose,  it  has  the 
r!)i;hl  to  nse  it  for  all  the  like  purpoeea  to  which  it  can 
be  applied,  and  no  one  can  snbseqnently  obtain  a  valid 
patent  to  cover  the  ei^lication  of  the  device  tn'a  sim- 
ilar pnrpofle,  nnleas  a  new  and  diflerent  resnlt  is  ob- 
tained, which  reaalt  will  not  be  deemed  oa  new  or 
different  if  it  ia  the  aame  lo  character  as  the  old 
resnlt.     Bloke  d.  City  of  San  FnmciMco 535 

B  o£  SupTBtno  Oonrt 

1.  Rale  30  of  Bopreme  Coart  rales  apply  only  to  cases  ap- 
pealed before  lie  adoption,  and  is  practically  ohaolete. 
Motion  made  nnder  the  rule  to  dissolve  the  injunction 
granted  by  the  court  below  denied.  White  v.  IhmluT.      27 


Beoretary  of  the  Intorlor. 
See  Appeal,  1.  2. 


See  Particular  Patents,  7. 

InattonB. 

See  Reiasne.  1 :  Particular  Pateula.  41. 


utaity. 


1.  Aji  increase  of  utility  beyond  what  bad  been  attained  by 
devices  previously  in  nse,  in  cases  of  doubt,  Is  usually 
re^rded  as  determining  the  qneation  of  invention. 
But  in  the  present  case  we  are  not  able  to  give  it  such 
^ect.    Hollister  «.  Benedict  &  Bunham  HnQ^  Co.  .    4 

See  Particnhir  Patents,  16. 

Validity  of  Patent. 

See  Prior  Knowledge  and  Use,  1. 
Void  P&tont.  I 

See  Particular  Patents,  2,  8,  12,  13,  14,  21,  22,  24,  37.  38,  38, 
40.  41.  43.  46.  47,  4a  49:  Reissne  9. 
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AbandoninsQt. 

Pailnra  to  clftim  origiaal  matter  described,  mi  abaDdonmuit.    60 
FmIutv  to  claim  origiiial  matter  described,  not  an  ah«ndoo- 

ment 60 

Aooident,  InadTertmoe  or  Mistake. 

•  Accident,  InadvertenM  or  Hintake 517 

Accident,  Inadvertenoe  or  Mistake  of  Solicitors 518 

Adverse  Rl^lits. 

Reiseiae  where  adverse  rights  have  accrued  between  -date  of 

original  and  reissue 60,  415 

Aggregation 100 

Amendment. 

Amendments  to  application — bow  far  permissible %r 

Amendments  to  application,  effect  od  oonstmctJon  of  patent.  SOB 

Analogous  Use. 

Analogons  Use 100,  166,  319.  547 

AntiolpatiOD. 

Tbat  which  inrringce  if  later,  is  an  anticipation  ireariier.  132,  503 

Application. 

Ameodmenta  to  application — how  far  permissible SOT 

Ohanse  in  Proportion. 

Change  in  proportion  does  not  Involve  invenUoo 43 

Oomblnatton. 

A  combination  not  iuA-in^  by  nse  of  lees  than  all  its  parts 

n  of  an  element 4.'>6 
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ComUnatum  not  infringed  by  antntatatum  id*  new  elemeat  .  4S7 
Coubiiutloii  infringed  bj  BUbstitntionof  knowneqnlvnlent  .    VH 

Combination  not  infringed  bf  different  device 457 

Oombination  iurringed  by  Bale  of  part  with  intent  to  piocnre 

infHDgement  (licenbe  to  use  onoe  only) 457 

Keiaane  for  a  combination  of  more  or  less  elements  tboa  nere 

claimed  in  tbe  original 59 

Mandamus  to  c»mpel  th«  Commissioner 308 

Oonetruotion  of  Patent. 

AmendmeDtB  to  application,  effect  nn  cunatmction  of  patent.  608 
Oonrtof  Olatms. 

Court  of  Claims— jiiriidiction 4:17 

Damagra  mnst  be  proven 207 

Damages  mnst  be  proven,  else  are  nominal SOT 

Improvement'— mle  of  damogea 207 

Delay. 

Delay  in  reinning M9 

There  is  no  unreasonable  delay  in  disclaiming  until  the  de- 
cision of  the  highest  court  btm  i>een  reached ISO 

Deecriptton. 

iSaflieiency  of  de«cription  in  xperifloition 490 

Disolalmer. 

PnrpoM  of  a  disclaimer 393 

There  is  no  nnreesonnble  delay  in  disclaiming  nntil  the  do- 

ciaion  of  tbe  highest  conrt  has  been  reached ]  90 

Attempt  to  get  new  patent  by  disclaiming 191 

Disclaimer  in  reisHie,  its  effect 3S3 

Double  Use. 

Double  use  is  not  patentable 100 

Errorappareat  on  fare  of  patent .S9 

Bquivalent 

Cbmbinalion  infringed  by substitntioii oTknown equivalent  .    4-^7 

Bvldenoe. 

Admislibilit;  of  evidence  of  prior  knowledge  and  use  to  show 

wantof  novelty  without  notice 117 
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FbUots  to  OlAlm. 

PailDre  In  claim  original  multer  dnM-ribed,  an  abandon oiHit.    GO 
Paiinn  to  claim  original  matter  dcHCribed.  Dot  an  abandon- 

Ooramment. 

Ooveniiuent  caanot  lue  pat«nt  witlioat  aHnpensfttioD  to  pftl- 

•ote« «7 

Idantdtr. 

Rriaauea  void  for  want  nf  iileiitity 414 


ImproTemeot — rate  of  damagca SOT 

ImproTement — apportionment  of  piDfits IBB 

Infrtngemant. 

That  which  infrinfcea  if  Ul«r,  ie  an  aoUcipation  if  earlier  122,  503 
Jnteraet 

Interaat  on  profitH 145 

Intervening  Bivhts. 

Rniianfl — interTeniug  riKhta  accraed  b«t  wiwn  date  of  original 

and  rcissiit; ■    ■    - 51' 

InTontion. 

Change  in  proportion  daw  u^il  involve  inveDtinn 43 

Utitit;  without  inveulion  in  not  patentable 4:r7 

Judicial  Notice. 

Jadiciul  Dotive  tiiken  of  prior  knowledge  and  uM 117 

Jadiciftl  iKitifti  takeu  of  tnattem  of  oommon  knowledge   .    .     279 

JurtBdlotion.  ^ 

Court  of  t'laviin — ^iurisdiction 437 


License  to  uw.-  iiiu-e  only 457 

Masdtuxius. 

Mandamiu  to  compel  the  Comraiaeionc.r :t08 

Ueaaure  of  DamaseB. 

Mcaanre  of  damaKee — when  actual  gains  and  pnililti       .    .    .    2(li> 
Nev  BQemeiit. 

Combination  not  infringed  b;  BubetitutioD  nfoew  elemait  .     457 
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New  Patent. 

Atlempt  to  get  new  patent  by  diarlaimiug 191 

Notloe. 

Admissibility  of  evidence  of  priur  knowledge  and  usetoshow 

want  of  novelty  without  ootice    .       117 

Norelty. 

AdmisBibility  of  eiideoce  of  prior  knowledge  and  uaetoshow 

want  of  nuvelt;  withoDL  notice IIT 

Omlsaioii  of  an  EQenieDt. 

A   combination  not  inMnge<l   b.v   a»e   of  leae   than  all   its 

porta— by  omiaaionof  iiu  element 456 

Patent. 

Error  apparent  on  face  of  patent 59 

Prior  Knowledge  and  Use. 

'  Judicial  notice  taken  of  prior  knowledge  and  use IIT 

Admiaeibility  of  evidence  of  prior   kuowli^gc  and   oae  -  to 

show  want  ot  novelty  witboat  notice 117 

Prodaot 

Prodnct 23.1 

Proflte. 

HeasoKs  of  damages — when  actual  gain:^  luid  pmtit»     .    .    .  30fi 
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